
This is a digital copy of a book that was preserved for generations on library shelves before it was carefully scanned by Google as part of a project 
to make the world's books discoverable online. 

It has survived long enough for the copyright to expire and the book to enter the public domain. A public domain book is one that was never subject 
to copyright or whose legal copyright term has expired. Whether a book is in the public domain may vary country to country. Public domain books 
are our gateways to the past, representing a wealth of history, culture and knowledge that's often difficult to discover. 

Marks, notations and other marginalia present in the original volume will appear in this file - a reminder of this book's long journey from the 
publisher to a library and finally to you. 

Usage guidelines 

Google is proud to partner with libraries to digitize public domain materials and make them widely accessible. Public domain books belong to the 
public and we are merely their custodians. Nevertheless, this work is expensive, so in order to keep providing this resource, we have taken steps to 
prevent abuse by commercial parties, including placing technical restrictions on automated querying. 

We also ask that you: 

+ Make non-commercial use of the files We designed Google Book Search for use by individuals, and we request that you use these files for 
personal, non-commercial purposes. 

+ Refrain from automated querying Do not send automated queries of any sort to Google's system: If you are conducting research on machine 
translation, optical character recognition or other areas where access to a large amount of text is helpful, please contact us. We encourage the 
use of public domain materials for these purposes and may be able to help. 

+ Maintain attribution The Google "watermark" you see on each file is essential for informing people about this project and helping them find 
additional materials through Google Book Search. Please do not remove it. 

+ Keep it legal Whatever your use, remember that you are responsible for ensuring that what you are doing is legal. Do not assume that just 
because we believe a book is in the public domain for users in the United States, that the work is also in the public domain for users in other 
countries. Whether a book is still in copyright varies from country to country, and we can't offer guidance on whether any specific use of 
any specific book is allowed. Please do not assume that a book's appearance in Google Book Search means it can be used in any manner 
anywhere in the world. Copyright infringement liability can be quite severe. 

About Google Book Search 

Google's mission is to organize the world's information and to make it universally accessible and useful. Google Book Search helps readers 
discover the world's books while helping authors and publishers reach new audiences. You can search through the full text of this book on the web 



at |http : //books . google . com/ 




' Law Book PubHjh«? 
251 WAIN STREET 
BUrrAL0 3.H.T. 






Digitized by VjOOQ IC 




Law Book PubHjh«? 

251 WMN STREET 

BUrrAL0 3.H.T. 



not. 
mil 



Digitized by VjOOQ IC 



Digitized by VjOOQ IC 



Digitized by VjOOQ IC 



Digitized by VjOOQ IC 



FOREWORD 

This is an exact photo-reproduction of an original copy of the 

DECISIONS 

of the 

COMMISSIONER 

of 

PATENTS 

1877 

As a copy of the original is practically unobtainable, this volume 
is offered to enable law libraries to complete their collection of 
government publications. 



DENNIS & CO., INC. 



Buffalo, N. Y. 
December, 1948 



Digitized by VjOOQ IC 



Digitized by VjOOQ IC 



DECISIONS 

2/. J- /.?-'^/V#-< • 



OF THE 



COMMISSIONER OF PATENTS 



l/\>R 



THE YE-A.R 1877 



WASHINGTON: ^izedbyGoode 
OOTBBNMBNT PBINTINO OFFIOB. 
1878. 



Digitized by VjOOQ IC 



TABLE OF CASES. 



DECISIONS OF THE COMMISSIOKER. 

Page. 

Anson v8. Woodbary (interlocutory appeal) 4 

Anson va. Woodbary et al, (interlocutory appeal) 49 

Arkell, James, (appeal) 73 

Bierce, W. W., (appeal) 46 

Chambers and Mendham va. Tucker et al, (i nterlocutory appeal) 32 

Coggin, Kidder & Co. (trade-mark) 26 

Cook, Horatio N., (appeal) 124 

Cornwall etaZ. (trade-mark; appeal) 82 

Cornwall & Brothers (trade-mark) 85 

Cutting, Lewis, (appeal) : 9 

Decision of the Secretary of the Interior 125 

Dieckerhoff, A., (interlocutory appeal) 77 

Dieterich, C. F., (interlocutory appeal) 14 

Dole Brothers, (trade-mark) 117 

Doten, Charles C, (appeal) ., 115 

Elbers, A. D., (interlocutory appeal) 55,123 

Faasett, N. B., (reissue; motion) 32 

Freand vs. King (interference) 6 

Gerson, Julius, (appeal) • 19 

Gillen, Wm. S., (petition to reopen interference) 20 

Goodyear Rubber Co. (interlocutory appeal) 53 

Gordon, Jacob, (trade-mark) 108 

Gottstein, Peter R., (reissue) 47 

Gray, G. A., (caveat) 44 

Gray, J. J., (interlocutory appeal) 18 

Greaves, James, (appeal) 80 

Gross, Henry, (motion for a rehearing) 3 

Gross vs. Sargent, (interference) 37 

Hallidie, Andrew S., and Wm. H. Paine (appeal) 112 

Hardy,P. J., (motion) ,.. 110 

Howland, E. O., (interlocutory appeal) 120 

Janker, A., and F. W. Wolf (interlocutory appeal) 10 

Kimball, Wm. S., (interlocutory appeal) 54 

Law, Henry, (interlocutory appeal) 119 

Little V9. Sargent (appeal) 88 

Martin va. Bogle, Runyan and Patric (interference) 106 

Merrill and Meirill t;8. Glidden (interference) 11 

Miller, A., va. Pnrches Miles (interference) 15 

Millward va. Barnes and Barnes (interference) 34 

Marray, John D., (appeal) 90 

Mygatt, John P., (motion) 59 

Park, Jno. D., (label) 45 

Phillips. Thomas, (appeal) 93 

Pintsch, Richard, (division of application) ^M'l^"^. by.Vrl VJi^^ ^^ 43 

Practice in interference cases (reference) 121 



IT TABLE OF CASES. 

Page. 

Preflspricb, Otto, (interlocutory appeal; design) 18 

Sargent r«. Bnrge, (interference) 62 

Seibert, Nicholas, (motion) 95 

Siemens. C. William, (interloontory appeal) 98 

Siemens, C. W., (interlocutory appeal) 75 

Siemens, C. W., (interlocutory appeal ; reissue) 41 

Smoot, William S., (reissue) 51 

Stockwell v$, Haines, ( interference ; interlocutory appeal) 82 

Stover v«. Clark, (interference; appeal) & 

Strong et aZ. ra. Cruikshank (interference; appeal) 87 

Swift r«. Peters (interference) 57 

Temple, Jesse H., (interlocutory appeal) y 114 

Tieman, Simpson and Collins (design) ...w. 1 

Yoelter, Henry, (extension) 100 

Warner M. Anders, (interference) 8 

Wicks and Wyman vi. Knowles (interlocutory motion) 13 

Wicks V8. Dubois (interference) 22 

Witbington rs. Locke (interference) 27 

Wright and Bryant v«. Samuel W. Reese (motion) 16 

INDEX OF UNITED STATES COURTS' DECISIONS. 

Adams and WestlalLe Manufacturing Co. v$. Saint Loais Wire Goods Co 379 

Adams. Henry A., va.Tbe Joliet Manufacturing Co 304 

Albright, Andrew, vs. The Celluloijcl Harness Trimming Co 311 

American Shoe Tip Co. V9, The National Shoe Toe Protector Co 251 

Ashcroft, Charles E., v$. William Hollings.... 270 

Atlantic Giant Powder Co. V8. George W. Mowbray elal 331 

Birdsell, John C, vs. The Hagerstown Agricultural Implement Co 203 

Birdsell , John C. , v«. The Hagerstown Agricultural Implement Co 240 

Black, C. N., and E. W. Fitzgerald, administrators, ra. J. B. Hubbard et tU 374 

Bruff,Ricbard P., trustee, v«. William A. Ives 275 

Buerk, Jacob E., r«. William Imhaueser etal 161 

Cammeyer, William H., 0< aZ. iw. John Newton 6f aZ 182 

Clark, William J., vt. The Kennedy Manufacturing Co, etal 152 

Cochrane, William F , et aZ., appellants, os, Josiah W. Deener etal 242 

Cohn, Moritz, r«. The United States Corset Co. etal 205 

Cornell, George B., va. The Downer and Bemis Brewing Co. et al. ; Same r«. 

American Bash Co, etal 194 

Comely, E mile, va. Norbert J. Henderickx 324 

Crouch, George, i'«. William Roemer 288 

Dalton, Joseph, r«. Abraham G.Jennings 158 

Dayton,GeorgeE.,t«. George Wright e( al 170 

Dennis, Paul, ta.Walden Eddy «taZ 265 

Detroit Stove Works, complainant, ve. The Michigan Stove Co., defendant 309 

Dunbar, John, et al. v$, Margaret Myers, executrix, &c. etal 140 

Eppinger, Isaac, V9. Henry A. Rtchey etal 353 

Fuller, Henry W., et al ve. Enoch S. Yentzer et al 218 

Fuller, Henry W., et ah va, Enoch S. Yentzer et al, ; Same va, Herman B. Good* 

rich..y ^ 227 

Goodyear Dental Vulcauite Co. -v«; Charles G. Davis; Same va. Defendants in 

sixty-seven other cases 327 

Gould's Manufacturing Co. va, John P. Cowing e<aZ 383 

Halsey, Eliza G., va, Alfred S. Garliok et al ^U^^dl^ii.VJlJIJglV:.- 392 

Harrington va, Libby - 308 



TABLE OF CA8ES. V 

Page. 

Henderson, Joseph C; et al. vi. The Cleveland Co-operatiYe Store Co 893 

Herring, James W., ei dl. m. Willis S. Nelson et al.; Same V9. William.G. Gage 

etal 369 

Illinois Central Railroad Co., appellant, V9. Samnel H. Tarrill ; Four other com- 
panies, appellants, vs. Samnel H. Tnrrill 341 

IngersoU, Lorin, v«. Mary and William Turner 310 

Jackson, Silas £., 0< al. M. Charles H.B. Bnok etal 160 

Keystone Bridge Co., appellants, v«. The PhoBnix Iron Co 384 

Lorillard &. Co. v«. McDowell ^k^ Co 237 

Magic Bofile do. v«. Elm City Co 212 

Merrill, Joshna, appellant, v«. David M. Yeomans si al 279 

Mevs, Henry, v«. Jacoh A. Conover ; 286 

Miller and Peters Manufacturing Co. V9, Napoleon Du Bml 316 

Miller, E., ^ Co., v«. Bridgeport Brass Co 336 

Mulford, Lewis J., et aUve, Thomas D.Pearce etal 254 

Nortlirap, Frank et al ve, Samnel Adams 322 

Pearl, Oliver, et ah v$. The Ocean Mills et al 133 

Perrigo, William, et al. ve. Chaancey B. Spaulding 320 

Price, David C, w. James E. Kelley 235 

Reissner & Fray ve, Anness & Blauvelt 376 

Richardson, Ivory W., ve. William F. Miller et al..^ 291 

Robertson, John, et al. ve. Eli W. Blake; Eli W. Blake vs. John Robertson et al. 266 

Roemer, William, appellant, vt. £. Simon et al 368 

Ruggles, Horace M., v$. Charles Eddy ei al 357 

Rumford Chemical Works ve. Qeorge V. Hecker 192 

RumfordChemicalWorkstw. Thomas C. Vice 233 

Same r«. Fifty-six defendants.... 233 

Russell, Nathan C, r«. Samuel Dodge, sr. and Jr.... 162 

Russell, Nathan C, appellant, V8, Isaac V. and John W. Place 301 

Schillinger, John J., v«. Herman A. Gunther 260 

Smith, Daniel H., ve. The Goodyear Deittal Vulcanite Co. etal 171 

Squire, John J., in re 388 

S waine Turbine and Manufacturing Co. ve. James E. Ladd 166 

Thomson, William S., 6i a/, vs. S. L. Jacobs etaZ » 377 

Union Metallic Cartridge Co. ve. The United States Cartridge Co 289 

United States Rifle and Cartridge Co. ve. The Whitney Arms Co. etal 197 

Vaughn, Daniel W., ve. The East Tennessee, Virginia & Georgia Railroad Co.. . 256 

Vogler, Herman, ve. Edward Semple • 271 

Wonson, AnguRtus H., vs. Sumner A. Gilroan etal 284 

Zane, Joseph, et al. vs. Peck Brothers & Co 325 



Digitized by VjOOQ IC 



Digitized by VjOOQ IC 



DECISIONS 

OF THE 

COMMISSIONER OF PATENTS 

FOR 

THE YEAR 1877. 

TIEMAIJT, SIMPSON, AND COLLINS. 

O. G., vol. xi, p. 1. 

APPEAL FBOM THB DBCIBION OF THE PBIM ART EXAMINBK IN THE MATTER OF THE APPLICATION OF JOHN 
W. TIBMAN, WILUAM SIMPSON, AND JOHN COLLINS, FOR A DBalON PATENT FOR " ORNAMENTING HARD- 

WABB."— Decided November 24, 1876. 

A ^parate oath is required when a new application is filed as a division of an original 
application made and sworn to by joinc inventors. 

While in an application by a sole inventor the oath referring to separate and distinct 
inventions there included may suffice to cover a division consisting of the part elimi- 
nated from the original, it is not so with Joint applicants, whose oath gods to the 
invention considered as a whole and not to separate parts. 

DOOLITTLE, Assistant Commissioner: 

This application, as originally filed, contained two claims, which the 
Examiner asserted embraced two distinct inventions or separate designs, 
and he therefore suggested that applicants ^' make one claim broad and 
generic to include both forms, and then claim one species definitely." 
The applicants concluded to divide their case and make the subjects of 
two patents what they had formerly included in one application. Ac- 
cordingly, they amended their first application, striking oat a portion 
of the subject matter thereof, and filed a new application therefor. This 
second application was not sworn to, alfchouj^h the other formalities at- 
tendant on an original application were observed. So far the second 
application has not been allowed to go forward for exan^ination, on the 
gronnd that the additional oath should be furnished. This action is 
based upon the doctrine laid down in the decision of the Commissioner 
in the case of Heginbotham (8 Official Gazette, 237). There the 
snbject was a division in the case of a reissue applied for. It was held 
that there was no substantial difference between reissue applications in 
which a division was called for and that of original applications, and 
thaty in both cases, each division constituting a separate and distinct 

Id 
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inveotion, being the sabject of a separate and distinct patent, should 
possess all the characteristics of an independent application in matters 
of form as well as in matters of substance. Especially was it held to 
be vital in cases where the original patent was for a combination of ele- 
ments and the division made the separate features the subject of sepa- 
rate applications, for an inventor might properly take oath that he was 
the inventor of the combination when he could not make oath to the 
inv^ention of any of the features of the combination regarded separately. 

Admitting, as counsel contends in this case, that the sole purpose of 
the oath required is to satisfy the Commissioner that the applicant was 
the first inventor in such a case as we have mentioned, the original oath 
to the combination would not be satisfactory evidence as to the inven- 
tion by the applicants of the separate features of that combination. 

Now, in this case, three inventors join in an application for a patent 
for a design, which, in their petition, they represent as ^^ our desigQ,'> 
^'our invention," and make their claims and their arguments in support 
of the idea that the invention is substantially a unit. 

In view of the proposition that the oath is required by law to satisfy 
the Commissioner that the applicant is the first inventor, the oath of 
joint applicants to an invention, regarded as an entirety, does not sat- 
isfy my mind as to the originality, by the joint inventors, of the sepa- 
rate portions of that invention. In short, the presumption is entirely 
the other way. Joint invention rarely consists in the joint conceptioa 
of each particular device, but of the combination of devices separately 
conceived by the individual inventors. 

The oath of the joint inventors in this case goes to the invention con- 
sidered as a whole. 

If this were a case wherein a single inventor had embraced two sepa- 
rate and distinct inventions, admitted on all hands to be entirely inde- 
pendent, in one application, and had then, when required, simply in- 
corporated into a new application the description of one of those inven- 
tions, after eliminating the same from his first application, and having^ 
made no additional description or subtraction, it might, perhaps, be 
proper to consider the second application without requiring an addi- 
tional oath. But here the question is not yet settled whether the origi- 
nal application filed by these joint inventors included more than one 
invention; In fact, it is contended by counsel that the view of the Ex- 
aminer on this subject is erroneous ^ and it is, in my opinion, certainly 
inconsistent with the original intention of the parties, as expressed ia 
their petition, their specification, and their oath. This, however, is a 
matter that can bQ determined by an interlocutory appeal from the action 
of the Examiner. 

As the case now stands, the joint oath made to the entire invention 
cannot be regarded as satisfactory when applied to but part of that 
invention. 

Digitized by Vj^U VIC 



DECISIONS OF THE COMMISSIONER OF PATENTS. 3 

HENEY GROSS. 

MoHon for Rehearing. 
O. G., vol. xi, p. 739. 

IN THE M4TTKB OF THE APPLICATION OF HENRT GB088, FILED AUGUST 9, 1873, FOR "iMPKOVEKEKT IN 
PERMUTATION-LOCKS."— i>0eid«l DtctmJbtT 18, 1876. 

An improvement of an existing device rendering its parts more a^nstable in a manner 
vrell known, and by the exercise of mechanical skill and judgment alone, is not 
patentable. 

The change of looation of an element in a combination, where that change prodnces 
in subetanoe no new combination nor a new operation, is not patentable. 

W. C. Dodge & Son, for applicant. 

DooLiTTLE, Assistant Commissioner : 

This application was rejected by the Examiners iaOhief and the Com- 
missioner in 1874. A reconsideration of the case has recently been 
requested and the request granted by the Commissioner. 

The claim made by applicant is as follows : 

In combina*;ion with the notched disk or tnmbler K, the yoke A, having the fly B 
attached thereto, and the pin £ arranged to project through holes in the disk K, and 
serve the twofold purposes ot* a transfer and of changing the combination, as set 
forth. 

This claim was regarded by the Office as being substantially answered 
by the patent of W. B. Dodd, No. 46,858, of March 14, 1865, that of 
MacNeale, of July 5, 1874, and that of L. Yale, of September 15, 1868. 

The Board of Examiners-in-Ghief in their decision state the case 
clearly, as follows : 

It is admitted on the part of applicant that a yoke ai^astably attached to the main 
part of the tnmbler with the connecting-pins projecting through the tumbler, and 
arranged to strike the adjacent tumbler, is shown in the patent of Dodd. It is also 
clear that the fly adapted to serve exactly the same office as that contemplated by 
applicant, and in all essential respects the same in construction, is shown in the patent 
of MacNeale and in that of Yale. The two forms of adjustable tumblers being thus 
shown to be old, the position of the Examiner is that applicant has done no more than 
transfer the fly from one old form of tumbler to another without new result. 

The sole advantages, so far as I can ascertain, claimed by applicant 
over the devices of Yale and MacNeale, are thus stated by his attorney : 

In both Tale's and MacNeale's the fly is mounted on a hub surrounding the center of 
the tumbler and the bearing surface is so large and the friction so great that quite fre- 
quently the fly does not move separately at all ; but instead, when struck by the pin 
of the adjoining tumbler the fly and tumbler are both moved together, thus destroying 
or preventing entirely the eflfeot which the fly is designed to accomplish. 

On the contrary, applicant's fly, being made light and small, and being pivoted on a 
smaU pin near the extremity of the yoke away out near the edge of the disk, cannot 
possibly act in this manner. The slightest touch of the pin of the adjoining tumbler 
moves the fly its full distance before the disk is stirred at all. Here, then, is an im- 
portant difference in results— due entirely to the difference in construction and arrange- 
ments of parts. 
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It will be seen by these remarks that a combination new in principle 
does not constitute the distinction between the cases, but that applicant 
has simply rendered a device more adjustable ; has, in short, improved 
its operations by the exercise of mechanical skill and judgment. 

The change of location of an element in a combination, where that 
change in location produces in substance a new combination and a ixew 
operation, is patentable; but here the combination is not changed, but 
the operation of the mechanism is simply perfected. (Oallahue et al, 
vs. Butterfieldy 6 Fish., 203.) 

Admitting this to be such a combination as comes within the defini- 
tion laid down in the case of Birdsell vs. McDonald et aLj 6 Offioiax. 
Gazette, 683, on which applicant relies, still the doctrine there incul- 
cated relating to the colorable changes made by the defendant as against 
the patentee is applicable here. Tiie court held : 

Any change merely colorable, luvolving no new idea, reqairing not inyentlon, bat 
only mechanical skiU, to make it, a change which retains the idea of the patentee and 
the Bubetance of his invention, notwithstanding the different drapery in which that 
substance is clothed, cannot avail to protect a party charged with infringement. 

In view of the thorough manner in which this case was discussed by 
the Board of Appeals and the Commissioner, I deem it unnecessary to 
say anything more at this time. 

The former action of the Office in rejecting this claim is, therefore, 
affirmed. 



ANSON V8. WOODBURY. 
Interlocutory Appeal, 
O. G., voL xi, p. 243. 

APrSAL FROM THE DECISION OF THE EXAMINER OF INTBRFBRENCBS IN THE MATTER OF THE INTERFRBENCR 
BETWEEN THE APPLICATION OF ALFRED ANSON, FILED SEPTEMBER 13, 1876, AND THE PATENT OP JOSEPH 
P. WOODBURY, DATED APRIL 29, 1673, FOR ** IMPROVBMENT IN PLANINQ-MACHINES."— Decided December 
23, 1876. 

In an ioterference all quAstions affecting the patentability of the subject-matter, the 
propriety of the interference, and the form of the declaration mast be disposed of 
before the expiratiop of the time for filing preliminary statements, and all such mat- 
ters are within the jnrisdiction of the Primary Examiner. 

Failure to make objections before the expiration of the time for filing preliminary 
statements will be considered as a waiver thereof and consent to the interference. 

During an interference the Primary Examiner may request its suspension for the pur- 
pose of considering new references. 

The Examiner of Interferences may, in his decision upon the merits, notice any mat- 
ters affecting the patentability of the subject in dispute, and the Primary Examiner 
is authorized to consider the same after the interference haa been finally disposed of. 

It being intimated at the hearing of the motion that there were other patents show* 
ing the subject-matter at issue, the case was suspended and returned to the Primary 
Examiner for report upon that point. 

Nkwton Crawford, attorney for Anson. Digitized by V^OOg IC 

Samuel A, Duncan, attorney for Woodbury. 
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DuELL, Cimimissioner : 

This is an appeal from the decision of the Examiner of Interferences 
denying a motion made on the part of Woodbury to dissolve the inter- 
ference on the ground that the matter involved has been in public use 
for more than two years prior to the filing of Anson's application. 

The Examiner denies jurisdiction of the motion, and refuses to con- 
sider the affidavits filed in support thereof. 

The second clause of Rule 59 provides that — 

After the declaration of the interference proper it will not be determined without 
judgment of priority founded upon the testimony or the written concession of one of 
the parties. 

The rule further provides that matters arising during the interference 
proceeding which may affect the patentability of the invention may be 
noticed in the decision of the question of priority, and authorizes the 
Primary Examiner to consider the same. The jurisdiction of the Ex- 
aminer of Interferences over the matter of patentability is thus limited 
to the making of a report in his decision on the merits. The parties are 
not, however, left without an opportunity to contest the propriety of 
the proceeding, and the first clause of Kule 59 provides for the determi- 
nation of questions affecting the patentability of the subject-matter, the 
propriety of the interference, and the form of the declaration. It is 
made a condition, however, that these objections be made before the 
time for filing the preliminary statement has expired, and they are to 
be considered by the Primary Examiner, from whose decision, except 
where the subject-matter is decided not to be patentable, an appeal may 
be taken to the Commissioner in person. 

If the parties fail to make objections during this time they must be 
considered as having waived them and as consenting to the interference. 
Diligence and care are therefore required at this stage of the proceed- 
ing to see that it is proper, in order that expense and fruitless litigation 
may be avoided. 

The rule does not, however, preclude the determination of the interfer- 
ence after it is once declared, if the Examiner is convinced that the 
subject-matter is not patentable, and requests a suspension of the inter- 
ference for the consideration of new references. 

The motion made before the Examiner was not, therefore, such as he 
•could, nnder the rule, take cognizance of. It should have been made 
before the filing of the preliminary statements and have been addressed 
to the Primary Examiner. The decision of the Examiner is therefore 
sustained. 

At the hearing of this appeal it was intimated that there were other 
patents besides Woodbury's containing the feature in dispute. If such 
is the case they should be included, and the interference is hereby sus- 
pended and the case returned to the Primary Examiner to investigate 
and report as to this fact. Digit zed by vjuuv ic 
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luasmach as the third claaae of Bale 59 prohibits the introductioD of 
new parties after testimony has been taken, and none has, I believe, 
been taken in this, it becomes important that this matter should be 
definitely disposed of before farther proceedings are had. 



FEEUND V8. KING. 

IiUerferenoe. 
O. G., vol. xi, p. 2. 

APPEAL FROM THE DECISIOH OF TUB BOARD OF BXAMI&BRS-IN-CBIBF IN TUB MATTER OF TUB LVTRBFKBK.NCR 
BETWEEN THE APPLICATIONS OF FRANK W. FRBUND, FILED DBCEMBER 3, 1875, AND EELSON KINO, FILED 
OCTOBER 3, 1875, FOR " DCPROVEMBNT IN BBBECH-LOADINO FIAE-ARMB."— Dtftfidtd Dtcember 37, 1876. 

Fall credit mast be accorded to the testimony of an unimpeached witness. 

The presumption that an invention which had been pat into form several years before 
the filing of the application was an abandoned experiment is overcome by proof of 
an intention on the part of the inventor to obtain a patent. 

The same degree of diligence is not required of an inventor who has completed his in- 
vention as of one whose invention has not been reduced to practice. 

Edgar Simonds, attorney for King. 

Mason, Fbnwick & Lawrknce, attorneys for Freund. 

DooLiTTLE, Assistant Commissioner: 

The snbject-matter involved consists of— 

The combination of hammer, breech of gan, and firing-pin, for half-cooking the gun 
in the act of opening and closing the breech when the hammer is down. 

The Examiner of Interferences held that Frennd, the later applicant, 
was the first to conceive the invention in controversy, bnt that his efforts 
in its completion amounted to nbthing more than abandoned experi- 
ments. 

It appears from his testimony that Freaod conceived this invention in 
December, 1869, and applied it to Sharps's carbine in January, 1870 , 
that he has since tried it on several of Sharpy's guns, and that it fitted 
on every one he tried. His brother corroborates these statements. 

F. A. Dammann testifies that at Denver, two years before the date of 
bis deposition, which would carry it back to 1874, Freund showed him 
this invention applied to, and operated upon, a Sharps rifle. He thinks 
the hammer and firing-pin shown him at the time of the examination 
were the same hammer and firing-pin which were used at the time men- 
tioned. ' 

Freund also testifies that he commenced to make a wooden model of 
the invention in 1870, which was thrown aside, and that, in a visit to 
Washington in the spring of 1875, he made a hasty examination of the 
models in the Patent Office, but found nothing like his invention. 

' ® Digitized by Vj^JU VIC 
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Eang alleges that he conceived this invention in 1872, but the evidence 
shows that he did not apply it to a gan until the spring of 1875. 

The Examiner of Interferences held that from 1870 to December, 
1875, was ^< a longer period of slumber upon an invention than is con- 
sistent with the use of due diligence." This may be true, but I am of 
the opinion that the Examiner did not give sufficient weight to the fact 
that the evidence in behalf of Freund does not show that his experi- 
ments were confined to the efforts made in 1869 and 1870. Freund's 
own testimony and that of Dammann show that he had in operation 
the invention subsequent to that time ; and that in the spring of 1875, 
while his opponent* was for the first time applying the invention to a 
Sharps rifle, Freund was examining the models in the Patent Office to 
see if the invention had been anticipated. 

Freund's testimony was poorly taken, is meager and unsatisfactory 
io detail, but at the same time, as it is unimpeached, it must receive full 
credit as far as it goes, and it goes to the extent of showing that this 
invention was completed by him prior to the conception of it by King, 
that the matter was not wholly abandoned, but that the intention to 
obtain a patent was kept alive up to the time the application was filed, 
and that the application itself was filed but two or three months subse- 
quent to the filing of the application of King. The knowledge of the 
invention, from the time of King's conception and completion of the 
same until the filing of the application, had not been made public, nor 
the manufacture of it commenced. 

King delayed the completion of his invention for more than three 
years after its conception, and the filing of his application was still 
longer delayed. If Freund's invention was experimental. King's was 
also. 

The lack of diligence on the part of Freund, in view of the early com- 
pleted state of the invention by him, was not such as showed merely an 
abandoned experiment, or the abandonment of a completed invention 
to the public. The delay consisted merely of a forbearance in apply- 
ing for a patent. 

The following doctrine is applicable to the circumstances of this case : 

Lapse of time does not, per se, constitute abandonment. It may be a circnmstance 
to be considered. The circumstances of the case, other than mere lapse of time, al- 
most always give complexion to delay, and either excuse it or give it conclnsive effect 
Tlie statute has made contemporaneous public use, with the knowledge and allowance 
of the inventor, a bar when it exceeds two years ; but in the absence of that, and of 
any other colorable circumstances, we know of no mere period of time which ought, 
per M, to deprive an inventor of his patent. Bu8sell and Erwin vs. Mallory (5 Fish. 
Pat. Cas., 641); Andrews vs. Carman (9 Official Oazbttb, p. 1011). 

dhe decision of the Board of Exaininers-inChief is affirmed. 
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WARl^EE V8. ANDERS. 

Interference, 
O. G., vol. xi, p. 109. 

APPEAL FBOM TUB DECISION OF THE BOABD OF EXAMINSB8-IN-CI1IEF IN THE MATTES OF THE INTEBFBB- 
EKCE BETWEEN THE APPLICATIONS OF ERNEST P. WABNER, FILED AUGUST 28, 1874, AND 6EOBOB L. AN- 
DERS, FILED JUNE 1, 1874, FOB " IMPBO^EMBNT IN PBDITING-TELBGBAPHS."— DecidMZ January 15, 1877. 

The nnsuccessfal embodiment of preoonoeiyed ideas of an invention, afterward re- 
duced to practice, and completed in substantially the form first attempted, although 
not constituting proof of invention, may be considered as evidence of the conception. 

The first to conceive of an invention must, in order to establ^jsh his right to a patent 
as against one who was first to reduce it to practice, use reasonable diligence in de- 
veloping and perfecting the same. 

Alex. L. Hayes, and Hill, Ellsworth & Spear, for Anders. 
MuNDAY & Everts and M. S. Hopkins, for Warner. 

DoOLiTTLE, Acting Commissioner: 

The subject-matter at issne in this case, as defined by the Primary 
Examiner, and accepted by the parties, consists — 

In printing-telegraphs having a step-by-step movement caused or controlled by an 
electro-magnetic escapement controlled by currents alternating in polarity, the combi- 
nation of a type-wheel shaft, carrying a contact finger or arm, a series of finger-keys 
or circuit-breakers, and a segmental disk having a segment for and connected to each 
key and line and battery connection, substautially as described, so that the reversal of 
the current is automatically affected by the rotation of the finger or arm carried by 
the type-wheel shaft over the segmental disk. 

The Examiner of Interferences awarded priority to Warner, and the 
Board to Anders. The findings of both of these tribanals have been 
sabstantially the same, with but one exception, the Board excusing An- 
ders's delay in completing his invention, so that the only real matter of 
difference between them is that of diligence. 

It appears that Warner had some conceptions of the present inven- 
tion in May, 1873, and made some sketches about this time, which are 
introduced in evidence ; in January, 1874, filed a caveat, and completed 
and operated the device on the 10th of March, 1874. This model was 
somewhat reconstructed ; but it does not appear to have been changed 
in any material degree, and completed in the form filed with the appli- 
cation August 24, 1874. 

Anders, on the other hand^ conceived of the invention in 1868, and at 
some time prior to June 22, 1869, embodied his ideas in the form of a 
device, which is introduced as Exhibit G. This, he admits, was not a 
success, from which, together with the fact that his then associate in 
business constructed two others upon the same plan, but which would 
not operate, it is fair to presume that he abandoned the same as a 
fruitless unsuccessful attempt to complete and adapt to use his ideas. 
Although this exhibit cannot be regarded as a reduction to practice of 
the invention, still it is evidence of conception. ^ ^ 

In the latter part of 1873, or early in 1874, he again toolTup the mat- 
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ter, and reproduced his former ideas ia a somewhat changed or modified 
form. This was accomplished by the making of an instrument on the 
16th of March, 1874, and practically testing the same on the 31st of 
the same month. 

Upon this state of facts it is necessary to determine whether Anders 
was diligent in reducing his invention to practice; otherwise Warner, 
though second to conceive of the same, being the first to actually per- 
fect it, is entitled to the judgment of priority, under the rule of law 
that he who first reduces an invention to practice is entitled to a patent, 
unless another, who is first to conceive, was at the time using reason- 
able diligence in perfecting and adapting his invention. 

A careful reading of the testimony fails to disclose any reasonable 
ground for excusing the delay of nearly five years, which occurred ia 
this case. It is not sufficient that the applicant was engaged in perfect- 
ing other inventions, unless it appear that it were impossible for him to 
devote at least part of his time to the development of the invention ia 
dispute. But it does not appear that any endeavors were made, until 
after Warner had entered the field, to overcome or develop the defects 
found in the instrument (Exhibit O), which, it would seem, were indif- 
ferently known or understood by Anders himself. During the interval 
he obtained several patents, and, it is fair to presume, was in a situation 
to develop the present invention if he had been so inclined. His delay 
was at his own risk. ITp to the time that Warner had completed his 
invention Anders's invention rested as an experiment. 

Under the circumstances I am convinced that Anders was not using 
that due diligence which the law requires of one who was first to con- 
ceive, and is contending against another who has completed the inven- 
tion. 

The decision of the Board is reversed. 



LEWIS CUTTING. 

Appeal 

O. G., vol. xi, p. 110. 

APPEAL FROM THE DECISION OF THE BOABD OF BXAMINBBS-IM-CIIIEF IN THE HATTER OP TUB APPLTOA 
TIOH OF LEWIS CUTTING, FILED JUNE 25, 1875, FOR AN " DT^OVEMBNT IN CAN-OPENEBS."— Deoidect 

January 15, 18T7. 

The snbstitation in a oaD-opener of one form of catting-edfj^e for another, without 
thereby producing a new combination or result as proof of invention, is not patent- 
able. 

C. W, M. SMriH and Geo. W. Dyer & Co., attorneys. 

DoOLiTTLB, Acting Commissioner: 

Applicant's invention consists in an implement for opening cans com- 
posed of a cast-iron handle having two laterally-projecting shoulders 
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forming a ftilcrum, all cast upon* what the applicant terms a << sickle- 
shaped" blade, said blade having one side beveled and the other straight. 
His claim is — 

Ab a new article of manafaotare, a can-opener composed of a oast-iron handle with 
bolsters, and a steel sickle-shaped blade, all cast together, the sickle-shaped blade be- 
ing beyeled wholly on the right-hand side of its curved edge, as described and shown. 

The parpose of this beveling on one side only is said to be to enable 
it to ent a smooth circle aroand the top of the can. None of the parts, 
separately considered, are claimed to be new j per se. 

In the patent to John Willard, August 21, 1866, is described an 
instrnment similar to Cutting's, with two exceptions: the handle and 
blade are made in one piece, and the latter is beveled on both edges, 
instead of one only. 

In the patent to G. G. Humphries, November 19, 1868, is shown a 
can-opener, the blade of which is beveled on one edge only. 

It is admitted on the part of the applicant, and shown in the refer- 
ences, that there is no novelty in attaching a blade to a handle by cast- 
ing one upon the other. All that it appears applicant has done is to 
substitute one old form of cutting-edge for another without thereby 
producing a new combination or result as proof of invention, and, as in 
the case of Stmpsonvs. Woodman (10 Wall., 117), <^the change with 
the existing knowledge of the art involves simply mechanical skill 
which is not patentable." 

The decision of the Board is accordingly affirmed. 



A. JUNKER AND F. W. WOLF. 

Interlocutory Appeal. 
O. a, vol. xi, p. 110. 

ilFPEAL FBOM THK DECISION OF THB PBIMABT IXAIOMBB IN TUB MATTEE OF THE AFFLICATIOK OF ANTON 
JUNKBB AHD FBEDBBICK W. WOLF, FILED NOYEMBEB 9, 1876, FOB " IMFROVEMBNT IN APPABATUB FOR 

DBTING DI8TILLBHT-BL0P8."— l>eeid«i January 16, 18T7. 



The mere fact that an article can he made npon an improved machine capable of gen- 
eral nse, and not Bpeoially adapted for the proddction of this particular article, is 
not sufficient to establish such unity of invention as to warrant their being included 
in the same application. 

A. A. Evans & Co., attorneys. 

DooLiTTLEy Acting Commissioner : 

This is an appeal from the action of the Primary Examiner requiring 
a division of the application. The alleged inventions consist of an ap- 
paratus for drying distillery-slops, &c., and the material produced as 
an article. It is evident from an inspection of the device that it is ca- 
pable of being used for drying various materials, and is not specially 
adapted for producing the article named ; at least there is nothing in 
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the specificatiou to indicate that it is, and, from its similarity to other 
machines of the same general constraction, the contrary is presumed. 
In other words, the article is not necessarily the resalt or prodact of 
the action of the machine. The two inventions are entirely dissimilar, 
the one being an improvement in drying-machines, and the other an 
improved article, which may be made in naperoas ways. 

The case is clearly distinguishable from that of a die and its product, 
for in such case the one is necessarily produced by the other, and fol- 
lows as the result of its operation. Where an improvement has been 
effected in one of a class of machines adapted for general use it cannot 
be included in the same application with an article simply because it 
may be made by the use of such devices. For instance, a person mak- 
ing an improvement in planing-machines or steam-hammers would not 
be entitled to come in with an application describing and claiming all 
articles that might be fashioned or made therewith. No unity of in- 
vention exists in such a case. Each thought is independent. The ma- 
chine is merely the agent employed in constructing or giving shape to 
the article. The machine might be patentable, and the article not, and 
vice versa. The classification of the Office recognizes a difference in 
this matter, which is another consideration why a division should be 
insisted upon. 

The decision of the Examiner is affirmed. 



MERRILL AND MERRILL V8. GLIDDBN. 
Interference, 
O, G., vol. xi, p. 196. 

ArPBAL FBOM THB DBCI8I0N OF THE BOABD OF BXAMIinEKS-IN-CHIBF IN THE MATTBB OF THE INTBllFBBBNCB 
BBTWBBH THB APPLICATION FOB THB BEIS8UE OF PATENT NO. 155,538, OF 8EPTKMBEB S9, 1874, PILED BT 
LUTHBB AND JOHN C. MBBBILL, OCTOBBB 19, 187S, AND THB BEI8SUBD PATBBT OBAHTBD TO JOSEPH F. 
6UDDBN, FBBBUABT8, 1876, OF OBIOINAL PATENT NO. 150,683, GBANTBD KAY 12, 1874, FOB "IHPBOVE- 

MBHT IN WIBB FBNCE8."— Decided JantMry 18, 1877. 

Fraud is neyer to be presamed, bat mast be strictly proved, aad particularly is this 
the case whea record eyideace is soaght to be impeached. 

The rale confining the parties in their proofs to the dates set np in the preliminary 
statement is specially applicable where the departure is made under suspicious cir- 
cumstances. 

Obtaining a patent for an invention is presumptive evidence that the party ha» net 
abandoned the same. 

Mason, Fen wick &, Lawrence for Merrill and Merrill. 

GiLMORB, Smith & Co. for Glidden. 

DooLiTTLBy Acting Commissioner : 

It may as well be stated at the oatset that the allegations of fraud 
oa the part of Glidden in obtaining his reissue patent, made by the 
Board in their decision, are not concurred in by me. 

It is a well-known rule of evidence that fraud is never to be presumed, 
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but must be strictly proved, and particularly Ib this the case where 
record-evidence is sought to be impeached. Such testimony as has been 
introduced in this case to show that Glidden's model, upon which his 
reissued patent is based, is not in the same condition as when originally 
filed, cannot be considered for a moment as sufficient to establish the 
fact, and would not overcome the prima-facie integrity of the records of 
this Oftice. 
The subject-matter involved in this interference is — 

In combination with a fence-wire a barb formed of two short pieces of pointed wire 
secured upon the fence-wire by coiling between their ends, forming fonr points, which 
are extended in different directions. 

In their preliminary statement, Merrill and Merrill say — 

Onr first conception of a fonr-point barb for wire fences was as early as November 
1, 1873, and as early as Jannary 1, 1874, we made a perfect model according to the 
above description. 

In their testimony, which consists almost wholly of the testimony of 
the Merrills, they allege that they had some of the four- pointed barbs 
as early as November 1, 1873. This evidence I regard as being at vari- 
ance with the preliminary statement, under which they are restricted, 
by their own admissions, to January 1, 1874, as to date of their first 
model. 

There are very strong reasons why the rule confining the parties in 
their proofs to the dates set up in their preliminary statements should 
be adhered to in this particular case. They do not produce the barbs 
said to have been in their possession in November, northe testimony of 
any disinterested party, as to their existence. This, taken in connection 
with the fact that it became very material for them to establish such a 
(late after seeing Glidden's preliminary statement, shows that such evi- 
dence, even if admitted, would be of very little weight. 

They testify to have had a conception of the idea at that date, and to 
hav^ made the model which fully exhibits the invention in January, 
1874. In the fall of 1874 they commenced the manufacture and sale of 
this article. 

The preliminary statement filed by Glidden recites that he conceived 
the idea of the invention in the month of October, 1873, and between 
the 28th day of October and the 10th or 15th of November, 1873, put 
it in model form. He testifies to these facts upon his examination, and 
is corroborated by others who saw the exhibits which are introduced, 
about the middle of December, 1873. The exhibits show the invention 
in its full-sized operative form, and from Glidden having obtained a pat- 
ent thereon, we are to presume that he did not abandon the invention. 
If we give credit to Glidden's testimony, and I see no reason why it 
should be repudiated, he was not only first to conceive, but also to re- 
duce the invention to an operative form, which is sufficient to sustain 
his claim to the invention. 

The decision of the Board is reversed. Dgtzedby vjuu^ic 
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WIOKS AND WTMAN vi. KNOWLBS. 

Interloewtorp MotUm, 
O. Q., vol. xi, p. 196. 

▲PPBAL FROM Tin DBCIBION OF THB PBDfABT SXAMmSB IN THE MATTBB OF TUB nmRPBRKHCB BB- 
TWBIN THB APPLICATIOll OF J06BPH F. WICKS AMD HOBACB WTMAN, AMD THB PATBMT OF J. KNOWLBS, 
NO. 134,993, ORABTBD JANUABT 21, 1873, FOB AN "DfPBOTBIIBMT IN LOOMS."— DiMidfCl Jamuur^ 90, 187T. 

Ex -parte affidavits oaonot be received to establish the statatory.bar of two years' pab- 
lie use. 

If, in the coarse of the interference proceedinf^, either party in taking testimony relat- 
ing to the history of his invention should iatrodace proof relevant to the issne of 
priority, and which, at the same time, shows a statutory bar as against either party, 
snch testimony will be taken notice of and considered in the manner prescribed in 
Bole 59. 

W. C. Wood for Wicks. 
Crosby & Grkgort for Wyman. 
POLLOK & BAiUfiY for Knowles. 

DOOLITTLE, Acting Oommiseioner : 

This is an appeal from the decision of the Primary Examiner refusing 
to dissolve the interference upon a motion to that effect based upon the 
alleged fact of public use and sale for more than two years prior to the 
filing of the application of Wyman. This motion was supported by ex- 
parte affidavits submitted by Knowles, the patentee. They set forth the 
fact that the invention in controversy had been in use and on sale for 
the time mentioned. These affidavits were replied to by an affidavit of 
Wyman, one of the applicants, who avers that no such use has been 
made with his knowledge or consent for the time mentioned. 

It was argued upon the present hearing of this motion before me tbat 
the present statute omitted the words << knowledge or consent," and it 
was unnecessary to show such fact on the part of the inventor. 

Without discussing the latter point at this stage of the case, I mnst 
refuse the motion on the ground that the exparte affidavits offered are 
not sufficient evidence to convince me of the alleged facts of public use 
and sale of the completed and perfected invention for more than two 
years prior to the filing of the application of Wyman, in view, especially, 
of the denial upon the part of the applicant. 

If the alleged facts had been developed in a proper proceeding in 
which opportunity had been offered for examination and cross-exam- 
ination of witnesses, and of taking rebutting testimony, it would then 
also be proper to consider the legal questions bearing upon the testimony 
adduced. 

The interference must proceed ; and if, in the course of that proceed- 
ing, either party, in taking testimony relating to the history of his 
invention, should introduce proof relevant to the issue of priority, and 
which, at the same time, shows a statutory bar as against either party, 
8och testimony will be taken notice of and considered in the manner 
prescribed by Office Eule 69. '^^ ^^' '' v^uugic 
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It should be anderstood, as set forth ia the case of Smith vs. Perry 
et aU (9 Official Gazette, 688), that the testimony here alluded to 
must have some bearing upon the issue of priority, so that it could have 
been regularly admitted in an interference proceeding. 

The decision of the Examiner is affirmed and the motion denied. 



C. F. DIETBRIOH. 

Jnierlocutory Appeal, 
O. G., vol. xi, p. 195. 

AI*PEAL FROM THE DECISION OF THE PRIMABT EXAM1KER IN THE KATTEB OF THE APFUCATION OF 
CHAULES F. DIETBRIOH, FILED NOVEMBBB 33, 1876, FOB " IMPROVEMENT IN MACHINES FOB CHARGING 

GAS-RETORTS."— Decided January 33, 1877. 

Separate and distinct inventions that do not co-operate or depend npon each other for 
their operation cannot be included in one application. 

The retort-oharging mechanism, the coke-removing meohanism, and the coke-trans- 
porting hopper, although capable of being employed together in the manufacture of 
gas, cannot for that reason alone, there being no patentable combination between 
them, be included in the same application. 

G. H. & W. T. Howard, attorneys. 

DooLiTTLE, Acting Commissioner : 

Applicant describes his invention as relating — 

First, to a car or wheeled vehicle, to be used in the transportation of coal from the 
coal-shed, or place where the coal is stored, to the retort-house, in which the retort- 
charging mechanism is located ; secondly, to the retort-chltrglng machine, used in con- 
nection with the transportation-car aforesaid ; and, thirdly, to the mechanism or devices 
for removing the coke from the retorts to a coke-hopper of novel construction, in which 
hopper it is transported to the coke-yard. 

The Examiner requires applicant to divide his case, alleging that 
three separate and distinct inventions have been included in this appli- 
cation: first, the devices nsed in transporting the coal and charging the 
retort ; secondly, the devices for removing the coke ; and, thirdly, the 
alleged novel construction of the coke-hopper. In this, I think he is 
correct. It is evident, from an examination of the alleged inventions, 
that while, as was argued at the hearing, they may contribute to the 
formation of a novel and valuable system, yet it is nevertheless a fact 
that they do not co-operate in a patentable sense, but are a mere aggre- 
gation, each part performing its separate function, and the result of 
their conjoint action being the sum of their separate operations, without 
being in any manner modified by such use. Each part would operate in 
exactly the same manner and with the same results were the others not 
in existence, and it is no evidence of unity of invention that several 
distinct and improved machines, when employed in manufacturing a 
certain article, can be nsed to greater advantage^ ffi^s^i^^^ruder and less 



DECISIONS OF THE COMMISSIONER OF PATENTS. 15 

perfect devices which had previously been employed for the same par- 
pose. 

The retort-charging mechanisoi is entirely independent of that for 
removing the coke, and the stractnre of the coke-hopper in no manner 
modifies or controls the operation of the latter. 

The division of the application reqaired by the Examiner is, there- 
fore, thought to be proper, and his decision is affirmed. 



ALFRED MILLER vs. PtJROHES MILES. 

Interference, 
O. G., vol. xi, p. 197. 

ArPB\L FftOM THB DECISION OF THB B3ARD OF EXAMINEBS-IN-CHIIF IN THE HlTTElt OF THE INTERFERENCE 
BETWEEN THE AFPLICATIONB OF ALFRED MILLER FOR REISSUE OF PATENT, DATED APRIL 14, 1874, AND 
THE PATENT OF PURCHES MILES, DATED FEBRUARY 10, 1874, FOR " IMPROVEMENT IN BAIL-BARS."— DeCMfad 

January 35, 1877. 

Priority awarded the party who made and applied the invention before his opponent 

entered the field as a competitor. 
Testimony as to pablic use taken in an interference in no maqner connected with or 

ancillary to the matter at issne, bat relating to the acts of parties not in interest, is 

not competent evidence and cannot be received. 
The issue in an interference is priority of invention, to which the question of origi- 
nality is sometimes germane. 
Testimony in a cause must be confined to the point in issue, and all not bearing directly 

or indirectly thereon is subject to be stricken out. 
When pablic use is brought home to the parties in the development of the history of 

the invention, it may be taken notice of, and form the basis of future action. 
The case of Smith vs. Perry et al, (9 Official Gazette, 688), considered and approved. 

Leggett & Leggett for Miller. 

L. W. Serrell for Miles. 

DooLiTTLB, Acting Commissioner: 

Miller's first claim, the one in issae, is as follows: 

A bail-ear, having two lateral prongs, and formed of a single piece of metal, the 
upper prong and the body of the ear being directly connected by a single loop, all con- 
strncted substantially as and for the purpose set forth. 

Miles, in his patent, shows a bail-ear diflfering somewhat in form from 
Miller's, bat subservient, I am inclined to think, to the broad claim 
above qaoted, and, therefore, embracing the snbject-matter in issne. 

The evidence shows that Miller had constructed and applied several 
of these ears as early as December, 1872, filed a caveat August 23, 1873, 
and his application December 27,1873, upon which a patent was granted. 
The manufacture of the ears was commenced in June, 1873, and has since 
continued. 

The earliest date claimed or proved for Miles is March, 1873, when he 
made specimens of the ears shown in his patent, and commenced man- 
ufacturing the same some time in October in the same year, ju^lc 
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Both the Board and the Examiner of Interfereaces concur in their 
findings as to these facts and in awarding priority to Miller, and their 
conclusions are obvionsly correct, he being not only first to conceive, bat 
to reduce the invention to practice and apply it to use. 

Testimony has been introduced on the part of Miles tending to show 
that the invention had gone into public use more than two years prior 
to the filing of Miller's application. The attorney for Miller objected to 
the introduction of such testimony, on the ground that it did not relate 
to the interference proceeding and was not legal testimony. 

It is not pretended that the testimony on this point is in any manner 
connected with or ancillary to the matter at issue in the interference. 
The alleged public use was by parties not in interest in this case of an 
invention neither party knew of. 

The only matter at issue in an interference is priority of invention, to 
which the question of originality, as between the parties, is sometimes 
germane. It is an elementary rule of evidence that the testimony in a 
canse must be confined to the point at issue. It necessarily follows 
that in an interference proceeding all testimony not bearing directly or 
indirectly upon the issue — t. e., priority of invention — ^is subject to the 
rule, and may be stricken out Sometimes it happens, however, that in 
the course of the proceedings public use is shown by one of the parties 
of his invention, and thus the evidence may be brought into the case 
and considered, but where it has reference to the acts or proceedings of 
third parties in regard to inventions not those of the parties to the con- 
troversy, it must be rejected as irrelevant and immaterial. Such was 
the rule as laid down in Smith vs. Perry (9 Official Gazette, 688), 
and nothing has been developed in the presentment of this case that 
leads me to change the practice then established. Seasonable objection 
was taken to this testimony by the attorney for Miller, and he relied 
upon and gave notice of the decision above referred to when the testi- • 
mony was taken. I find, therefore, that this testimony^ referring to 
public use of an invention similar to that in issue by third parties, does 
not have reference to the matters inquired of in the interference pro- 
ceeding, and must be excluded from the case. 

The decision of the Board is affirmed. 



WRIGHT AND BRYANT vs. SAMUEL W. REESE. 

Motion, 
O. G., yol. xi, p. 329. 

In the hatter of the DTTBRFEEENCB between the APPUCATION of J. T. WRIGHT Ain> O. O. BRTANT, 
FILED MARCH 82, 1876, AMD THE PATENT GRANTED TO BAMUEL W. REESE, FEBBUART 1, 1876, FOR "DC- 

PROysifENT IN BTENClL-PLATES."— Decided JontMfy 30, 1877. 

In oomputing the thirty days in which an appeal may be taken firom the decision of 

the Board, the date of the notice of the decision is to be included. 
Parties should take notice of delays in the arrival of mails when the same are of 
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public notoriety, and not by negligence in actiog subject themselves to such ordi- 
nary risks. 

When the final fee has been paid by the snocessf al party in an interference, and noth- 
ing remains to be done but to issue the patent it will not be withheld for the pur- 
pose of declaring another interference with an application filed subsequent to the 
rendition of the Judgment. 

The same principle is applicable to a motion to reopen an interference after the limit 
of appeal has expired and the case gone to issae, and everything been done except 
the delivery of the patent. 

DooLiTTLB, Acting Commissioner: 

A motion is made to reopen the above-named interference on the 
groand that the appeal taken from the decision of the Board of Exam- 
iners-in-Chief to the Commissioner, although the notice of the same 
was received two days after it was due at the Office, was, in fact, mailed 
from the place of sending, Chicago, within a time sufficient to have 
reached here before the limit of appeal ba(l expired, and that the ap- 
peal-fee having been deposited with the subtreasnrer in Chicago, the 
appeal should have been regarded as regularly taken. 

The notice of the Office fixing the limit of appeal was dated Decem- 
ber 11, 1876, and the expiration of the thirty days is regarded as hav- 
ing occurred on the 10th of January. Notice of appeal was not re-- 
ceived until the 12th. No proof is adduced showing the cause of delay 
in forwarding the notice of appeal. From the time generally taken for 
letters to reach here from Chicago, it was possible for the notice of ap- 
peal to reach the Office in due time. But one mail a day, however, was 
at that time brought from the General Post-Office, and it is a well-known 
fact that mails were being delayed during that part of the mouth by 
snow-storms. 

Parties should take notice of such matters, and not by negligence in 
acting subject themselves to such ordinary risks. 

Another serious matter has since intervened, and that is the allowing 
of a patent to the applicant in whose favor the award of priority was 
given. The patent went to issue January 16, 1877, was numbered, 
signed, sealed, printed, and published, everything in fact having been 
done but the mere manual delivery of the same. To withhold the de- 
livery of this patent now, in view of the above circumstances, which 
upon their face show a lack of diligence, to say the least, on the part of 
the patentee, in pushing his remedy by appeal, would be, I think, an 
extraordinary stretch of authority. 

Under Office Eule 59 an application, after the final fee has been paid 
and nothing remains to be done but issue the patent, will not be with- 
held for the purpose of declaring an interference with another applica- 
tion filed subsequent to the rendition of the judgment, and I think the 
reopening of interferences should proceed upon the same principle. The 
applicants in such cases acquire rights which should not be withheld 
from them by reason of any laches on the part of opposing parties. 

The motion is denied. ° Q'^^^^ by vjuug ic 

2 D 
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J. J. GRAY. 

Interlocutory Appeal, 
O. G., vol. xi, p. 329. 

APPEAL FROM THK DECISION OF THE PRIMARY EXAMINER IN THE MATTER OF THE APPLICATION OF J. J. 

GRAY, FILED OCTOBER 9, 1876, FOR "IMPROVEMENT IN 8CR0LL-8AW&."— Decicled January 31, 1877. 

Claims which recite definitely the article invented, and contain in addition matter de- 
scriptive of the functions of certain parts, are not objectionable. 

A claim to a scroll-saw having a U-shaped frame, A, the arms of which are adapted to 
be lengthened or shortened in such manner as to increase or diminish the distance be- 
tween the bend or cross-bar 1 of the frame and the saw-blade B as Qet forth, is not a 
claim to a function, but to a saw, the arms of which are adjustable to suit different 
material. 

Carroll D. Wright & Brown, attorneys. 

DooLiTTLE, Acting Commissioner : 
The claim made by the applicant is as follows: 

A scroll-saw, having a U-sl^^pe^^ frame, A, the arms of which are adapted to be 
lengthened or shortened in such manner as to increase or diminish the distance between 
the bend or cross-bar 1 of the frame and the saw-blade B, as set forth. 

The Examiner considers this a functional claim, and rejects it accord- 
ingly-. It is diflQcult to perceive wherein the claim is objectionable. It 
recites definitely the article invented, and qualifies its structure by de- 
scribing the function performed. Applicant has adopted, perhaps, the 
best method of claiming broadly a scroll-saw having the U-shaped frame, 
the arms of which may be adjusted by various contrivances. This, if 
new, applicant is entitled to secure by patent. The claim comes clearly 
within the decision in the case of Jeremiah Kieth (9 Offioal Ga- 
zette, 744). The matter regarded as establishing a claim for a func- 
tion is simply descriptive of the functions which the feature mentioned 
performs, and the manner of its construction. 

The improvement desired to be here secured is evidently a saw, the 
arms of w^hich are adjustable to suit different work. The precise devices 
employed, while embodying and including this invention, are not, per- 
haps, the exact measure of the improvement effected. 

The decision of the Examiner is overruled. 



OTTO PRE38PEICH. 

Interlocutory Appeal ; Design, 
O. G., vol. xi, p. 195. 

APPEAL FROM THE DECISION OF THE PRIMARY EXAMINEE IN THE MATTER OF THE APPLICATION OF OTTO 
FBE88PBICH, FILED NOVEMBER, 10, m76, FOR DESIGN FOB "AN 1N8TRUMXNT FOR REGULATING THE PRBSSUBE 

OF GAS."— Decided February 1, 18T7. 

The rejection of an application upon the ground that it does not constitute the proper 
subject-matter for a design patent, has reference to the merits, and is appealable 



to the Board. 
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DooLiTTLE, Acting Commissioner : 

The Examiner denies that the matter iucl acted in this application is 
the proper subject for a design patent, and, upon his suggestion, appli- 
cant talies this appeal. 

The practice in this matter was changed in the case of D. L. Prondflt 
(10 Official Gazette, 685), where it was detennined that the rejection 
of an application on the ground that it does not present the proper 
subject-matter for a design patent, has reference to the merits of the 
case, and is subject to revision by the Board of Examiners in-Chief upon 
appeal. 

The case does not, therefore, come under the provisions of Eule 44 
with reference to preliminary or intermediate questions, and the appeal 
is accordingly dismissed. 



JULIUS GERSON. 

Appeal, 
O. G., Tol. xi, p. 244. 

APPEAL FROM THE DECISION OF THE BOARD OF EXAMINERSIN-CHIEF IN THE MATTER OF THE APrUCA- 
nON OF JUUUS OERSON, FILED FEBRUARY 3, 1876, FOB "IMPROTEMENT IN BLOTTING-PADS."— Dtf- 
eidtd Februarys, 1877. 

The usefol result claimed for the invention was economy of material ; but, it not ap- 
pearing that such was the natural result of its use, nor that any improvement had 
been effected in the art, a patent was refused. 

New arrangements of printed matter on tickets, cards, &c., the result of fancy or 
simple mechanical skill, are not proper subjects for patents, however convenient such 
arrangements may be. 

Knight Bros, and Francis Forbes, attorneys. 

DooLiTTLE, Acting Commissioner : 
The applicant claims — 

A blotting-pad, having successive portions of a calendar, or successive short calen- 
dars printed on successive blotters, with memorandum spaces in juxtaposition to the 
dates, substantially as illustrated and described, for the purpose set forth. 

Each featare of this claim, and a number of them in combination, are 
old, and admitted to be so by applicant ; but what is relied upon as the 
peculiar good result which characterizes the invention is 'Hhe preserva- 
tion of each blotter a definite and sufficient length of time, so as to insure 
an economical useof the pad, and thus to prevent waste." This, he alleges, 
is accomplished by the successive or serial portions of the calendar, or 
short calendars, and the memorandum spaces as applied to successive 
blotters. 

After an examination of this point, I am convinced that it is not well 
taken, as the arrangement of the calendar with the memorandum spaces, 
the latter in juxtaposition with the day of the week, instead of effecting 
a saving of the pad itself, would obviously often produce a waste, as the 
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value of each sheet depends, so far as its combined ase as a calendar 
and memorandum is concerned, upon the number of entries made apon 
each page of the blotter. If it is found unnecessary to make any entries, 
the sheet must be thrown aside when probably unexhausted as a blotter. 

I see, therefore, no particular utility in this arrangement. The idea 
of a daily or weekly calendar upon the pages of a diary or memorandum 
of course is known to be an old device, and to put such a calendar upon 
the pages of a blotting-pad does not constitute a patentable improve- 
ment, it not being sbown that any new art or substantial improvement 
therein has been produced over the former method. 

The greatest advantage which appears to me to arise from this arrange- 
ment is the fact of binding together into pad form of successive sheets 
of blotting-paper, so that when one is used it can be torn off, and the 
next one comes directly to hand. Advertisements and miscellaneous 
matter printed upon blotting-paper are old ; and the arrangement of 
memorandum-pads in bound form has been in constant use everywhere 
for a long time. 

The Office is frequently presented with applications for patents con- 
sisting alone, substantially, of a new arrangement of printed matter on 
tickets, circulars, pads, books, &c. It seems hardly necessary to say 
that such matters are due entirely to mere fancy or simple mechanical 
skill, and, being generally arbitrary in their nature, are not proper sub- 
jects for patents, however convenient such arrangements may be. 

A good deal of reliance is placed on the favorable adjudications of the 
courts on the Hawes patent (No. 68,839) for a hotel-register book con- 
sisting of leaves and interleaves of "bibulous" paper, on which adver- 
tisements were printed. But, however meritorious that particular 
structure was, it does not follow that every variation of the same idea is 
necessarily patentable. 

The decision of the Examinersin-Ghief is affirmed. 



WILLIAJVr S. GILLEN. 

Petition to reopen interference. 

O. G., vol. xi, p. 419. 

IK THE MATTGB OF THE PETITION OF THE ▲6BIONEES OF WILLIAMM S. OILLEX TO REOPEN THE INTER- 
FEEBXCE BETWEEN THE APPUCATION OF SAID OILLBN AND THE APPUCATION OF WILUAM BOOBBS.— 

Decided February 15, 1877. 

A patent hayiof; been issaed to the unaaccessfal party to an interference after his 
withdrawal of the interfering claim, he cannot introduce the same matter in a re- 
issne application, his right to it being res judicata. 

An application for the reopening of an interference on the groand of newly-discovered 
evidence canno . be aUowed where it appears that the testimony was not newly dis- 
covered, but was within the possession of the party from the beginning of the pro- 
ceedings. 

After a patent has been issued the Office has no power to investigate or determine 
whether or not the patentee has made false suggestions in ^ff^PcPlflKL^l^t^^ proper 
snbject of investigation in an interference proceeding. ^ 
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DoOLiTTLE, Assistant Commissioner: 

May 31, 1875, the Gommissiouer affirmed a decision of the Board of 
Examiners-in-Chief, awarding priority to liogers upon the subject-mat- 
ter embraced in his application, filed June 3, 1874. The Examiner of 
Interferences had also awarded priority to Bogers. Upon the decision 
of the Commissioner, patent Ko. 1G4,876 was issued to Bogers, assignor 
to himself and Thomas J. Burchfield,, of Allegheny, Pa. Thereupon 
Gillen withdrew his claims in interference, and Patent Ko. 167,163 was 
issued to him August 31, 1875. Gillen's assignees now seek to reissue 
said patent, introducing the claims which were originally stricken out. 

It may be here stated that upon withdria.wing the claims from his 
original application, before a patent was allowed him, Gillen notified 
the Office that he should prosecute the same upon a suit in equity in the 
United States courts, and he did commence said suit, but his attorneys, 
after the suit had gained some headway in the taking of testimony, 
learning that Gillen had withdrawn the claims upon which the suit was 
based, discontinued the same. 

On the present application for reissue the Primary Examiner held 
that the matter, so far as the Office was concerned, and as between 
Bogers and Gillen, was res judicata ; but the attorney for the assignees 
of Gillen insist upon a reopening, or, rather, of a renewal of the inter- 
ference between Bogers and Gillen, to proceed upon the present reissue 
application of Gillen, and the patent granted to Bogers, on the ground 
that newly-discovered evidence has since been had, which should 
induce the Office to declare the interference now asked for. 

This newly-discovered evidence consists of testimony given by Bogers 
in the equity proceeding commenced, as above stated, and in an affida- 
vit by Burchfield, the assignee of Bogers. Other evidence of a similar 
nature is alleged to be obtainable by the parties to this motion. 

Bogers's testimony does not admit of, nor give color to, the fact that 
he is not the first and original inventor of the subject-matter formerly 
in controversy ; but the point now made upon* it is that he does not ap- 
pear to understand the operation of his invention as described in his 
patent, and that one feature thereof— viz, the air-pump — is not used by 
him, as is, in fact, admitted by him to be inoperative. But the air- 
pamp is not an essential part of Bogers's invention, for he claims this 
invention irrespective of the use of that pump. Burchfield's affidavit 
simply goes to the point that Bogers did not describe to him this in- 
vention, as was alleged by Bogers in his testimony taken in the inter- 
ference proceedings. It is proposed to also show by Burchfield and one 
John Coles that Bogers was not the original inventor. It has not been 
shown, nor pretended, that this testimony could not have been procured 
at the time of the interference in question, and it is therefore not newly- 
discovered evidence. 

The General Chemical Examiner, Prof. Hedrick, in a written opinion, 
holds that Bogers does not describe an inoperative invention in his 
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specification and drawings, so far as the air-pump is concerned, and 
that if he did the air-pump is not a necessary part of the invention. 

The allegation that Rogers made false suggestions in his oath canno^ 
now be inquired into by this Office, his patent having passed beyond its 
juiisdiction, and the matter is not a proper subject of investigation in 
an interference proceeding. 

I fail to see any good grounds for granting this motion or disturbing 
the previous decisions of the Office awarding priority to Rogers upon the 
invention now sought to be incorporated by Gillen in a reissue of his 
patent. 

So far as the remedy of applicants in a court of equity is concerned, 
they now stand in the same position that Oillen did before he withdrew 
his claims from the original application, and can prosecute their suit in 
a court of equity upon this judgment. 

The decision of the Primary Examiner, that the matter of this reissue 
application is res judicata ^ is affirmed. 



WICKS -vs. DU BOIS. 

Interference. 

O. G., Vol. xi, p. 244. 

AFPEAL FROM THR DECISION OF THK BOARD OF BXAMn7BR8-IN-CHIEF IN THE MATTER OF THE INTBBFERBNCB 
BETWEEN THE APPLICATION OF aEOEOE W. WICK8, FILED NOVEMBER 18, 1875, AND THE PATENT ORANTED 
TO FREDERICK N. DU BOIS AUGUST 24, 1875, APPLICATION FILED JULY 12, 1875, FOR " IMPROVEMENT IN THE 

MANUFACTURE OF PLUMBERS' LEAD-TRAPS.— Decided F^tuory 16, 1877. 

When a person in his endeavors to devise a machine for performing certain operations 
constrncts a machanism incapable of producing the resolts aimed at, and afterward 
branches off in another direction, and attempts to create a new and different machine 
for performing the same operation, his first attempt must be regarded as an aban^ 
doned experiment. 

A machine differing radically fiom one which was previously made and abandoned, in- 
volving new operations and mechanisms, althongh designed to accomplish the same 
end, cannot be regarded f>s a continuance of such experiments, so as to entitle the 
party to go back to VU first endeavors to establish the date of conception of his 
invention. 

A person does not assume the role of an inventor until he has devised tlie means 
whereby his ideas are to be made available to the public. 

The mere knowledge that certain things might be done and would be valuable, with- 
out being accompanied with a knowledge of the means or method whereby useful 
results could be produced, does not amount to the conception jof an invention. 

Jamrs a. Wjhtnby and D. P. Hollow ay & Co., for Du Bois. 

E. E. QuiMBY, for Wicks. 

DOOLITTLE, Acting Commissioner: 
The subject-matter put in issue by the Primary Examiner comprises — 
First, in the manufacture of lead-traps, the ejectment, from an annular orifice or die^ 

of two or more streams of lead moving with unequal velocity; second, an improved 
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machine for making lead-traps consisting of a die having a central mandrel and an 
annular opening through which the metal is forced, said mandrel being extended to 
form the partition in the die, on each side of which an independent piston operates to 
force the metal out at any desired speed equal to, or different from, the speed of the 
opposite piston. 

Both of the lower tribunals have found that Wicks was the first to 
conceive of the Invention. The Board held that Wicks had reduced the 
iavention to practice, whereas the Examiner of Interferences found the 
contrary ; and it is mainly upon this point that the decision of the case 
tarns. 

The machine for carrying out the process and made the subject of the 
second issue in this case, consists, essentially, of two horizontal cylin- 
ders communicating with a vertical aperture or die, in the center of 
which the core or mandrel is situated. The mandrel is provided with 
lateral projections, forming a division plate between the two cylinders. 
This partition extends to within a short distance of the mouth of the 
die. Lead is supplied to the cylinders and forced out by hydraulic 
pressure, and as one piston is made to advance more rapidly than the 
other, the lead on that side is made to flow with greater rapidity, thereby 
causing the pipe to curve in the opposite direction, producing a curved 
pipe of uniform size aud thickness, the length and degree of curvature 
being controlled by the speed of the piston. 

Du Bois has obtained his patent, and was the first in the Office ; con- 
sequently the burden of proof is upon Wicks. 

la support of his claim of priority Wicks has shown that, as early as 
the year 1868, he began experimenting to obtain some means for making 
lead-traps by forcing lead from a die at unequal velocities. He testifies 
that between July and October of 1868, he made a drawing, Exhibit 1, 
and in the same year a model, Exhibit 2, embodying the same idea. This 
model consists of an iron block, having two parallel holes bored therein, 
•converging at their upper ends toward a die and mandrel, such as are 
employed in lead-pipe machines. Tlje pistons were operated by two 
screws. He made some experiments with this model, and formed some 
curved pipe from clay ; but, according to his own statement, he aban- 
doned the device as unsuccessful in November, 1863, when he put it away 
and lost sight of it until after the declaration of interference, when it 
was again brought to light after considerable search had been made for 
it. In 1869 or 1870 he contrived a new plan, employing three cylinders 
instead of two, one cylinder to force the lead direct from the die, and 
the two others to give an additional pressure on either side when it was 
desired to form a bend. A model and drawing of this were made, but 
subsequently abandoned, and a new departure inaugurated. This was 
to employ two converging cylinders, but was subsequently abandoned, 
not being deemed practicp,ble. His next endeavor was to obtain the 
varying flow of lead by employing a cylinder divided centrally by a par- 
tition which supported the mandrel or core. Two pistons, or, as it is 
termed, a divided piston, were employed to force out the lead. This is 
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the highest point yet attained by him in his course of experiments, and 
upon it depends his claim to priority, the board having decided in 
his favor upon the ground that this idea was reduced to practice and 
constituted a perfected invention. The plan spoken of was hit*upon in 
October or November, 1873, and in the winter of the same year a ma- 
chine was constructed in accordance with the plans thus far developed ; 
but it was not until after the 4th of July, 1874, that the means for 
operating it were obtained, and in December of that year it was first 
tiCsted. The machine used is put in evidence as an exhibit, as are also 
the samples produced upon it. 

It appears from the testimony that, in order to produce a curve with 
this machine, it was necessary to insert a piece of iron under either 
piston to drive the lead out on that side. A single hydraulic jack was 
the motive-power employed, and none other, it would appear, had been 
devised. A careful analysis of the action of this machine convinces 
me that it does not, as constructed, envbody the invention here in con- 
flict. It is evident that when both pistons are operated by the jack a 
uniform pressure will be produced, and a straight pipe will issue from 
the orifice. If, now, the jack is lowered, as would appear from the tes- 
timony was the operation, and a piece of iron inserted under either 
piston, upon the jack being again operated, lead will flow from that 
side only, and continue until the other piston has reached the lead, when 
it will again flow uniformly. Nothing is here found which can be said 
to answer the description of two or more convergent streams of lead 
moving at unequal velocities ; for it is evident that in this case, except 
when the flow on ona side is interrupted, the lead must necessarily move 
at the same velocity on either side. 

The truth of these conclusions is demonstrated in the samples of pipe 
produced by this machine. At nearly every bend in Exhibits 10 and 11 
the metal is entirely cut through, or, as it might be said, scraped off, 
caused, undoubtedly, by the cessation of the flow of lead on that side 
while issuing from the other; even the shortest bends show this result. 

The exhibits themselves bear evidence of having been tampered with. 
It would be an utter impossibility to produce the short curves shown 
upon the machine. Exhibit 9, the distance between the bends being less 
than from the center of the die to its circumference. This tampering 
with the exhibits connected with the imperfect results which were ob- 
tained, a complete trap never having been made, and the further fact 
that. he did not continue his endeavors to perfect this machine, or take 
any steps in that direction, but branched off upon another idea, estab- 
lish, as a necessary conclusion of law, that his efforts in this direction,, 
as embodied in the split piston machine, Exhibit 9, were unsuccessful 
and abandoned experiments. 

Thus far we have been considering the improvement in the art. With 
reference to the device itself, constituting the second issue, it can only 
be said that he made a drawing thereof in the spring of 1873, and in 
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1874, after his experiment with the split cylinder, he made working 
drawings thereof. Models embodying this invention were made in the 
summer or fall of 1873 or spring of 1874, and in July or August, 1875 ; 
but he has never made a machine of this description. 

My conclusions are, therefore, that the testimony shows, on the part 
of Wicks, a series of .unsuccessful attempts at embodying the invention 
in controversy ; that he has never completed that invention or demon- 
strated its operativeness ; on the contrary, every attempt that he has 
made has shown that he had not got the invention iu such form as to be 
valuable to the public or capable of being practiced by it. 

Subsequent to tbe filing of the present application it seems that Wicks 
devised still another machine for making lead-traps, obtained a patent 
therefor March 28, 1876, and has constructed a machine ; but it does not 
appear that a trial has ever been made of the same. The testimony re- 
specting this point is suspiciously silent and indefinite. According to 
this plan the escape of lead from an ordinary lead-pipe machine is di- 
minished on either side by opening a valve and permitting some of the 
lead to escape from that side, thus lessening the flow through the die. 
Whether this method is capable of being practically utilized remains to 
be seen. Wicks has not demonstrated it, and, until he has done so, it 
would be impossible to say that he had made an invention at all. More- 
over, this invention is not a continuance of that described in the appli- 
cation here involved, but differs radically therefrom, involving new 
operatiohs and mechanism. He was following out one tnain idea, but, 
until he had devised the means whereby such idea was to be made avail- 
able to the public, he had not assumed the r61e of an inventor. Seymour 
vs. Osborne (11 Wall., 616) ; Agawam Woolen Co. vs. Jordan (7 Wall., 
583). 

On the part of Du.Bois it is claimed that in October, 1871, he con- 
ceived of the invention in dispute. The testimony does not support 
this claim, however. The mere knowledge that certain things might be 
done and would be valuable without being accompanied by a knowledge 
of the means or method whereby useful results could be produced, does 
not amount to the conception of an invention. Therefore, when Du Bois 
saw the lead issuing in a curve from the ordinary lead-pipe machine, 
and thought that it might be utilized for forming traps, without know- 
ing in what manner or by what means it was to be employed, he cannot 
be said to have conceived the idea of an invention, which, as the testi- 
mony shows, required study and experiment before it could be made 
valuable. It is not clear at what time he first thought of the means 
described in the patent for accomplishing the result sought. In March, 

1875, he made drawings of the invention, and in April the model ac- 
companying his application. He commenced the-constrnction of the 
machine in November, 1875, and in March, 1876, it was completed and 
put in operation, working successfully, and producing merchantable 
articles. Even disregarding the fact that Du Bois had reduced the in- 
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ventioQ to practice, Wicks has not made snoh a showing as would over- 
throw his patent, which is^ prima facie^ valid ; bnt when this is supple- 
mented by evidence of the completion of the invention, and its rednc* 
tion to practice, the abortive attempts made by Wicks are wholly incom- 
petent to overthrow his title to priority. 
The decision of the Board is accordingly reversed. 



COQGTN, KIDDEB & CO. 

Trade-Mark. 

O. G., vol. xl, p. 11C9. 

APPEAL FBOM THB DBCIBION OF THE BXAMIKEB OF TBADB-MABK8 DT TSB MATTEB OF THB APPLICATIOH 
OF CBOQOIN, KIDDBB A CO., FOB THB BBaUTBATIOM OF A TBADB-JCABK.— Jd«cid«i F^bfU/Ory 81, 1870. 

Begistration denied a trade-mark which, althongh not absolately identical with, was 
80 dose in its resemblance to another in long nse as to readily mislead the public. 

The addition of an arbitrary symbol to an old trade-mark may not amoant to a snffi- 
dent difference to warrant registration. 

Ellis Speab, Acting Commissioner: 

It appears from the records in the case, that the word ^< Hazall" is the 
trade-mark, and has been for many years, of the Arm of Hazall, Cren- 
shaw & Go. This being the case, I think that the trade-mark soaght to 
be registered by these applicants would be so near that of another firm 
as to mislead the pnblic. Although in this instance, with the two marks 
or designs side by side, any one wonld readily perceive the difference, 
yet a purchaser having heard of '^Hazall flour," and looking for that 
article in the market, might easily mistake the flour to which this mark 
is attached for that. 

Nor do !i think that the addition of the Maltese cross would make any 
difference. If it means anything, if there be any object whatever in 
using the term ^< Haxull," it must be as a distinction of the flour as Ilax- 
all flour; bnt whatever merit there may be in the article so named and 
known, the original proprietors of that mark are entitled to it. 

In the case of the 4-n^osJceag Manafaciuring Co. vs. 8pear [Oox Ameri- 
can Trade-Mark Gases, p. 87), the defendants in that case did not use 
the whole trade-mark of the plaintiffs, and, in fact, made greater change 
than has been made in the present case, but yet were held to have in- 
fringed upon the rights of the plaintiff. 

In the case of Clarlc vs. Clarh^ id., p. 206, the trade- mark of the plaint- 
iffs was omitted in part only, the names of the persons and places being 
changed in the mark used by the defendants, but the difference was held 
by the court to be merely colorable. 

In the case of the BrooJelyn White Lead Co. vs. Masury, 25 Barb., p. 
416, it was decided that a mere change of a word could not be sufficient 
to constitute a new trademark. °^"^^' by v^uugic 
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In my jadgment the leading word in the present application would 
be that to which the attention of the pnblic is called, and, although not 
designed, perhaps, to do so, might mislead them and give the impression 
that the article sold was the same as that sold by Hazall, Grenshaw 
&Oo. 

For these reasons, I must sustain the decision of the Examiner refusing 
the registration. 



WITHINQTOlir YS. LOCKE. 

infer/sreitoe. 

O. G., ToL xi, p. 417. 

APPEAL FmOM THB DBCX8I0N OP THS BOASD OF ■ZAMINBBS-IH'CHIIF OF THB- MATTBB OF TRB INnSFBR- 
■HGB nrWKBH THB APPUCATION OF CHARLES B. WITHOIOTOH, FOED MABCH 5, 1874, AND THB PATBNT 
GBAITBD TO STLYANUS D. LOCKE, NOYBIIBBB 38, 1871, FOB " DCPBOYBMEMT IN AUTOMATIC BINDBBS FOB 
HABTB8TBB8."— 2>0e<ded IVfrflMMy U, 1877. 

It is not necessary to an interference that the combination of each party should consist 

of elements identically the same in form so long as the combinations as entireties are 

the eqaivalents in arrangement and mode of operation. 
An applicant for a patent is the prior inventor, as against a patentee, if be was the first 

to dearly originate the invention and dilligent in reducing it to practice. 
Althoagh an interference is not the same in nature as an action for iufriogement. or a 

suit in equity to uphold or defeat a patent, the character of proof required to show 

the fact of iuTcntion is the same. 
Sketches, drawings, models, oral and written descriptions, and experiments, all con- 

stitate evidence to be considered in determining the question of priority of invention. 

Bau>win, HoPKiNd, and Pbtton, for Withington. 

R. D. O. Smith and Hill & Ellsworth, for Locke. 

DooiiiTTLEy Assistant Commissioner : 

Lengthy discnssions have. been had, and several decisions made, npon 
the issue in this case, which I deem unnecessary to review in^detail. 

Withington, the applicant, has a claim for a combination of certain 
elements, which combination was declared by the Primary Examiner to 
be shown and described, but not claimed in the patent of Locke. This 
combination, regarded as a unit, comprises the sole matter in dispute. 
It is not necessary to an interference that the combination of each party 
should consist of elements identically the same in form so long as the 
combinations as entireties are the eqaivalents in arrangement and mode 
of operation. 

In accordance with this principle it has been held that a patented 
machine frequently has a broader scope than the particular form of the 
machine described as the form used by the patentee. BlaJce vs. Bawson 
(6 Fisher, 74). 

The claim of Withington for the combination in ^ntroversy is as fol* 
lows: 

The rotating spring-tensiou drum S, in combination with a wire-reel, a wire-carry- 
ing arm, K*, and a binding-head, Q\ said dmm being intermediate between the reel 
and binding-head, substantially as and for the purpose herein described. 
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Now, there are differences in some of these elements in the combina- 
tions of the two parties ; bat the scope of the above claim inclades the 
combination described by Locke, as well as any other combination hav- 
ing the same mode of operation, and effecting the same result. The na- 
ture of the combination, and the scope of the claim embodying it, are 
clearly set forth by the Primary Examiner, as follows : 

It wiU be observed that the relation of these parts is such that the wire is drawn 
from the sopply-reel through and aronnd the tension device by the wire carrying arm, 
which places the band around the sheaf in the operation of binding, it will also be 
observed that the device here called a " spring-tension drum, S/' serves both as a ten- 
sion device proper, and as a takenp fur the slack periodically occasioned in the bind- 
ing wire by the movements of the wire-carrying arms. 

It will be observed, further, that this device is separate and distinct from the reel or 
spool which carries the supply of wire, that the tension is applied directly to the wire 
and not to the reel, and that the slack is taken up solely by the tension device, and 
without any retrograde movement of the reel. • • • • The new mo4e of operation 
and the new result above referred to are to be found in both machines ; they spring 
from substantially the same combination in each machine — a combination consisting of 
the same essential elements, arranged and co-operating in substantially the same way, 
and to effect the same purpose. 

In the above light of the nature and operation of the combination in 
question, and the doctrine of equivalents as applied to combinations 
generally, the issue in this case must be considered and determined as 
was substantially held by the Commissioner in his decision of Septem- 
ber 20, 1870. 

Upon Withington rests the burden of proof. His application was 
flled March 5, 1874. Locke's application was filed October 5, 1871, and 
his patent granted November 28, 1871. Withington, therefore, should 
clearly show that he was not only the first to originate this invention, 
and diligent in reducing the same to practice, but that, in view of the 
length of time prior to this application that' the patent of Locke was 
granted, he had not, by acquiescence, consent, or allowance, abandoned 
his invention to the public. 

Withiugton's occupation formerly was that of a watchmaker and jew- 
eler. His attention, he says, was directed to the subject of binding 
grain by machinery as early as 1860 ; and he has since obtained several 
patents relating to harvesters and grain-binders. It appears that his 
first efforts to produce a wire-binding machine were in 1865. 

In 1867 he discovered a spool-tension device ; but it is not pretended 
that it was combined in the manner or adequate to the wo r k now claimed 
His efforts were continued in this direction in 1868 and 1869, and in the 
latter year he invented a tension device which was substantially a part 
of the reel or supply-spool, the spring designed to take up the slack 
being attached thereto. 

An application for a patent embracinsr this device was filed in this 
Office in September, 1869. December 29, 1869, Withington wrote to 
his attorneys in New York inclosing a model of an intermediate tension 
device, which is substantially the device incorporated in the present 
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combination. In that letter he describes the tension as <' acting upon 
the wire or thread between the spool or reel upon which it is wound, 
and the binding-head and wire-carrying arms, or other devices using 
said wire or thread,'' and further describes the manner in which he pro- 
poses to adapt the same to the general mechanism of the binder. He 
desired his attorneys to introduce the same into his application of Sep- 
tember 29. The letter also states that he had in view the latter-con- 
structed device at the time he forwarded the model to accompany this 
application, which was September 6, 1869. 

The letter, corroborated by evidence showing that this model was 
completed at least a week before the writing of said letter, evinces a 
clear conception and understanding by Witbington of the invention in 
dispute as early at least as the middle of December, 1869, although he 
insists that he had the idea fully developed months before. 

It not being possible under the Office rules to introduce the device into 
the application of 1869, Withington, January 25, 1870, filed an applica- 
tion for this tension device, broadly, to be used in grain-binders, sewing- 
machines, &c. He subsequently amended the application, and restricted 
it to harvesters, but, failing therein to show by drawings or model its 
connection with a harvester, the claim was refused. This action was 
taken by the Office January 16, 1871. 

Before this, however, in the spring of 1870, he had embodied the de- 
vice in a binder, and used it experimentally in a shop at Janesville, Wis. 
From all the evidence, I am of opinion that this experiment was 
not earlier than May of that year. This machine was then taken apart, 
a new one built embodying the tension device, and used in the harvest 
of 1870, several acres of grain being cut with it. It appears to have been 
also displayed at a county fair at Cincinnati in the same fall. Subse- 
quent to this,'and almost constantly up to the time of this interference, 
Withington has been busy in efforts to adapt the device in controversy 
to harvesters, and introduce it upon the market. Not that he has found 
difficulty in making this invention work, but that he has met with many 
obstacles in perfecting the other parts of harvesting-machines, and en- 
deavoring to persuade manufacturers to adopt this and other devices of 
his in connection with machines of their own. 

In March, 1874, he filed his present application. He also attempted 
about the same time to renew his foTrmer application of 1870, but it was 
held to have been abandoned by operation of sec. 32, act of 1870. 

Turning now to Locke's testimony, it is not clear when he conceived 
this invention. That he had been striving to make a successful tension 
device for years previous to his invention of the present one there is 
no doubt. 

In 1864 he invented an intermediate take-up, consisting <^ of a small 
pulley or sheave on the end of a spring located between the spool bear- 
ing the wire and the wire-carrying arm." This spring-arm was a strip 
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of bent or twisted iron or steel, had a very limited movement, and, in 
fEU^t, was not a tension device at all in the sense called for by this issue. 

A similar experiment was made in 1869, in which the pivoted arm 
was actuated by a spring located intermediately between the spool and 
wire-carrying arm and binder-head. In 1867, he invented what he calls 
a <' spool take-up,'' which in construction was substantially the same as 
that shown in patent No. 81,065, granted to him November 17, 1868. 

This is one of that class of machines where the spring tension is at- 
tached to the supply-spool, and necessitates a retrograde movement of 
the spool with all its wire, to take up the slack. Neither of these de- 
vices, when attached to a harvester, were the equivalents, in operation , 
of the combination in controversy, and never were considered so by 
either party. The introduction of the rotary intermediate tension device 
produced a dififerent and better result in the combination, being far more 
efficient than any spring-arm, and at the same time relieving the supply- 
reel of a retrograde movement with all its load. 

Without considering the point attempted to be made by Withington 
against Locke, that the latter obtained his idea of the present inven- 
tion from the former, I cannot find any evidence that satisfies me that 
Locke had clearly conceived this invention earlier than the winter of 
1869 and '70. Notwithstanding the difficulty of originating such a de- 
vice, adapting it to a machine, and the necessity almost always arising 
of previous efforts and experiments, no evidence of descriptions, sketches, 
or models made in secret or communicated to others prior to that time, 
is adduced. 

The testimony as to the date of Locke's conception of the invention 
consists solely in his unsupported allegation that he conceived the inven- 
tion in the summer or fall of 1869. This amounts to nothing more than 
Withington's allegation that he conceived the invention ^months before 
December, 1869. The date of discovery of an invention must be proved, 
not alleged. Some time during the follo'^ing winter, in what month no 
one but Locke can tell, he put the complete invention on a full-sized 
binder. This he says was successfully operated in the months of Jan- 
nary, February, and March, 1870. 

Admitting that Locke was an original inventor, it is impossible to fix 
the date of the invention by him earlier than January, 1870. The binder 
alluded to was destroyed by fire in the spring of 1870. Another was 
bnilt and a successful experiment was made therewith in the harvest bf 
1870. In 1871 it is alleged that binders containing the invention were 
made, but it is not clear from the testimony whether they were used. 
They have been made, sold, and used, however, in the harvests of the 
years following. Improvements and changes in adaptation also were 
made, but no change in the principle of the invention. As already stated, 
the application of Locke was filed in October, and his patent granted in 
November, 1871. r^ ^ ^ ^i ^ 

Withington was fiirst to clearly conceive this invention, buFTt is con- 
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tended, sabstantiallyy that he should have fully constructed it before it 
was made by Locke, such act being necessary in order to defeat a pat- 
entee. 

The doctrine on which the Office proceeds at present in these cases is 
that an applicant for a patent is the prior inventor as against a patentee 
if he was the first to clearly originate the invention and diligent in re- 
dacing it to practice. 

No principle is better established than that the first inventor is he who first reduces 
the invention to. practical form by embodying it in a machine capable of nsefal opera- 
tion, modified, it is true, by the proviso that if the first to conceive the invention is 
second in reduction to practice, his right to the invention shall not be destroyed if he 
was using due diligence in perfecting it. (Smith vs. Burher, 7 Official Oazbttb, 1 ; 
Garden vs. WUhingUm, 10 Official Gazette, 1009.) 

Says Judge Stdry in Beei vs. Cutter et al (1 Story, 590) : 

In a race of diligence between two independent inventors, he who first reduces his 
invention to a fixed, i»ositiye, and practical form would seem to be entitled to a prior- 
ity of right to a patent therefor. ' The clause of the fifteenth section now under con- 
sideration seems to qualify that right by providing that in such cases he who invents 
first shall have the prior right if he is using reasonable diligence in adapting and per- 
fecting the same, although the second inventor had, in fact, first perfected the same, 
snd reduced the same to practice in a positive form. It thus gives full effect to the 
well-known maxim that he has the better right who is prior in point of time, namely, 
in making the discovery or invention. ( White vs. Allen, 2 Fish., 440 ; Beevee vs. Keg^ 
•tone Bridge Company, 5 Fish., 456.) 

The 15th section, act of 1836, here spoken of, has sabstantially the same 
provisions as sec. 4920, B. S. 

Although an interference of this kind is not the same in nature as an 
action for infringement or a suit in equity to uphold or defeat a patent, 
the character of proof required to show the fact of invention is the 
same. The Office herein is considering the question of granting a patent 
to an applicanl who alleges himself to be.the first and original inventor. 
In determining that question, can it refuse to consider proof as to the 
time when said applicant discovered the invention and described it to 
others f Or shall we confine ourselves to the date when the applicant 
reduced the invention to practice iu a full-sized machine f I think not. 
Although reduction to practice is necessary to show a perfected inven- 
tion,»the courts or the Office do not hold that nothing anterior to that 
event can be considered. Sketches, drawings, models, oral and written 
descriptions, and experiments, all constitute evidence to be considered 
in determining the question of priority of invention. 

Two years prior to the filing of Withington's application takes us 
back to March 6, 1872. Did he abandon his invention to the public by 
allowing or consenting to its public qse or sale before that time f There 
is no evidence whatever that he knew of any sale during that time, and 
it is also perfectly clear that his own use was during the same period 
experimental. 

The decision of the Bxaminersin-Chief awarding priority to^?W#h- 
ington is hereby affirmed. 
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N. B. FASSETT. 

Bei$8ue; Motion, 
O. G., vol. xi, p. 420. 

W THE MATTER OF THE APPUCATION OP N. B. FASSETT FOR REISSUE OF PATENT NO. 127,036, MAY 21, 18T2, 

FILED DECEMBER 2, l&I(i.^Deeided February 24, 1877. 

The reason and necessity of the rnle requiring an abstract of title to acoompany an 
application.for reissue explained, and the praotioe approved. 

DooLiTTLE, Assistant Commissioner : 

The above-entitled application for reissue is made by the inventor and 
four assignees. Three of these assignees appear by the Office records 
to be the owners of the entire interest. Ko assignment to the fourth 
assignee has been recorded. The law requires the Oommissioner to 
grant a reissued patent, *< in the name of the patentee, or in the case 
of his death, or of an assignment of the whole or any undivided part 
of the original patent, then to his executors, administrators, or assigns, 
for the unexpired part of the term of the original patent." (Sec. 4916, 
E. S.) 

His action in this respect cannot be impeached for fraud {Seymour vs. 
Osbomcy 11 Wall., 516), and the reissued patent, if granted without the 
assent of assignees, would be defective. {Potter vs. Holland^ 1 Fish., 
327 ; Woodworth et al. vs. 8tone^ 3 Story, 749 ; Dental Vulcanite Com- 
pany vs. Wetherbee. 3 Fish., 87 ; Meyer et al. vs. Bailey et aL 8 Offi- 
cial Gazette, 437 ; J. D. Wright^ 10 Official Gazette, 587.) 

It is necessary, therefore, that he should have the record purporting 
to be the assignment before him, ia order to determine whether the al- 
leged assignee is an assignee within the contemplation of the law. 

With all due deference to £he attorneys, or their clients in this case, 
their allegation, even under oath, is not sufficient to inform me on this 
point. 

The reissue application will go forward, however, for examination, 
but will not be allowed until either the assignment of Keller, the fourth 
assignee, is recorded, or his name withdrawn from the petition. 



CHAMBERS AND MENDHAM vs. TUCKER ET AL. 

Intertooutory Appeal, 
O. G., vol. zi, p. 1009. 

IN THE MATTER OF THE nTTEBFERBNCB BETWEEN THE APPUCATIONS OF CHAXBEB8 AND MENDHAM, FILED 
MARCH 13, 1876, 8. D. TUCKER, FILED MARCH 18, 1876, AND W. SCOTT, FILED MARCH 90, 1876, FOR " IM- 
PROVEMENTS IN MACHINES FOR FOLDING PAFER."— Decided IToroft 9, 1877. 

Both rotating and vibrating folding-blades being old, and it being oommon to combine 
them, as well as successive sets of vibrating folding-blades in one machine, held to 
be a mere do plication of parts, and without invention, to provide a series of rotat- 
ing folding-blades in tbeir stead. 

Stansbury & MuNN for Chambers & Mendbam. >^ r 

MuNSON & Phiupp for Tucker. Digitized by LjOOg IC 

COBUBN & Thachbr for Scott. 
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Speab, Commissioner: 

This is an appeal taken ander Kale 59, from a decision of the Primary 
Examiner, denying a motion made on the part of Tucker to dissolve the 
interference. In support of this motion, two reasons for the dissolution 
were insisted upon : first, that no interference in fact existed between 
the application of Tucker and those of the other parties, and, second, 
that the subject-matter declared to be in interference is not patentable. 

The Primary Examiner overruled these objections, and it is for a review 
of his decision that this appeal is taken. 

The interfering subject-matter is contained in the fourth claim of 
Chambers's and Mendham's application, as follows: 

"In a paper-folding machine, in which the motions of the folding- 
blades, as well as of the folding-rollers, are all rotary and continuous, the 
combination and arrangement of the successiv^e pairs of folding-rollers, 
with their respective revolving blades at right angles to each other, for 
the purpose of producing folds at right angles in the sheet, as described." 

In their statement of inv^enfion they say: "The object of our inven- 
tion is to p^rovide a machine for the very rapid folding of damp, limp 
paper, either fed by the hand or received mechanically from the printing- 
press. It consists of improvements and modifications of the machine 
invented by us, and patented August 5, 1873, No. 141,489. In that ma- 
chine the first fold only was made by means of an elastic creasiug-blade, 
and spring gripers attached to the first pair of folding-rollers, and act- 
ing upon the sheet without arresting its motion. All subsequent folds 
are made in the ordinary manner, by means of a folding blade acting 
upon the sheet at rest, above a pair of common folding-rollers. In the 
machine now about to be described all the folds are imparted to the 
sheet by rotating folding-blades, and by gripers attached to the folding- 
rollers, all the movements of the machine being rotary and continuous, 
thus insuring the hightest practicable rate of speed in the perforuiauce 
of its work.^' 

It will thus be seen that the particular invention claimed by these 
parties consists in the substitution of a rotating folding-blade for the 
reciprocating blade before employed by them, and the question now to 
be determined is whether, in view of the state of the art, there was any 
invention involved in effecting this change. 

After a careful consideration of the subject-matter embraced in this 
interference, I have come to the conclusion that nothing patentable is 
contained therein, for two reasons : first, because it embraces a mere 
duplication of parts^ not involving invention in its construction {Dunbar 
vs. Myers J 11 O. G., 35), and second, because the matter claimed merely 
contemplates the substitution of one known device for another, and ^< the 
change with the existing knowledge of the art involved simply mechani- 
cal skill, which is not patentable,'' {Stimpson vs. Woodman, 10 Wall., 
117.) 

Rotating folding devices and their advantages are well known, and 
3d 
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it is DOW soaght to limit their ase by preventing the owners of such 
folders from losing two or more of them to operate successively in fold- 
ing paper. The sheet as it is delivered by the first folding deviees is 
transferred by tapes into position to be again operated upon by a second 
folder. 

The folding machine described in Tucker's patent of December, 1874, 
is capable of being so used without material change or alteration, skill 
alone being requisite in arranging the duplicates for co-operation* More- 
over, rotating and vibrating folders have heretofore been combined, and 
successive sets of vibrating folders have in like manner been used, so 
that the substitution of rotating for vibrating folders in such combina- 
tion did not apparently call for the exercise of the inventive faculties, 
it being only necessary to arrange the delivering-tapes so that the folded 
paper should be properly delivered. 

The mere fact that some of the patented folders could not be combined 
in the manner stated, without material modification ^nd adaptation, does 
not entitle them to claim all machines which may be so employed. 

In such cases the means whereby the machine is adapted and made 
capable of performing the functions and producing the result incident 
to the use of other machines, forms the measure of their invention, and 
is all that they are entitled to claim. 

I hold, therefore, that in view of the state of the art, as exhibited to 
me, there is no invention in the abstract combination of two rototing 
folding davices, and the claims thereto are rejected, and the Examiner 
is instructed to notify the parties accordingly. 

The decision of the Examiner is reversed, and the interference dis- 
solved. 



MILLWARD V8. BARNES AND BARNES. 

Interference, 
0. G., vol. xi, p. 1060. 

APFBAL FROM THB BOABD OF BXAMINIRS-ni-CHIBF IN THE ICATTEB OF THE CmRFEBBMCB BKTWEBH THB 
▲PPL1CATI09 OF FBARk lOLLWABD, FILED MAT 15, 1876, AND THB PATBMT TO W. F. AND J. BABHBB, 
DATED MARCH SI 1876 "FOB IMPROVEMENT IN FOOT-POWBR. "—DiOided JfafeJ^ 13, 18T7. 

In determining the matter of priority of invention the Office observes the same rules 
as are foUowed by the courts in investigating the same subject. 

The rule reiterated that he is the prior inventor who first reduces the invention to 
practice, unless another Who was first to conceive of the invention used reasonable 
diligence in perfecting the same. 

Neither a model nor a drawing can be regarded as a reduction to practice or complete 
invention. 

The diligence required of the one first to conceive, in order to make out a superior 
title to the invention as against one first to reduce the same to practice, is an abso- 
lute and not a relative matt-er, and most be shown to be reasonable under the circum- 
stances. 

B. E. J. EiLS for MiUward. Digitized by GoOqIc 

Baldwin, B!opkin8 & PbaTON for Barnes & Barnes 
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Speab, Commissianer: 

Tbe invention incladed in this interference consists essentially in the 
application of tbe velocipede movement as a foot-power for operating 
varioas machines. The facts appearing in the case are briefly as fol- 
lows : Millward conceived of the invention and made a drawing thereof 
in December, 1873, made working drawings in 1874, and a model in 
April, 1876. His application was filed May 15, 1876. Daring the time 
which elapsed between the making of the first drawing and the filing 
of his application, he explained the invention to several persons. There 
is not satisfactory evidence that daring this period he exercised diligence 
in patting his ideas in practicable form. The only effort made in that 
direction was in ordering patterns for a machine for exhibition at 
a fair, and^ upon finding that they could not be completed in time, he 
allowed the matter to rest. It would appear from this that, had he been 
80 disposed, he could readily have completed these machines. Want of 
time is the only excuse which he offers ; bat it is not shown that he 
would necessarily have had to devote any considerable length of time 
or that he could not have spared what time was required for the pur- 
pose. The nature of the improvement is not such as to require a great 
oatlay of time or money, and the burden of proof is upon him to estab- 
lish reasonable diligence. He has never co npleted a machine or tested 
the operativeness of his devices. 

Barnes and Barnes claim to have conceived the invention in dispute 
as early as October, 1873. They described it to one Gerber in January, 
1875, made and operated a machine in January, 1876, filed their appli- 
cation March 8, 1876, upon which the patent was granted them March 
21, 1876. Upon this state of facts, and assuming that the testimony of 
Barnes and Barnes that they conceived the idea in October, 1873, is un- 
worthy of belief, Millward claims that the drawing in December, 1873, 
is such an exposition of his invention as to entitle him to a judgment of 
priority. 

There seems to be an impression among some persons that it is the 
daty of this Office to view the question of priority of invention from a 
different standpoint than that taken by the courts, and to regard proof 
manifestly insnfficient in law to sustain a claim €^ sufficient to warrant 
the grant of a patent to one whose invention the courts would consider 
as having beeu made subsequent to that of the party to whom pat- 
ent was refused, and would adjudge the patent invalid for that reason. 
It is claimed that the Office should regard a drawing or a model as oon- 
stitating such evidence of priority as to warrant judgment to that effect 
in an interference proceeding, whereas the courts would not regard it as 
sufficient to establish the same fact in any proceeding before them. 

The statute recognizes the first and original inventor as alone entitled 
to a patent, and whether it be an interference to determine priority or 
a defense to a suit for infringement, alleging that the patentee is not 
the inventor whom the law was designed to protect, the question re 
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solves itself down to the same point exactly, viz, who is the original and 
first inventor? Obviously there can be but one person legally entitled 
to that appellation, and it is for the purpose of discovering which of two 
or more parties is the inventor of the matter claimed that these pro- 
ceedings are instituted. 

The kind and character of the evidence necessary to establish this 
fact may vary with the circumstances under which the investigation is 
conducted, the situation of the parties, and the presumptions of law ; 
but what constitutes a person the prior inventor remains the same in 
every instance. 

l^ow, the rule is too well established to need the citation of authori- 
ties, either from the decisions of the courts or the Office, that he is the 
prior inventor who first reduces the invention to practice, subject, how- 
ever, to the qualification that if another, first to conceive of the inven- 
tion, used reasonable diligence in perfecting the same, he, as against 
the one first to reduce to practice, is entitled to the patent, being recog- 
nized in law as the original and first inventor. 

What constitutes a reduction to practice within this rule has been 
discussed at some length in this case, and I do not see any good reason 
for departing from what I understand to be the practice of the courts 
in this respect, or the plain meaning of the terms. 

In considering the effect of an application as a matter of evidence to 
establish priority of invention, it was said in the case of the Lyman 
Ventilating and Refrigerating Go. vs. Chamberlain (10 Official Ga- 
zette, 588), that — 

Although the description may be bo full and precise in the application for a patent as 
to enable one skilled in the art to which it appertains to construct what it describes, 
it does not attain the proportions or the character of a complete invention until it is 
embodied in a form capable of useful operation. 

If an application, such as is here referred to, consisting of specifica- 
tion, drawing, and model, is not evidence of complete invention, cer- 
tainly a drawing alone cannot be considered better or of greater effect. 

Eespecting the matter of diligence, as bearing upon the question of 
priority, I do not regard it as comparative,or, as it is sometimes termed, 
a "race of diligence,'' where one was first to conceive and the other to 
reduce to practice. If the second to conceive is the first to reduce to 
practice, his claim is founded upon that fact, and derives no support 
whatever from previous efforts, and whether he has been more or less 
diligent from the time of the conception of his invention to its maturity, 
he stands in exactly the same position. The fact that being an original 
inventor he did actually first reduce the invention to practice is all that 
we are to look for, or that he can base his claim to priority upon. TSot 
so, however, with the one first to conceive. He must show affirmatively 
that he was reasonably diligent from the time of his conception of the 
invention until its completion. His diligence is not to be compared 
with that of his competitor, but must stand as an independent fact. It 
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is for him to show that, under the circa mstanees, he used reasonable 
diligence, in order that he may connect the two events, conception and 
completion, and so establish a superior title to the invention. Diligence 
is thus made one of the elements necessary to his title as prior inventor, 
and without it his title would be defective, and could not prevail as 
against one claiming under the title of the first to reduce to practice. 

Even disregarding the testimony of W. F. and J. Barnes, that they 
conceived of the invention in October, 1873, as too indefinite for the 
purpose of establishing the fact, it is clear that, being the first and only 
ones to reduce to practice, they are entitled to judgment of priority. 

The decision of the Board of Examiners-in-Chief is affirmed. 



GROSS V8. SAEGENT. 

Interferenoe. 

O. a, vol. xi, p. 797. 

▲PPXAL FROM THB DECISION OF THB BOARD OF EXAMINBBS-IN-CHIBF IN TUB MATTBR OF THB INTBRFER- 
BMCB BBTWKEM THB APPLICATION OF HBNRT OBOeS, FILBD AUGUST 28, 1P75, AND THAT OF JAMES SAR- 
OKNT, FILBD JULY 13, 1875, FOR " IMFRUVEMBNT IN TIME AND COMBINATION LOCKS."— Decided March 
14, 1877. 

It is a weU-settled principle of law that diligence, on the part of the party first to con- 
ceive the invention constitutes an essential element of the title of first and original 
inventor. 

A delay of eight years in rednciog the invention to practice and giving it to the public 
unaccompanied by extenuating circumstances, but resulting from indifference toward 
the invention, is not sufficient to defeat the claim of one who, in the mean time, 
had independently perfected his invention and created a demand for it in the 
market. 

Notice of an adverse claim is to be presumed where one of two rival companies, en- 
gaged in the same line of business, having manufactured and introduced a valuable 
invention, the other suddenly commences to perfect and manufacture the same 
article which it had previously been solicited to take hold of, but had shown no 
desire or intention of so doing, until after the other parties had been some time 
mannfactnring. 

The case under consideration distinguished from that of White ys, Allen, the reasons 
alleged in excuse of the delay not being analogous. 

The theory of the patent law requires that an inventor should be diligent in giving 
his efforts to the public, and a private corporation cannot be substituted for the pub- 
lic as the recipient of the inventor's efforts. 

The law does not look with favor upon a party who withholds the knowledge of his 
invention from the public by a negligent postponement of his claim until after 
others have made and introduced the same. 

W. C. DoDOE & Son for Gross.- 

J. L. NoRRis for Sargent. 

DooiilTTLE, Assistant Commissionei^ : 

The subject-matter involved may be stated as follows : 

In combination with a time mechanism and a permutation-lock, a lever or its equiv- 
alent connected with the time mechanism, and so arranged as to hold the dog or lock- 
ing-bar of the lock oat of contact with the tumblers of the lock until released by the 
time mechanism. 
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The right of priority in this case turns upon the question as to 
whether reasonable diligence was exercised by the party first to con- 
ceive tbe invention in redaciug the same to practice. Tbat snch dili- 
gence constitates an essential element in the title of first and original 
inventor has become a well-established principle of law. 

It appears, without doubt, tbat Gross was the first to conceive of tbo 
idea embodied in tbis structure and now constituting the subject-matter 
in issue. He alleges having tbought of it as early as 1866 or 1867, but 
his preliminary statement confines him to the latter year. According 
to his testimony he made sketches of the invention in 1867, and at tbat 
time described it to others. This, also, it is asserted, he did in 1869, 
1870, and in the spring of 1873. The 1867 and 1869 sketches were lost 
or thrown aside. They are not produced, and hardly a single witness 
is able to give any clear or definite statement as to what was communi- 
cated to him by Gross prior to 1873. 

In the spring of 1873, he, as has been said, made sketches, which are 
now produced as exhibits, but which he then put away in {^ trunk, where 
they remained undisturbed for two years or more. The first model 
which he appears to have made tbat was preserved, and that others saw, 
was in April, 1875, and in the summer of that year he sent it to the 
Howard Watch Company, who finally made the different parts of the 
device therefrom. Subsequent to July, 1875, he alleges that the parts 
were put on perhaps two hundred safes. 

In 1869 or 1870, he was an employ^ of the Hall Safe and Lock Cora, 
pany, and engaged in the capacity, among others, of an inventor. He 
spoke to the leading member of that firm about this invention in 1870, 
and subsequently showed to him the sketches made in 1873. Mr. Hall, 
the witness alluded to, admits substantially that the conversation in 
1870, and even the sketches of 1873, did not make much impression upon 
him, or at least he did not then regard the invention as practicable. He 
cannot remember the dates, and his testimony consists of impressions 
that were left upon his mind. Gross admits that this company refused 
to adopt his ideas, and this refusal to adopt and introduce the invention 
was the cause of his long delay. 

This rather uncertain testimony shows a decided indifference on the 
part of Gross and his employers toward this invention for the period of 
eight years. Gross admits that he never solicited any one but the com- 
pany by which he was employed to take hold of this invention. 

Millward, to whom this company submitted inventions before their 
adoption of the same, for his opinion as an expert, says that Gross 
spoke to him about this matter, and showed a sketch or two of it in 
1873 or 1874; but he has no recollection as to the particular object that 
Gross had in showing him the sketch ; nor is he positive as to what the 
invention was that Gross described to him ; nor can he say whether it 
was in 1873 or 1874. 

As early as the spring of 1873, while Gross was engaged in making 
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a few crade sketches, and pattiug them away in his trunk, Sargent had 
not only conceived of the invention bat had embodied it in a practical 
working model, which was filed with an application in the Patent Office 
Jane 11, 1873, and that application was finally merged into the present 
one. He followed np this embodiment in practical form, by introdncing 
the pablic to a knowledge of it in attempts in many directions to induce 
bankers and others to adopt the device upon their safes, and his efforts 
in this direction were crowned with success in 1874, in which year 
numerous banking companies purchased and used the invention. 

It seems hardly possible that a rival company, engaged in the same 
line of manufacture, and anxious to increase their trade, should have 
been ignorant entirely of these efforts, and I am at a loss to account for 
the waking up of the Hall Safe and Lock Company from their indiffer- 
ent conduct towards Gross's alleged invention from 1870 to 1875, to the 
active interest and prosecution by them of said invention in the summer 
and fall of 1876, on any other ground than the knowledge by them of 
their rival's efforts. They^ present the excuses that in the first place 
there was no. demand for this invention ; and second, that it would have 
interfered with the sale of the lock they were already making. After 
their opponent had created a demand for it they were not retarded from 
also prosecuting it by the effect it might have on their previous inven- 
tions. 

The contrast between the circumstances of this case and the case, for 
instance, of White dt AHen^ 2 Fish., 440, is sufficient in showing the in- 
applicability not only of the doctrine in that case, but in several others 
of a similar kind, that counsel for Gross has relied upon as establishing 
the validity of such excuses. 

In the White & Allen case, the patentee, White, invented an im- 
provement as early as the year 1849, and continued to experiment and 
perfect his invention until 1852, but did not apply for or obtain his patent 
until 1855. It appeared that during the whole time from 1849 to 1855 
he was in the employ of one who held a prior and controlling patent 
which prevented the use of his improvement ; that he delayed his ap- 
plication and was advised to delay it on this account ; and it also ap- 
peared that his employer had discharged, several men for making, or 
attempting to make, improvements npon such patents or in the line 
represented thereby. 

In the present case, Ha?ll was employed for this very purpose to get 
np improvements of this sort. The interests of his company, by whom 
he was employed, and his own, were identical. He not only gave the 
work of his hands and of his brains to the company, but submitted 
freely to their control, and he made no practical experiments for years 
after his discovery. 

Now, the theory of the patent law is, that an inventor should be dili- 
gent in giving his efforts to the public, and I know of no decision or 
any plausible ground upon which it can be urged thlif % private corpo- 
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ration can be substitated for tbe public as the recipient of an inventor^* 
efforts. 

Tbe sole and admitted reason for Gross's delay of seven or eight years 
was the benefit to be conferred on the Hall Safe and Lock Company, by 
its adoption of his invention when convenient, and not the benefit of 
the pnblicor commanity at large, which the Supreme Court has held is 
doubtless the primary object in granting and securing to inventors the 
monopoly of their discoveries. {Kendall et al. vs. Windsor ^ 21 How., 322.) 

Eegarding, then, as we must, Gross's intention to keep and apply the 
invention for the profit of his company and himself, and to withhold it 
from the public until it was convenient for them to bring it forth, the 
language of the same decision applies to his conduct : 

With a very bad grace (says the conrt) conld snch a one appeal for favor or protec- 
tion to that society which, if he had not injur ed, he certainly had neither benefited 
nor intended to benefit. Hence, if, during such a concealment, an invention similar 
to or ideiitical with his own should be made and patented, or brought into use without 
a patent, the latter could not be inhibited nor restricted, upon proof of its identity 
with a machine previously invented and withheld and concealed from the public. The 
rights and interests, whether of the public or of individuals, can never be made to yield 
to schemes of selfishness or cupidity ; moreover, that which is once given to or is in- 
vested in the public, cannot be recalled or taken from them. 

Although the court was there speaking of a completed invention 
which had been operated in secret, yet the principle is equally applica- 
ble to a case where an inventor alleges to have the knowledge of a com- 
plete invention, but persistently keeps that knowledge from the public* 

The exception to this rule of diligence is well stated in the same de- 
cision, as follows : 

But the relation borne to the public by inventors, aud the obligations they are bound 
to fulfill in order to seonre from the former protection, and the right to remuneration, 
by no means forbid a delay requisite for completing an invention, or for a test of ita 
value or success by a series of suflBcient and practical experiments ; nor do they forbid 
a discreet and reasonable forbearance to proclaim the theory or operation of a discovery 
during its progress to completion, and preceding an application for protection in that 
discovery. The former may be highly advantageous as tending to the perfecting the 
invention ; the latter may be indispensable in order to prevent a piracy of the righta- 
of the true inventor. 

It is clear that Gross and his employers have not brought themselves 
within this exception. They rested for years upon mere theoretical 
knowledge of the invention, and until a rival and successful inventor 
had, as we have seen, given the public the benefit of its introduction 
and use. 

Again, say the Supreme Court in the above case — 

An inventor may forfeit his right as an inventor by the willful or negligeat postpone- 
ment of his claims, or by an attempt to withhold tbe benefit of his improvement from 
the public until a similar or tbe same improvement should have been made and intro- 
duced by others. 

This doctrine has been reiterated in the very recent case of The U. 8. 
Bijle and Cartridge Co. et al. vs. The Whitney uir>^e6%?*v^v^ti4A:^FFl- 
ciAL Gazette, 373. 
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If the doctrine of the United States Supreme Gourt in the cases of 
Agawam Co. vs. Jordan (7 Wall., 683) and Seymour vs. Osborne (11 Wall., 
516) should be applied strictly to the facts in this case, then Gross did 
not make this invention until 1875, for it is there held as a settled rule 
of law, that he is the real inventor and entitled to the patent who first 
brings the machine to perfection and makes it capable of useful opera- 
tion, although others may have previously had the idea and made some 
experiment toward putting it in practice. Except in the single fact of 
the later conception of this invention by Sargent, the latter was first to 
reduce the invention to practice in a working form, and first to apply 
for a patent, while Gross was not reasonably diligent in any of these 
matters. 

The decision of the Examiners-in-Ghief is affirmed. 



C. W. SIEMENS. 

Inierloeuiarjf Jppeal; BeUsue. 

O. G., vol. x1, p. 1107. 

AITKAL FROM THK PfOM ABT EXAMINEB IN THB MATTBB OF THE APPUCATION OF C. WILTJAM 8IEUBK8 
FILED DECEMBBB 5, 1876, FOB BBI8BDX OF LBTTEB8 PATENT NO. 89,441, OBANTED APBIL 97, 1869, FOR 
"IMPBOVEMBNTS IN METALLUBGICAL PBOCE8BE8 AND FUBNACES. "~I>Mi((Ml MOTOh 17, 1877. 

An inyeDtor will not be permitted to claim in a reissne application matter for which 
his original patent has expired by limitation from the date of a foreign patent 
granted to him. 

Section 16 of the act of 1861 does not repeal section 6 of the act of 1839, bnt so modifies 
it as to extend the life of a patent granted therennder to seventeen instead of four- 
teen years. 

A joint patent having been granted in England : ffeld, that the oath of single in- 
ventorship accompanying an application was sufficient to warrant the issue of a sole 
patent, in view of the different qualifications in that country and this with relation 
to joint patents. 

C. S. WHrrM\N for applicant. 

Speab, CommUsioner : 

Two of applicaut's claims, the third and sixth, have been rejected apou 
English patents, numbered respectively 167 of 1861 and 1320 of 1857, 
granted, the former to applicant and Frederick Siemens, and the latter 
to applicant alone. 

It is not my purpose, upon an appeal of this kind, to discuss the perti- 
nency of these references, but merely to consider the question which is 
presented as one of practice as to whether a patentee can be permitted 
to claim, in an application for reissue, matter shown in a prior foreign 
patent, which has since expired. 

In construing the patent under consideration reference must be had 
to the laws in force at the time of its issue, which, as respects the grant, 
are the acts of 1836, 1839, and 1861. Under the act of 1839, which was 
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amendatory of the act of 1836, patents were limited to fouHeen years 
from the date or publication of foreign patents previously obtained 
{(fReilly vs. Morse, 15 How., 62)5 and section 16 of the act of 1861, 
which provided <Hliat all patents hereafter granted shall remain in 
force for the term of seventeen years from the date of issue," has been 
held not to repeal, but to so modify section 6 of the act of 1839 as to 
extend the term to seventeen instead of fourteen years, so that since 
the passage of said act, and previous to the act of 1870, patents granted 
in this country for inventions previously patented abroad are to be lim- 
ited in duration to seventeen years from the date or publication of such 
foreign patents. {Weston vs. White, 9 O. G., 1196.) 

It would appear, therefore, that in so far as the patent of 1857 is con- 
cerned, the matter there described has become public property, the pro- 
tection given Siemens by his patent having ceased, and his patent 
therefore expired. 

Applicant thus asks the Office to reissue to him that which he has 
clearly no right to claim. It is neither the policy nor design of the law 
that this Office should give color to an invalid claim by granting a patent 
purporting to secure to the patentee a right which it is powerless to con- 
fer. Lex nil frustra facit is a maxim that is opposed to such an inter- 
pretation of the law. 

Whenever it clearly appears, therefore, either upon the examination 
of a reissue or an original application, that the subject-matter claimed 
could not be protected in the courts, the patent should be refused. No 
distinction should be made in such cases between reissue and original 
applications, and I do not apprehend that, in a case like the present, the 
Office is precluded from considering matters that may have arisen since 
the original grant which affect the patentee's title to the protection of 
the law. 

It is distinctly provided in section 4916 E. S. that " upOn the filing of 
a reissue application the specification and claim in every such case shall 
be subject to revision and restriction in the same manner as original 
applications are,'' thus giving the Commissioner atopic authority for 
applying the same tests as to patentability as he would if the applica- 
tion were for the first time presented. 

The interests of the public are to be looked to as well in the grant of 
reissues as in original applicatious, and it is the duty of the Office to pre- 
vent, as far as it is wijthin its power, the issuing of invalid patents, 
which could be made instruments of oppression, ^^ by furnishing means 
to impose upon the public by false pretenses, and with threats of expen- 
sive and ruinous litigation." {Burr vs. Duryee^ 1 Wall., 531.) 

The object of the reissue section was to provide a means for correct- 
ing invalid patents, not for granting them, and if the period for which 
the grant was originally made has expired, the right to claim the inven- 
tion in a reissue does not exist ; nor could the terms of the law be com- 
plied with, for as regards this invention there is no << unexpired part of 
the term of the original patent " for which a reissue could be granted. 
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An attempt has been made to show that the decision in the case of 
Weston vs. White is nnsonnd, and not in accordance with a proper con- 
strnction of the statute there nnder consideration. I have consideji^ 
the arguments presented by coansel, but fail to comprehend wherein 
the judge'in that case has made such a palpable mistake in matter of 
law as to warrant this Office in disregarding the opinion there rendered ; 
on the contrary, I am disposed to consider his interpretation of the stat- 
ute both just and reasonable, fully in accord with the intention of the 
law-makers, and as based upon sound principles of construction. 

In view of the fact that the same rules as to joint invention do not 
prevail in England as are administered in this country, parties being 
permitted to take out patents jointly who would not be regarded as joint 
inventors under our laws, I am of the opinion that the present applicant's 
oath accompanying his application, to the effect that he is the first and 
original inventor of the matters therein claimed, must be regarded as 
sufficient to avoid the objection that the English patent of 186 L was 
taken out jointly by him and Frederick Siemens. 

With reference to that portion of the invention which was patented in 
England in 1861, it is obvious that the applicant's patent therefor has 
not expired by the limitation of seventeen years from the date of said 
patent. He may consequently retain in this application claims thereto, 
but should be required to state in his application the fact that such 
matters have been patented in England, giving the date and the number 
of the patent. This is in accordance with the requirements of Bule 91, 
which applies as well to reissue as to original applications, and, also, 
when only a portion of the invention claimed is included in sach foreign 
patent. This is necessary in order that the public may know the limits 
of the monopoly granted. 

The decision of the Examiner, in refusing to admit claims for inven- 
tions shown in foreign patents, and for which the original patent has 
expired, is affirmed ;; and the requirement that the dates of other foreign 
patents obtained by applicant, and operating to limit the term of the 
patent, should be stated, is approved ; but the decision of the Examiner 
rejecting the third claim is reversed. 



EIOHARD PINTSOH. 

DivUion of Application. 
O. G., vol. xi, p. 597. 

APPRAL FROM THE DECISION OF THR PRIHART BXAMIHER IN THB MATTKR OF THK APPLICATION UK RICHARD 
PINTSCH FOR "IMPR0VEMBNT8 IN FLOATING LIOUTB," i-lLBD JANUARY 83, IffH.— Bedded Moreh 83, 1877. 

The reqairement of a division of an application presupposes the existence of matters 

whioh might become the subjects of separate patents. 
The rejection of an application on the ground that there is no legitimate oombinatign 

between the devices represented, or that they are deficient in n(^^^^ qr^lil^ip^, 

is appealable to the Board of Examiners-in-Chief. 
Bakbwbll & Kerr for applicant. 



44 DECISIONS OF THE COMMISSIONER OF PATENTS 

DooLiTTLB, Assistant Commissioner : 

Applicant claims a buoy to serve as a recipient for compressed illami- 
nating gas to supply burners in combination with a lamp carried thereby. 
The Examiner requires the application to be divided ; at the same time 
there is no claim made for the buoy, per se. The requirement of a divis- 
ion of an application presupposes that matter exists which might con- 
stitute the subjects of two or more patents. 

The only valid objection, then, that can be urged against such a case 
as this, wherein it is alleged. that if there is anything novel, it consists 
in the construction of a lantern to be attached to the biioy and not in 
the buoy itself, is that there is no new combination, and not that there 
are separate or independent inventions. 

The Examiner, in one of his letters of rejection, states that signal- 
lights having heretofore been attached to buoys, << there appears to be no 
novelty in attaching the particular mechanism described to the buoy, 
any more than attaching it to any other detached or portable receiver.-' 
" Whatever novelty, therefore," he adds, *' the device contains, would 
seem to lie in the construction of the reflector and the lamp, and not in 
the application of the device to the buoy." 

It will thus be seen that the Examiner attacks the legitimacy of the 
combination, regarding it, it would appear, in the light of a mere aggre- 
gation. This, then, is an objection to the merits of the case, and is 
proper matter for appeal to the Board of Examiners in-Chief. {F. L. 
JElliSj 9 Official Gazette, 1110, and J. H. Keith^ lb., 744.) 

If the appeal is taken the Examiner should not only urge his objec- 
tions to the validity of the combination, but also cite all references be 
may have affecting the questions of novelty, whether relating to the 
alleged combination or to other matters claimed in the application. 

The appeal is dismissed. 



G. A. GRAY. 

Caveat, 
O. G., vol. xii., p. 396. 

IN THE MATIER OF THB PETITION OF GEORGE A. GBAT, JR., ACCOMPANYING HIS CAVEAT.—DMidtfd Karch 

26, 1877. 

It is safflcient if a caveat is sigaed by only one of two or more joint inventors. As 
the only object in filing a caveat is to obtain notice of interfering applications, the 
right of one joint inventor to this notice shoald not be subject to the control of his 
co-inventors. 

James W. See for applicant. 

Speab, Commissioner: 

The petitioner sends to the Office a drawing and specification relat- 
ing to an invention, and requests that they may be filed in the secret 
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archives as a caveat. He represents himself to be, not the sole, but a 
joint, inventor with another party of the invention represented in the 
papers. 

The question is raised by the officer receiving these applications as to 
the propriety of putting on the record a caveat relating to a joint inven- 
tion without the signature and oath of both inventors. 

Caveat papers arc simply preliminary papers filed in the Office for the 
purpose of securing notice in case of interfering applications while the 
caveator is experimenting- or maturing his invention. This caveat can. 
not be merged into a patent, and is no foundation in itself for any such 
issue. Its simple object is, as before remarked, that the caveator may 
obtain notice. To this end it is only necessary to know what the inven- 
tion is, and who is the proper party to notify. 

Tbp law does not even require an oath of invention. I see no reason 
why one of the parties to a joint invention should not file a caveat and 
be entitled to notice, whether others desire such notice or not. One of 
the parties might be an alien who had not made oath of his intention 
to become a citizen and did not desire to. In such case a citizen would 
be deprived of his legal right by a refusal to receive the caveat without 
the signatures of both. 

The officer having charge of these papers will receive this caveat and 
place it upon record, and be guided by this decision in like cases. 



JOHN D. PARK. 

Label, 
O. a, vol. xii, p. 2. 

APPEAL FBOM THE BXAMINEB OF TRADE-MABKS IN THE MATTER OF THE APPLICATIOIT OF JOHN D. PARK 
FOR THE " REQISTRATION OF LABELS," FILED DECEMBER 38, 1876.— Decided Marck 86, 18T7. 

Arbitrary matter properly constitating a trade-mark mast be registered assaoh before 
it can be incladed in a label. 

His legal ri^ht to nse it as a trade-mark must be first established by the applicant be- 
fore it can be registered in a label. 

Alexander &, Mason for applicant. 

Speab, Commissioner: 

In this case applicant sought to register as a trademark the picture 
of a '< swan " in connection with the name of the firm applied to gin. 
Two references were cited — one consisting of a figure of a swan, with 
some other arbitrary matter, and the other of the word " swan,'' both 
applied to this article. Applicant now files three applications for regis- 
tration of labels, each embracing this trade-mark. 

It was held in the case of W. Simpson & Son (10 Offioiax Gazette, 
3%) that, if applicant wished to include in his label arbitrary and 
fanciful words and figures constituting a proper trade-mark in addition 
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to matter properly a label, he shoald first register the fanciful matter as 
a trade-mark. 

The decision proceeded on the ground that the law having established 
a distinction between trade-marks and labels, and a difference in the 
fees to be paid for their respective registration, the Office is bound to 
clearly define that distinction for its own guidance as well as for the 
information of the public. It would not only lead to great confnsiou in 
the practice of the Office, should no distinction be made, but would 
work a great injustice in such cases as the present one, were applicants, 
who found themselves anticipated in the use of certain trademarks, 
allowed to register them as labels, thus holding forth to the public, 
under a certificate of this Office, tthat they were the owners of a cer- 
tain species of property which the records of this Office already showed 
to be the property of others. 

The same distinction made in the Simpson case had before been estab- 
lished in the case of Godillot. (6 Offioial Gazette, 641.) 

I think to entitle the applicant to register the figure of a swan or the 
words ^' Our London Swan Gin ^ as part of their labels, thereby sub- 
stantially alleging their proprietorship of such figure and words as a 
trademark, they should first establish their right to the trade-mark. 
This they can do by proof adduced in an interference proceeding, or by 
showing that they were the assignees or licensees of the previous regis- 
trants, or by an adjudication of a court of competent jurisdiction estab- 
lishing their title to the same. 

The decision of the Examiner of Trade-Marks is affirmed. 



W. W. BIBROB. 

Appeal. 
O. G., voL xi, p. 1108. 

▲PPBAL FBOM THE DECISION OF THI BOABD OF BXAMXNBRS-IH-CHIBF IN THE MATTER OF THE AFPLICA- 
TION OF W. W. BIERCE FOB " mPBOYBMENT IN 8TBIP OB BIBBON T1CKBT."— IVe<ll6d Aprtt 6, 18T7. 

Combining with an old form of ticket a scheme of making one or more of the tickets 
redeemable, it being old to make all of them redeemable, does not constitute a new 
article/or amount to a patentable invention. 

Doubted, whether a plan or method of transacting business is patentable under the 
statute. 

Samuel A. Duncan for applicant. 

Speab, Commissioner : 

The invention which is the subject of this application consists of a 
strip of paper printed to represent tickets designed for ase in collecting 
fares from passengers upon street-railways, one or more tickets of the 
strip being marked so as to indicate that they are redeemable for value 

Digitized by VJ^^UV IC 
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All the tickets, it is stated, may be nambered consecutively, and may 
also have the number of the car and the name of the railway. This is 
made the basis of a number of claims differing in respect to the other 
elements of the alleged invention, but all containing the element of the 
number of redeemable tickets. 

It appears from the record that strips printed to represent tickets 
numbered consecutively, and having the name of the railway and like 
matters also printed upon them, are not new. It also appears that the 
scheme of making tickets redeemable, so as to iuducepassengers to call 
for the ticket, upon payment of the fare, is not new. It seems, there- 
fore, that the applicant has adopted, iu connection with an old form of 
tickets, an old system or plan to induce passengers to call for the ticket 
upon payment of the fare. I call this expedient for refunding money to 
the possessor of a certain ticket not essentially an improved device, or 
article, so much as a plan or method (improved, it may be) of transact- 
ing business. I doubt the patentability of such method, it not relating 
to any art, machine, manufacture, or composition of matter, whether it 
be considered alone or in connection with mechanical devices. But the 
plan adopted by applicant appears to be essentially the same as that 
before known. The only variation which he has introduced from that 
described in the patent of Stridiron, of 1872, is the element of uncer- 
tainty caused by making one of a number instead of all of the tickets 
redeemable. That is to say, he finds it unprofitable to pay a premium 
for the return of every ticket, and decides to pay for only a portion. In 
my judgment, the adoption of this old, although somewhat modified, 
expedient, iu connection with an old form of tickets, does not constitute 
a new article, or amount to a patentable invention. 

The decision of the Board of Examiuers-in-Ghief is, therefore, af- 
firmed. 



PETER E. GOTTSTEIN. 

Bei88ue, 
O. G., vol. xi, p. 1061. 

Ill TBS M4TTKR OF THE RKI8SUI APPLICATION OF PETER R. OOTTSTIIN, FILED DECEMBER 16, 1876, OP 
PATENT NO. 101,857, APRIL 13, 1870, FOR AN " IHPROYBMBNT IN STEARINS CANDLES."— Decided April 
11. 1877. 

Great oare is to be exercised in not aUowing new matter to be incorporated into a re- 
issne application in cases where there is neither model nor drawing ; bat where the 
ambiguity in the patent is explained in a manner not inconsistent with the original 
invention, and the patent is clearly inoperative by reason of sach ambiguity, the 
discretion reposed by law in the Commissioner should be exercised in favor of the 
patentee upon the production of satisfSactory evidence that the matter to be intro- 
duced was part of the original invention. 

George H. Lathrop for applicant. Digitized by GoOglc 
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DOOLITTLE, AaHstant Oanimissioner : 

The applicant Id his patent claimed, << as a new article of manafac- 
tare," the within-described candle for miners' "use." The entire de- 
scription of its formation was embraced in this single paragraph. 

To famish a light which, while saperior in brilliancy aud duration, shall cause 
neither smoke nor unpleasant odors, is the object of my invention, which consists in 
forming a candle of stearine by the process known as " dipping," by which means an 
article is produced that is firmer in texture, and will last from one to two hours longer 
than any candle of an equal size heretofore furnished for miners' use, while at the 
same time costing but little more than those. 

From this description it would naturally be inferred that the ordinary 
process of " dipping" was practiced in producing the article, and that 
the novelty consisted alone in the fact that a stearine candle had for 
the first time been made by this common process. 

But now, under the last clause of sec. 4916, Eevised Statutes, which 
provides that — 

When there is neither model nor drawing, amendments may be made npon proof 
satisfactory to the Commissioner that such new matter or amendment was a part of 
the original invention, and was omitted from the specification by inadvertence, acci- 
dent, or mistake, as aforesaid — 

applicant sets forth by bis affidavit, supported by that of one other 
person, that the process of dipping alluded to in the patent is not the 
usual and well-known process, but quite another, and that, in fact, the 
candle claimed was not and could not be produced by the ordinary pro- 
cess of dipping; that, by reason of inadvertence, &c., the description 
of the process was omitted, and his patent rendered inoperative by 
such omission. 

It would need no proof, however, to establish the fact that the patent 
was invalid if it were construed as covering alone the making of a 
stearine candle by the common process of dipping. It having been an 
old and well-known art to form candles from tallow by dipping, nothing 
patentable would arise by applying the same process to stearine, both 
the process and the properties of the latter-named article being well 
known. 

The real discovery, then, if any, made by the patentee, consisted in 
peculiarities of the process he adopted. Applicant states that, owing 
to the rapid and unequal cooling of the stearine, and its liability to 
crack in cooling when used in the same manner as tallow for dipped 
candles, it has hitherto been considered impracticable to make stearine 
candles otherwise than by molding. 

His process is as follows : 

In carrying ont my invention the room in which the candles are made should be 
kept at a temperature of from 75^ to 100° Fahrenheit, from the time the wicks are 
first dipped until the finished candles become thoroughly hardened. 

As many wicks as desired are then dipped in a vat of hot stearine until they are 
covered with stearine until they are about one-quarter of an inch thick, and then 
allowed to become entirely cool. Then the workman is to take such a number of blocks 
of wicks, dipped and cooled as aforesaid, as he can dip in succession so rapidly that 
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they will not harden between dips, and dip them in snccession rapidly antil the can- 
dles attain the desired size. I have found, by experience, that four or six blocks of 
wicks are all that should be taken at once. 

He claims both the process and the article prodaced thereby. 

I am aware that great care shoald be exercised in allowin<ir new matter 
to be incorporated in a reissue applrcation in cases of this kind ; but 
where, as here, the ambiguity is explained in a manner not inconsistent 
with the original invention, and where the patent is clearly inoperative 
by reason of such ambiguity, it is but just that the discretion reposed 
by the law in the Commissioner should be exercised in favor of the 
patentee upon sworn statements of the character herewith filed. 

The proof of the new matter as being part of the original invention 
is satisfactory, and the examination of the case will proceed upon its 
merits. 



ANSON vs. WOODBURY ET AL. 

Inierlooutary Appeal. 
O. G., vol. xU, p. 1. 

APPEAL FROM THE DBCI8I0N OF THB BOARD OF BXAMINKBS-IN-CHIBF IN THE MATTER OF THE INTERFBB- 
ENCB BETWEEN THB APPLICATION OF ALFEBD ANBON, FILED SBPTEMBER 13, 1876, AND SEVENTEEN PAT- 
ENTS FOB ** IMPBOYBMENTS IN PLANINQ-MACHINE.*'— D»0idMl April 16, 1877. 

Mafcters of public notoriety affecting the right of an applicant to a patent will be taken 
notice of by the Office iu analogy to the practice of the courts in determining the 
validity of patents. 

Affidavits of adverse parties cannot be received to impeach the patentability of an 
applicant's invention. 

Speab, OammisHoner : 

An interference was declared between the application of Anson and a 
patent granted to J. P. Woodbury, April 29, 1873, at the request of 
the former, which interference was subsequently dissolved by order of 
the Oommissioner for the purpose of introducing other patents showing 
the invention. Motion was made before the Primary Examiner for the 
dissolution of this interference on the ground of notorious public use 
for more than two years prior to the filing of the application of Anson, 
and it is from his decision that this appeal is taken under Bule 59. 
The subject-matter declared to be in interference is — 
The employment of a yielding pressor bar or bars for holding down the lumber upon 
the solid bed of a planing-machine, and also in the use of said bar or bars in connec- 
tion with a rotating planing-cylinder — 

as claimed by Anson. 

This motion is made on the part of Woodbury, and in support thereof 

he has introduced a number of affidavits tending to show more than 

two years' public use prior to the filing of Anson's application. There 

is DO provision of law for, nor do the rules of practice contemplate, the 

41) 
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consideration of ex parte affidavits made by adverse parties to affect the 
rights of applicants before this Office. ^ 

It was urged on the part of counsel adverse to Anson that the affida- 
vits were not submitted to show any particular instances of u^^e, but 
rather to show notoriety of use. In either case the effect would be the 
same, and in admitting and considering such affidavits as evidence the 
Office would be adjudicating upon the rights of parties lawfully prose- 
cuting' their applications on testimony not taken in accordance with any 
requirement of law, and of witnesses which the parties in interest had 
no opportunity to cross-examine. I see, therefore, no reason for depart- 
ing in this case from the uniform practice of the Office. 

But, without reference to affidavits respecting this matter, it seems 
to me that there are other and very strong reasons for refusing a patent 
to Anson. It has been determined by the Supreme Court of the United 
States that in patent matters courts may take judicial notice of matters 
of public notoriety, and this whether mentioned in the pleadings of the 
party or not. (Brown vs. Fiperj 10 Official Qazbttb, 417.) If the 
courts will thus notice such matters in determining the validity of a 
patent, I can see no good reason why the Office should not pursue the 
same course with respect to the novelty of an invention when granting 
a patent. 

It is a matter of public notoriety that presser-bars of the description 
here claimed have been in public use for upward of twenty years. This 
will appear by an examination of the various publications during that 
period relating to this and kindred matters. Beference is made in the 
Scientific American for July 5, 1873, vol. 29, p. 7, and November 20, 
1875, vol. 33, p. 25, to the invention in controversy as having been for 
years in public use. 

In addition to thjis evidence of notorious public use, we find three de- 
cisions by Mr. Justice Nelson {Gibson vs. Beits et aL, 1 Blatch., 163, de- 
cided June term, 1846 ; Gibson vs. Harris^ 1 Blatch., 167, October term, 
1846 ; and Gibson vs. Van Dresar^ 1 Blatch., 535, June term, 1850). 

In the two former cases the machines used are described as embodying 
the very invention here claimed, which was held to be substantially the 
same as that patented to William Wood worth, December 27, 1828, and 
in the last case mentioned the opinion on this point was reiterated. 
This affords additional evidence of the notorious public use, and has a 
very important bearing upon the question as to the novelty of Anson's 
invention in view of the patent to Wood worth referred to. 

The Examiner admits having such knowledge, and, in fact, it has 
been a topic of much discussion in this Office, and was particularly about 
the time of the grant of Woodbury's patent in 1873. Further than 
this, it appears from the preliminary statement filed by Anson in the 
first interference, a certified copy of which is here presented, that he 
constructed, under contract with one Shepard, in Norwich, Connecticut, 
a machine such as is described in his present application, and put the 
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same in operation in the month of Jnly, 1843, and left that place in No- 
vember following, leaving it in the shop. This, in connection ^ith the 
other circQinstances above related, affords conclusive evidence to my 
miud of the public use of Anson's invention for a period of more than 
two years prior to the filing of his application. While this preliminary 
statement would not be received as evidence against another, it is ad- 
missible as a statement or admission under oath against the party 
making it. 

The discussion which was had respecting the grant of the Woodbury 
patent and its validity, I do not think necessary to notice here. The 
patent has been granted, and cannot now be affected by any decision of 
this Office. The case of Anson is clear. A patent, if granted to him, 
could not be maintained, and cannot, therefore, be granted. 

It having been shown that Anson is not entitled to the patent he ap- 
plies for, there is no necessity for the continuance of an interference 
proceeding. 

I accordingly dissolve the interference, and direct the Examiner to 
notify Anson that his application stands rejected. 



WILLIAM 8. SMOOT. 

JReisstie. 
O. G., vol. xi, p. 1010. 

INTBRLOCUTOBT APPEAL FBOM THE DECISION OF THE EXAMINER IN THE MATTEB OF THE APPUCATION OF 
WILUAM 8. BMOOT, FOB THE BEI8SUB OF LETTERS PATENT NO. 97,831, DATED DECEMBBB .14, 1869, FOR AN 

" IMPROVBHBNT IN BBPBATiNa FIRE ARMS.*'— I>i Vision B,— Decided April 17, 1877. 

The Jarisdiction of the Board of Examiiiers-ia-Chief is limited in ex-parte oases to the 
adverse decisions of the Primary Examiners. If there appeftr reasons for refusing 
the patent other than those alleged by the Examiner, a statement should be made 
to that effect to the Commissioner. 

The objection made to the application was want of novelty, and upon appeal to the 
Board it reversed the decision of the Examiner as to three of the four claims, but 
one member of the Board giving it as his opinion that new matter was included, re- 
manded the case to the Examiner for his further consideration : Held, that his re- 
manding the case to the Primary Examiner for reconsideration on that point was 
entirely nnanthorized, and without the additional approval of the Commissioner, the 
reconsideration by the Primary Examiner was also unauthorized. 

The rules of the Office have the force of law so long as they remain unrepealed, and are 
as binding apon its officials as they are upon the general public. 

The Commissioner is bound to take notice of an objection to the patentability of a case 
whenever and however his attention may be called to the subject. 

Where, however, the matter is properly cognizable by a lower appellate tribunal, the 
Commissioner will not interfere except in extraordinary cases, to prevent frand or 
remedy an action clearly opposed to some requirement of the law. 

An expression of opinion by one member of the Board does not constitute a decision 
of that tribunal. 

Examiners are admonished to be careful in making a thorough examination of all 
questions affecting an application before final rejection. Digitized by Vji^^ugic 

Warren C. Stone for applicant. 
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DooLiTTLE, Assistant Commissioner : 

Four claims of applicant were rejected by the Primary Examiner upon 
references, and an appeal was taken from his decision to the Examiners- 
in-Chief. They reversed the decision of the Examiner as to three of the 
claims, and affirmed him as to the fourth. But in addition to this action 
one of the Examiuers-in-Chief, although regarding the references as to 
three of the claims not pertinent, yet expressed his opinion that the 
principal device therein was new matter in the reissue application. He 
accordingly remanded the case to the Examiner for further considera- 
tion and such other action as the Examiner might deem proper. 

Eule 43 provides that — 

The Examiners* ia-Chief will consider the case as it was when last passed npon by 
the Primary Examiner, merely revising his decisions so far as they were adverse to the 
appellant. If, however, they discover any reason not given by the Examiner why a 
patent should not issue, they should make a statement to that effect to the Commis- 
sioner. 

The Primary Examiner not having alluded to the question of new 
matter, the Examiner-in-Ghief should have confined his action to the 
making of the statement to the Commissioner, as the rule provides. His 
remanding the case to the Primary Examiner for reconsideration on that 
point was entirely unauthorized, and, without the additional approval 
of the Commissioner, the reconsideration by the Primary Examiner was 
also unauthorized. 

The rules of the Office have the force of law so long as th ey remain 
unrepealed, and are as binding upon its officials as they are upon the 
general public. 

The Primary Examiner in bis reconsideration of the case held the ob- 
jection of new matter well taken, and accordingly again rejected the 
application. The Applicant now takes an interlocutory appeal based 
upon the above points of practice, and asks that, in view of the fact 
that the Examiner was reversed in his decision upon the references, and 
that the subsequent action upon the question of new matter having been 
unauthorized, the patent now issue. 

The Commissioner cannot rightfully ignore an objection to the patent- 
ability of a case whenever his attention is called to the matter by an 
Examiuer, or the Examiners-in-Chief, before the issue of the patent, 
although the objections may be made in an irregular manner. 

It is hardly necessary, however, in cases of this kind, where the ob- 
jections go to the merits of the case, and constitute proper matter for 
appeal from one tribunal of the Office to another, and from thence to 
the courts, that the Commissioner should take the matter into his own 
hands and overlook the regular remedy of appeal. Such a course would 
appear necessary only in extraordinary cases, to prevent fraud, or where, 
in the Commissioner's opinion, an affirmative action of a lower tribunal 
was clearly opposed to some requirement of the law. 

One member only of the Board having passed upon the question of 
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new matter, it may be said that the expression of his opinioa does not 
constitute a decision by that tribunal, and this not being a case requir- 
ing the extraordinary interposition above alluded to, it is preferred that 
the applicant should pursue the regular course of appeal. 

This is another instance illustrating the necessity of a careful ob- 
servation, on the part of Examiners, of the rules requiring the thorough 
examination of all questions before final rejection. 



THE GOODYEAR RUBBER COMPAKY. 

Intm^locutory Appeal, 
O. G., vol. xi, p. 1062. 

APPEAL FKOli THE DECISION OF THE EXAMINBB OF TRAOB-ILABKB IN THE MATTES OF THE APPLICATION 
OF THE OOODTEAB BUBBBB COMPANY FOB BBGISTBATION OF A TBADE-MABK, FILED DECBMBEB 28, 

1876.— DeddMl April 25, 1877. 

A trade-mark oonsisting of words which are merely descriptive of the quality of the 
goods to whioh the mark is to be applied will not be registered. 

^'Crack-proof/' as a trade-mark for rabber goods, held to be descriptive of quality and 
not entitled to registration. 

PoLLOK & Bailey for appellant. 

DooLiTTLB, Assistant Commissioner : 

Applicant desires to register the term "Crack-Proof/' applied to rub- 
ber goods. When found on a pair of rubber shoes, or a rubber coat, the 
term would indicate to purchasers generally a very desirable quality, 
viz, that the articles are proof against cracking, in the same sense that 
the term water-proof would indicate that the goods to which it should 
be applied were impervious to water. If, after a trial, it should be dis- 
covered that the goods actually did crack, it would very naturally be 
inferred that the term was deceptive. But it cannot be presumed that 
applicant intends to deceive the public by applying to his goods a term 
denoting a quality it does not possess. 

Before the process of vulcanization invented by Goodyear, the diffi- 
cnlties which rendered the use of caoutchouc, or India rubber, unsuc- 
cessful in the arts were chiefly that in hot weather the rubber became 
soft and clammy, and in cold weather hard and stiff. These objections 
were overcome ; but whether the article was also rendered proof against 
cracking does not appear in Goodyear's patent. I cannot doubt, how- 
ever, that the latter quality would be allotted it, in language at least, 
by the adoption as a trade-mark of the term ^^ Crack- Proof." If it does 
indicate a quality actually possessed in a greater or less degree, all 
other manafacturers of rubber goods have the same right to use the 
term ; and the doctrine of the courts, as above cited, is that no manu- 
&cturer can monopolize words denoting quality. 

^'The trade-mark must therefore be distinctive in its original significa- 
tion, pointing to the origin of the article, or it must have become such by 
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association. A nd there are two rales which are not to be overlooked. No 
one can claim protection for the exclusive use of a trade-mark or trade- 
name which would practically give him a monopoly in the sale of any goods 
other than those produced or made by himself. If he could, the public 
would be injured rather than protected, for competition would be de- 
stroyed. ISTor can a generic name, or a name merely descriptive of aa 
article of trade, of its qualities, ingredients, or characteristics, be em- 
ployed as a trade-mark, and the exclusive use of it be entitled to legal 
protection. As was said in the well-considered case of The Amoskeag 
Manufacturing Company vs. Spear, 2 Sandford's N. Y Superior Court, 
599: 

<^ The owner of an original trade-mark has an undoubted right to be 
protected in the exclusive use of all the marks, forms, or symbols that 
were appropriated, as designating the true origin or ownership of the 
article or fabric to which they are affixed; but he has no right to the 
exclnsive use of any words, letters, figures, or symbols which have no 
relation to the origin or ownership of the goods, but are only meant to 
indicate their names or quality. He has no right to appropriate a sign 
or a symbol which, from the nature of the fact it is used to signify^ 
others may employ with equal truth, and therefore have an equal right 
to employ for the same purpose."* — {Canal Company vs. Clarkj 13 Wal- 
lace, 311.) 

In striving to put myself in applicant's place, and imagine the term 
a fanciful arbitrary symbol when applied to the articles in question, I 
find it necessary to do violence to the plain meaning of the two words 
which are here compounded. 

That the term has been coined adds nothing to its value, invention 
not being necessary in the adoption of a trade-mark, and the coined 
term having no unnsual signification. 

The decision of the Examiner of Trade-Marks is affirmed. 



WILLIAM S. KIMBALL. 

, Interlocutor^ Appeal, 
O. a, vol. xi, p. 1109. 

APPEAL FROM THX DECISION OF THE EXAMINER OF TRADE-MARKS IN THE HATTER OF THE APPUCATXOK 
OF WILLIAM S. KIMBALL FOR THE REGISTRATION OF A TRADE-HARK UPON CIGARETTES.--2>ecid«l May 
3, 1877. 

The law is complied with if bat one facsimile mode of asing a trade-mark is iUastrated. 

To multiply iUustratiooB that simply show varioas modes of applying the mark, differ- 
ent arrangements of non-essential, arbitrary matter, &c., is not only annecessary, 
bat incumbers the Officeirecords and tends to confuse the public as to the scope of 
the registration. 

* Vide Wolf vs. Qoulard, 18 Howard's Reports, 64 ; Fetridge vs. WeUe, 4 Abbott's Prac- 
tice Reports, 144 ; Totvn vs. Stetson, 5 id,, N. S., 218 ; Phalon vs. Wright, 5 Phillips, 464 ; 
Singleton vs. Bolton, 3 Douglas, 293 ; Perry vs. Truefitt, 6 Beavan, 66 ; Canham vs. JonsB 
2 Vesey & Beames, 218 ; Millington vs. Fox, 3 Milne & Craig, 388. 
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DOOLITTLE, Acting Commissioner : 

The trade-mark desired to be registered by applicant consists of the 
words " Yanity Fair,'' applied to packages of cigarettes. The applicant, 
io order to comply with the requirements of the statute, as he thinks, 
files eight different prints or arrangements of fanciful matter, figures, 
&c., in connection with, or on which, he. uses his trade-mark, to show 
the modes in which it has been applied and used. The Examiner con- 
tends that onefae-simile is sufficient to illustrate the mode of using the 
mark, and that it only incumbers the records of the Office and renders 
the description of the mark unnecessarily prolix to allow these many 
different forms of labels or prints to be described and filed. 

I understand the law, in requiring an applicant to describe the mode 
in which he has used or intends to use a trade-mark, to mean simply the 
manner in which he has placed or intends placing it upon the goods to 
which it is to be applied, as whether stamped on the articles themselves, 
or on packages containing them, or relatively located with respect to 
some arbitrary matter, &c., and not that he should be compelled to 
describe every actual and possible matter that can be used in connec- 
tion with the mark. 

The thing of value in the matter of registration is the trade-mark 
itself. No protection is afforded for the use of scrolls, fanciful figures, 
or other words which are not an essential part of the mark ; and a full 
description of them in an application of this kind is not only unneces- 
sary, but it would tend to mislead and confuse the public as to the scope 
and nature of the registration. 

- If the law required an applicant to show the different modes in which 
he had used or intended to use his trade-mark, there would be good 
grounds for the present appeal, but I cannot believe it to be the inten- 
tion of the law that the Office should register as many different modes 
of applying the same trade-mark as the fancy of an applicant might 
dictate. If that were so, a third party might use the same trade-mark 
with impunity, if he could still devise a different mode of applying it. 
This would be giving to the shadow great value, and to the substance 
none at all. 

The decision of the Examiner is affirmed. 



A. D. ELBERS. 

Interlocutory Appeal, 
O, G.. vol. xii, p. 2. 

APPEAL FROM THE DECISION OF THE PRINCIPAL EXAMINER IN THE MATTES OF THB APPLICATION OF A. 
D. ELDERS FOR LETTERS PATENT FOR "IMPROVEMENT IN THE TBEATMENT OF MINERAL WOOL."~ 

Decided Jfay 5, 1875. 

Where claim was made in the same application to a process of manafacture^f^e^aflicle 
prodacedy the mechanism employed, and also to certain additional steps in process 
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troatmenti together with the modified article thereby obtained, the application was 
held to be duplex, and the varied process and article required to be expunged. 

Separate independent inventions which are not necessarily connected with the appa- 
ratus described, or article naturally produced thereby, but which may be used wjth 
other apparatus and in connection with the article produced in other ways, cannot 
be included in the same application with them. 

A. V. BiUESEN for applicant. 

DooLiTTLE, Acting Commissioner : 

'This is aQ appeal from the decision of the primary examiner, reqairiu g 
a division of the application. The sabject of the application consists — 

In an apparatus and processes for purifying mineral wool during or after its manu- 
facture, and for preparing it for use in the arts. 

The apparatus shown and describt^d consists, first, of a trough or 
conduit, by which a stream of slag is conducted into an apartment where 
it falls over a pipe, through which a jet of steam is blown against the 
stream of scoia, and by which a vitrified fine fiber is separated from the 
heavier shot or sand like constituents of the molten mass, and which 
ascends toward the upper part of the chamber in the form of spray, 
while the heavier globular matter falls to the floor. 

In this case the mineral current is thrown up in an inclined direction 
toward the opposite side of the chamber by reason of the angle at which 
the mouth of the steam-pipe is placed*, and upon reaching the opposite 
side of the chamber the spray is again met by another current of air, 
steam, gas, or liquid, which blows the fiber through an opening into aa 
upper chamber, where the wool settles into separate receptacles pre- 
pared for it upon the floor of the latter compartment. 

The receptacles in this case consist of pans or vats, which may be 
hung on shelves or placed upon the floor of the upper compartments, 
and pans are constructed of the same length and width as it is desired 
that the sheets of felting made from the wool should poss ess. When a 
sufficient quantity of wool, has settled into the pans, it is pressed, by 
means of a lid, into a wadded sheet ; or the bottom of the pan is made 
loose, so that by reversing the pan the bottom may serve as a lid. After 
a sheet is thus compressed the process is repeated. 

Applicant continues his description by adding, that in order to give 
more compactness to, or to strengthen the sheets of wool thus made, he 
sizes, paints, powders, or mixes the wool while in the pans, or after the 
sheets have been taken therefrom, with a simple solution of glue, if the 
sheets are to be ma<le stiff; but if they are to re main pliable, a mixture 
of glue and glycerine, or equivalent substance, is used. 

He also proposes to use bituminous, resinous, or gummy substances 
in a powdered or liquid state, according to the purpose for which the 
felting is required, which are placed in the same compartment with the 
pans, melted, transformed into vapors, and condensed upon or mingled 
with the mineral wool, &c. 

Applicant claims not only the mechanical process described, but the 
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specific apparatus, the article produced, aod, in addition to these, the 
process of treating mineral wool with a bitaminous, resinous, or gummy 
substance, and subjecting the same to heat; also, the new article of 
manufacture produced by the addition of such substances. The ques- 
tion of novelty as to these various matters is not involved. 

I think applicant may describe and claim the mechanical process of 
producing the mineral wool, also the instrumentalities themselves, of 
which the pan or vat is one, and also the article which is the natural and 
necessary product of the machine. It was clearly intimated in the case 
of Junker & Wolf (11 Oppioial Gazette 110), that where the machine is 
specifically adapted for producing a particular material, the material 
might be claimed as well as the machine. In that case it was found 
that the machine was capable of operating on many other products than 
the one attempted to be claimed. 

But the claims for the article treated chemically with bituminous, 
reRinous, or gummy substances, and also the claims for the chemical 
process indicated, should be stricken out. They cover separate, inde- 
pendent inventions, which are not necessarily connected with the appa- 
ratus described or article naturally produced thereby, but which may be 
used with other apparatus and in connection with the article produced 
in other ways. 

The matter to be eliminated is embraced in the sixth and eighth 
claims. 

It may also be added that the fifth claim, which is for << depositing 
said wool directly and without previous handling in the receptacle in 
which it is to be compressed," is bad in form, being merely for a func- 
tion or result. . 

To the above extent the decision of the Examiner is af&rmed. 



SWIFT V8. PETERS. 

Interference, 
O. G. vol. xi, p. 1110. 

▲FFEAL FROM THE DECISION OF THE BOARD OF EXAMINBBS-IN-CHIBF IN THE MATTEB OF THE INTEBFSBENCB 
BEnrWXBN THE APPLICATION OF JOHN N. SWIFT FOB THE REGISTRATION OF A TRADE-MARK FOR FERTIIIZ 
BRB AND A TBADE-HABK BEOIBTBRED TO WINFIELD FETBBS FEBBUABT S9, IQW.—Deeided May 8, 1877. 

A trade-mark interference, unlike tho»e for patentable matters, has nothing to do with 

the qaestion as to who was the first to conceive or suggest the mark, but who was 

the first to put it into actual practice. 

A contestant who acted in the capacity of an agent, and as such received and shipped 

' the goods to which the trade-mark was attached, cannot be said to have put the 

mark into actual practice. 
The title of the registrant of a trade-mark is for the courts, not for the office to deter- 
mine. 
G. H. & W. T. Howard for Swift. C^r^r^n]o 

Alkxandkb & Mason for Peters. ° 9'^'^^^ ^^ ^OO^ IL 
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DooLiTTLEy Acting Commissioner 

Tbis is aa interference between a registrant and an applicant for reg- 
istration of the following tra<le-mark : ^^ The John G. Bagsdale Ammo- 
niated Dissolved Bone." 

The name, <^ John 0. Bagsdale," is that of a gentleman who lived in 
Creorgia in 1874, was the president of an agricultural society there, and 
whose name was appropriated, by his consent, as a trade-mark, for the 
purpose of giving to the article local popularity. It does not appear 
that Mr. Bagsdale had anything to do with the use of the trade-mark 
or with the manufacture of the article. 

The applicant, residing at the same place, had been deputized by the 
same society to enter into negotiations of some sort with manufacturers 
of fertilizers for the purpose of introducing an article in the commu- 
nity direct from the manufacturers. In accordance with this plan, he 
had an interview with Mr. Snowden, of the firm of Snowden & Peters, 
from Baltimore, dealers in fertilizing materials, and proposed that they 
should put up an article under the title already described. 

This firm agreed to the proposal, and on January 26, 1875, submitted 
an argument in writing to Swift, the applicant, stating the terms upon 
which they would ship this and their other brands of fertilizers, and 
also the commission that would be paid him, &c. Swift accepted the 
agency on the terms proposed, and the firm in question then commenced 
the shipping of the fertilizer, using this brand in connection with their 
own name. February 29, 1876, this trade-mark was registered by Peters, 
the firm of Snowden & Peters having in the mean time dissolved part- 
nership. 

The applicant bases his whole case upon the fact that he was the first 
to suggest the use of the trademark in question, and that it was adopted 
by Snowden & Peters, and placed by them upon the goods sent to him 
through his instrumentality. 

Unlike patentable matt9r8, the question of priority in a trade-mark 
interference has nothing to do with the question as to who was first to 
conceive the idea or first to describe and propose its use. As was held 
by the United States Supreme Court in the case of The Canal Company 
V8. Clark, 13 Wall., 311, ^^ words or devices may be adopted as trade- 
marks which are not original inventions of him who adopts them, and 
oonrts of equity will protect him against any fraudulent appropriation 
or imitation of them by others. Property in a trade-mark, or rather in 
the use of a trade-mark or name, has very little analogy to that which 
exists in copyrights or in patents for inventions. • » * The offiee of 
a trade-mark is to point out distinctively the origin or ownership of the 
article to which it is affixed ; or, in other words, to give notice who was 
the producer. This may, in many cases, be done by a name, mark, or a 
device well known, but not previously applied to the same article." 

From this it will be seen that it is of no consequence whatever who 
was first to suggest and urge the adoption of the trade-mark, but the 
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point is who was first to actually adopt and ose the same, for the par- 
pose of indicating the ownership or proprietorship of the artieles to 
which the mark is applied. 

Although Swift alleges in his application that he had been nsing this 
brand for aboat two years, yet he ased it merely as an agent uses the 
trade-mark oi the firm for whom be sells goods. He did not nse it nor 
pretend to nse it as bis own mark npQn goods or npon packages of goods 
prepared by him. The mark at no time indicated that he was either the 
mannfactnrer of the article itself or one of the firm who sold the article 
thronghont the country. These are the facts that have been found by 
both the lower tribunals. 

The point is made, however, that if the mark does not belong to Swift, 
neither in it the property of Peters, as the trade-mark was adopted and 
used by the firm of Snowden & Peters, which firm was dissolved in 1876, 
and the right*to use it thereafter did not remain in Peters. 

Whatever may be the rights of Peters and Snowden as to each other in 
this matter, it is x>erf6ctly clear that Swift has not even overcome the 
prima facie case made by Peters. Peters is a registrant, and it is of no 
avail whatever foi' this Office to enter into an inquiry as to his right of 
ownership to the trade-mark in dispute, formerly owned by the firm of 
Snowden & Peters. The judgment of this Office as to Peters's right of 
property in the mark, would not affect Snowden's claim in the least. 
That is a question for the courts, and over which the Office has no juris- 
diction. It would be unnecessary waste of time, therefore, for the Office 
to inquire into the respective rights of those parties. It is sufficient for 
the purposes of this contest to show that Swift, the applicant, has no 
right whatever, as against Peters. They are the only parties to this 
contest, and the judgment must be confined to them alone. 

The decision of the Board of Examiners-in-Ghief, awarding priority to 
Peters in the adoption of this trade-mark, is affirmed on the ground that 
Swift, his opponent, had never adopted or ctwned it at all in the sense 
contemplated by the trademark law. 



JOHN P. MYGATT. 
MoHon, 
O. G.y Yol. xii, p. 51. 

V TBB XATnm OF TBI AFPLICAHOH OV JOHN T. MTOATT FOB UTTBBi PAmiT FOB " IHPBOTBMBIIT IB 
na MAHUFACTDBB OF PAPBB BOZB8/' FILBD NOVBMBBB V IMT^-UlieitfMl Moif S4, 18T7. 

Section 35 of tho act of 1870, whioh decliured all ^plioationa to be abandoned that had 
been rejected or withdrawn prior to the date of its passage, and that had neither 
been renewed nor a new application filed within six months thereafter, constmed to 
be modified by section 111 of the same act, so as to not include applications pending 
at the date of its passage. 

The word '' pending " is nsed in the section in the same sense as it is applied to a salt— 
tiiat is, it is pending so long as it remains nndecided or in suspense. 
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Any case in which Judgment has been rendered by a competent tribanal, the parties 
notified, and no appeal taken or noted, can hardly be regarded as pending. 

The Office rules in force at the time of the passage of the act of 1870 construed to mean 
that a case was pending only until the decision of an appeal after a second rejection 
thereon, or until after the party bad withdrawn the case from the further consider- 
ation of the Office. 

An application for letters patent having been acted upon for the laflt time January 27* 
1869, by the Board of Examiners-in-Chief, who affirmtrd a previous rejection of the 
Primary Examiner, a motion to reopen the case and dispose of it on its own merits 
was denied, it having been abandoned under the law of 1870, and not pending at the 
date of the passage of said act. 

DoOLiTTLB, Acting Commissioner : 

Tho last actioD taken by the Office on the above-entitled application 
was Jaonary 27, 1869. This consisted of a decision by tbe Board of 
Examiners in Chief affirming the rejection of the Primary Examiner. 
A motion is now made to reopen the case on the groand that no time 
having been fixed by law at that date for an appeal to the Commissioner, 
the parties may exercise that right at any time. 

Applicant also insists that his application falls within the provisions 
of section 4894 Revised Statutes. 

He sabmits affidavits to show that by reason of poverty he could not 
sooner take his appeal to the Commissioner. 

Under the practice of the Office of late this application would be held 
to be abandoned by virtue of that proviso in section 35 of the act of 
July 8, 1870, which enacted that, when an application for a patent had 
been rejected or withdrawn prior to the passage of that act, the appli- 
cant should have six months from the date of such passage to renew his 
application, or to file a new one; and, if he omitted to do either, his 
application should be held to have been abandoned. 

The only restriction upon this section seems to have been created by 
section 111 of the same act, which provides — 

That all applications fur patents pending at the time of the passage of this act, in 
oases where the dnty has been paid, shall be proceeded with and acted on in the same 
manner as thoagh filed after the passage thereof. 

The question arises as to the proper construction to be placed on the 
word '* pending" in the latter-named section. It was once held to in- 
clude all cases in which the application-fee had been paid prior to the 
passage of the law, and which at that time either stood upon the docket 
awaiting action on the part of the Office, or were subject to be called up for 
further consideration by action on the part of the applicant, and this, 
too, until the case had been carried up to the highest tribunal on appeal 
within or without the Office. Bab the better opinion seems to be that 
the word ^< pending" here refers to an application in the same sense 
that the word is applied to a suit — that is, it is pending so long as it 
remains undecided or in suspense. Any case, therefore, in which judg- 
ment has been rendered by a competent tribunal, the parties notified, 
and no appeal has been taken or not^d, can hardly be regarded as 
pending. 
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In accordance with the above definition the Office rules in force at 
the time of the passage of said act held that a case was pending only 
until the decision of an appeal after a second rejection thereon, or until 
after the party had withdrawn the case from the further consideration 
of the Office. (See Office Bales 45 and 123, of the Angust edition of 
1869.) 

It is well settled that, in the absence of any provision of law to the 
contrary, the Office Bnles of Practice have the anthority of law in all 
matters arising at the time in which they were in force. 

The same proviso of section 35 also requires that, upon the hearing 
of such renewed applications, abandonment should be considered as a 
question of fact. The mischief which the requirements of that section 
were designed to remedy was quite apparent. Applications, after lying 
in the Office for years, were dug up and renewed, to greatly embarrass 
patentees and manufacturers who had reduced the invention to success- 
fal operation, and also to cover up other analogous inventions which 
had been freely used by the public years after the slothful applicant had 
ceased to prosecnte his claims in the Office. 

In regard to this mass of rejected applications which could be revived 
after the lapse of any nnmber of years, an eminent judge of the supreme 
court of this District remarked, before the passage of the above act, 
that-- 

Many, perhaps most, of this maltitude of rejected cases, althoagh falling short of 
invention, embody suggestions which, under the nnscmpnloas and ingenious manipu- 
lation of professional inventors, would reissue into patents to the utter confusion of 
existing rights. Abandonment, in fact, should be an est<^pel at law, especiaUy against 
exhuming this potter's field of the Patent Office. (Gates et al, vs. Benson, C. D., 1870, 
p. 76.) 

In the recent case of the United States Rifle and Cartridge Company 

t al. vs. The Whitney Arms Company (11 Official Gazette, p. 373), 

the same section of the law was construed by Judge Shipman as follows: 

The thirty-fifth section of this act provided that when an application for a patent 
has been rejected or withdrawn prior to the passage of this act, the applicant shall 
have six months from the date of such passage to renew this application or to file a 
new one, and if he omit to do either, his application shall be held to have been aban- 
doned. Upon the hearing of such renewed applications abandonment shall be consid- 
eied as a question of fact. Prior to the passage of this act the practice of the Patent 
Office in regard to the granting of renewed applications for patents after the lapse of 
years from the date of their previous rejection or withdrawal was not uniform. It had 
been held that the withdrawal of an application and the neglect to prosecute it within 
a reasonable time was an abandoamout of the invention. The contrary had been held 
both by the Patent Office and the courts. Inventors 'whose applications had been re- 
jected were desirous of renewing them, and it was proper both that some limitation 
should be placed upon the time within which the new applications should be made, 
and that some stable principle should be adopted in regard to the question of aban- 
donment. The section provided that this question should be regarded as a matter of 
&ct, that lapse of time should not of itself be conclusive evidence of abandonment, 
bat that the decision of such cases should depend upon peculiar dr^najjiwces^ a 
question of fact and not of law. ^ ^^ ^ o 
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In the case of A. MUh (7 Official Gazette, 961), the Gommissioner 
held that not onl^' was an application abandoned which was not renewed 
within the six months prescribed by the section nnder consideration, bat 
that by the terms of the section an applicant was barred from prosecut- 
ing a new application for the same inventiou at any time thereafter, the 
fitatnte having fixed a limitation npon such right. 

In the case of Oeorge Crampton (9 Official Gazette, p. 5), the 
effect of that section was held to be, however, not to bar the applicant 
from filing a second application after the time mentioned, bat only to 
sever all connection k>etween the original and new application, so that 
the original application coald not be relied apon to sostain the patent 
in the event ot two years' public ase. It was also held that the original 
application was dead absolately. 

In view of the law and practice thos established this application of 
Mygatt mast be regarded as having been abandoned by virtae of sec- 
tion 36 of the act of 1870, and cannot now be revived. 

So far as section 4894 Revised Statutes (section 32 of the act of 1870) 
is concerned, a new principle was there adopted ,applicable to cases pend- 
ing at the time of the passage of the act of 1870, or filed thereafter, 
which required applicants, in order to avoid abandonment of their ap- 
plications, to prosecute the same within two years after any action therein, 
or else ahow to the satisfaction of the Gommissioner that such delay had 
been unavoidable. 

Of course, having found that the application in question was not pend- 
ing at the time of the passage of the act of 1870, the provisions of the 
latter-mentioned section are not pertinent thereto. ( W. H. Oolding^ 8 
Official Gazette, 141.) 

It appears, too, that on June 26, 1876, applicant filed a new applica- 
tion for this same invention. The latter one, which is now pending, can 
alone be considered. 

The motion is denied. 



SABGENT VB. BUBGB. 

InterfereMe. 
O. O., Yol. xi, p. 1055. 

AFFEAL WBOU TBB BOABD OF SXAMIHIB8-Iir-CHIBF HI THB XATOBB OF THB UmEBFBBVNGB BKTWBUT THI 
PATniT AMD THI BBBSUB APPUCATION OF JAMK8 SABOBHT AMD TBI OBIOIN AL AHD BBIflSUB AFPLICA- 

noKB OF jomr bubob fob "niPBOTBifBHT or tdcb-lockb/*— DifdCdtd May 97, ISTT. 

The fftultinesB of elums which, for the parpose of Becarlng aa intorfeienco with mn 
ndvene party, enumerate important elements of a combination only in the most gen- 
eral language, commented npon and deemed aenfflcient warrant to dismiss an appeal. 

The mere fact that devices cited as references have little commercial yalne is of no sig- 
nificance in determining their pertinency. 

An applicant as against an interfering patentee mnst show that his inyention was com- 
plete, not simply for experimental bnt forsnooessfnl practical nse, prior to the inyen- 
tion of his adversary. ^ 9'^'^^^ by V^^^u^ic 
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BatA. Boooeflsfiil use involves not only the snooessfnl meohanioal operation of the inven- 
tion in the single iostanoe, or in a namber of instancy, bnt its actual utility in 
every other respect. 

Where devioes in interference differ from each other in important particulars of con- 
atruotion, the snooessfnl use of oneoaanot be inlened from that of the other, which 
is established. 

An applicant whose machine was tested experimentally only, then laid aside and not 
revived until after the successful introduction of that of his contestant, is concluded 
as to its iack of perfection and reduction to a useful practicable form. 

In order to defiaat a patent, a prior machine must have some commercial value, be 
worth manufacturing for public sale, and worth buying for practical use. 

A machine which is abandoned by its inventor, tested only experimentally by his 
assignee, and declined by the public, is conclusively of no value. 

Jamob L. Norsxs and J. J. Coombs for Sargent. 

Mascus S. Hopkins and E. L. Stanton for Burge. 

Spear, CommiMumer ; 

Tbe iQterfi»6bee is between the letters patent of Sargent, No. 165,370, 
granted Jaly 3, 1875, and his application for reissue of letters patent 
No. 165,878, g^nted Joly 20, 1875, on the one hand, and on the other 
two Implications of Bnrge, one an original application, filed the 2l8t 
day of Angnst, 1876, and the other an application for a reissue of letters 
patent Na 166,155, granted August 3, 1875. 

The Board of Bxaminers4n-0hief, in their decision in this matter, 
called my attention, under Bule 59, to the claims in the reissue applica- 
tion of the Bnrge patent, which was put in the interferonce, and ex- 
pressed their opinion to the effect that the subject-matter included in 
those claims was not sustained by the patent of Burge. Counsel for 
Sargent also raise an objection against the claims in interference in the 
original application of Burge (the 4th and 5th), on the ground, as they 
allege, that these claims do not embrace a practically operative combi- 
nation. I have, therefore, to consider, before proceeding to the discus- 
sion of the testimony, as bearing more particularly upon the issue aitd 
relating to the question of priority of the invention stated in the issue, 
the preliminary question whether the claims set up by Burge could 
properly be allowed him in these applications. 

The problem which the inventor had to solve in constructing what 
may be called a time-lock — ^that is to say, a lock incapable of unlocking 
from the outside, and only self-unlocking from within — was first to pro- 
vide some means for obstructing the bolt or bolts to prevent retraction, 
antd to provide also means for removing such obstruction after a lapse 
of time measured by the internal clock-work ; but this was not the solu- 
tion of the problem, for it was necessary to set the dock-mechanism for 
a given hour, and to arrange the obstruction for the bolt or bolts, under 
Hie oonditions named above, with the door open. But the bolt-work 
being thrown forward and obstructed, the door could not be closed. It 
was necessary, therefore, in the second place, to provide some other ex- 
pedient by which the clook-mechanism, together with the mechanism 
for obstructing the bolt- work, could be set for operation while the bolt- 
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work was thrown back ; so that, after the door was closed, the bolt- 
work coahl be thrown forward to lock the door and be blocked by the 
dogging-mechanism automatically, not to be released except through 
the operation of the clock-mechanism after the determined lapse of time. 
It is clear, therefore, that simply a clock-mechanism, and what has been 
called the dogging-mechanism, by which the bolt-work is held in the 
locked position, do not constitute an operative combination. This has 
been recognized by the parties to this interference and by inveators 
long before them, and these parties, as well as the prior inventors, 
have, in their various forms of time-locks, shown both elements, naitiely, 
the self-locking and the time-unlocking mechanisms; but the distinc- 
tions have not always been kept in view in making the claims. 

The validity of the objection would be manifest if an applicant should 
have come to the Office omitting from his invention, as well as from his 
claim, the provision for automatic locking, so that the time-lock showa 
by him could not be set for use. But although the mechanism is, in all 
these cases, provided for su.cGessful operation in this respect, it is not 
the less necessary to keep in view the distinction, for the reason that 
the mechanisms are so widely different that, while it is possible to predi- 
cate claims on one lock in respect to the automatic unlocking which 
should cover all the mechanisms, it might not be possible to make such 
a broad claim as would include all the mechanisms necessary to the 
snccessftil operation of the lock. 

These criticisms refer in part to the first, second, and third claims in 
the original application of Burge, but I do not discuss them more par- 
ticularly here since they are nqt in interference, and the consideration 
of them would be an ex parte matter. The fourth and fifth claims, how- 
ever, are in the interference, and are as follows : 

4. In a time-look, the combiaatioD by means of saitable connecting mechanism, sab- 
stantially as set forth, of the notched our bilinear revolving bolt isolated from the time- 
meohanism, and stationary except during the brief intervals when locking or anlockipg 
is being effected, the connecting-link for controlling the same, and the time-mechanism 
for determining the time when said bolt shall be tarned on its pivot to unlock. 

5. In a time-lock for application on a safe or vault door, the combination by means 
of suitable connecting devices of the time-mechanism, and a notched curvilinear bolt 
or dog, isolated, substantially as described, from the time-mechanism, and stationary 
except during the brief intervals when either looking or unlocking is being effected, 
and adapted to be turned on its pivot for unlocking at a time determined by the time- 
mechanism. 

In relation to these claims it may be said, first, that the combinations 
claimed are manifestly inoperative. Putting only the elements named 
in the claims into a time-lock, the apparatus could be set only with the 
door open, and after it was set the door could not be closed. Further 
than this, in the fourth claim the statement is incorrect. The connect- 
ing-link is there represented as controlling the revolving-bolt, whereas 
in the lock itself and in the specification it plainly appears that the 
revolving-bolt is controlled in every part of its movement by independent 
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clock- mechanism, and the connecting-liDk is simply a part of means of 
coinmanication between the springs of the clock-mechanism and the 
revolving-bolt. 

In the fifth claim all this important matter of moving the revolving- 
bolt consisting of the same elaborate independent clock-mechanism, and 
which, as we shall see when considering in this connection the state of 
the art, constitntes the most essential part of Bargees improvement in 
this application, is covered ander the phrase *< by means of saitable con- 
necting devices," so that the main elements of the combination are made 
to appear to be the time-mechanism, and the ^< notched cnrvilinear bolt" 
isolated from the time-mechanism. This phraseology makes the claim 
more plainly applicable to Sargent's invention than to that of Barge. 

What are called suitable connecting devices are, in fact, not connect- 
ing devices, bat operating devices. The time-lock on which these claims 
are based acts directly apon a secondary clock-mechanism, and this sec- 
ondary clock-mechanism acts apon the rotating-dog. The secondary 
clock-mechanism mast be woand ap and set in proper position in order 
properly to operate the circular-dog. When thus wound up and set 
ready for operation, it is held by the primary clock-mechanism through 
suitable connection, and, at the appointed moment, the primary clock- 
mechanism releases the secondary, which immediately operates the dog 
to nnlock the door. Now, in the patent of Sargent there is no such inter- 
mediate clock-mechanism, and if a claim cannot be based on this lock 
of Burge that will cover the Sargent lock without the omission of an 
element so vital as this, then the two inventions are generically dis- 
tinct, and alike only in result, and, if patentable at all, are patentable 
separately and independently of each other. 

The case of Oill vs. Wells^ 22 Wall., p. 1, cited by counsel for Sargent, 
is exactly in point here. 

I am aware that it may be said — I think it was urged at the hearing — 
that the lock shown in the original application of Burge may be used in 
connection with the tongue-piece shown by Sargent, which tongue-piece 
is so connected to the bolt-work that the bolt-work may slip back on 
the tongue piece in order to close the door, and that, if used in this con- 
nection, that part of its mechanism which provides for the first move- 
ment of the revolving bolt, namely, that which is to dog the bolt- work, 
may be dispensed with. This may be true, and yet it appears to me not 
just, even if we leave out of consideration the state of the art, to allow 
Burge to make such claims upon this lock as necessarily require a part 
of Sargent's invention, and require also a reorganization of his own. For 
it would not be necessary simply to leave out some part of this mechan- 
ism called the secondary clock-work which operates the revolving-bolt, 
bat to reorganize it. 

I dismiss these claims for the present, but shall have occasion to refer 
to them hereafter in considering the state of the art in connection with 
the claims in the reissue application of Burge. ^'^'^^^ ^' v^uug ic 

5d 
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I remark only in passing tbat I do not regard as essential a distinc- 
tion which appears to have been studiously observed between the appli- 
cation of BargCi which I have been discussing, and the application for 
reissue, which remains to be considered. This distinction relates to the 
tongue-piece and the independent bolt- work. The same distinction was 
somewhere insisted on in relation to the Sargent application, in which 
the present invention of Sargent was involved. Wher^ the notched 
bolt is showo, its adaptation to the common bolt-work and to the ordi- 
nary tongue-piece is so manifest, and this bolt-work and tongue-piece are 
so well known, that it is not necessary to show them in an application. 
It is enough to show the notched bolt and its method of adaptation to 
receive the pressure in various positions of the tongue-piece on the Inde- 
pendent bolt- work. The distinction is necessary to be observed only 
where two such diverse constructions are shown as this under consider- 
ation and that shown and described in the patent of Burge. 

The claims in the application for reissue of this patent 1 now proceed 
to consider. They are as ibllows : 

4. The combination, snbetantially.as before Bet forth, of the foUowiog elements 
adapted as combined to be attached to the door of a safe or vanlt and to secore and 
release the bolt- work of said door, yiz, (1) a tongne-pieoe adapted to be attached to the 
bolt- work of the door, (*2) a pivoted turning onlocking device, and (3) the clock-work 
for determining the time when, by means of suitable eonnecting mechanism, said un- 
locking devicet^shall be turned to release the tongue-pieoe ; whereby the bolt-work may 
remain in the retracted position for closing the door, and be automatically looked after 
the door is closed, and be so retained until a time determined by the operation of said 
clock-work. 

5. The combination upon a safe or vault door, substantially as before set forth, of a 
time-look and an automatic dogging-mechanism, adapted to be attached to the bolt- 
work of the door, for connecting the time-lock with said bolt-work, whereby the bolt- 
work may nsmain in the retraeted position for dosing the door, and, when thrown after 
the door is closed, be automatically locked until released by the operatimi of the time- 
lock. 

It will be observed that iu the euumeration of elements the fourth 
claim specifies three particular things, a tongue-piece, pivoted turning 
unlocking device, and clock-work. The tongue- piece is a well-known 
element in combination locks. It is a rigid stud connected directly or 
indirectly to the bolt- work, and bearing, when the door is locked, against 
the periphery of what is termed the pivoted locking device, or, when 
the door is unlocked, is thrown backward into a recess in said locking 
device. 

Now, if, in the apparatus shown in Surge's patent, this tongue-piece 
be, as it ordinarily is, a rigid tongue-piece (and that is all the claim calls 
for), then the mechanism is not operative, for the mechanism must be 
set with the door open, and the bolt-work thrown forward under the 
condition supposed. Then, of course, the door cannot be shut, so tbat 
the terms of the claim in that part which specifies the elements of the 
combination, in the ordinary and rightful use of the language, are not 
consistent with the description in the cK>noluding clause, for there is 
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Dothiug iu the element stated which woald jastify the assertion that the 
bolt-work may remain in the retracted position for closing^ the door, and 
be antomatically locked after the door is closed. 

If the first element specified were a pivoted tongaepieco adapted to 
drop down behind the stnd (which is fixed upon the back plate of the 
lock-case) when the bolt is thrown forward, and to be lifted oat of line 
with the stud by the "pivoted turning unlocking device," then the claim 
would be consistent with itself, but would be inapplicable to the Sar- 
gent lock. 

These remarks apply with equal force to the fifth daim. In that are 
si)ecified a time-lock and bolt-work with an automatic dogging-mechan- 
ism attached to the bolt-work for connecting the time-lock with the said 
bolt-work. But this, as applied to the lock in the Burge patent, is not 
true. The automatic dogging-mechanism does not connect the bolt- work 
with the time mechanism, but connects the bolt- work with a fixed stud 
which holds the bolt against retraction until the automatic dogging- 
mechanism is removed through the action of secondary clock-work and 
the lever, on substantially the same principle as in the first lock under 
consideration, which is known in this controversy as the "HubbelP 
lock. 

These two claims are open to the criticism made upon those considered 
before, that they'are more applicable to Sargent's lock than to that of 
Barge. I might dismiss the case here, but, id order to terminate the 
controversy, it is better, perhaps, to consider, first, whether any other 
general statement can be made which would include the locks of Barge 
and those of Sargent ; and, second, whether that broad statement could 
be sustained as a claim in view of the state of the art. In proceeding 
to discuss these points, which relate, of course, more directly to the 
merits of the actual subject-matter involved, it has been found conven- 
ient to merge the two separate issues in interference as declared upon 
by the Primary Examiner, and to dispose of ^both at one time. They 
do not differ so materially from each other as to prevent this course being 
taken, and as the great bulk of the testimony adduced and the argu- 
ments of opposing counsel apply with equal force to each issue in coui- 
troversy, to preserve the line of distinction contributes neither to clear- 
ness nor brevity. The broadest statement which I can frame, applica- 
ble to the locks of both parties, and true of all, is something like this : 
A time-lock for a safe-door consisting of ordinary bolt- work, of a time- 
mechanism adapted at a given hour to permit the bolts to unlock, and 
of connection between the two adapted to lock automatically when the 
bolts are thrown forward, and to be unlocked by the time-mechanism at 
the prescribed hour. This borders very closely upon mere statement of 
result, and is so general in its terms as to be open to that objection; 
bat I do not see how it can be made narrower and yet be true as a state- 
ment of any one of the locks, and, at the same time, include them all. 

The question here arises, whether the state of the art would justify 
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the issne of sacli a claim. There has been more or less controversy in 
regard to the patentability of these matters within the Office. As I 
understand the record, the Examiner has, at some time or other, objected 
to claims, in view of prior patents no broader than this, or than the 
claims that I have been discnssing. 

My attention has been called to the English patent of Bntherford, 
No. 6,105, of 1831. This is one of the patents cited by the Examiner as 
a reference. It contains a tongue-piece adapted to be attached to the 
bolt- work of the door. I quote the terms used in the fourth claim of 
Burge's reissue application : 

Second, a pivotal tarning anlockiog device ; and third, the clock-work for determin- 
ing the time when, by means of suitable mechanism, said unlocking device shall be 
tamed to release the tongne-piece. 

There is no difference between the combination of Eutherford and 
that described in the said fourth claim of Burge. In respect to the first 
element of that claim it might be stated even more e:3cplicitly that the 
tongue-piece is pivoted to permit the setting of the clock-work while 
the bolt is retracted, and still be applicable alike to the lock of Burge 
and that of Eutherford. There is a difference in the construction and 
mode of operation of the two locks in respect to the second element in 
this, that the " pivotal turning unlocking device " in Eutherford's lock 
turns constantly from the time when it is set until the recess is brought 
into liner with the time-piece, which is not the case with any of the others. 
It is not the case in the lock of Burge's patent, for the reason that there 
is no recess to be brought in line, and the ^< pivotal turning unlocking 
device'' is a totally different mechanism, but this difference is not called 
for by the terms of the claim. In addition to this English patent there 
is another patent, that, of Derby, granted by this Office November 2, 
1858, also cited by the examiner. It shows a bolt- work and automatic 
dogging-mechanism, which answers well enough the description of the 
second element of the fourth claim, and an independent time-mechanism, 
which, at a predetermined time, releases the bolt-work, and allows the 
same to be thrown back to unlock the door. There is every element, or 
the equivalent for the element, specified in the claim above referred to, 
and it answers the description in the fifth claim of the reissue applica- 
tion more exactly and clearly than it answers the fourth. This lock of 
Derby permits the time- mechanism to be set with the bolt- work thrown 
back and the door to be shut, and when the door is shut and the bolt 
thrown forward the dogging-mechanism operates automatically to lock 
the bolt, and is removed by the clock-work, aft^r a definite lapse of time. 
In general principles, the two locks, that of Burge's patent and that of 
Derby, are alike. 

What I have said in relation to the state of the art has been in con- 
nection with the lock shown in the Barge patent called the Geer lock. 
The terms of the claims in interference in the ori^^J^j^^ktaMon re- 
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lating to the Hubbell lock do not so distinctly include either the mechan- 
ism shown by Katherford or that shown by Derby. 

The Batherford patent is excluded by what is probably a substantial 
distinction, namely,, the fact that the revolving bolt in the Hubbell lock 
is " stationary except during brief intervals when locking or nnlocking 
is being effected." In the Rutherford lock 'the continuous motion which 
is given to the locking-bolt might cause a constant friction between the 
clock-work and the end of the bolt or the tongue-piece. In the Derby 
lock, however, this is provided for. The dogging-mechanism does not 
move and is in no way connected with the time-mechanism until the pre- 
scribed moment. The dogging-mechanism is not a '' notched curvilinear 
revolving bolt," but appears to be an equivalent of it. It is a pivoted 
bar isolated from the clock-mechanism, and swinging on a fixed pivot 
just as Surge's circular bolt swings. 

There is, then, nothing in the circular bolt to give patentability to the 
combination, and, more than this, both the circular revolving bolt in 
Batherford's combination and the pivoted bar in Derby's were old 
when Burge made his combination, so that one was, at that time, a 
known equivalent of the other, and either in exact terms, or in known 
equivalents, the Derby lock answers Surge's fourth claim in the appli- 
cation, and the fifth differs from the fourth so little that the same may 
be said of it. 

I am aware that it has been urged heretofore that the locks shown in 
these patents are not of any practical value, and if it be meant by this 
that they are not, in the precise form in which they are made, available 
for manufacture and sale to those having need of time-locks, it may be 
admitted to be true. There is a distinction which must be kept in view 
in distinguishing what is old from what may be patented as new, be- 
tween that which is mechanically operative and that which is commer- 
cially valuable. That the inventor who comes later into the field and 
improves npon that which an earlier inventor had given to the public 
by patent or published description, is not entitled thereby to claim 
broadly what the earlier inventor showed, because the later makes the 
improved article of commercial ^valae, is familiar doctrine. The law 
requires that the inventor of improvements shall distinguish between 
his improvements and that upon which they are based, because what- 
ever may be the commercial value of the earlier invention, it must be 
taken as the basis of the improvement, and the improver must be sup- 
posed to start where the earlier inventor left off. 

These patentees referred to gave to the world the benefit of their in- 
ventions. They succeeded or failed in securing a reward for their inven- 
tions in proportion to the practical value of the same ; but what the 
public received in the way of information is the same whether the Jn- 
ventors were rewarded or not, and the claims of all subsequent invent- 
ors of improvements must be bounded by that knowledge. I am of the 
opinion, therefore, that the claims in controversy in both applications 
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presented by Barge in this interference are bad in fonUy and are too 
broad in view of the state of the art, and cannot be allowed, and that 
if properly restricted, in view of the state of the art, there is no con« 
flict between Barge and Sargent. 

These matters which I have thas far considered relate to the patent- 
ability of the devices claimed by Barge (for the claims of Sargent are 
not broad enongh to raise an issae), and are directly appealable from 
my decision. 

It remains tor me, therefore, in order to complete the discassion of 
the whole matter, so far as it relates to this Office, to consider the claims 
of the parties as set ap in the issae declared by the Examiner, or on any 
basis or interpretation which woald bring them into conflict. 

As to the standing of Sargent in the matter, there is no dispnte. The 
Examiner and the Board find that the date of his invention may be set 
down as some time in Jane, 1873. 

The claims of Barge, as has been stated, are based npon two locks 
made at different dates and by different workmen, and from them called ^ 
one the Hnbbell lock, and the other the Geer lock. 

In considering the qaestion of priority of invention, supposing the 
snbject-matter claimed to be properly in conflict, it is essential to keep 
the two applications of Barge distinctly separated. He has taken steps 
to give the pablic the benefit of this invention as embodied in the Geer 
lock, whatever that benefit may be, and in this respect stands on the 
rame gronnd as Sargent. Some qaestion was raised as to whether the 
patent on this Geer lock was properly granted, for the reason that au 
imperfect model and drawing were first filed, and sabseqaently a more 
elaborate model and drawing, on which the patent finally issued. It 
does not seem necesSary to go into any consideration of this matter, for 
the reason that it conld only affect Barge's standing in that proceeding, 
and not the qaestion of priority of invention ; and, farther, becaase the 
other objection raised by connsel for Sargent appears to me to be mnch 
more serious. \> I refer to the qaestion whether he has aqy claim what- 
ever to be considered the inventor of the Geer lock. He admits that 
the lock was made by the workman, €reer, bat asserts that Geer acted 
only as a skilled workman ander his instructions. The evidence which 
he produces as to any conception or description or illastration of the 
peculiar mechanism of* the Geer lock before his communication with 
Geer is very slight indeed. There is no model or drawing or sketch 
produced, and no account of any intelligible description. His main re- 
liance is his own testimony, and in this he is flatly contradicted by his 
own witness, Geer. If Geer were asserting any claim for himself, or 
appeared to have any adverse interest, his testimony, taken in coaaec- 
tion with the fact that he sold three of the locks which he made to Barge 
for a not very large sum of money, might be viewed with saspicion. 
But as his testimony tallies with the circumstances, which I need not 
here set forth, there is certainly room for grave doubt whether the oon- 
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elasion reached by the Examiaer and by the Board is not correct, and that 
the lock was in reality the invention of Geer, and not of Barge. How- 
ever this may be, the date which conld be set np for it is clearly snbse- 
qaeot to that established by Sargent. 

In the second division of this interference, in which the Hnbbell lock 
is in controversy, Barge does not stand in the same relation to Sargent 
as when the (reer lock was nnder consideration, for he is not here in 
the attitude of a patentee, bat as an applicant for a patent, seeking to 
overthrow a patent where the invention in controversy has not only 
been patented by an opponent?, bat pat into the market as an article of 
sale, and sabjected to the test of actual use in a large namber of in- 
stances prior to his application. Here the presumption is altogether 
against him. He mast remove all donbt as to his alleged invention, 
and show that it was complete, not simply as an experiment and for 
temporary and experimental use, but that it was actually reduced to 
SQch form as to be capable of successful use prior to the invention of 
his adversary. The successful use of the invention involves not only its 
saccessfttl mechanical operation in the single instance, or in a number 
of instances, bnt its actual atility in every other respect. 

Now were the two locks, namely, that of Sargent and this Habbell 
lock, precisely or even sabstantially the same in details, the qaestion 
woald be easy of solution. 

If, in 1872, Barge had made a lock in the form shown by Sargent, 
which has gone into a suceessfal use, and which thus amounts to an ab- 
solute demonstration of its utility, then the amount of success obtaiUjed 
by Sargent would be the exact measure of the utility of Bnrge's lock ; 
hot, as I have said, the locks are not alike in detail, even admitting that 
they are alike in principle. It appears, on a moment's inspection, that 
the mechanism of Bnrge's lock is much more complicated, and, there- 
fore, more expensive to make and more liable to get out of order. 
Therefore, the success of Sargent's lock cannot be any certain indication 
of the success that would have been attained by Burge had his lock 
been placed npoa the market. Without the demonstration of public 
sale and practical use no man can safely say that the Habbell lock is of 
any commercial value — ^that is to say, of any utility to the public. Ifj 
as I have said, there were no difference between the two, then the qaes- 
tion of suecessful invention on the part of Barge could not arise any 
more than on the part of Sargent. But this difference may make one 
a saccessfal invention and the other a failure, though both involve the 
same principle. Now, what proof does Barge offer for the solution of 
this question T By what evidence does he seek to show that in the lock 
of 1872 the public had, or might have had, without farther invention, 
a useful, practical lock containing the elements of the combination in 
dispute? The lock of 1872 has been preserved by Barge and is sub- 
mitted in the case. A duplicate of it was made by the Yale Lock Com- 
pany in 187d, placed upon the door of the safe, and Stock well, witness 
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for Burge, testifies that its operation was saccessfal, bat he also admits 
that the use was simply experimental. This is substantially the same 
sort of use whi^h was shown at the hearing^ where the lock was placed 
upon a door, was set in motion, and the mechanism appeared to move 
in its proper order. All this demonstrates that the lock will operate 
for the purpose intended, experimentally. But so far as appears, no^ 
one of these locks had been offered for sale, or manufactured for sale. 
There has been, no trial of them by the public such as has been made 
of the Sargent lock, and I am not satisfied that this Hubbell lock is a 
demonstrated success as a practical, useful lock, or that it would be safe 
for a lock-manufacturing company to invest their capital in it. 

Is this amount of proof as to practical utility sufficient to defeat a 
patent! In the case of Coffin vs. Ogden (18 Wall., 120), the Erbe lock, 
by which the patent of Kirkham was defeated, and which was used only 
experimentally, was in all the essential particulars precisely the same 
as that of Kirkham, the patentee. If the one lock was practically suc- 
cessful, it was manifest that the other was also. There was no question 
as to the identity of the two devices in this respect. The test of the 
Erbe lock was held, in that case, to be complete ; but, because the test 
is sufficient by experimental use in one case, it does not follow that 
experimental use would be sufficient in another. 

The experimental use of the sewing-machine of Hunt, in the case of 
Hoive vs. Underwood (1 Fish., 160), was not sufficient to defeat the pat- 
ent, nor does it appear that the case wool! have been different had the 
experimental machine been preserved entire. The court did not inquire 
whether the machine of Hunt existed in the memory of the witnesses 
and could be reproduced. The machine contained the main elements of 
the Howe machine, and worked experimentally, but only experimentally, 
and did not go into any other use. It was laid aside until the introduc- 
tion of Howe's machine. This is precisely the case with the Hubbell 
lock. Burge certainly laid it aside. Neither he nor any one ever sought 
to offer it for sale or to patent it till after the introduction of the Sar- 
gent lock, and the conclusion, as to lack of perfection and reduction to 
useful, practicable form, is as reasonable in the one case as in the other. 
The court concluded that failure to go into practical use, as the Howe 
machine had done, implied fatal differences between the Hunt and Howe 
machines. The same failure on the part of the Hubbell lock must be 
attributed to the manifest differences from Sargent's, which differences 
make it impracticable. 

In Parker vs. Hulme (I Fisher, 44) it was held that in order to defeat 
a patentee's right, it must be shown, not only that a machine like that 
patented had been made, but that it had bden used. Kot that there was 
anything in the use itself which made that patentable which otherwise 
would not be patentable, but that in order to defeat a patent the proof 
of utility must be complete, and that in that case no proof short of suc- 
cessful practical use could be complete. °'^'"'' '^ v^eiugic 
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I do not understand that in order to defeat a patent a prior machine 
sboald have the same amount of commercial value as that patented, 
bat that it should be of some commercial value ; that if not as valuable 
an invention as that of the patent in all respects, it should yet be of 
sach value as to be worth manufacturing for public sale and worth 
buying for practical use. This is the only conclusive evidence that an 
iQvention is successfully made and practically useful, and this proof is 
not offered by Barge. 

Tbe attitude of the inventor and the public and the manufacturers 
toward this Habbell lock has been uniformly the same, and entirely 
inconsistent with the theory of its practical success as a time-lock. 
Barge, after many effbrts to introduce it, abandoned it. He either sought, 
as Geer says, to improve it« which supposes that it was imperfect, or, as 
Borge himself represents, he dropped it and invented another, a fact 
equally significant of his opinion of it The public, although, as Burge 
says, it has frequently been brought to their notice, appear to have de* 
clined it, and the Yale Lock Manufacturing Company, to whom the 
alleged invention has been assigned, have, as I have said, never manu- 
factured it for sale, never made any except for mere experiment. The 
only conclusion I can reach is, that the lock was of no value except as 
a basis for claims which may cover locks already in use. 

The burden of proof was upon Burge to show beyond reasonable 
doubt that the Hubbell lock was complete, and capable practically, not 
experimentally simply, of producing the result contemplated. This he 
has not done to my satisfaction. I must, therefore, affirm the decision 
of tbe Board of Examiners-in-Chief, awarding priority of invehtion to 
Sargent as to whatever patentable matter mav be found common to the 
locks of both parties. 
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TION OF JAMES AHKEU. FOB LETTBBS PATEET FOB IMPBOVEMEMT IN PAPBB BAGS, FILED DECEMBBB 

H m^-^Dteidied June 7, 1877. j 

If ftn applicant seeks to claim in a sabseqaent application subject-matter which has | 

been rejected by the Examiner in a prior one already passed to issue, the Examiner 
vonld be jastified in ref^ising to consider the renewed claim on its merits, on the 
groond that it was " res Judicata,^ 

In snch case, If the applicant desires to contest its novelty, he ehoald reissue the 
prior patent, and include the claim therein. 

The process of manufacture is of no moment in considering the patentability of the 
article itself. 

Kotches or "cutaways" being common in plain-edged paper bags to facilitate the 
opening of the mouth, it is mere double use to provide "JaSge4>T^^ by^!^iT^$i%® 
Mune feature. ^ 

J- K. McImtirv for appellant. 



74 DECISIONS OF TH£ COMMISSIONER OF PATENTS. 

DOOLITTLE, Acting Commissioner: 
Applicant claims as a new manafactare, 

Paper bags made with a notch or notches, or cat away portion or portions, in cue 
thickness, of the jaggedly cat mouthy whereby the clinching and tendency to cling to> 
gether of the edges of the month, so cat, is overcome and the opening of the month of 
the bag for use rendered easier, as set forth. 

Applicant filed an application Angast 14, 1876, showing, describing, 
and claiming the same article, together with a method of making it. 
A claim for the article was rejected, and the rejection acquiesced in by 
the striking out of the claim. A few days before the patent on this ap- 
plication was issued for the process claimed, applicant filed the present 
application, reiterating his claim for the article. 

In view of the Examiner's action npon the former application, he 
might have refused to consider the second application on its merits, on 
the ground that the matter claimed, so far as he was concerned, was 
res judicata, and that the article having been shown and described in 
the patent coveriug the process, the claim for the article should have 
been renewed, if at all, upon a reissue applicatiou. — 0. B. Cottrell (9 O. 
G., 495). 

In addition to these objections, the matter now claimed is squarely 
met by a patent granted to L. 0. Orowell, April 8, 1873, No. 137,533. 
The subject-matter of this application is not there claimed, but it is de- 
scribed in the specification and shown in the drawing. The objection 
of the applicant to that reference appears to be that there is no de- 
scription in said patent of how the notch in the jagged edge of the bag 
is made ; but, as observed by the Board, the process of making this 
notch is not now under consideration and no reference need be made to 
it. It is sufiicient, as was held by the United States Supreme Court, 
in the case of Cohu vs. The United States Corset Company et a{., that 
the article itself is described — the proces&Dot being claimed. 

The language of the court is : 

Plaintiff claims the manufacture, not a mode of making it, and the important in- 
quiry, therefore, is \?hether the prior publication desoribed the article. To defeat a 
party suing for an infringement,' it is sufficient to plead and prove that the thing pat- 
ented to him had been patented or described in some printed publication prior to his 
supposed invention or discovery thereof. — (Rev. Stat., sec. 4920.) 

What is required is a description of the thing patented, not of the steps necessarily 
antecedent to its production. — (11 O. G., 457.) 

It appears necessary to add, that as to the point made by the Exam- 
iner and the Board of Examiners-in-Chief, that a notch or equivalent 
device having been used in paper bags other than those having ^^ jag- 
gedly cut mouths," for precisely the same purpose for which the notch 
is now used, viz, to facilitate the opening of the mouth of the bag, and 
thereby resulting in simply a double use of an old device, the decisions 
of these tribunals are also affirmed. 

The Commissioner concurs in the views herein set fortGoogIc 
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0. W. SIEMENS. 
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IN THS MATTER' OF TM« AFPUOATION OF CHARLES W. SIEMENS FOR LETTERS PATENT FOR "IMPROVE- 
MENT IN THE MANUFACTURE OF IRON AND STEEL," FILED AUGUST 11, 1876.— 2>6ewl0<2 June 7, 1877. 

The domestio application for an invention already patented abroad need not be .re- 
stricted to precisely the same snbjeot-matter as the foreign grant. 

It mnst, however, be divided if found to conflict with the rnle respecting duplex ap- 
plications. 

If the domestio application is for the same sabject-matter as the foreign patent, with 
immaterial variations, the reqnirement that the patent g^nted shall be " limited to 
expire at the same time with the foreign patent" will be strictly followed, and the 
limitation be made directly npon the face of the instrument. 

Where new features are introduced and are in combination with those contained in the 
foreign patent, such limitation cannot be made ; but in event separate claim is laid 
to matter set forth in the foreign patent, specific mention by date and number of 
Buoh patent must be entered in the domestic specification. 

A domestio application made up from a number of foreign patents will be divided for 
the purpose of restricting the term if the subjects-matter separated are not properly 
in combination. 

Section 4887, Revised Statutes, construed as an exception to sectioil 4834, with respect 
to the term of patent grants, aud the language of the section, " so limited as to ex- 
pire," held to require that the limitation shall appear upon the face of the patent. 
C. S. Whitman for applicant. 

DooLiTTLB, Acting Commissioner : 

The qaestion herein involved is substantially as follows : 

Does oar statute contemplate that a foreign patentee should, in mak- 
ing an application for a patent here embracing the same invention, 
restrict his American application to precisely the same sabject-matter 
covered by his foreign patent, subject, of course, to our rule requiring 
a division of the application should the foreign patent be duplex f 

Section 4887 provides — 

Ko person shall be debarred from receiving a patent for his invention or discovery, 
nor shall any patent be declared invalid by reason of its having been first patented 
or caused to be patented in a foreign country, unless the same has been introduced 
into public use for more than two years prior to the application. But every patent 
l^rranted for an invention which has been previously patented in a foreign country 
shall be so limited as to expire at the same time with the foreign patent, or, if there 
be more than one, at the same time with the one having the shortest term, and in no 
case shall it be in force more than seventeen years. 

The only restriction here placed upon the patent granted in this 
coantry for an invention patented abroad and not in previous use here 
for more than two years, is the limitation as to the time of its duration. 
The requirement is not made that the American patent shall be restricted 
to the same matter covered by the foreign patent; and in view of the 
wide difference in the modes of examination, especially between Eng- 
land and this country, it would be entirely impracticable, in the majority 
of instances, to attempt to confine the American patent to the precise 
matter covered by the foreign patent. 



76 DECISIONS OF THE COHMISSIONEB OF PATENTS. 

Occasionally the same sabject-matter, with immaterial variations, will 
be included in the domestic application. In snch cases the direction of 
the statute should be followed, and the patent ^Mimited to expire at the 
same time with the foreign patent." 

Where, in the domestic application, new features are added to those 
of the foreign patent, and in combination therewith, a limitation of the 
grant cannot be made ; but at the same time in such case, as well as 
in all others of this class, specific mention should be required to be 
made in the domestic specification, if the matter is separately claimed, 
of the part patented abroad, particular reference being had to the date 
and number of said foreign patent. Where the proper restriction in 
the grant can be .accomplished by a division of an application which 
may be composed of several foreign patents of diflferent dates, such 
division should be required where the subjects-matter of the separate 
foreign patents are not used to form a combination in the domestic ap- 
plication. 

Section 4887 must be regarded as establishing an exception to the 
requirement of section 4884, providing that every patent should be for 
the term of seventeen years. 

The act of 1870 did not require, in terms, a limitation of the grant, but 
simply provided that the domestic patent should expire at the same time 
with the foreign patent granted for the same invention. But the Be- 
vised Statutes, in requiring that the domestic patent '^ shall be so lim- 
ited as to expire,'' &c., seems to imply that the limitation shall appear 
upon its face. 

It may be contended, as was held in the O'Beilly and Morse case 
(15th How.), that a patent not so limited on its face would not necessa- 
rily be invalid, although not exempt from the operation of the statute; 
still, as the present statute is mandatory in its terms, and its object is 
the protection of the American public by giving to it a foreign inven- 
tion no longer monopolized abroad, it is deemed the duty of the Office 
in all practicable cases to comply strictly with the letter of the law and 
make the limitation in the grant. 

It has been held also that the act of 1870 introduced a new principle 
as to this matter. Thus, the sixth section of the act of 1839 provided 
that in all cases of this kind the domestic patent should be limited to 
the term of fourteen years from the date or publication of sueh foreign 
letters patent This proviso was amended by the operation of the six- 
teenth section of the act of 1861, to the extent that patents thereafter 
granted and embraced within such proviso should extend for the new 
term of seventeen years from the date of the foreign patent. But the 
act of 1870 (and the Revised Statutes) provided that the American 
patent shantd expire (U the same time with the foreign patent^ and not in 
any case exceed a term of seventeen years. ( Weston vs. White^ 9 Offi- 
cial Gazette, 1196.) r^__.^i ^ 

In restricting the grant in these cases, calculation should be made of 



DECISIONS OP THE COMMISSIONER OP PATENTS. 77 

the length of time the foreign patent has to ran from the date of its 
issne here, and the limitation in the title be made accordingly. 

To facilitate the proper restriction to be made in the grant where the 
domestic patent is to be limited, examiners shoald enter on the file 
wrapper, npon the allowance of a patent, the fact that a foreign patent 
has been granted, and the date of the same, or, if more than one, the 
date of the earliest to expire. 

The case in hand will be disposed of in accordance with the above 
snggestions. 



A. DIEOKERHOFP. 

InterlocMtorjf Jppeal. 
O. G., vol. xii, p. 429. 

ATrEAL FHOU THE DECISION OF THE PRINCIPAL EXAMINBB IN THE MATTER OP TIIK REISSUE APPLICA> 
TION OF AUOLPfl DIECKBSUOFF VOS " IMPBOVBlffiNT IN EXFIXMI17B OOXPOUNDS."— OandMl June 23, 
1877. 

The condndiDg clause of sec. 4916, Rev. Stat., in anthorizing the Commissioner to 

allow new matter in leisene applications haying neither model nor drawing, does not 

warrant a departure from the original invention. 
Its purpose is to correct accidental mistakes, not to permit the setting np of a sab- 

stantially different invention from the original. 
No amonnt of proof that the proposed new matter was within the knowledge of the 

inventor at the time of filing his original application can permit its introduction on 

reissue if it involves a departure from the original invention. 
Whether the new matter is a departure or not may be gathered from a consideration 

of all original papers filed in the case, and from other evidence of official action from 

which the intentions of the parties can be discovered or their rights determined. 
Hill &, Ellsworth for applicant. 

DooLiTTLE, Acting Commissioner : 

Jane 6, 1876, patent No. 178,277 wa8 granted Adolf Dieckerhoff, of 
Vienna, Aastria, for improvement in explosive compoands. This com- 
pound was there stated to consist of ^^a mixtnre of picric acid, nitrate 
of potash, nitrate of soda, floar of snlphar, and sawdast (of oak or 
other hard wood), and its mode of manufacture described as follows : 

Take one pound each of picric acid and nitrate of potash, and dissolve them in 
Beventy-two pounds of boiling water; then take thirty pounds of sawdust and im- 
pregnate it with this solution. After it has thoroughly absorbed the liquid dry it till 
«very vestige of damp has been driven out. To every twenty pounds of this impreg- 
nated sawdust add thirty-five pounds of nitrate of potash, thirty-five pounds of nitrate 
of soda, and fifteen pounds of flour of sulphur. Mix these ingredients thoroughly with 
the sawdust, and the explosive substance is finished and ready for use. 

It is then added that as the product as thus completed is in the form 
of meal or flour, and that as it is more convenient to have it granulated 
or made into small sticics, the sawdust, after being impregnated as above 
described, is not allowed to dry, but is mixed with the other ingredients 
iu a thoroughly* damp state, and is then either pounded for about an 
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hoar in a wooden stamping-trough or groand in a mill, care beiug taken 
to keep the dongh sufficiently damp, and it is then granulated by being 
passed through sieves or pressed into sticks by means of a hand-press. 
He claims — 

1. The explosive compouDd described, composed of sawdust, saturated with a solu- 
tion of picric acid and nitrate of potash, dissolved in boiling water, then desiccated, 
and afterward mixed with nitrate of potash, nitrate of soda, and sulphur, all as set 
forth. 

2. The described process for granulating or for converting into sticks the compound 
of sawdust, picric acid, nitrate of potash, nitrate of soda, and sulphur, the same con- 
sisting in mixing nitrate of potash, nitrate of soda, and flour of sulphur with sawdust 
previously saturated with picric acid and nitrate of potash, and while it is in a damp 
state passing it through sieves for granulating or through a press to form sticks. 

'The patentee now applies for a reissue of his patent, introducing into 
his application new matter, which he attempts to sustain by affidavits 
(his own and that of another person), by virtue of the last clause of sec- 
tion 4916, which provides that when — 

There is neither model nor drawing, amendments may be made upon proof satisfac- 
tory to the Commissioner that such new matter or amendment was a part of the origi- 
nal invention, and was omitted from the specification by inadvertence, accident, or 
mistake. 

The new matter regarded as objectionable by the Examiner consists, 
first, in stating that the mixture of the picric acid, nitrate of potash, and 
boiling water may be allowed to precipitate by cooling, and that the wet 
precipitate may be used in his subsequent operations. Nothing is said 
in the patent about the formation of a precipitate, or the employment of 
a precipitate in the subsequent process; nor is such a result consistent 
with the process previously described. Second, instead of restricting 
himself to sawdust as an absorbent, as set forth in his patent, applicant 
now proposes to use ^' sawdust or other easily-combustible absorbent." 
This is not necessarily a departure from the original invention } but in 
this connection he adds, that he sometimes saturates common gun- 
powder with his basic solution, in which case the whole mass acts as the 
absorbent, and the nitrate and sulphur furnish the required elements to 
be used with the base. Clearly, gunpowder is not the equivalent com- 
bustible absorbent of sawdust. Thij*d, in his patent his compound is 
described as consisting alone of sawdust saturated with a solution of 
picric acid and nitrate of potash, dissolved In boiling water, and after- 
ward mixed with nitrate of potash, nitrate of soda, and flour of sulphur; 
and he there makes no mention of the omission of any other substance 
or the substitution for them of other ingredients. .Yet, in his present 
application, after stating the former amount of sulphur used, he adds, 
^^ with or without a small quantity of charcoal or other indammable sub- 
stance rich in carbon ; or 1 may omit altogether the nitrate of potash or 
the nitrate of soda, but not both.'' The matter of the clause quoted is a 
radical departure from the original invention. 

Digitized by VjUU VIC 
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Two claims are added to the two in the patent, to embrace the uew 
matter alluded to. 

The Examiner, in his report, appears to take the ground that new 
matter in a case of this kind is as objectionable as in those cases where 
model and drawing had been famished — for nearly all the decisions of 
the coarts cited by him relate to the latter class of cases — and all of 
them arose on patents granted previous to the act of July 8, 1870, which 
statute was the first to provide for the allowance of extraneous proof as 
to what constituted part of the original invention where neither model 
nor drawing had been famished. 

The first part of section 4916, reqairing that no new matter shall be 
introdaced into the specification, plainly refers, to those cases accom- 
panied by drawing and model ; and, as was held in Seymour vs. Osbomej 
this provision necessarily excluded the right in such cases to open the 
case to new parol testimony^ but the express declaration, in the con- 
cluding clause of the section, that where there is neither model nor draw- 
ing amendments may be made npon proof satisfactory to the Commis- 
sioner that the proposed new matter or amendment was a part of the 
original invention, establishes a class of certain special cases, as the 
Supreme Court in the same case admitted. It gives to such applicants 
the privilege of submitting proof as to matter not embodied in the origi- 
nal patent, and permits the exercise of discretion on the part of the Com- 
missioner in the consideration of such proof. 

Consti'uing the whole of section 4916 together, as it should be, and 
keeping in mind the only real and lawful purpose of a reissue applica- 
tion, to correct accidental mistakes in the original specification and 
drawing, there is nothing in the last clause, nor any previous one, to 
authorize a departure from the original invention, and the setting up in 
a reissue of a substantially different invention. No amount of proof re- 
garding an entirely diflferent invention, however satisfactory it might be 
in showing that the same was within the knowledge of an applicant at 
the time of applying for his original patent, could justify the Office in 
allowing its introduction therein by reissue. To the extent of correct- 
ing such errors and omissions as are sometimes supplied by consulting 
the model and drawing filed with an original application, the clause of 
the statute under consideration, I think, clearly obtains. It might per- 
mit, for instance, of the consideration of all original papers filed in the 
case, and such other evidence of official action from which the intentions 
of the parties could be discovered or their rights determined. This 
practice was illustrated in the case of Winslowy 9 Offioia.l Gazette, 
795, where the patent had been passed upon by the United States Su- 
preme Court, and certain matter was held not to be a part of the patent, 
bat where the Office considered the decisions of inferior eourts, a dis- 
senting opinion in the court alone, together with numerous affidavits, 
including one from an Examiner in the Patent Office, as showing clearly 
the fact that the applicant had made the invention ana liad intended to 
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iocorporate the same ia his patent and believed that he bad done so. 
33*0 doubt existed in that case as to what the applicant's original inven- 
tion was, as shown by the records of the Office and the testimony of 
others relating theretOi and that it was not definitely set forth and 
claimed was clearly an inadvertence that could be supplied by the char- 
acter of proof mentioned. Bat I am aware of no decision of the Office 
or the courts which would justify a radical departure from the invention 
originally indicated or described by means of entirely extraneous proof. 

My conolusioUy therefore, is that the employment of a precipitate 
formed by the cooling of the solution, the use of gunpowder as an ab- 
sorbent in place of sawdust, and the omission of the ingredients of ni- 
trate of potash or the nitrate of soda, are entirely inconsistent with and 
opposed to the original invention described by applicant, and cannot 
now be allowed to be incorporated in the patent upon the strength of 
any proof whatever. 

The application to this extent mast be rejected. 



JAMES GBEAVES. 

Appeal, 
O. G., vol. xii, p. 312. 

AFPBAL FROM TUB DKCUXOSI OF THS BOABD OP BZAMZmBS-IX-CHIBF IN THE MA1TBB OF THK BBI88UB 
APPLICATION (DIVISION A) OF JAMBS GBBAVB8, FOB " IMPROVBMBNT IN CONDBNBINti-CTUNDBBS FOB 

CABDING-BNGINBS."— FILED MABCH 15, ISTl.— Decided June S5, 1877. 

The snbstitntion of polygonal shafts and corresponding sleeve-shaped revolving bear- 
ings for round shafts and splines on the cylinders of a cardiug-engine is a patentable 
one. 

Although the two devices are generally well-known equivalents where the purpose is 
to impart a revolving and a longitudinal reciprooating motion to the body which the 
shaft supports, in the present adaptation a new and highly important function is 
performed, not contemplated nor called for by any of the previous uses. 

If no new effect was produced, the simple substitution would have been without pat- 
entable merit. 

Speab, Commissioner: 

Sabstautially the same claim as that now in question was refused by 
the Acting Commissioner^ when the original application on which the 
patent was issued was before the Office. The decision of the Board 
was therefore i?ro/ornia. 

The claim is as follows : 

In a carding-engine, a condensing or rubber cylinder mounted on a polygonally- 
shaped horizontal shaft, in combination with a driving-gear, A, having a sleeve-shaped 
bearing, 5, said shaft and cylinder being adapted to be revolved by the drive-wheel A, 
and at the same time to be rapidly and continuously reciprocated by suitable 
mechanism. 

It appears that prior to this invention the shafts of the cylinders in 
carding-engines were uniformly made round and used with the spline to 
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prevent tarning in the pinions by wkich they were driven, and to per- 
mit at the same time a longitadinal reciprocating motion. 

In answer to the claim the Examiner cited patents showing in other 
situations and other implements a square shaft rotated by a pinion 
through which it passes, and in which it was capable of an endwise^- 
ciprocating movement. The reierenees showed, in fact, that the sqnare 
or polygonally-shaped shaft, where a combined rotating and reciprocat- 
ing motion was necessary, was old in many sitnations, and known as a 
sabstitute for a roond shaft and spline before this applicant made the 
invention claimed. The claim, however, is limited to the sqnare or poly- 
gonally-shaped shaft passing through the pinion having a corresponding 
shaped opening to admit it, in connection with a condensingcylinder of 
a carding-engine. 

The first question, then, to be considered is whether any new eflfect is 
produced by the substitution of this square or polygonal shaft for the 
oldjroand shaft and spline in connection with these cylinders of a card- 
ing-engi^e ; for if the effect here be the same as that prodnced by the 
substitution of the square for the round shaft in other situations, then 
the substitution is a mere substitution of one old device for another. 
These condensing-cylinders are represented as several feet in length, 
and are arranged in parallel rows, between which passes the material 
tiiat is to be condensed. For the accurate successful operation of the 
machine, it is necessary that the opposite cylinders should be exactly 
parallel ; but it has been found that upon that end to which the pinion 
is applied for rotating the cylinder, the round shaft, with its spline, 
pressed upon by the pinion in its rotation, was rapidly worn, and to 
such an extent that after a use of comparatively few months that end 
of the shaft would drop and leave the upper and lower cylinders out o^ 
parallel with each other. On the other hand, the square or polygonal 
shaft being kept from rotation within the pinion by means of its cor- 
ners instead of the spline, the wear is distributed more uniformly ; and 
further than this, when in operation, the forcible rotation of the pinion 
acting upon the corners tends to hold the shaft, even when worn, in an 
exactly central position, so that the wear, although as great perhaps as 
in the round shaft and spline, becomes a matter of comparatively little 
importance, so long as the shaft is of sufficient size to be turned by the 
pinion. 

I have examined the model and am satisfied that these representa- 
tions are correct, and that the square or polygonal shaft substituted for 
the round shaft and spline, in this particular connection with the condens 
ing-cyliuders, performs a new function, not contemplated and not called 
for in any other position in which it appears to have been placed. The 
new function is a highly important and useful one, and I think, there- 
fore, the claim should be allowed. 

The prO'forma decision of the Board of Examiners-in-Ghief is there- 
A>re reversed. 
6d 
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CORNWALL ET AL. 

Trade-Mark ; Appeal, 
O, G., vol. xii, p. 138. 

APPEAL FKOM THE DECISION OF THE EXAMINER OF TRAVEMARK8 IN THE MATTER OF THE APPLICATION OF 
COiLNWALL & BBOTHEIW, FOR THE RSUIST^ATIOX OF A TBADS-MARK.— Doetded Jun^ 39, 1877. 

A star and crescent applied as a trade-mark to soap is registerably different from a star 

alone. 
Whether a proposed mark deceptively resembles another already registered is a qnes- 

tiou of jadgment, to be determined npou the probabilities of the case. JSx parte 

Imbs (10 Official Gazette, 463). 

DOOLITTT^, Acting Commissioner : 

Applicants seek to register an arraogement of a star and crescent, 
applied to soap, as their trade-mark. They are referred to a registered 
trade-mark consisting of the figare of a star alone, also applied to soap; 
and it is contended by the Examiner that the employment of the former 
combined symbol would be likely to deceive those desirous of purchas- 
ing soap having the last-named brand. 

It is a question of judgment, and is to be determined upon the proba- 
bilities of the case, as was substantially held in the very similar case of 
Imbs, 10 Official Gazette, 463. 

The flags of at least two nations are distinguished by almost the same 
difference in symbol as that employed by applicants to distinguish their 
soap from the registrants', to whom they are referred. 

The flag of Bgj^pt is a crescent on a red ground, and the Turkish 
man-of-war flag is a crescent and stai:.on the same colored ground. 
There is no mistaking one flag for the other by persons of the slightest 
discernment } and I think the same may be said when those symbols are 
applied in a similar way to the soap of two different owners. 

The decision of the Examiner of Trade-Marks is, therefore, reversed. 



STOOKWELL vs. HAINES, 

Intei'ference ; Interlocutory Appeal, 
O. G., vol. xii, p. 137. 

APPEAL FROM THE DECISION OF THE PRIMARY EXAMINER IN THE MATTER OF THE INTERFERENCE BBTWREX 
LETTERS PATENT OF BMERY 8T0CKWBLL, NO. 186,177, GRANTED JANUARY 9, 1877, AND THE APPLICATION 
OF LEWIS A. HAINES, FOR REISSUE OF LETl'ERS PATENT MO. 106,691, GRANTED AUGUST 23, 1670, FOB 
•• IMPROVEMENT IN TlM£-L0CK8."~D«cukd July 5, 1877. 

Ao invention not set forth in the original Hpecification nor fally shown by the original 
drawings cannot be incorporated on reissae where its existence depends upon the 
restoration of a missing element to the model in a particular position, it not appear- 
ing that snch position was necessarily the only one it cpnld have had. and both 
original specification and drawings failing to indicate its j^caticin. o 
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The models and drawings of machine patents can be amended under the law, only 
each by the other. Affidavits as to the location of a particular element cannot be 
considered, nor can the Commissioner go outside of the record to ascertain what was 
the scope or detail of the original invention. 

Marccs S. Hopkins, attorney for Stockwell. 
GiLMORE, Smith & Co., attorneys for Haines. 

Spear, Comnmsianer : 

Appeal is taken in this case from the refusal of the Elaminer to dis- 
solve the iaterferentie. Two reasons were urged before hirn, and reit- 
erated upon appeal for the dissolution. The first denies that Haines has 
any proper foundation for the subject-matter to which title is asserted 
in the patent of 1870, which it is now sought to reissue. Neither the 
model, drawings, nor specification connected with that patent, as origi- 
nally granted, give warrant, it is alleged, for the invention now lucor- 
porated and claimed. 

The second relates to a former interference between the same parties, 
in which Haines appeared with an original applicatiou for the device in 
controversy. In that interference priority of invention .was finally 
decided in favor of Stockwell. 

It is urged on behalf of the parties in interest in this case, who are 
the assignees of Haines, that they were not parties to the former inter- 
ference, and are not bound to abide by its results. I do not deem it nee* 
essary to go into any discussion on this point, for the reason that I am 
satisfied on examination of the original patent that the invention in 
controversy is not to be found therein, and that these parties represent- 
ing Haines in this controversy have no title whatever under this patent 
of 1870 to the invention in dispute. 

The claims of Haines in interference are as follows : 

1. In a chronometrio lock, the combination with the time-movement of two auto- 
matic unlocking devices, substantially as and for the purposes set forth. 

2. In a chronometrio lock provided with devices for determining the time for unlock- 
ing the safe a supplemental unlocking device, which is inoperative so long as the work- 
ing of the time-movement is regularly performed, but which effects the uiilockiog of 
the lock whenever the time movement nearly approaches the point of running down, 
substantially as and for the pnrpose set forth. 

In the original specification of Haines there is no description of this 
supplemental unlocking device. The locking device consists of a pivoted 
bar, which drops behind the shoulder on the bolt, and prevents retrac- 
tion. This locking-bar is connected to the clock-mechanism, so that the 
revolution of the said dock-mechanism, after a given period, will raise 
the bar and permit the bolt to be thrown backward. 

The object aimed at in the invention in controversy is the provision of 
an additional unlocking device, so constructed and applied that in case 
the clock-mechanism runs down before bringing into operation the pri- 
mary unlocking deviccf, or in case of the breakage of the spring by 
vhich the clock-work is moved, the secondary mechanism shall act to 
raise the locking-bar. 
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In the dra\ying^ attached to the patent of Haines, and in the model 
orij^nally filed with the application, is shown some additional mechan- 
ism now alleged to be this secondary or sapplemental nnlocking mechan- 
ism. It consists of a bar pivoted to the wall of the case and extending 
above the mainspring. The end of this bar is connected by a slender 
rod to the locking-bar below. This is all that is shown in the drawing, 
and all that appears in the model, and the original specification throws 
no further lighl upon the subject. It appears clear, however, that the 
mechanism which I have described will not operate as required by the 
conditions of the invention in dispute without some further addition. 
The extreme uncoiling of the spring will not touch the pivoted bar above, 
and cannot, therefore, operate to raise it, the bar being a little outside 
of the line of direction marked by the spring in nncoiling, and not 
directly over it, as would be necessary to insure a lifting-contact. But 
the invention requires that this bar shall be raised by the spring in its 
uncoiling, and thus, by means of the connecting-rod, lift the locking-bar 
below. The adtlition necessary to effect this purpose, as represented by 
both parties, is a transverse pin through the upper pivoted bar, which pin 
must extend over the spring in such relation thereto as to come in con- 
tact with and be lifted b^' the spring when it nncoils. 

It is not contended that there is a hint of the existence of any such 
pin in the drawing or si)ecification of the Haines patent as originally 
filed. In the model, however, there is a horizontal perforation, in which 
such a pin might be placed. This is relied upon as showing that the pin 
did form a part of the original invention, and as further evidence to this 
end certain affidavits are also filed. It is clear to my mind that these 
affidavits cannot be considered. The law provides that in the case of 
a machine patent the model and drawing shall not be amended, except- 
ing each by the other, and it also provides that amendments may be 
made upon proof outside of the case only when there is neither model 
nor drawing. This is a machine patent, and there is a model and draw- 
ing, and it is plain that I cannot go outside of the record to ascertain 
what was the scope or detail of the original invention. 

Rejecting the affidavits, there remains only the hint or suggestion, if 
it may be called such, from the presence of the perforation in the upper 
pivoted bar of the model. It does not follow nece^arily that this per- 
foration was made to admit a pin projecting over the spring. I am not 
certainly assured that the pin, as was suggested at the hearing, might 
not have been made to project outward in an opposite direction from what 
would' bring it in contact with the spring, in order that it may be ope^r 
rated by hand, or, as was also suggested, that the hole was made for the 
admission of a wire to be carried up through a perforation which appears 
in the wall of the case above, just over the hole in the bar. Since other 
usj may be made of this construction, it, of course, does not follow neces- 
sarily that this particular use, namely, the introduction of the pin to 
extend over the spring, was intended. In so grave a matter as the re- 
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issue of a patent with the claim for an invention not described or even 
referred to in the original specification, not shown in the drawing, and 
DOt fally shown in the model, nothing can be left to conjecture. It is 
Dot enough that the purpose of the hole in the bar should be most rea- 
Bouably inferred to be for the admission of the pin to project over the 
spriDg. It should be a matter of certainty, and it is not in this case* 

So far as appears, the inTcntion in controversy is not the property of 
the assignees of Haines, and in my judgment cannot be properly included 
in the amended specification. 

The decision of the Examiner is accordingly overruled, the interfer- 
ence is dissolved, and the reissue application is refused. 



CORNWALL & BROTHERS. 

Trade-Mark, 
O. G., vol. xii, p. 312. 

iFllAL FR03C THE DKCI8I0X OF THB SXAMISBR OF TRADE-KARKB IN THE MATTBE OP THE AFPUCATIOIC 
OF COBS WALL ft BB0THBR8 FOE THE REGI8TBATI0N OF A TBADB-MARK. —iVeided JicZy 7, 1877. 

A £eographical word used as a trade-mark in a fanciful senBe, and not fraadalently 
nor deceptively applied, may generally be regist-ered. 

There may, however, be a difference in this regard between foreign and domestic geo- 
graphical words. 

The word '' Dublin '' registered as a trade-mark fur soaps, it not appearing that it was 
either a descriptive or.deceptive term in this connection. 

DooLiTTLB, Acting Commissioner : 

The trade-mark sought to be registered consists of the word '^ Dublin," 
to be printed upon labels applied to boxes of soap. 

It is a general rule that the name of a district, town, or city cannot 
be appropriated as the exclusive property of any one. (High on Injunc- 
tions, sec. 673; Bispham Eq., 411 ; Wolfe vs. Qoulard^ 18 How.'s Pract. 
Bep., 64; BrooMyn White Lead Company vs. Masury^ 25 Barb., 416; 
^eicman vs. Alvordy 49 Barb., 588; Candee vs. Beere^ Sup. Ct. of HI., 10 
Am. Law Keg. N. S., 694; Delaware and Hudson Canal Company vs. 
C/arJfc, 13 Wallace, 311 ; Glendon Iron Company vs. 77Afer, 6 Official 
Gazette, 104; Lewis N'. Qreen^ 8 Official Gazette, 729.) 

Are there any circumstances which make the present application an 
exception to that rule If 

Applicants do not make their soap in Dublin, Ireland, but in this 
country, and therefore contend that the term is not descriptive in any 
sense, but an entirely fanciful and arbitrary symbol. 

In the case of Green, above cited, the Commissioner indicated the 
practice of the Office in regard to these geographical names. If they 
are descriptive of a certain place or locality where the goods or articles 
to which they are to be applied are pri»diieecl, then they are objection - 
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able on the same f^roand that all merely descriptive words are objec- 
tionable as trade-n)arks. It wonld appear that it was solely in respect 
to this objectionable descriptive qaallty that the Supreme Court refused 
to extend its protection to the term "Lackawanna/' applied to coal 
obtained from the district bearing that name. 

It Ih obvions (said the court) that the same reasons which forbid the exclusive appro- 
priation of generic names, or of those merely descriptive of the article raanafactaredy 
and which can be. employed with truth by other mannfaoturers, apply with equal force 
to the appropriation of geographical names designating districts of country. Their 
nature is such that they cannot point to the origin (personal origin) or ownership of 
the articles of trade to which they may be applied. They point only at the place of 
production, not to the producer, and could they be appropriated exclusively, the appro- 
priation would result in mischievous monopolies. Could such phrases as ** Pennsyl- 
Tania wheat," " Kentucky hemp," ** Virginia tobacco," or " Sea-island cotton " bo 
protected as trade-marks— could any one prevent all others from using them, or from 
selling articles produced in the districts they describe under those appellations, it 
wonld greatly embarrass trade and secure exclusive rights to individuals in that which 
is the common right of many. It can only be permitted when the reasons that lie at 
the foundation of the protection given to trade-marks are entirely overlooked. ^ « • 
Nothing is more common than that a manufacturer sends his products to market, desig- 
nating them by the name of the place where they were made. But we think no case 
can be found in which other producers of similar products in the same place have been 
restrained from the use of the same name in describing their goods. 

And, after discussing the various cases cited, the court concluded — 

It must, then, be considered as sound doctrine that no one can apply the name of a 

district of country to a well-known article of commerce, and obtain thereby such an 

exclusive right to the application as to prevent others inhabiting the district or dealing 

in similar articles coming from the district from truthfnUy using the same designation- 

The language here quoted would not, it appears to md, be applicable 
to a geographical name wholly fanciful in its signification. Further, it does 
not appear that the element of fraud enters into this application. There 
is no evidence of the fact that there is any soap on the market known 
as " Dublin" soap. If such were the fact, the OflBce would be justified in 
refusing registration, on the ground that the adoption of the same title 
by applicants would be deceptive and a fraud upon the public. ** Dublin 
brown-stout" has a well-known reputation. The fact of its notorious 
use would be conclusive evidence of fraud as against a citizen of another 
place who asserted the right to use the term in designating his product. 
So in Alvord vs. Newman^ parties in the State of New York were en- 
joined from using the word "Akron," a name of a town in Ohio, upon 
cement, the purpose evidently being to induce the public to believe that 
the article made by the defendants in New York was the same as that 
made by the plaintiffs, who were in Ohio. It was a case of an attempted 
fraud, although it was also determined that the plaintiffs could acquire 
no exclusive right to the use of the word as against any one producing a 
similar article at the same place. 

As to any deception in this particular case, in view of the fact alluded 
to by counsel for applicants, of the extensive use throughout the country 
of labels applied to soap manufactured by firms in this country bearing 
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the titles " Irish,'' " Limerick," " Scotch," &c., the public generall^^ have 
become, aware of their purely fanciful siguification, and would not be 
very likely to be deceived by the addition to this medley of the word 
"Dublin." Neither would the public, probably, be convinced that a 
sadden importation of soap from Dublin had taken place. If the sym- 
bol was the name of a well-known district or city in this country, the 
case might be wholly different. " Philadelphia," "New York," or "Bal- 
timore," attached to soap, might have an entirely differentsignification. 

It is thus found impossible to lay down a rule that would cover all 
cases of this kind. Each case must stand upon its own ground. A cer- 
tain geographical name applied to an article might be either descriptive 
or deceptive. Another geographical name applied to the same article 
might be neither. 

My conclusion as to this application is that the word " Dublin," as 
here applied, is not intended as, and has not the effect of, a geograph- 
ical word, and that in view of the peculiar circumstances of the case is 
also not deceptive. Its registration will therefore be allowed. 



STRONG ET AL. vs. CRUIKSHANK. 

Interference ; Appeal, 
O. G., vol. xii, p. 138. 

▲PPKAL FSOX THE DECISION OF THE DOABD OF EXAMIXER8-IN-CHIKF IN THE MATTER OF THE LNTKllFEKKNCE 
BETWEEN THE APPLICATION OF JOHN J. BTUONO AND KATE M. STRONG, FILED NOVEMBER \% 1875, AM» THE 
APPLICATION OF SAVAMNAH CHUIKSHANK, FILSU OCTOBEB 9, 1875, FOB " lUPBOVEMENT IN ANT-GUARD."— 

A concave flaoge, coated oo its under f«ide with chalk, and applied to a table-leg or 

Bioiilar article, to prevent the march of insects, is lacking in patentable novelty ; 

the peculiar property of chalk being well known, and concave flanges for similar 

purposes being old in the art. 
It is the exercise of simple intelligence to pnt the chalk on the under side pf the flange, 

where It is best protected from being rubbed. 

DooLiTTLE, Acting Commissioner: 

The subject-matter of this interference, twice rejected by the Primary 
Examiner, is — 

A concave flange, arranged on the leg of a table or similar article, and coated on the 
under side with chalk or other crumbling substance. 

The peculiar property possessed by chalk, rendering it an impassable 
barrier to the march of ants, is well known. 

The practice among boys for sport, and among housewives for more 
practical purposes, of drawing chalk-lines to stop the passage of ants, 
is common. 

The use of concave flanges on corn-cribs, trees, &c., to prevent the 
ascent of uisects, is old, and the references cited in the letter of the Ex- 
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aminer, in originally rejecting Grniksfaank, show concave cups or cav- 
ities to hold liqnid for the same purpose. 

The only novelty that can be claimed for the present alleged invention 
is the fact that protection is afforded by the flange to the chalk ; but 
any intelligent person, desiring to pnt chalk on a table<leg or chair for 
the purpose specifiecl^ would naturally put it on at a place that would 
best protect it from being rubbed. 

The exercise of a not necessarily intelligent judgment, the parties in 
this case desire to have patented. 

I do not believe the patent laws were designed to give to any i)erson 
the exclusive right for a term of years to use and sell simple devices, 
the result of ordinary judgment. {Dunbar & Hopper vs. Myers & Sunson, 
11 Official Gazette, 35.) 

This interference is, therefore, dissolved, and both applications are 
rejected. 



LITTLE V8. SARGENT. 

Jppeal, 

O. G., vol. xii, p. 186. 

APPEAL FKOM THB DEaSION OF THE BOAKD OP EXAMIXKHS-IX-CHIEF IN THE MATTER OF THE INTERFER- 
ENCE BETWEEN THE APPLICATIONS OF SAMUEL A. LITTLE ANii JAMES SAKOEXT FOB " IMPK0VE2ISXT IK 

LOCK iSECHAJSiBM,''— Decided July 9, 1877. 

A clock-lock and combination or key lock applied independently of each other to the 
same bolt-work of a safe or vault door, held to be a patentable combination. 

The advantages of the particular arrangement being clear, from an examination of 
the previous state of the art, and its patentability having paAsed unquestioned 
through numerous contests before the office tribunalH, are strongly conclusive facts 
as to its merits. 

Marcus S. Hopkins fi^r Little. 

James L. Norris and J. J. Coombs for Sargent. 

Speab, Commissioner : 

This interference was originally between the applications of Little, 
Lillie, Pillard, and Sargent. In the coarse of the long controversy, 
however, Lillie and Pillard, failing to take any appeal, have been left 
out, and the contest is now between Little and Sargent. 

The question most strenuously urged at the hearing of this case was 
that of the patentablity of the combination. which is the subject of the 
controversy. This I understood to be the substance of the objection 
raised by counsel for Little, though the precise statement was that there 
was no interference on any proper understanding of the claims set up by 
Sargent. 

Sargent's claims are as follows : 

1. The combination, with a door-bolt, E, of a clock-lock, B, acd combination or key 
ock A, applied independently on a safe, vault, or other door, so as to rest against or 
connect with said door-bolt, and provided with a device whereby the do«r-bolt may be 
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retained in the nolocked position for shutting the door, the whole arranged so that the 
door-boU cannot be withdrawn when locked till both locks have been unlocked. 

2. The combination of a clock-lock and a combination or key lock, both constructed 
to be applied on a safe, vault, or other door, so as to rest against the door-bolt, and 
provided with a lock-bolt, having an opening or an offset which is automatically 
brought in and out of coincidence with the tongue of the door-bolt, whereby the door- 
bolt may be retained in the unlocked position for shutting the door and prevented 
from being withdrawn when locked until both locks have been unlocked. 

The first claim is substantially the same as the second of Little's. As 
the claims stand there is undonbtedly a conflict^ and cannot possibly be 
otherwise, becanse the terms are substantially the same. The proposi- 
tion to interpret the same terms in one case to mean one thing and in 
the other to mean another, as a basis for dissolution of the interference^ 
is in substance a statement that the claims, in view of the state of the 
art, should be modified and restricted so as to cover the peculiar device 
of each party, and to cover nothing more. If the claims should be 
allowed at all to eitlier applicant, then it is impossible to avoid the de- 
termination of the question of the priority of invention. So that the 
first question to be determined is whether or not these claims are for 
patentable subject-matter. My first impression, after an inspection of 
the drawing and model and a consideration of the claim in controv^sy,^ 
was unfavorable to its patentability. Time-locks being old, like the com- 
bination or key locks, it might appear that the application of both 
together to a door would be no more than the ordinary application of 
these locks to their proper position, where they would work out their 
ordinary functions, and no more than their ordinary functions. Yet,^ 
considering the state of the art, I am of opinion that an advance had 
been made by reason of this combination now in controversey. Here- 
tofore it appears, in cases where it is necessary to use both the time 
mechanism and the ordinary key or combination lock, the time mechan- 
ism has been applied directly to the lock to block its bolt work or render 
its mechanism in some way inoperative until the expiration of 
the time previously determined upon. There are objections to this, 
sought in many ways to be overcome, not now necessary to refer to 
particularly. But in this combination, the time mechanism in 
the form of a complete time-lock is applied wholly independent 
of the combination-lock. It blocks the same bolt-work, and must be 
unlocked before the bolt- work can be retracted. It leaves the ordinary 
combination-lock for day use free and unobstructed, and guards the safe 
at night, or during the hours when the bank is closed, and may be ap- 
plied without change in the ordinary combination or key lock. In order 
that it may be applied to the same bolt-work, a device is necessary by 
which the bolt- work may be thrown back after the revolving bolt of the 
time-lock is set to obstruct the bolt-work against retraction ; or, after 
the time mechanism is set for that purpose, but this may be accomplished 
in various ways. The main elements are the bolt-work, clock-lock, and 
the combination or key lock with some such adjustable device, between 
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the bolt and the time-lock, or incladed in some part of the structure, as 
will allow the time-lock to be set with the bolt- work thrown back and 
the door open. This combination appears to have the favorable con- 
sideration of the Examiner, Examinersiu-Chief, and of my predecessor. 
It has been earnestly contested for more than a year. The very claim 
which Little now insists should be restricted stands upon the record as- 
serted by himself. In view of these facts, at this late day, and after 
Sargent has been led through so long a controversy under the repeated 
sanction of the Office I cannot refuse this claim except upon the clear 
showing of its lack of patentability. But I am inclined to think that the 
combination of the time lock and the ordinary lock, each independent of 
the other, but so applied and connected to the bolt-work as to operate 
effectively in conjunction or independently, is an advance upon the old 
method of applying the time mechanism directly to the combination or 
key lock, and that the original and first inventor is entitled to a patent 
therefor. 

The question as to which party is the original and first inventor is not 
difficult to determine. Sargent has been held by the Examiiier of In- 
terference and the Board to be the prior inventor, as appears to me justly 
and in accordance with the evidence, and I must accordingly affirm the 
concurrent decisions of these tribunals. 



JOHN D. MURRAY. 

Appeal, 
O. G., vol. xil, p. 187. 

ArrEAL FBOM THE DECISION' OF THE IJOARD OF EXAMINERS-INCHIEF IX THE MATTER OF THE APrUCATIOX OF 
JOHN D. HURRAY FOR *' DIPROVEMENT IN LOCOMOTIVES. "•'-Xlecidtfd July 10, 1877. 

A combiDation claim held to be met by the reference cited, where the elements in both 
were identical in arrangement and also iu kind, with the exception of a single one, 
which, though differing in form, was the same in function aud effect as the corre- 
sponding element of the reference. 

Probable advantages arising from particular construction disregarded, the claim being 
laid broadly, and without apt words of limitation to express them. 

L. Bagger & Co., attorneys for applicant. 

Speae, Commissioner : 
Applicant's claim involved in this appeal is as follows : 

The combination of the steam-chest F, located within the smoke-box B of a locomo- 
tive, for receiving, superheating, and distributing the exhaust steam with the exhaust- 
ports of the cylinders, and the discharge-pipes H G H, substantially as and for the pur- 
poses herein shown and specified. 

The claim stands rejected on Letters Patent No. 167,131, granted to C. 
D. Smith, August 24, 1875. 
This patent shows all the elements enumerated in applicant's claim 
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except the steam-chest, and in lieu of it provides what is called a *' bifur- 
cated pipe." As the elements hold precisely th« same relations to one 
another and to the other parts of the locomotive in both cases, the suf- 
ficiency of the reference narrows itself to a consideration of the equiva- 
lency of the steam-chest, or, more properly, waste-steam chamber, to the 
" bifurcated pipe " of the patentee, for it is quite clear that if these two 
are the same in function and operation the result of their conjoint action 
with the other identical elements will likewise be the same, and the cdm- 
bination claimed be fairly anticipated by the patent. The steam-chest 
or chamber is stated to be for the purpose of receiving, superheating, 
and distributing the waste steam from the exhaust-ports of the cylinders. 
The alleged superheating action results from the location of the chamber 
within the smoke-flue of the locomotive, exposed as it is to the direct 
beat of the combustion products passing to the stack. Its enlarged size, 
with respect to the induct-pipes from the exhaust-ports and the educt 
distributing-pipes, between which it is situated, permits of the expansion 
of the entering steam, and thus momentarily retards its passage, so that 
it is longer exposed to the heat of the chamber, and consequently is re- 
heated to a higher degree than it would be if no such expanding-chamber 
were interposed. To my mind the bifurcated pipe satisfies the conditions 
necessary to efitect the retardation and reheating of the circulating steam 
precisely the same as the steam-chamber. It is enlarged with relation 
to the induct and educt pipes, and is located so as to be fully exposed 
to the heating action of the furnace-gases. 

I can take no notice of the kind of valves applicant uses, nor of their 
situation within the escape-pipes. Attorney has dwelt with much stress 
upon these differences in kind and location of valve as making a marked 
difference in advantageous result in favor of the applicant's combination. 
This, however, I am not called upon to decide. No reference or limita^ 
tion is made in the claim either to the valve itself or to its situation. 
It reads for *'the combination of the steam-chest F," &c., irrespective of 
the kind of valve employed, or, indeed, whether there is any valve at 
all or not. Nor is it important that a number of pipes, more than is 
shown in applicant's drawing, can be attached to his steam-chamber, 
and thus permit of a more varied utilization of the steam. The same 
may be said of the patentee's bifurcated piire. A number of holes may 
be made in each branch, above the valve, and auxiliary pipes inserted 
therein, without more mechanical skill than is called for in attaching 
them to the steam-chamber. 

The patentee is limited neither to the precise form nor size of bifur- 
cated pipe shown by his drawing, so that in practice it may be of 
capacity fully equal to that of the steam-chamber. It serves for the 
same purpose as does this waste-steam chamber, and receives, super- 
heats, and distributes the steam in the same sense that the latter does. 
It is, broadly, its full equivalent, and the claim must b<j*,|j^9|^4J^JWB?t;. 

The decision of the Board is affirmed. 
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STOVEE V8. CLABK. 

Interference; Appeal. 
O. G., vol. xii, p. 188. 

APPBAL FRO» THE DECISION OF THE BOARD OP EXAM1KBR1S-IK-CHIEF IN THE MATTER OF THE IKTERFEKXKCE 
BE'l-WEEN THE APPLICATION OF D. C. BTOVER, FILED JULY 14, 1676, AND THE PATENT OF NORMAN C. CLARK, 
GRANTED JUNE 27, 1876, FOR "IMPROVEMENT IN BARBED-WIRE FENCES. "—Deddtfd July 14, 1877. 

In interference controversies, where the adverse party is a patentee, the applicant 
must show conclnsively that he fally reduced the invention to a form or condition 
capahle of standing the test of actual practical use prior to the invention by the 
patentee. 

An experimental reduction — the illustration of a theory by a model — will not suffice 
of itself to establish this fact. 

An applicant who devised an experimental model, which was afterward lost without 
test as to its practicability, and did nothing further until his contestant had secured 
a patent, cannot be said to be the prior meritorious inventor. 

C. H. Watson & Co., attorneys for Stover. 

L. A. Deane, attorney for Clark. 

Speab, Commissioner: 
The subject-matter in dispute is — 

Barbed metallic material for fencing, having stamped or cut barbs or points project- 
ing from both sides, formed at intervals between the edges of said material, and form- 
ing part of the same. 

The question in controversy is one capable of easy solution if the 
bearing of the Office in relation to interference proceedings, in which 
one of the parties is a patentee, is kept clearly in mind. In this class 
of cases the adverse applicant must show conclusively that prior to the 
time of the invention by the patentee he (the applicant) had fully re- 
duced it to a form or condition capable of standing the test of actual 
practical use. An experimental reduction, the illustration of a theory 
by a model, will not suffice of itself to establish that completion which 
is alone regarded by the law as sufficient to impeach the title of the 
patentee. As was said in Coffin vs. Ogden, 1*8 Wall., 124 — 

If the thing were embryotic or inchoate ; if it rested in speculation or experiment ; 
if the process pursued for its development had failed to reach the point of consumma- 
tion, it cannot avail to defeat a patent founded upon a discovery or invention which 
was completed, while in the other case there was only progress, however near that 
progress may have approximated to the end in view. 

With this in mind, and referring to the evidence adduced, it appears 
that Clark, the patentee, made his first mo:lel of the invention about the 
first or second week of April, 1876, which was followed on the 31st day 
of May by the filing of his application in the Patent Office, and the 
grant to him on the 27th day of June of Litters Patent No. 179,268. 
We may safely fix about the middle of April as the time when the in- 
vention was reducedto a practicable form, and thus completed in a 
patentable sense, so that this is the date from which we must reckoa 
in determining whether his opponent, Stover, was the prior meritori- 
ous inventor of the subject-matter. In behalf of Stover, we find that 
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his first model was completed some time in September, 1874. Thisy 
however, was subseqaently lost, and he states tbat — 

I cannot fix any dates as to any time I maie a duplicate model, bat can ren:ember of 
frequently cutting the same from paper with a knife, for the purpose of describing it. 

The original model is not before me, so that I cannot jadge from an 
8 pection whether it was such a redaction as amounts to a demonstra- 
tion of the completion and atility of the invention • The model was lost 
withoat a single test as to practicability, and the c haracter of its dupli- 
cates made afterward from paper slips is a pretty strong indication of 
the theoretical condition in which the entire matter was involved during 
all this time. 

Stover delayed applying for a patent for the inve ntion until July, 1876, 
and this, too, notwithstanding another of his own of like character, that 
had its inception at about the same time, was filed and prosecuted with 
vigor. He gives as a reason for the delay that he had no machinery 
which was capable of cutting the barbs from the strip in the desired 
manner, and was busy in devising it, yet there is nothing to show that 
the same obstacle did not intervene to prevent the filing of an applica- 
tion for his other invention as well. 

His attitude toward the invention throughout is that of one who had 
but little confidence either in its perfection or utility, and the conclu- 
sion of mere experimental reduction is very difficult to avoid. No prac- 
tical use is alleged or proved, nor does it appear that a single strip of 
material was manufactured in form to be thus applied until his assignee, 
Brinkerhoff, commenced to take orders for and to make it in July of 
1876, fully three months after Clark had completed the invention. 

Even admitting that September, 1874, is the correct date to ascribe 
to Stover in the completion of a model illustrating the invention, his long 
delay in reducing to practical use, which did not occur until a month 
after the grant of a patent to his more diligent contestant, is an insu- 
perable objection to the award of priority and the allowance of a patent. 
It would be idle for the Office to make a grant founded on a pure ex- 
perimental embodiment of an invention, which, as has been seen, the 
courts would decline to sustain. 

The judgment of the Board of Bxaminors-in-Chief in favor of Clark is 
affirmed. 



THOMAS PHILLIPS. 

Appeal. 
O. G., Tol. xii, p. 311. 

APPEAL FEOM THE DECISION OF THE BOARD OF EXAMINBR8-IKCHIBF IN THE MATTEU OF THE APPLICATIOX 
OF THOMAS PHILLIPS, FILED KOVKMBEB 5, 1875, FOR " IMPUOVE»IENT IN PAPER. "—Decided JuLy 31, 18T7. 

A compound paper in which a layer of bleached pulp is superposed upon one of un- 
bleached is anticipated by a paper having layers of fine and coarse pulp correspond- 
ingly arranged ; the result^ a paper of good finish and having the requisites of cheap- 
ness and durabilityi being the same in both cases. 
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Articles new to the trade are not necessarily patentable. Invention mnst be exercised 
in their production. 

No invention was necessary to substitute bleached pulp for the light quality pulp 
previously employed, the characteristics of the substitute material being well known 
in the art, and the present use without discovery of any peculiar fitness therefor. 

Dodge &. Son, attorneys for applicant. 

Speab, Commissioner: 

The novelty of tbe following claim is involved in this appeal : 

As a new article of manufacture, a paper composed of two layers of pulp, one 
bleached and the other unbleached, substantially as set forth. 

The purpose of the invention is to make a paper suitable for the man- 
ufacture of paper bags and other like articles, which shall be cheap and 
strong, and at the same time possessed of a good finish. To this end 
applicant provides two vats in his paper-machine, one of which con- 
tains bleached pulp, and the other unbleached pulp from the same stock 
and of the same quality. A layer of bleached pulp is superposed upon 
one of the unbleached, and the two felted and compressed together dur- 
ing the progress of the continuous web through the machine. The 
efiect is to make a paper which has a bright exterior surface from the 
presence of the bleached pulp, and at the same time has the requisites 
of cheapness and strength from the use of the unbleached. 

The principal references which have been cited in rejection are the 
American patent of William A. Eussell, No. 157,192, and the English 
patent No. 834 of 18G4. 

It is my purpose to consider simply the English patent, for while that 
of Eussell involves very much the same idea, the English reference re- 
sembles applicant's more closely, not only in tbe manner of making and 
the machinery devised for the purpose, but also in the product which 
results. The compound paper, the English patentee says, is for the 
purpose of making paper-hangings, and consists of a lower layer of the 
inferior coarser pulp, and an upper layer of finer pulp deposited thereon^ 
and united together, as pulp, into a single continuous web during their 
passage through the machine. There can be no doubt, and, indeed, 
attorney has admitted as much, that the process pursued by the Eng- 
lish patentee and the applicant are substantially identical. He rests 
the merit of his case entirely on the ground that his particular article, a 
compound paper made up of bleached and unbleached pulp, presumably 
of the same stock and quality, although the claim is not so limited, is 
new to the trade in view of the state of the art, and is therefore patent- 
able. This, however, does not follow. In the case of the Collar Com- 
pany vs. Tan Busen (23 Wallace, 563), the court, in alluding to this very 
class of cases, makes use of the following language : 

Articles of manufacture may be new in the commercial sense when they are not new 
in the sense of the patent law. New articles of commerce are not patentable as new 
manufactures unless it appears in the given case that the production of the new article 
involved the exercise of invention or discovery beyond what was necessary to construct 
the apparatus for its manufacture or production. Digitized by Vj^^^v iC 
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It remains for me to inqaire whether that javention has been exercised 
in the present case, which entitles the applicant to a patent. 

There is. nothing in the English patentee's specification which would 
lead us to conclude that his finer and coarser pulps were made from the 
same stock ; but it should be remembered that he selects these finer and 
coarser qualities of pulp for the same purpose proposed by applicant. 
He insures presentability on the exterior by the finer pulp, and strength 
and durability by the coarser pulp beneath. Now, the bleached pulp which 
the applicant proposes to employ is well known in its characteristics, 
and has been in long use in the art. There has been no discovery of 
any new quality in the present case which would entitle its use to con- 
sideration. It is whitened by bleaching, and more or less diminished in 
strength. Applied to the unbleached pulp it gives a superior finish, and 
at the same time makes a stronger paper than would be the case if it 
were used alone. But these are the qualities set forth by the English 
patentee. What then lias applicant done f He has substituted one 
well-known pulp for another, where both perform the same office in the 
same way and produce the same effect. It may evidence judicious 
selection to take the bleached pulp in preference to another light one 
from a different stock, but that is all. It certainly involved no inven- 
tion, so that the stricture against the patentability of articles merely 
because they are new to the trade, referred to above, would seem to 
clearly apply. 

My attention has been called by attorney to some irregularities of 
procedure committed by the Board and Primary Examiner. There is 
little doubt but that attorney is technically correct, and that both these 
tribunals departed somewhat from the prescribed rules of practice in 
disposition of the case when before them. The objection, as I under- 
stand i{, relates more particularly to the citation of a former patent 
granted to applicant for an improved paper bag as anticipating the 
present application. I do not deem it necessary to dwell upon this at 
length, as the patent has not been considered in the present decision, 
and the faalt of the Board, which brought it irregularly to my notice, 
has been without damage. Moreover, the attorney is concluded from 
raising the objection on the present appeal, as it should properly have 
been made before the Board of Examiners-inChief on a motion for a new 
hearing and as reasonable ground therefor. 

The decision 6f the Board rejecting the application is affirmed. 



NICHOLAS SEIBERT. 

MoHon. 

O. G., vol. xii, p. 268. 

m TUK lUTTKii or TUB RRISSUB APPLICATION OF NICHOLAS SEIBBRT FOR " IM1*R0VEMKNT IN LUBB' 

CAT0B8," FILED AUGUST 99, 1876.— Decided Auguit 1, 1877. 

Doubted whether a result which is not commoD to all machines constracted under a 
patent can be appropriated on reissae, since it is in its nature special or fugitive. 
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The right to cover^ atter discovered uses and results, is upon the assamptioi^ that the 
mechanism for which a patent is granted is invariable , so that there is permanency 
and certainty in the resalts accomplished. 

Od reissue, the restoration of a missing element to a model in a manner which would 
give to it an artificial significance was refused, neither the original drawings nor 
specification afifordiug any clew as to its positipn, and all other locations that could 
be possibly assigned being equally in keeping with the ascribed purpose and function 
of the element. 

Under sec. 4916, B. S., authorizi ng amendments upon reissue, the acceptance and con- 
sideration of proof outside the record is limited to those cases which have i^ither 
model nor drawing. 

Where a patent has both model and drawing, affidavits in support of a proposed 
amendment are in the nature of proof aliunde, which is excluded by the section. 

A. H. Evans &> Co., attorneys for applicant. 

Speab, Commissioner: 

Previous to taking an appeal to the Board of ExamiDers-iu-Chief on 
•the pertinency of the reference of rejection cited, applicant makes pre- 
liminary motion to finally dispose of the question of alleged " new mat- 
ter," which has been agitated at various times during the pendency of 
his application. 

It is his desire to amend the model belonging to the case so as to re- 
store a raissiug element— a steam-pipe — which has been lost, which it is 
admittc'd it originally contained, and upon the basis of the model thus 
amended to correspondingly change both drawing and specification to 
agree therewith. 

This is not all, however, for not only is he desirous that the pipe shall 
be restored, but that it shall be placed upon the model in a particular 
manner, in a substantially upright vertical position with relation to the 
oil-cylinder of the lubricator, to which it is connected. If this were the 
only position that would satisfy the spirit of the invention and the terms 
of the description of the original patent, there might be, perhaps, no se- 
rious objection to having the pipe adjusted as asked for ; but as either a 
horizontal or a downward vertical position of the pipe would be equally 
in keeping with what is indicated as the modus operandi of the machine, 
a serious doubt arises as to whether the amendment can be allowed to 
go to the extent contended for, particularly as it will result in the intro- 
tluction of a new force or principle — hydraulic-column, pressure-feed — 
in the working of the machine, which is nowhere indicated or hinted 
at in the original description. Undoubtedly a patentee has the right, 
under the law, to secure himself in all the results and uses of which 
his machine is capable ; but this is upon the assumption that the 
machine itself is invariable, that the relative arrangement of all the me- 
chanical parts is inflexibly sustained in every machine, so that there is 
permanency and certainty in the results accomplished. Under such 
circun)stances the discovery of a new result could be very properly ap- 
propriated on reissue as one regularly arising from the usual and de- 
termined operation of the machine. Digitized by vjuu^lc 



DECISIONS OP THE COMMISSIONER OF PATENTS. 97 

Bnt if what I have termed the inflexibility of arrangement does not 
exist, if within limits there may be variation in the relative location of 
mechanical parts, it is not difficult to understand that when such varia- 
tion is attempted a train of modified results may arise that differ more 
or less from those which are consequent upon the normal construction 
of the machine, and this, too, without departing in the slightest degree 
from the spirit of the invention, or disturbing the usual co-operation of 
the elements. Indeed these results may be strikingly dissimilar from 
what would ordinarily follow. They are in a sense special or fugitive. 
They do not pertain to the machine, however constructed within the 
limits of the invention, but belong to it only under certain circum- 
stances. How, then, can such a result be covered on reissue, when it is 
not true that all machines made within the terms and for the objects 
set forth in the specification will produce it? The objection becomes 
all the stronger against such practice if it appear that the arrange- 
ment necessary to the result was not shown or even hinted at in the 
original patent. 

The case before me presents just such special features. One certain 
I>osition of the steam-pipe with relation to the oil-cylinder permits the 
collection of condensed steam within the pipe, and gives rise to a result 
which is not possible with the pipe in any other location ; yet it is clear 
that all other positions which the pipe could possibly assume will com- 
pletely satisfy the requirements of the original description as to its pur- 
pose and function. 

Even admitting that the pipe had the relative arrangement contended 
for it, I am not satisfied that the remedy on reissue can be made so elas- 
tic as to appropriate results which are of uncertain occurrence and not 
common to every machine made within the intent and spirit of the in- 
vention. But is there sufficient warrant for me under the law to order 
the insertion of the pipe in a manner which will give to it this artificial 
significance f Section 4916, Be vised Statutes, declares, ^^ nor in case of a 
machine-patent shall the model or drawings be amended except each by 
the other," and limits the acceptance and consideration of proof outside 
the record to those cases where there is neither model nor drawing. 

The present patent has botU, so that in strictness I cannot regard the 
affidavits that are offered. They are in the nature of proof aliunde. 
Even relaxing this rigid rule of exclusion and examining the testimony 
Qf the affiants, I find that they speak simply of lubricators they have 
seen in use prior and subsequent to the time of filing the original appli- 
cation by the inventor. Kot one of them, except the inventor himself, 
swears to the position of the pipe on the original model as filed. 

It is with this question alone that I hav0 tx) deal, for it may be truly 
said, keeping in mind what was regarded as the correct modus operandi 
of the machine, that if, in the lubricators in use, the pipe was vertically 
upright with relation to the oil-reservoir, then this was a mere accident 
of arrangement, and liable to change with the circumstances which 
7d 
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prompted it. Certainly do inference of its vertical arrangement on the 
model can be derived from the simple fact that it had snch a position 
on the machines in nse. 

Referring now to the testimony of the inventor, who we must remem- 
ber is the party most interested, I do not consider it sufficient, in view 
of all the circumstances, to establish the fact for which he is contend- 
ing. In an interference proceeding before this Office in 1873, relating 
to this same subject of hydraulic-column feed, and in which Seibert, the 
patentee, was a party, he testifies that at San Francisco, in May of 
1870, while experimenting with a lubricator made according to the pres- 
ent patent, which had been granted in the previous September, 1869, 
^< I found that after the steam had condensed so as to fill the space be- 
tween the piston and cylinder-head in the lubricator, it would work bet- 
ter than hot steam. This fact suggested the idea of doing away with 
the piston, and making a cup upright and applying water under the 
bottom of the oil, and regulating it into the bottom of the cup as fast 
as I wished the oil to go into the cylinder or steam-pipe.'' In answer 
to a direct question, '^ Now, when did yon make the change in the pis- 
ton-lubricator, namely, placing the cup upright and feeding water 
under the lubricant!" he replies, "About the middle of May, 1870." 
This change was embodied in a patent granted by the Office to him 
February 14, 1871. 

It is a little singular that in the interference to which I have referred, 
and which was declared upon this later patent, where the matter in 
controversy was substantially the same as now presented, the patent of 
1869 was not put in evidence as establishing the fact of hydraulic-col- 
umn feed. Nothing of this kind was attempted, however, until final 
decision was rendered adverse to Seibert's claim of priority. This cir- 
cumstance, taken in connection with the evidence above quoted, dis- 
credits the force of the affidavit now presented by the inventor. 

Upon a careful view of the entire case in all its aspects, I cannot con- 
sent to order the amendment as asked for. The pipe may be restored, 
but not in a vertical upright position, nor must the drawing show or the 
specification describe it in such relation. 

The case is remanded to the Examiner with these suggestions. 



C. WILLIAM SIEMENS. 

Interlocutory, 

O. G., vol. xll, p. 626. 

INTERLOCUTORY APPEAL IN THE MATTER OP THE APPLICATION OF C. WILLIAM SIEMENS (DIV. B) FOB A 
REISSUE OF LETTERS PATENT NO. 89,441, APRIL 97, 1869.— Deeuled AUQUH 4, 1877. 

To include on reissue matter .which was neither described nor claimed, but that was 
actually contained in the ori|;inal invention, is simply the nght^^ej|er^i^of the 
remedy. '^' ^^^ ^ 
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The failure to describe in the original patent is no bar to doing so in the reissne ap- 
plication within the limits of the invention. 

C. S. Whitman, attorney for applicant. 

DOOLITTLB, Acting dytnmissioner : 

Applicant acquiesces in all tbe actions of the Examiner, except to 
the objection that the clause stating ^^ that the regenerators have to 
each other such a ratio as corresponds to the respective quantities of 
air and gas required to insure complete combustion." This the Exam- 
iner insists is new matter. Applicant replies that it is not technically 
new matter, such as would, on objection being made thereto, require an 
appeal to be taken to the Board of Examiners-in-Ghief. 

New matter in a reissue application, applicant contends, is correctly 
defined by Judge Nixon in the case of Putnam vs. Yerrington^ 9 O. 
G., 1869, as follows : ** By the introduction of new matter I understand 
such an enlargement of the original specification and claims as to in- 
clude combinations or results which did not necessarily fiow from the 
invention as originally stated and described." 

In the same decision the court observes that a patentee, by a reissue, 
*^ is entitled to all the uses to which his patent may be applied, and to 
all the beneficial results which legitimately follow the use of his instru- 
mentalities." But I find that this is not an attempt to incorporate new 
features not indicated in the original patent. In the original patent 
four regenerators are shown to be arranged in pairs and varied in size. 
The purpose of this variation in size was not explained. There must 
have been some reason for the difference in size between the gas and 
air regenerators. This omission to describe this part of his original in- 
vention applicant now attempts to supply. Nothing can be clearer 
than that the remedy for reissue was especially provided for such a pur- 
pose. No attempt on the part of the Examiner is made to show that 
the description of the part in question is inconsistent with the inven- 
tion patented. 

The effect of the admission of the description, the Examiner says, 
would be to broaden the scope of the original invention. It may 
broaden the claims ; but if the feature mentioned was clearly shown in 
the original patent, I fail to see how it broadens the invention actually 
made to now describe it. 

Should the Examiner deny that the feature in question has the func- 
tions now ascribed to it, that would be a legitimate objection, and the 
nature of the objection would be new matter; but as the case now 
stands I must regard the action of the Examiner on this point as amount- 
ing simply to a refusal to allow a patentee to describe the functions of 
a feature shown in his original application. 

For this reason the decision of the Examiner is reversed. 
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HENRY VOELTER. 

Extennon. 
O. G., vol. xii, p. 393. 

IN THE MATTElt OF THE APPLICATION OF IIRKRY VOELTEB FOR EXTENSION OF LETTEB6 PATENT OF REISSUE 
NO. 4,418, FOR " IJIPIIOVEMENT IN REDUCING WOOD TO PAPER-PULP."— Decided Aligust 22, l&TJ. 

Reissue letters patent No. 4,418, granted Henry Voelter June 6, 1871, for improvement 
in reducing wood to paper-pulp, declared valid in view of the sta^e of the art with 
the exception of the third claim. 

In an application for extension sufficiency of remuneration is a matter of fact, and not 
one upon which the judgment of the Commissioner can be informed by expert testi- 
mony. 

Bpeab, Commissioner: 

This case comes before the Commissioner by act of Congress approved 
March 3, 1877, which authorizes the Commissioner of Patents — 

To hear and determine the application of Henry Voelter for the extension for the 
further term of seven years of the letters patent for ** improvement in reducing wood 
to paper-pulp," granted to him August 10, 1858, antedated August 29, 1856, extended 
for seven years from August 29, 1870, and reissued upon an amended specification June 
6, 1871 ; the form of such application and the mode of proceeding under it to be in all 
respects the same as was provided by the act of Congress approved July 8, 1870, entitled 
"An act to revise, consolidate, and amend the statutes relating to patents and copy- 
rights" for the extension of patents granted prior to March 2, 1861; and if upon such 
hearing the Commissioner shall be satisfied that the said Henry Voelter, without neg- 
lect or fault on his part, has failed to obtain from the use or sale of his invention or 
discovery a reasonable remuneration for the time, ingenuity, and expense bestowed 
upon it, and the introduction of it into use, and that it is just and proper, having due 
regard to the public interest, that the term of the patent should be so extended, the 
Commissioner shall make a certificate upon said reissue patent renewing and extending 
the same to said Henry Voelter, his executors, administrators, or assigus, for the term 
of seven years from the 29th of August, 1877, which certificate shall be recorded in the 
Patent Office, and thereupon the said patent shall have the same effect in law as though 
it had been originally granted for twenty-eight years. 

In accordance with this act, and with other pro\'isions of acts of Con- 
gress relating to the extension of patents, application has been made in 
dae form, and is now before me, together with the testimony taken on 
behalf of applicant and of remonstrants. 

Upon the question of novelty, so far as it relates to the essential 
points of the invention, there have been repeated adjudications in the 
Office and one in the circuit court. (Miller vs. Androscoggin Pulp Co., 
1 Official Gazette, p. 409.) 

No question has been raised upon this application for a second exten- 
sion affecting in any way the validity of the claim in respect to the nov- 
elty of the process, or for what may be called the vital principle of the 
machine. 

The Examiner criticises, justl3% as I think, the third claim, in view of 
certain patents cited by him in his report, and this claim, as I under- 
stand, applicant is willing to disclaim. The other claims for details of 
^e invention are of subordinate importance. Digitized by v^uu^ic 
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I have examined the cases cited as tending to show lack of novelty in 
these combinations, and am satisfied that no valid objection has been 
biongli forward against the claims. 

I have referred more particularly to the claims for subordinate mat- 
ters in the patent, because the patent has been reissued since the former 
extension, and it does not appear that all the references which have been 
cited upon these subordinate claims were before the court. As to the 
value and importance of the invention there can be no question. In his 
decision granting the former extension of this patent the Commissioner 
states that Yoelter was shown, by the evidence before him, to have been 
*^ the first to develop a successful machine for the production of paper- 
pulp by the mechanical reduction of wood fiber.'^ and that '^ the real value 
of the invention was to be estimated by millions." 

There is nothing in the evidence now before me tending to show that 
the value of the invention was then overestimated. It appears that less 
than six thousand tons of paper-pulp had been manufactured in this 
country by the Yoelter machines prior to 1870; that during the last 
seven years the capacity of these machines has been increased to corre- 
spond to the increased call for that product, and that they have pro- 
duced seventy-five thousand, tons of pulp in the period last stated. It 
is shown, also, that the daily production is now about sixty tons, which 
is nearly double the average daily product of the last seven years. This 
increase in the manufacture is one element of the importance of the 
invention and one indication of its value. Another element, however, 
of the value of the invention and of its importance to the public is to be 
found in the decreased cost of the article produced, for the benefit con- 
ferred upon the public is in proportion as it lessens the cost of the arti- 
cle of paper. Upon this point the evidence shows that the cost of the 
wood pulp for paper is reduced to two aud one-half or three cents per 
poond. The price of rag-pulp of corresponding grade is six cents per 
pound, and that of chemically-made wood-pulp seven cents per pound. 
It appears, then, that the seventy-five thousand tons of Yoelter pulp 
made during the past years, at three cents per pound, would cost the 
public $4,500,000. The seventy-five thousand tons of rag-pulp which it 
has replaced would have cost, at six cents per pound, $9,000,000. The 
saving to the public, then, during the past seven years has been 
$4,500,000, and the evidence shows that this saving has not been 
effected by using an inferior paper, but that the wood pulp, as applied 
in the manufacture of paper and mixed with other pulp, produces paper 
as good at least, for the purpose for which it is intended, as paper made 
wholly from the rag pulp. 

It is fair, also, to take into account, considering^the question of saving 
to the public, that a large proportion of the rags used in the manufac- 
ture of paper prior to this invention was imported from abroad. It is 
also shown by the evidence that the effect of the introduction of this 
invention has been to force down the price of rag^^Sl|i.^ The price of 
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rag pulp before the introduction of wood pulp made by the Voelter pro- 
cess, or about the time of its introduction, was ten cents per pound. 
How much the reduction from ten cents to six cents per pound is due 
to the influence of the Voelter process, and how much to the general 
decline in prices, has not been set forth in the testimony, or in the state- 
ment of applicant, and perhaps would be impossible to determine; but 
the opinion of the witnesses is, that as the demand for paper has been 
constantly increasing and the supply of rags is, from the nature of the 
article, limited, the reduction has been wholly or very largely due t6 the 
introduction of the Voelter pulp. 

It is represented that the importation of news-paper of such grades as 
the Voelter pulp is worked into has now entirely ceased. There is also 
evidence that news-paper formed in part of the -Voelter pulp is, in any 
form, as good as all-rag paper, and that for the more recently invented 
rapid web-printing press it is better adapted, by reason of its more 
readily absorbing the ink. 

The novelty of the invention, the value and importance to the public, 
having been established, it remains to consider whether or not the in. 
ventor has received reasonable remuneration for his time, labor, and ex- 
pense, for perfecting the invention and introducing it into use; and, 
further, whether the extension of the patent can be granted with due 
regard to the public interest. 

The question of remuneration will be determined partly by reference 
to the finding of the Commissioner in the former extension. It appeared 
then that the inventor, so far from receiving any profit by reason of the 
invention, had incurred very heavy loss. Upon the showing now made 
a balance is still very largely against him, the amount which he has re- 
ceived during the extended term not having yet remunerated him for 
the actual amount expended upon the invention. During the last seven 
years the business of introducing the invention, and supplying the pub- 
lic with the product thereof, has been in the hands of Voelter's assign- 
ees. By the terms of the contract Voelter was to receive $6,000 per 
year for the invention, the same arrangement continuing for the term at 
present applied for, and the assignees were to have the whole control 
and sole responsibility and risk in the prosecution of the manufacture 
under the patent. Of the $6,000 per year, Voelter (residing abroad) 
has paid Prang, his agent, who negotiated for him originally the sale of 
the invention in this country, a commission of 25 per cent. He 
also made a deduction of some $10,000 in favor of the assignees on ac- 
count of the large outlay which they were compelled to make in estab 
lishing the manufactory and bringing the invention into use, and because 
of the small profit accruing therefrom, so that the total amount received 
by him during the past seven years has been only about $20,000. This, 
as I have before intimat/Cd, was not sufficient to balance the account, as 
is shown in the application for the first extension, and as appears now, 
so that Voelter appears rather to have lost than gained by reason of the 
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invention. Whether or not the amount received from the invention 
coald have been increased by any increase of effort or diligence on the 
part of Yoelter is, upon the record before me, very easy to determine. 

The question of diligence up to the time of the former extension was 
settled by the Commissioner at that time. If the question were open I 
see no reason to change the finding of the Commissioner, and nothing 
has been introduced since which adds any new element to the problem. 

The introduction of the invention required great exertion, familiarity 
with the business of the country in this particular line, and a very large 
oatlay of capital. It could be carried on only by organized companies, 
and by them only at the risk of loss upon the capital invested. It does 
not appear that Yoelter could have made any terms better than those 
which he did make at that time, and the result has shown that he could 
not by any personal effort of his own have accomplished more. 

One of the witnesses, largely interested in the manufacture of pulp 
under this patent, testifies that his profits bav^ been only about 5 per 
cent, upon the capital invested. The distrust, on the part of the paper 
manufacturers, of new and untried material — a distrust increased by 
failures of other experiments — was such that pulp manufacturers, after 
building pulp-mills having the Yoelter machines, were compelled to add 
to those manufactories others for the purpose of working this pulp into 
paper, thus adding to one distinct business requiring a very large out- 
lay, another equally distinct requiring another large outlay. So that, 
even if Yoelter stood in relation to this extension exactly in the place 
of his assignees, or if his assignees were required, as they are not, do 
give an account of their profit and loss, the result would be precisely 
the same. 

The undertaking to introduce into general use such an invention is 
manifestly very great. It involved, to some extent, the reorganization 
of a great industry. The invention did not contemplate simply the 
manufacture of a finished article to be put upon the market ready for 
sale, disclosing its qualities and its merits to the view of the purchaser, 
as in most cases. It was rather a manufacture for manufacturers — a 
manufacture of raw material, so to speak. It was to be offered to man- 
n£actarers whose business would not bear experimenting, whose repu- 
tation as business men depended very largely upon the reliability of 
their manufacture; and, added to their natural reluctance to accept new 
and untried material to be put into their paper, the failure of which in 
the using might cause serious disaster and embarrassment to the pur- 
chasers of it, was the fact, heretofore referred to, of former experiment 
and former failure in attempts to supply cheaper material for this pur- 
pose. 

In opposition to the extension of this patent, the remonstrants sub- 
jected the witnesses produced on behalf of applicant to cross-examina- 
tion, produced evidence on their own behalf, and presented arguments 
at the hearing. °^ ^"^^ '' v^uu^ic 

I have carefully read all the evidence in the case, and do not find that 



104 DECISIONS OF THE COMMISSIONER OF PATENTS. 

tbe testimony of the witnesses on direct examination is materially 
weakened by the cross-examination. 

The statements made by counsel for Voelter at the hearing were 
amply sustained by the evidence. The testimony taken on behalf of the 
remonstrants is confined to that of experts, who testify mainly upon 
two points : First, against the patentability of the invention of Voelter > 
and, second, that he has already been suflBciently remunerated. The 
first of these points has already been sufficiently discussed. The sec- 
ond is not a matter about which the Commissioner's judgment can be 
informed by expert testimony, but must be based solely upon facts. The 
main reliance, at the hearing, in opposition to the extension, apart from 
some matter already di scussed, was the fact of the expiration of foreign 
patents and the law relating to the limitation of the life of the Ameri- 
can patent by the foreign patent first to expire. This does not appear 
to have been relied upon by the defense in the case of Miller vb. Andros. 
coggin Pulp Co,, referred to above, and is not in accordance with the 
view held by the Office. {Apperly & ClissoU, Com. Dec. 1870, p. 163.) 

The relation of the extension of this patent to the public interests of 
the country is a matter not so easy to determine. The policy of tbe 
founders of the government, and that followed by the lawmaking power 
since the adoption of the Constitution, in relation to new and useful in' 
ventions, is very simple and plain. It was to encourage and promote 
the progress ot the useful arts. To this end it proposed to reward mer- 
itorious inventors, not simply for the making of an invention, but for 
the making and giving of an invention to the public. It proposed, fur- 
ther, to confer this reward by giving to such meritorious inventors the 
exclusive use of the invention for a term of years, on condition of fuU 
and complete disclosure of it, so that at the expiration of the term full 
benefit of it would inure to the public. Following that principle the 
act of 1832, and more fully the act of 1836, provided that where the ori- 
ginal term of fourteen years should be insufficient for the purpose, and 
if in that time, without any fault of his own, the inventor of a valuable 
invention should have failed to receive reasonable remuneration, he 
might, on certain just conditions, receive an extension of the time for a 
further period. In the same spirit, since the repeal of the general act 
providing for the extension of patents and the substitution of the term 
of seventeen years for that of fourteen, special acts of Congress have 
permitted special extensions, in order to carry out the policy of the gov- 
ernment underlying the whole patent system ; and the vital principle 
which animates the whole is, that he who has conferred a meritorious 
invention upon the public shall, if possible, be rewarded. In order 
that inventors may be really and substantially rewarded, in some meas- 
ure, in proportion to the benefits conferred, and thus others be stimu. 
lated in like efforts, the government endeavors to keep faith with in- 
ventors, and, as far as possible consistently with the public interest, give 
them a monopoly of such length of time as may be necessary to reap 
a reward for their labor and expense. 
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In the original grant of patents the question of public policy does not 
ordinarily arise. The invention being new, the public is in no way em- 
barrassed by the grant of the monopoly, because it can accept or refuse 
the new invention, according to pleasure. No hardship could occur un- 
less the invention had been allowed to go into public use for a long time 
prior to the grant of the patent, and for this the law expressly provides. 
In case of the extension of a patent there is simply a continuation of a 
monopoly already granted and sustained for a further period. Those 
already using the invention under the former term are ordinarily' likely 
to use it under the extended term on the same conditions. The exten- 
sion cannot operate as any surprise, either to those using or contemplat- 
ing the use ; nor do 1 see how, under any ordinary circumstances, a con- 
tinuation of the lifetime of a patent can operate otherwise for another 
period of seven years than it has operated during the past. In the case 
under consideration there are no extraordinary circumstances, so far as 
I can discover, affecting this manufacture and likely to operate in any 
respect injuriously to the interests of the country. 

The result during the past has been for the further introduction of 
the invention, the better and cheaper supply of a public need. The 
invention exactly suited the conditions it found in this country, and 
turned to profitable use an abundant native material, which has taken 
the place of that formerly imported from abroad. 

The policy adopted and pursued by the assignees appears to have 
been a liberal one, as shown by the licenses and territorial assignments* 
It does not appear to have been a close monopoly, but a free competi- 
tion between different licensed manufacturers, resulting, as we have 
seen, in a very large redaction in the price of paper-pulp. The exten- 
sion of the patent another term appears likely only to establish on a 
firm and large basis this useful manufacture, to bring the product, as 
far as it is applicable, into increased use and to leave it in the possession 
of the public, at the expiration of the patent, as thoroughly introduced, 
known, and tested, as the old material which it has supplanted or is now 
supplanting. 

I am satisfied, therefore, that the invention is new and of great utility, 
and that it is of exceedingly great value and importance to this country, 
abounding as it does in the material from which the pulp is made, and 
lacking in that for which the pulp is a substitute. 

I am satisfied, further, that the inventor has not been properly remu- 
nerated for the time, labor, and expense bestowed upon this invention 
and the introduction of it, and that this failure has not been through 
any fault or neglect on his part. Further, I am satisfied that the exten- 
sion of the patent imposes no other conditions on the public than the 
original grant, and does not injure the public interests, and that I am 
carrying out the spirit and intent of the law, liberal alike to citizens and 
aliens, in extending the patent. 

The extension will be granted on the filing of a disclaimer to the third 
claim. 
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MAETIK V8. BOGLE, EmTTAN, AND PATBIO. 

Inietference, 
O. G., vol. xil, p. 625. 

APPEAL FBOM THE DECISION OF THE BOARD- OF BXAMIHEBa-IN-CHIEF IN THE MATTER OF THE INTERFER- 
ENCE BETWEEN THE APPLICATION OF A. J. MARTIN, FILED MAT 6, 1875, J. S. BOOLE, FILED MAT 3, 1875, 
AND A. RUNTAN, FILED MARCH 17, 1875, AND THE PATENT OF C. B. PATBIC, DATED JANUARY 96, 1875, FOR 
"IMPROVEMENTS IN GRAIN-DRILLS."— 2>feide(i J.tfflrutt S3, 1877. 

The contestant in an interferenoe controversy, who first perfected the operative de- 
vice, awarded priority notwithstanding his adversary was the first to apply it in 
series, in the manner designed for use. 

The arrangement in series may have been more satisfactory and permitted nicer ad- 
justment of subordinate mechanism, bnt it proved operativeness no more than the 
test of the single device itself. 

The fact that in one instance a claim is for a single device, and in another for a series 
of them, does not constitute difference of invention. The state of the art, and the 
Office latitude in allowing claims, may level the distinction. 

The preliminary statement rigidly adhered to, where there was substantial departure 
therefrom in the interference contestant's testimony. 

Speab, Commissiimer : 

The first issae, as stated by the Examiner of Interferences, is as fol- 
lows: 

A pivoted gage or valve, arranged to operate within the channel of a vertical dis- 
tributing-wheel, and vary or regulate the size and capacity of the measuring-channel. 

This is stated in the third claim of Martin more clearly, as follows : 
In combination with a vertically-rotating feed-wheel, having a continuous seed- 
channel between its hub and rim, a gage or valve loosely pivoted, so as to be free to 
turn or move on its bearings or supports within the seed-channel of said wheel, and 
vary or regulate the size or capacity of said channel at the will of the operator, sub- 
stantially as described. 

I do not deem it necessary to go into any discussion whatever on the 
question of priority on this issue. The Examiner and the Board both 
found Patric to be the prior inventor, and so far as relates to the par- 
ties to this controversy, I see no reason to differ with them on this point. 
But the patent of H. L. and 0. P. Brown, No. 35,501, granted June 10, 
1862, clearly anticipates the invention claimed. In that patent is shown 
the vertical distributing-wheel with a seed-channel between its flange 
and hub, and with a pivoted valve arranged to operate within the seed- 
channel, so as to adapt the channel to different sizes of grains, or to 
regulate the flow, as may be desired. 

The controversy on this point included all the parties named above. 
Upon the second issue only Martin, Bogle, and Bunyan are in the con- 
troversy. That issue is stated by the Examiner of Interferences to be— 

The combination of a series of flanged distributing-wheels, with a series of gates 
operating between the flanges of said wheels and their shaft or hubs, and connecting 
directly to an adjusting-rod or shaft located outside of the periphery of said wheels. 

This subject-matter is in Martin's fifth claim, and Bogle's first and 
second claims, but does not appeat to be claimed by Bunyan, bat is 
shown in his application. 
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I agree with the Board that the date of Martin's invention in respect 
to this subject-matter is the early part of 1874, probably some time in 
January. I also agree with them in finding that Bogle cannot assert 
any claim whatever earlier than the latter part of 1874, or January, 
1875. His conversations prior to that time, giving them the most favora- 
ble construction possible, can, in my judgment, cover no more than he 
now concedes to Patric. But granting that he had any definite con- 
ception or purpose in respect to the cup with its vertical wheel and 
valve, with its outside pivoting, or a series of such cups and valves, he 
exercised no diligence, and ofiers no substantial excuse for the delay. 

It was urged at the hearing that Bogle had been the only one, of all 
the contestants, to reduce the invention to practice. If it be meant by 
this that he was the first and only one to apply a series of these cups 
and valves upon the hopper of a grain-drill, and test the same in the 
field, this may be admitted, as shown in the testimony ; but if It be un- 
derstood to mean that he was the first to operate the cup and valve, 
and to test it as a separate piece of mechanism, capable of measuring 
the grain which passed through it, then the record does not bear out 
this statement. For, in February, 1874, Martin had the cup and valve 
with the vertical wheel, the valve being pivoted upon its proper shaft 
outside the wheel, the parts being adapted to each other, capable of ad- 
jastment, and the operation being precisely like that of Bogle; and this 
was many months before the time which Bogle can fix as the date of 
any substantial embodiment of his invention. 

I regard the test of the single valve, by passing grain through it and 
moving the valve to give the proper variation to the channel, as sub- 
stantially the same sort of a test, so far as the valve and the cup are 
concerned, as Bogle's test of the series upon the hopper of the grain- 
drill in the field. Bogle's test might have been more satisfactory, so far 
as it related to the accurate adjustment of the levers and connecting 
mechanisms by which the bar carrying the valves was moved; and the 
whole argument on this point appeared to me to relate rather to these 
additional parts for moving the rocking-shaft, on which all the valves 
were fixed, and by which they were simultaneously moved. 

Certainly, if Bogle's cup and valve are operative, then those of Mar- 
tin's are also, for the two are precisely alike, though both differ from 
Hnnyan's. 

The invention made by Martin was designed to be applied to a ma- 
chine in series, and not singly ; and the test of a dozen is no more than 
the test of one. Further, if there be any invention or merit iii the ap- 
plication of these devices in a series, or the testing of them in a series, 
instead of singly, then Bogle has not illustrated his invention before 
the Office, for neither his drawing nor model shows more than one of the 
cups with its valve. 

Doubtless the model and drawing, in connection with the specifica- 
tion, sufficiently illustrate the invention. Being shown how one of these 
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devices coald be applied to a machiney it is plain that any mechanic 
skilled in the art could apply a nnmber of them in the same way. Nor 
does the fact that the Office has allowed a claim for a single device, and 
another for a series of devices, justify the assertion that the inventions 
are distinct and not the same. The Office has uniformly allowed some 
latitude to applicants in stating, in different forms, claims for substan- 
tially the same invention. {Perry vs. Lapy Oom. Dec.« 1869, p. 3.) 

I am unable to agree with the Board in respect to the claim of Run- 
yan. In the first place, his testimony is indefinite and unsatisfactory ; 
and further than this, it is in fatal disagreement with his preliminary 
statement. No motion appears ever to have been made for the correc- 
tion of his preliminary statement, and he must be held strictly to it. It 
was to meet precisely such cases as this that the rule relating to pre- 
liminary statements was made. 

In one of his preliminary statements he says that he completed his 
first model in March, 1874, and to this he must be held. Even if he 
were allowed to go back, his testimony would be of little account. This 
was later than the date of the completion of the full-sized working 
mechanism by Martin. 

Bunyan does not appear to have followed the matter with very 
great diligence, and the final result produced by him is not very satis- 
fiactory. It is doubtful whether, if the matter had been left to him 
alone, the invention would have been of any practical value. 

What I have said in regard to the priority of Martin on the second 
issue is applicable to the third and fourth. There the contest is between 
Martin and Bogle. The element of the series does not come into the 
question, and the priority of Martin is clear. 

Upon the second issue, therefore, I reverse the decision of the Exam- 
iners-in-Ghief; and upon the third and fourth affitm their decision on all 
three points, awarding priority of invention to Martin.. 



JACOB GOEDON. 

JYad&-Mark. 
O. G., vol. xii, p. 517. 

APFBAL FBOM THS DBCKEON OF THE KXAIONBB OF TRADB-MAEKS DT THS MATTBB OF THE APPLICAflOH OF 

JACOB 60RDOH FOB bboutbahon OF tbadb-HabK, filbd juhb SS, tBTI.—Decidid AVffUH S7, 1877. 

That a trade-mark is oonsamed with the article to which it is applied is no test of its 
invalidity. 

If the mark is nnessential in the stmctare of the article, and serves merely to distin- 
guish it, the intimacy of incorporation is immaterial. 

A trade-maik must have the independent and sole qnality of distinguishing the goods as 
being of a particnUur manufacture, or as belonging to a particular party. 

A strip of leaf-tobacco placed as a wrapper around the mouth-piece or end of a cigar- 
ette denied registration, the leaf serving more a mechani^^1^i^n^^i||^^tive pur- 
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DooMTTLB, Acting Co^mnissioner: 

The trade-mark sought to be registered is described as a narrow strip 
of leaf- tobacco placed as a wrapper around the mouthpiece or end of a 
cigarette, and which varies with the size of the cigarette. 

It is urged by the Examiner that the matter claimed as a mark enters 
into the mechanical structure of the article itself, and therefore was not 
an arbitrary symbol nor a lawful trade-mark ; that in Harrington vs. 
lAhhy (12 Official Gazette, 188), the court held that the forms and 
materials of packages were not the proper subjects of a tr<ide-mark, 
and that the mark in question was a functional part of the cigarette, 
and was consumed with it. 

It will not do, I think, to carry this doctrine to the extreme of saying 
that nothing can be regarded as a proper trade-mark which is so inti- 
mately connected with an article as to be consumed with it. For if that 
were the rule, a m:irk upon a cake of soap, a symbol in the sole of a 
shoe, a peculiar seal over the mouth of a wine- bottle, and many other 
forms of devices which might be mentioned, and which are undoubtedly 
excellent trade-marks, would lose their character and value as such from 
the mere fact that the use or consumption of the article would also re- 
sult in the destruction of the mark. 

A distinction must be made in these cases between the material which 
is essential in the structure of an article and unessential matter placed 
thereon or incorporated therein, for the mere purpose of distinguishing 
the origin or ownership of the article. 

Thus the box, barrel, or wrapper contaiuing merchandise, whatever 
its form, cannot, per se, be the trade-mark ; but a name, symbol, fignre, 
letter, form, or device, cut, stamped, cast, impressed, or engraved 
thereon, or in some other manner attached thereto, or connected with 
the article itself, may be a proper trade-mark. {Moorman vs. HogCj 2 
Sawyer, 78.) The court held that the mark need not be inseparably 
connected with the package, as when blown into glass, but that it must 
have the independent and sole quality of distinguishing the goods as be- 
ing of a particular manufacture, or as belonging to a particular party. 
I regard it, therefore, as no objection to the mark now sought to be regis- 
tered that it is connected so intimately with the article to which it is 
attached as to necessitate its consumption with that of the article itself. 

But does it perform the sole office of a trade-mark! Very little has 
been said on this point by attorneys for applicant, and I am constrained 
to agree with the Examiner of Trade-marks, that the leaf of tobacco 
wrapped around the mouth-piece or end of the cigarette answers a 
practical and perhaps a very useful purpose. Being composed of to- 
bacco, it is an addition to the material of the cigarette, strengthens the 
wrapper, is probably more agreeable to the taste than the paper of a 
cigarette, &c. 

The useful properties of the article, therefore, seem to be the predom- 
inant ones, while the function the wrapper performs as a trade-mark is 
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merely incidental. Perhaps this objection wonld not lie, if, as in the 
case cited by applicant, that of Mommers, for which a trade-mark was 
granted for a silk band aronnd a champagne bottle, a silk band was 
attached to the cigarette, or a colored piece of paper or similar device 
connected therewith. For in snch instance the device woald answer no 
other purpose than that of a trade-mark — ^perform no mechanical func- 
tion. 

If applicant has introduced an improvement in the manufacture of 
cigarettes, and is entitled to protection thereon, it should be by a pat- 
ent ; but if not protected by a patent, other manufacturers of cigarettes 
cannot be prevented £rom using the iike useful device. 

The intent of the trade-mark law is to afford protection to symbols, 
and not to inventions or mechanical devices. It being a common right 
to use any mechanical device which is deemed useful, the use of which 
is not restricted by a patent, it would seriously embarrass trade if, in 
the present instance, the exclusive right should be given to applicant to 
use his device as a trade-mark. 

The principle here sought to be applied is clearly set fojrth in the case 
of The Canal Co. vs. Clark^ 13 Wall., 311, wherein it is held that no one 
has the right to appropriate to his own use as a trade-mark a device 
which, from the nature of the use to which it is put, others may adopt 
and employ for the same purpose. 

The decision of the Examiner of Trade-Marks is affirmed. 



P. J. HAEDT. 

Motion. 
O. G., vol. zii, p. 1075. 

nr THB XATTBB OF TBI AFPUCATIOlir OF P. J. HABDT FOB LBTTEBS PATENT FOB "IMPBOYEMENT IN THB 
APFUCATIOH OF ICABBLB OB OTHBB STONB TO BUfLDINGA," FILBD JULY XL, 1S75, ACLOWBD J17LT S7, 1875, 
AHD FOBFBITED FOB NON-PAYMENT OF THB FINAL FEB.— Deeidfld AufiriMt S7, 1877. 

Under section 4897, Bevised Statutes, an applicant who fails to renew his case within 
two years after its allowance is effectnally debarred from doing so, nor can he make 
the invention the subject of a new application. 

The cases under this section distinguished from the abandoned^applications covered by 
section 4894, and which may be revived or new applications filed in their stead under 
certain conditions. The former have been passed upon and allowed ; the latter have 
never had final action. 

DooLiTTLE, Acting Commissioner : 

Applicant seeks to renew a forfeited application more than two years 
after the date of allowance of the original application. This case fialls 
under the requirements of section 4897 Bevised Statutes, which requires 
that where an applicant fails to make payment of his final fee within 
six months from the date upon which the application was passed and 
allowed, and notice thereof was sent to the applicant or his agent, he 
shall have the right to make an application for a patent within two 
years after the allowance of the original application. 
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The exact language of the law on this point is: <^But such second 
application mast be made within two years atter the allowance of the 
original application.'' The language of the law is imperative, and leaves 
no discretion with the Commissioner. This secticm appears to relate to 
an entirely different class of applications than is provided for by section 
4894. The latter section requires that the applications shall be com- 
pleted and prepared for examination within two years after the filing of 
the application, or, in default or failure of applicant to prosecute the 
same, the application is to be regarded as abandoned, unless it be shown 
to the satisfaction of the Commissioner that such delay was unavoid- 
able. 

The former-mentioned section relates to applications after they have 
been completed, allowed, and passed to issue. The origin of this section 
dates back as far as 1863. 

In the act approved March 3, 1873, it was held that if the final fee for 
a patent allowed was noc paid within six months thereafter, the patent 
shonld be withheld, <*and the invention therein described should become 
public property as against the applicant therefor." 

It would appear that this law was enacted upon the representation of 
the Commissioner in his annual report for 1861, dated February 13, 1862, 
that the OfBce was suffering disadvantageonsly by the postponement of 
the payment of a great many final fees. 

This act was amended by the act of June 25, 1864, which extended 
the privilege of renewing the patent within six months to any person 
having an interest in the invention, whether as an inventor or assignee. 

The act of 1863 was again specially amended by the act of March, 
1865, which for the first time extended the privilege of renewing the 
application to two years after the date of the allowance of the original 
application, and the language of the section of that act relating to this 
matter was incorporated without change into the act of 1870. But in 
the act of 1870 that provision of the act of 1863 in force until 1870, en- 
acting that the invention, as against the applicant, should become pub- 
lic property, was omitted. 

It here may be stated that the requirement compelling applicants to 
prosecute their .applications within two years, or else to show to the 
satisfaction of the Commissioner that such delay was unavoidable, was 
enacted March 2, 1861, two years prior to the act of 1863, and was in 
force contemporaneously therewith until 1870. 

There is an injustice apparently resulting from this discrimination 
which the law makes between the applications which have not been 
prosecuted within two years after an action by the Office and applica- 
tions which have been prosecuted with diligence and passed to issue. 
In the former case applicant may keep his case alive for a number of 
years ; or, after the application has become abandoned by operation of 
law, he may renew it by showing that his delay was unavoidable ; or 
he may discard the old application altogether and file a new one in its 
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plaoe, whereas the applicant or owner of the forfeited application — an 
application which has passed the ordeal of examination and been deemed 
worthy of a patent — is debarred from renewing the same at all, or from 
showing unavoidable delay, after the expiration of two years subsequent 
to the allowance of the original application. 

But this apparent unjust discrimination has existed in the law for 
fourteen years. If it had been the design of the legislature to have put 
them all on the same footing, it certainly would not have passed a 
special act making the distinction. 

But it is a maxim of interpretation that it is not to be presumed that 
the legislature intended any part of a statute to be without meaning. 
To regard these forfeited applications on the same footing as incomplete 
and abandoned applications, and allow a new application to be filed, or 
the delay explained by affidavits, however equitable the construction, 
would remove the distinction between the two classes of cases, and 
leave the imperative language of section 4897 without any meaning 
whatever. 

The general rule of construction is, that all parts of an act in pari 
materia are to be construed together and so expounded as to support 
and give eflfect, if possible, to the whole ; but where the language of a 
statute relates to different subjects, and is clear and unmistakable, no 
occasion can arise justifying the resort to any but the obvious meaning 
of the language employed. The rule to be followed, then, in this case 
is that prescribed by Dwarris on Statutes, Potter's edition^ page 196: 
'< If the words of the statute are plain they must be strictly followed ; 
but if they are ambiguous the whole context must be looked to for 
their explanation. The correct rule is to construe acts of Parliament 
according to their grammatical and natural sense, unless the context 
shows clearly that a different sense was intended." 

Unjust discriminations or abuses, if any arise, must be corrected by 
the legislature itself, where the language of the law is plaih. The plain 
language of the statute fixes a clear limitation to the time when a for- 
feited application can be renewed. 

The request of applicant must therefore be denied. 



ANDEEW S. HALLIDIE AND WM. H. PAINE. 

AjppeaL 
O. G., vol. xii, p. — , 

APPEAL FBOM THE DECISION OF THE BOARD OF EXAiaNEBS^IN-CHlSF IN THE MATTBB OF THE IN1SB1EB- 
ENCE BETWEEN THE APPUCATION OF ANDrIbW 8. HALLIDIE, FILED FEBBUABT S8, 1876, AND THE PATENT 
OF WILLIAM H. PATNE, FOR " IHPROVEHENT IN PROPELLINO CARS, ETC."— 2>Mu2ed September 14, 1877. 

An interference contestant, the first to couceive of the invention and to make a model 
of the device, failed to reduce it to practice or to file his application for patent until 
after the grant of a patent to his adversary. There being nothing to excuse the lack 
of diligence, priority was decided against him. Digitized by v^uu v ic 
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It does not follow that because an applicant has proceeded so far in deyeloping an in- 
dention as to be entitled to a patent, ex parte, he should also receive it as against a 
contesting patentee who was snbseqnent in conceiving of the invention. Adequate 
reduction to practice at the time the adverse patentee made the invention is essen- 
tial to establish lack of novelty and to overthrow the patent in court. Proof of 
this fact failing, a new grant was refused. 

Speab, Commissioner: 

Of the two parties in this coutroversy, Paiue appears by the record to 
be the prior applicant^ having filed his application on the 1st day of 
December, 1875, and received a patent on the 8th day of February, 1876. 
The application of his opponent, Hallidie, was filed on the 28th day of 
February, 1876. 

The Board of £xaminers-in-Ghief affirm the decision of the Examiner 
awarding priority to Paine. They find that Paine was not the first to 
conceive of the invention, but that Hallidie never reduced it to prac- 
tice, and had abandoned the idea for one deemed by him more practica- 
ble and valuable. The utmost that Hallidie was found by them to have 
done consisted in making a model of the invention, which was lost or 
destroyed. 

Question was raised by counsel for Paine whether this early model of 
Hallidie's involved the invention in controversy, and there appears to 
be some doubt in respect to the matter, but I do not regard it material 
to the case. Assuming that the model of 1872 illustrated the invention 
in controversy, and admitting that the invention was not reduced to 
practice prior to the date of the patent of Paine, counsel for Hallidie 
nrges, first, that the applicant and patentee should have the same stand- 
ing before the Office in respect to the proofs; second, that the inventor 
should have put his invention into practice in order to be entitled to a 
patent ; and, third, that the first inventor, if he has proceeded so far as 
to entitle him to a patent in an ex parte case, is also entitled to a patent 
as against a patentee who had subsequently conceived of the invention. 
The .first and third propositions are contrary to what is now the well- 
established practice of the Office, laid down distinctly by Commissioner 
Fisher in Richardson vs. Denza^ C. D., 1870, p. 856. The same doctrine 
is reiterated in many subsequent decisions, and is based upon the decis. 
ions of the courts, which concur in the doctrine that he who would 
prove that a patented invention is wanting in novelty must show that 
the invention upon which he relies has been reduced to practice prior 
to the invention of the patentee. 

I do not find in any of the arguments urged by counsel for Hallidie any 
good reason for changing this well-settled practice. The discussion, on 
the contrary, confirmed me in the opinion as to the justice and propriety 
of it. The authorities cited were clearly shown not to go to the extent 
asserted. I need not, therefore, enter into any discussion of the ques- 
tion whether or not the model of Hallidie made in 1872 included the 
invention in controversy. It is not denied that he did not reduce this 
8d 
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iDventioD to practice prior to tbe patent granted to Paine. It is useless 
to discass any question relating to the validity of Paine's patent, so that 
I need not inqnire whether or not Paine has reduced the invention to 
practice. The only other question which could arise would be as to the 
diligence of Hallidie. His long delay is not satisfactorily accounted for. 
On the other hand, it appears from his own statement that he did not 
recognize the value of the invention, and preterred another device, and 
there is some evidence tending to show that his activity in the matter, 
after so long a delay, arose from competition with another party, and 
that he was spurred to new effort by the appearance of another inventor 
claiming to have made this invention. 

I see no good reason, therefore, to disturb the finding of the Board 
of Examiners-in-Obief, and accordingly affirm their decision. 



JESSE H. TEMPLE. 

Interlocutory Appeal* 

O. G., vol. xiL, p. 795. 

APPEAL FBOM-THU DECISION OP THE PBINCXPAL BXAMINBR IK THE MATTER OF THE APPUCATION OF JB86B 
H. TEMPLE FOB PATENT FOB "PBOCBSB FOB THB CUBE OF PULMONABY DI8BA0B8," FILED JUNE 18, 1877.^ 

Bedded 8eptemb«r 15, 1877. 

An application primarily for a prooess invention, but containing matter capable of 
illuBtration, was snbBeqnently amended to include Buoh matter instead, a drawing 
being filed and a description inserted relative thereto. Both were much more 
minute in detail and feature than was warranted by the language originally em- 
ployed : HM, first, that the amendment was rightly objected to as " new matter/* 
it conforming to no part of the case as it existed at the time of its filing, (Bule 32, 
Office Practice ;) second, that the clause of Bule 32, Office Practice, permitting the 
admission of an amendment on satisfactory proof that it is part of the original in- 
vention, does not apply, because the matter is one capable of illustration by draw- 
ing and model. 

The prohibition in Bule 32 against the introduction of " new matter " is not a mere 
question of Office fees, but is to limit the power of amendment, so that it is possi- 
ble to determine when an application is completed. 

Speab, Commissioner: 

Applicant in this case was clearly precladed from the enlargement 
wbich he seeks to make of the original application by the terms of the 
mle. Bale 32 reqnires that all amendments of the model, drawings, or 
specification, in case of original applications, which are capable of illas- 
tration by drawing or model, mast conform to at least one of them as 
they were at the time of the filing of the application. Fi)rther changes 
than this can only be made by filing a new application. Now, in the 
original application no drawing or model was submitted. The only 
reference which I find to anything which can be represented by draw- 
ing or model is in the clause qnoted by the Examiner. The applicant 
says, in tbe original specification, << to do this I use a pad of pecaliar 
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coustraction, with one side poroas and absorbent.'' Farther on be 
mentions that this pad, or the poroas portions of it, may be made of 
flannel. It appears, npon inspection of the papers, that it is not that 
description simply which he now illnstrates by the drawing and model, 
but a new description. 

In the first specification there is a lack of many elements inclnded in 
the claim now submitted, which elements appear to be an essential 
part of the invention. 1 do not find in the original specification the 
non-poroas layer B B, the flexible layer A A, straps D D, or their 
fasteners, or the straps E and F F. In respect to all these elements 
the amendments do not conform to the original application. 

The last clause of Kale 32, relating to the amendment of the specifi- 
cation npon proof satisfactory to the Commissioner that the proposed 
amendment is a part of the original invention, in case the invention 
does not admit of illustration by drawing, plainly does not refer to such 
as the present application. 

It is assumed that this case originally admitted of illustration by 
drawing, and it is on this assumption that the amendment is offered. 
The clause referred to contemplates application for processes and the 
like which are not capable of illustration by drawing or model, and in 
which some element of the process or compound had been omitted. 

In the case before me the applicant does not seek to introduce any 
omitted element in the process. In such event the amendment might 
be admitted under the last clause of the rule. He relinquishes the 
claim for the process, and introduces another invention, necessary, it 
may be, or certainly useful, in carrying out the process, but still 
another invention, for the exclusion of which, as an amendment to the 
original application, the rule is especially intended. 

It is not a mere question of fees in such a case as this, although that 
is not to be left out of consideration, but a necessary adherence to a 
well-defined order of business. 

If an application once rejected may be amended by the addition of 
any new matter whatever, then no limit can be placed upon such amend- 
ment, and it would be impossible to determine when an application is 
filed or completed. 

The Examiner is clearly within the rule, and his action is sustained. 



OHAELES 0. DOTEN. 

Jppeah 
O. G., vol. xii, p. 841. 

A1>PBAL FROM THE DECIfilON OF THl PRINCIPAL EXAUINBB IN TIIE MATTER OF THE APPLICATION OP 
CHARLES C. DOTEM FOR LETTERS PATENT FOR "IMPROVEMENT IN ADDRESSING-MACHINE,'* FILED JIXE 

4, 1877.— Daeided SepUwuiber 19, 1877. 

That a claim is nnintelligible is an objectioD from whiob i^^JPcPS^^^^J^I^'ik?*®^ ^ 
the Commissioner ^ 
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To describe the mode of using a devioe is not ordinarily descriptive of the device itself, 
and a claim containing a phrase of snch character is not limited in scope thereby 
It does not state any element in the machine) the leading feature, nor even the gen- 
eral principle npon which the machine is constructed. 

Sp^AB, Commissioner: 

The objection to the first claim is stated by the Examiner, in his 
answer, to be "that it was vague, and depended for its novelty entirely 
upon a device described only by its function." Substantially the same 
objection was made against the second claim, and, to some extent, 
against the third. The Examiner also cites references for the first and 
second claims, and makes the further objection that this is proper sub- 
ject-matter of appeal to the Board of Examiners-in-Chief. 

The law requires that an applicant for patent shall not only describe 
his invention in such full, clear, concise, and eitact terms as to enable 
any person skilled in the art or science to which it appertains to make, 
construct, compound, and use the same, but he shall also particularly 
point out and distinctly claim the part, improvement, or combination 
which be claims as his invention or discovery. 

Clearness of description and exactness in the use of terms are neces. 
sary in order that the Office and the public, if the patent be granted, may 
understand the invention. If the description or the terms of the claims 
be unintelligible, then there can be no examination and no decision, and 
there is nothing from which any appeal can be taken. 

Objections to a specification of this nature must be brought to the 
Commissioner by interlocutory appeal j but where the description is 
sufficiently clear, and where the decision of the Examiner relates to the 
scope of the claims or the patentability of that which he understands 
to be included in the terms of the claim, then the rejection is for lack of 
patentable subject-matter, and, under the law, appeal may be taken to 
the Board of Examiners-in-Chief, 

In the case before me the objection of the Examiner was that the 
claim was vague, and depended for its novelty entirely upon a device 
described only by its function. Further, the Examiner stated that a 
claim thus covering any device which will perform a given function is 
too broad to be patentable. Although, therefore, the Examiner states 
that the claim is vague, it is clear that he does not intend to convey the 
idea that it is unintelligible. He understands it to be too broad. The 
first clause of the claim is as follows: 

An addressing-machine having a slip- feeding device operated to variahle extents, at 
willy hy a movement of the machine upon the paper to he addressed. 

The particular thing specified in this claim is an addressing-machine 
having a slip-feeding device. The implement is one intended to be 
moved by hand. The remaining part of the claim simply describes the 
method of manipulating the apparatus. A description of a mode of 
using a machine is not ordinarily — certainly is not in this case — any 
description of the machine itself. No such description, therefore, can 
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serve as a limitation to a claim. It does not state any element of the 
machine, nor even the general principle npon which the machine is con- 
stiiicted, nor the leading featnre in the machine. What remains of the 
claim which can be called distinct and anmistakable are the words quoted 
above. This, the Examiner says, without citing any reference, is not 
patentable in view of the state of the art. 

The claim which I have quoted is similar to the others objected to for 
similar reasons, but, in addition to the objection stated, the Examiner 
cited references. It is clear, therefore, that the question is one which 
should be appealed to the Board of Examiners in-Chief. 

This appeal, therefore, is dismissed. 



DOLE BROTHERS. 

Trade-Marh ^ 

O. G., vol. xiij p. 939. 

IN THB MATTKR OP THE APPLICATION OF DOLB BBOTHSBS FOR RBOISTBATTON OF TR4DB-MARK, FILED 

APBiL 8, 1676.— i2^erm«e.— Decided S^Umber 90, 1877. 

The rale in relation to " lawful trade-marks rightfnlly in use on Jnly 8, 1870/' as laid 
down in Indta-Bnbber Comb Company, 8 Official Qazette, 905, and Babber Cloth- 
ing Company, 10 Official Gazbttb, 111: Held, to apply in excluding the words 
'* £Rg Macaroni" from registration. 

At the time of their first adoption by applicants' assignor, they were properly descrip- 
tive of an article known long before, and, moreoyer, np to Jnly 8, 1870, it does not 
appear that the words had been used alone, but in connection with other designating 
matter. They are not a lawfnl trade-mark rightfnlly in nse at that time. 

DooLiTTLE, Acting Commissioner: 

April 8, 1876, the above-named applicants filed an application for the 
registration of a trademark consisting of the words <' Egg Macaroni," 
to be ased on packages containing macaroni manufactured by them. 

The application was finally refused, on appeal, for the reasons that 
the term was either descriptive or deceptive. It being alleged by ap- 
plicants that eggs were not used in the manufacture of their article, it 
was shown by th£ Office that the term was then deceptive, designating 
a specific article of the same clas9 as was shown by an article published 
in the " Magazine of Domestic Economy," vol. 4, pp. 85 and 80, W. S. 
Orr & Co., London, 1839, setting forth the employment of eggs in the 
making of the article in question. 

Applicauts now file affidavits with the intent of showing that this 
term, ^< Egg Macaroni," was a ^< lawful trade-mark rightfully in use on 
the 8th day of July, 1870," so as to bring it within the rule prescribed 
in the cases of the India-Bubber Comb Company, 8 Official Gazette, 
905, and Bubber Clothing Company, 10 Official Gazette, 111. 

Id view of the clause in section 4939, B. S., providing that *' this sec- 
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tion shaJl not prevent the registry of any lawful trade-mark rightfully 
in use on the 8th day of July, 1870," it was there held, that in respect 
to the names of persons, firms, or corporations merely, which were for- 
bidden by the statute to be thereafter recorded as trade-marks, they 
might be shown by unquestionable proof, such as an adjudication by a 
competent court, or long and notorious use and acquiescience by the 
trade, to have been the lawful trademarks of particular persons or firms 
prior to July 8, 1870. But the rule also prescribes that the name must 
have first been adopted by the party seeking to record it, that it had 
been used as a trade-mark for a long time, and that no one else could 
use the same name for the same purpose without deceiving the public 
as to the origin and ownership of the goods. It was distinctly set forth 
in the India-Bubber Comb Company case that the doctrine of the courts 
as to what constituted a lawful trade-mark was the same prior to the 
act of 1870 as subsequent thereto, and the rule was based solely upon 
certain decisions, holding that, under circumstances such as have been 
mentioned, the names of individuals and corporations would be pro- 
tected as trade-marks. The circumstances must be of the strong char- 
acter described, and be clearly established to bring a case within the 
rule. 

The affidavits submitted herein do not have this efiect. 

In the first place, although we have the affidavits of Mr. Pfeiffer, the 
assignor of the present parties, that he invented and adopted the words 
'' Egg Macaroni '' to designate the article made by him in 1868, yet, as 
has already been shown, it was a common right long prior to that time 
to describe macaroni as '* egg macaroni.'' In view of the state of the 
art, the term was then simply a proper one to designate a particular 
kind of macaroni. 

Second, it does not appear that even for the short time elapsing be- 
tween 1868 and 1870 the words "Egg Macaroni" were solely used as 
the trade-mark. 

In the application of the parties it is admitted that the name or word 
"Pfeiflfer's" was formerly employed by the said Pfeiffer above the words 
*• Egg Macaroni," and also that the words had been generally used above 
a landscape view. A part of the affiants also swear that for a period of 
about eight years, " more or less," they had known, used, aind dealt in 
the article known as "Egg Macaroni," now manufactured by Dole 
Brothers, of Boston, and during that period the said macaroni had been 
known by the designation of ^^Ffeiffer^s Egg Macaroni." 

I do not regard either the nature of the case or the proof as sufficient 
in showing that the words "Egg Macaroni" were a lawful trademark 
rightfully in use by applicants prior to July 8, 1870. 

The application is, therefore, again refused. 
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HENRY LAW. 

Intet'looutory Appeal. 
0. G., vol. xii, p. 940. 

IX TIIE MATTER OF THE ISTKRLOCUTORY APPEAL OF HENRY LAW, APPLICATION FILED MAY 17, 1877, FOR 

"IMPROVED WLVDOW-BUND ACTUATOR."— Deci (fed October 18, 1877. 

A device for opening and closing window-blinds cannot be inclnded in tbe same appli- 
cation with another for locking and unlocking the blinds, it appearing that there is 
no community or dependence of operation between th^ two. 

The fact that the two devices would probably be used together because of their con- 
venience is no test of their right to be included in a single application. 

There mnst be intercommunicafcion of parts or mutual dependence of the distinct de- 
vices to entitle them to be thus incorporated. 

DooLiTTLE, Acting Commissioner: 

Bale 15 aatborizes tbe claimiDg of two distiuct devices in one appli- 
cation where they are "dependent upon each other and mutually con- 
tribute to produce the new result." 

Now, there are two independent results described in this application, 
which are produced by two independent mechanisms. The opening and 
closing of the blinds by mechanism from the inside of the room is an 
old device. Applicant admits that ^^ shutters have been made in various 
forms to open and shut from the inside," so that an additional locking 
and unlocking device does not appear necessary to complete the opera- 
tion of the former one. And, on the other hand, the very fact that ap- 
plicant claims to be the first to devise means for locking and unlocking 
blinds from the inside of a room without the need of first opening the 
window shows also that neither apparatus has awaited on the other for 
its successful operation. 

The only question remaining to be determined, then, is, has applicant 
combined these two devices so that the operation of each contributes, 
either simultaneously or successfully, to a unitary result ! 

Not a single part of the mechanism for opening and closing the blinds 
is described as affecting the operation of any part of the locking mech- 
anism, nor is the latter dependent on the former in any respect whatever. 
Both mechanisms perform precisely no other function when used together 
on one window than when used separately a thousand miles apart. 

It is certainly convenient to have them both on one window, as there- 
by the opening and closing of the window for either purpose is avoided ; 
so it would be convenient, in conjunction with these devices, to have 
another for operating the slats in a blind without opening the window. 
But the admission of more than one invention in an application is not to 
be determined on such grounds. There must be intercommunication of 
parts or mutual dependence of the distinct devices to entitle them to be 
incorporated in the same application, and these requisites are lacking in 
the present instance. Digitized by vjuuv ic 

The decision of the Examiner is affirmed. 
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E, O. HOWLAND. 

Inierlocittarjf Jppeal, 
O* G., YoL xii, p. 889. 

APPEAL PBOM TBI DBCWOir OF THB PBIMABT BXAXIMBB IH TBB MA1TBB OP THE APPLICATIOB OF EDGAR 0. 
BOWLAMD FOB LBTTBBB PATENT FOB "IMPBOVBO UFTDfO^ACK," FILBO MAY 31, Ign.^Dteidtd JfOMM 

Several specific devicee embodying the Bame general featnres of construction may be 
retained in a single application, provided a generic claim is made which will cover 
each, and which is patentable. 

A generic claim of snch scope and character is indicative of the same basis of invention 
for each device, and, where it cannot be maintained, there is snch diversity as will 
require a division of the application. 

Notwithstanding they may be all retained, the applicant is not at liberty to make spe- 
cific claim to more than one of the devices. 

HowsoN Sl Son for applicant. 

DoOLiTTLE, Acting Commis9i<mer : 

Applicant appeals from the action of the Primary Examiner, who re- 
fases to entertain certain claims that are presented, on the ground that 
they cannot be construed to include the various modifications illustrated 
in the seventeen (17) figures of applicant's drawings. 

Objection is likewise taken to the retention of certain figures of the 
drawing as being for distinct organizations, and not for simple modifica- 
tions of the principal subject-matter of the application. 

In so far as the mere withdrawal of the claims, which are now reas- 
serted, is concerned, it may be stated that no such action on the part of 
applicant can argue his intention of finally abandoniug them, or of re- 
garding their rejection as well taken. One of many causes may have 
led to their temporary relinquishment, and he is at liberty at any time to 
renew them before the application finally issues, provided there is sub- 
ject-matter in the case to support them. 

The practice of the Ofilce in regard to the admissibility of several 
specific devices, embodying the same general features of construction 
in a single application, has not changed materially siiice the R. K Eagle 
decision, p. 137, 0. D. 1870. It may be stated, in brief, that whenever 
a generic claim can be predicated which is good in view of the state of 
the art, and which will include the modifications or specific devices de- 
scribed or exhibited in the drawings, then these may all be retained in 
a single application ; for it is manifest, from the fact that the claim ap- 
plies with equal aptitude to each, that there are generic features of 
identity which indicate the same basis of invention. On the other hand, 
where no claim of the character indicated can be maintained, it is equally 
true that there is such diversity as will require a division of the applica- 
tion ; this restriction being pursued until the matter retained in any single 
case can be safely said to relate to but one invention, or, in other words, 
can be contained in the broadest patentable c]^p|^jb|^^|f|^pable of 
being drawn to it. ^ 
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The decision in the Eagle appeal proceeds, in sabstance, to say that 
whenever several distinct modi&cations or constrnctions are retained in 
one application, by reason of the test of a generic claim proving their 
substantial identity in invention, it is none the less incambent upon the 
applicant to confine his claims, other than the generic ones, to some 
single species that he may elect. 

This requirement is in strict consonance with the policy of the Office 
to refuse to examine several diverse constrnctions on the payment of a 
single fee, for otherwise the applicant would obtain the same benefit as 
if he had paid a separate fee for each construction, while the Office is in 
equal measure deprived of a portion of its legitimate revenues. 

Applying these principles to the case in hand, I find that claims 1 and 
^ are sufficiently broad to cover both the jack and the capstan (Figs. 16 
and 17). So long as these claims are retained, or others equivalent in 
scope, the presence of Figs. 16 and 17 cantiot be seriously objected to. 

Likewise, Fig. 15 coines within the terms of claim 5, as now presented, 
and should consequently be allowed to remain. How far the future 
status of the case may change all this it is not easy to foresee. The 
Examiner, though, is admonished to require a division and restriction 
if such generic claims as cover all the modifications are relinquished at 
any time hereafter, and to decline the consideration of all specific claims 
save those which relate to the jack, the device which applicant has evi- 
dently elected to retain in specie. 

The objections of the Examiner are overruled. 



PRACTICE IN INTERFERENCE CASES^REF£RENCE. 

IDedded N&vemher 7, 1877.] 
O. G., vol. ziiy p. 979. 

A, the saooessfhl oontestaDt ia an interference prooeeding between pending applica- 
tions, suffered his case to be forfeited subsequently by the non-payment of the final 
fee. If other parties come into the Office thereafter who claim the subject-matter of 
the award, A can neither be notified nor Joined in any new controversy that may 
arise. 

His application is no longer " pending" in the sense of the law which permits pend- 
ing applications to be placed in interference. 

His former adyersaries, however, although debarred by the award from making title 
in themselves, should, if their cases are still pending, be made parties to the new 
interference with the subsequent applicants, in order to fix the rights and status of 
the latter. 

If such new contest results in favor of the subsequent applicants, a patent should issue > 
notwithstanding the date of completed invention is later than that found for A. 

In event A renews his forfeited application, as provided by law, he will be subject to 
contest with any new and successful party whose application has been filed in the 

interval. Digitized by VjUU V IC 
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DooLiTTLE, Acting Commissioner: 

The following qaestion of practice is submitted by an Examiner: A, 
B, C, and D filed applications for the same inventions, respectively, as 
follows : April 18, 1874, January 19, 1875, December 17, 1875, and De- 
cember 20, 1875. 

An interference was finally declared between these applicants March 
13, 1876, and decided in favor of A, July 31, 1876. Accordingly a 
patent was allowed A ; but failing to pay the final fee of $20 within six 
months after notice of allowance, his application became forfeited Jan- 
uary 31, 1877, as provided by section 4885 B. S. 

August 10, 1877, and September 1, 1877, E and F also filed applica- 
tions for the same invention. Query : <* What shall be done with the 
applications of E and F I '^ 

The law requires that " whenever an application is made for a patent 
which, in the opinion of the /Commissioner, would interfere with any 
pending application, or with any unexpired patent," he shall proceed to 
determine who is the prior inventor. The first thing to determine in 
the present case is, which are pending applications. 

The application of A, to whom priority was awarded, cannot be con- 
sidered as longer pending, in view of the language of sections 4885 and 
4897 B. S. The former sectioii provides that where the final fee is not 
paid within six month?} from the time at which the patent was passed 
and allowed, and notice thereof was sent to the applicant or his agent, 
the patent shall be withheld. Section 4807 authorizes in such cases the 
making of a second application 'Hhe same as in the case of an original 
application," by the same person, or his legal representatives, within 
two years after the allowance of the original application. Such second 
application is, to all intents and purposes, a new application, taking date 
from the date of its renewal, subject to a new examination as to form 
and merits, and also subject to inquiry as to the matter of abandonment, 
by. public use, for more than two years prior to the date of its renewal, 
or as to other matters constituting an abandonment of the invention to 
the public. 

A forfeited application stands on no better footing than an application 
abandoned under section 4894, by reason of non-prosecution of the same 
within two years after the last action thereon by the Office. It is dead, 
and cannot be used for purposes of reference, or as a basis for an inter- 
ference, it no longer being a pending application. 

It follows, then, that A's forfeited application must be left out of con- 
sideration in the determination of this question. 

Although the previous judgment of priority against B, 0, and D is 
good against them as to the subject-matter of the interference with A, 
yet their applications must be considered us pending for some purposes. 
It being within two years since the determination of that interference, 
the applications mentioned must be regarded as pending to allow any 
claim which can be based by the respective applicants on matters not 



DECISIONS OF THE COMMISSIONER OF PATENTS. 123 

involved in ipaid interference. Tlias, being ^« pending" applications 
within the terms of the law, the respective dates of their filing must be 
regarded as making a prima facie case against the later applicants, E 
and F, and the latter parties must, at least, overcome this prima facte 
right, if they insist on the prosecution of their applications. 

Although B, C, and D can in no event receive a patent for the inven- 
tion for which another was declared to be the first and original inventor, 
they need not rest on the prima facie case, but, if they choose, may con- 
test the claim to priority of E and F. 

Should E or F succeed in establishing priority against B, 0, and D, 
and at the same time fail to prove an earlier date of invention than A, 
nevertheless the successful party would be entitled to a patent as against 
A, as he was not a party to the former interference, and could not, there- 
fore, be bound by the judgment therein. Should A, however, file a 
second application within the two years provided by law, he would be 
subject to an interference with this or any other new and successful 
party whose application may in the mean time have been filed. 



A. D. ELBERS. 

Interlocutory Appeal. 

APPEAL FBOM THB DBCIBIOK OF THR PRINCIPAL BZAMIKBR IN TUB MATTBB OF T1IK An*UCATION OF A. 
O. BLBKKS FOR THR RBI88UB OF LBTTBR8 PATENT NO. 194,433, FILED SBITBMBBB 17, 1877, FOB "PBO- 
CEflS OF TREATING MINERAL WOOL."— HMUled Nwetl^btr 34, 1877. 

To size Bheets of mineral wool after the wool fibers have been protectively coated ac- 
cordiog to the invention is not a distinct process in the sense of necessitating a 
division of the application. 

The sizing is resorted to as a simple expedient to fit the wool for certain of its nses. 
There is no departure from the essential invention in sag^esting it. 

A description that sets forth the general theory of a process invention, but fails to dis- 
close some one method of carrying it into eftect, is insufficient. So, likewise, is a 
claim that is not tangible or well defined. 

A. V. Briesox, for applicant. 

DooLiTTLE, Acting CommisHoner : 

The essential subject-matter of the invention, as set forth in the origi- 
nal patent, lies in the treatment of mineral wool with bituminous, resin- 
ous, or gumming substances, in such manner that the fiibers of the wool 
will be coated with these substances, or with the carbonized residue 
drrivable therefrom, which will render the wool water-proof, and pre- 
vent the decomposing and disintegrating action of atmospheric gases, 
particularly carbonic-acid gas. 

It is this idea of coating the fiber which runs through the whole 
specification, entirely irrespective of the fact as to whether the fiber is 
to be used in a loose or compact state, whether it igig^o^^^^ij;^qi'^^- 
maiu unsized. ^ 
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The Examiner objects to so mach of the case as refers to the sizing 
of the sheets, holding it to be an entirely independent process. I can- 
not agree with him as to this view. The sizing of the fiber is simply- 
resorted to for the purpose of adapting it to some of its uses in the arts, 
jast as in another part applicant proposes to leave it loose and uncom- 
pressed when it is to be used as a filtering medium. 

Thus, if an inventor had devised a new process of paper-making, the 
Office would hardly require him to confine his specification to the method 
of making unsized paper, when it is apparent that for some purposes a 
sized paper would bo desirable, and that it could be prepared without 
the slightest departure from the underlying principles of the invention, 
and by the ordinary exercise of the well-known principles of the art. 

The ^sizing of the fiber in the present instance seems to stand on the 
same level with .the sizing of the paper in the example, and is liable to 
as little objection. So far, however, as the amended specification and 
the claim presented by applicant, the question of the Examiner is un- 
hesitatingly affirmed. 

The law requires that the specification shall be full, clear, and exact, 
and that the claim shall be specific and well defined. A specification 
abounding in generalities, with not a single hint as to the preferable 
way of carrying the invention into effect, but simply stating the pur- 
poses to be attained and the general manner of their accomplishment, 
will not suffice. The original specification is much clearer, and should 
be substantially adhered to. From the claim it is uncertain whether 
the mineral wool or the bituminous substances are to be ^' in a vapor- 
ized condition." 

So far, too, as the act of " exposing mineral wool" is concerned, there 
seems to be little on which to base a claim. The novelty lies in the im- 
proved result accomplished arising from the particular manner of treat- 
ment, and the claim should be for the well-defined order of procedure, 
whereby this result is attained. 

The Office and the public alike have a right to require a clear and 
specific summary of invention — ^a requirement which the present clause 
of claim utterly fails to meet. The applicant must furnish a description 
that will tell horn the invention is practiced, as distinguished from it« 
general theory, and must accompany it with a clear and tangible form 
of claim. 

The position of the Examiner with regard to this matter is therefore 
sustained. 



HORATIO K COOK. 
Jppeal, 

APPEAL FKOM THB DECISION OF THE BOARD OF BXAMINER8-IN- CHIEF IN TUB MATTER OF THE APPLICATION 
OP HORATIO N. COOK FOB LBTTBBa PATENT FOR '* IMPBOVEMBNT IN BELT-LACING."— i>ecu2ed DtcemlH^ 

^®» *®^- jitized by V 

It requires do inveDtion to wind belt-laoing on a spool, in the manner and for the par- 
pose common to threads, yarns, &c. 
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Speab, Gomnmsioner : 

It may bo admitted that the reference is not especially pertinent to 
this case, since it does not show, either precisely or with any reasonable 
nearness, the alleged invention as specified in the claim. The claim is, 
<^ as an improved article of commerce, belt lacing A, wonnd npon spools 
S, substantially as above specified.'^ The spool is an ordinary spool, 
and the belt-lacing has no novelty in itself. It is wound upon the spool 
in the ordinary manner of winding such an article, and, indeed, in the 
only manner in which it could conveniently be wound. 

The Examiners-in-Chief, very properly disregarding the reference, 
took into CQusideration the well-known and admitted. state of the art 
relating to the <' spooling of all kinds of threads, yarns," &c. I agree 
with them that this is substantially the same thing, an(] although it 
does not appear that what may be called this particular kind of tape 
was ever before wonnd upon a spool, the manner of winding is the same, 
the spool is the same, and, for aught that I can see, the effect is pre- 
cisely the same. All the interior layers are protected, and no part is 
exposed to the air, excepting the exterior layer, which is equally true 
of a spool of cotton or silk. 

I agree, therefore, with the ExaminersinChief, that there is no sub- 
stantial novelty or invention in the case, and accordingly affirm their 
decision. 



DECISION OF THE HONORABLE SECRETARY OF THE IN- 
TERIOR. 

O. G., vol. xii, p. 475. 

IN THE MATTEB OF THE APPLICATION OF JAMBS SAROEHT FOB A BBVOCATION OF THE ORDER MADE BY THE 
COMKI88IONEB OF PATENTS JULT24, 1877— SUSPENDING TUB iftsUB OF LBTTEBb PATENT— SUUJECT-MAITEB, 
•• DfPBOVEMEMT IN TIME-LOCKS." 

Depabtmbnt op the Intebiob, 

Office of the Secretary, 
Washington J September 13, 1877. 
Sir: On the 3d ultimo James Sargent filed an application in this 
department asking for a revocation of the order made by you Jaly 24, 
1877, suspending the issue to him of letters patent for an << improve- 
ment in time-locks," to which he had been adjudged entitled by your 
Office. 
The facts upon which this application was based are as follows : 
On the 12th of February, 1874, Mr. Sargent filed in your Office an 
application for letters patent for said invention. This application prov- 
ing defective, on the 12th of March, 1875, a new application was sub- 
Btitated therefor. Pending the consideration of this application, and 
before its allowance, two interfering applications were filed, viz, those 
of Emery Stockwell and John Burge, and interferences were declared. 
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Each of the contests thus iostitated was decided in favor of Mr. 
Sargent, the latter on appeal to your predecessor in person, who, oa 
April 11, 1876, decided that Mr. Sargent was the original inventor of 
the sQbject-matter of said interference, and entitled to a patent there- 
for. Subsequent to this decision interferences with Mr. Sargenf s appli- 
cation were declared npon three interfering applications, viz, those of 
Oliver I. Pillard, Lewis Lillie, and Samuel A. Little. Each of these 
interferences was in turn decided in favor of Mr. Sargent, the latter by 
yon on the 9th of July, 1877. Prior to the latter decision, and on June 
14, 1877, Mr. Burge, a former interfering applicant, filed a bill in equity 
in the supreme court of the District of Columbia, under section 4915, 
Bevised Statutes, making Mr. Sargent a defendent, and reciting the 
proceedings had in your Office in the interference case between himself 
and Mr. Sargent, and the several decisions therein made, and praying 
that he might be adjudged, upon consideration of the evidence there- 
after to be submitted, entitled to a patent for the invention which had 
been the subject-matter of the interference aforesaid. 

After your decision of Jnly 9, aforesaid, Mr. Burge filed an application 
in your Office requesting you to suspend the issue of a patent to Mr. 
Sargent until the final determination of the matters involved in the suit 
aforiesaid pending in the supreme court of this District. 

No fraud was alleged in said application in the adjudications and 
determinations of the rights of the respective parties in the contest 
theretofore had in your Office, nor were there any interfering applica- 
tions then pending against Mr. Sargent's application. 

Upon a full consideration of the application thus presented, and the 
matters therein contained, you decided on the 24th day of July last that 
you had a right, by virtue of the discretionary power vested in you as 
Gommissioner of Patents, to suspend the issue of the patent to Mr. 
Sargent until the final determination of said suit, and thereupon, the 
premises being considered, ordered its suspension. 

Mr. Sargent denies your right or authority to make the order of sus- 
pension, and alleges that it is in plain violation of the express provisions 
of the statute. 

I have carefully considered the questions thus presented, together 
with the very able arguments of counsel made thereon. 

The first question presented for my consideration is: Whether you 
have the right to make such an order, by virtue of the discretionary 
power vested in yon as Commissioner of Patents, after final decision in 
a case, except where fraud or new matter is alleged. As an executive 
officer you have the authority to exercise such powers and functions as 
are conferred upon you by the statutes creating your Office and defin- 
ing your duties, together with those which may be prescribed in the 
rules and regulations adopted to facilitate the business of your bureau^ 
with the approval of the Secretary of the Interi(y:..^^^^h^8j(^|i^g are in 
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part quasi judiciBXj and in part administrative or ministerial and direct- 
ory. 

In the discharge of year judicial duties yon hear and determine the 
rights of parties within the statute, governed by the same rales as a 
court. In the discharge of yonr administrative duties, whether of a 
ministerial or directory character, the law must 6e executed according 
to its letter and intent. 

The rights which you are to determine are those which are granted 
by law, and are confined to a particular class. The mode of ascertain- 
ing and determining these rights, as well as their duration or continu- 
ance, is well defined by the statutes and the rules and regulations of 
yonr Office. These rights cannot be enlarged, abridged, or defeated, or 
at least should not, and will not be, if the law is properly administered. 

Letters patent for an invention are not to issue until the right thereto 
is clearly established in accordance with the law and the rules and reg- 
ulations of your Office ; but when this is done, and all of the conditions 
and requirements of the law, as well as the rules and regulations of 
yonr Office have been fully complied with, they cannot be withheld. 
Sections 4888 to 4892, inclusive, of the Revised Statutes, define and 
prescribe what an inventor or discoverer must do before he shall receive 
a patent for his invention or discovery. Section 4893 defines your du- 
ties upon an application being filed, and is as follows : 

On the filing of any snoh application and the payment of the fees required by law 
the Commissioner of Patents shall canse an examination to be made of the aUeged new 
inyentioo or discovery, and if on snch examination it shall appear that the claimant 
is Jnstly entitled to a patent under the law, and the same is saffioiently nsefal and im- 
portant, the Commissioner shall issne a patent therefor. 

This language as to your duty is clear and explicit, and does not ad- 
mit of doubt, If an applicant is a^udged to be entitled to a patent for 
the invention claimed, and has fully complied with the law and the rules 
and regulations of your Office, in the payment of fees, &c., he is enti- 
tled to demand that the patent shall issue to him, and there is no right, 
legal or otherwise, which will justify withholding it. 

If a "legal bar^ be interposed to the applicant's right to^ patent, 
then he is not "justly entitled" to it, and it should be withheld, but in 
the absence of such bar the patent must issue unless an appeal be taken 
in cases where an appeal is provided by law. 

If there be an interfering claim, then it cannot be said that he is 
"jnstly entitled^ until the issue thus made is determined in accordance 
with the law and the regulations governing your Ufflce, although he 
may have made an important invention and discovery, and would other- 
wise be entitled ; but if after a fair consideration of such interfering 
claim it be decided that he is entitled to a patent, his right is unchanged, 
and he may demand that the patent issue. 

Reference is made in your decision to the words " may issue" in sec- 
tion 4904, Revised Statutes, which prescribes the course of procedure 
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whenever an iuterfering application is filed. The section reads as 
follows : 

WheDever an application is made for a patent, whioh, in the opinion of the Commis- 
sioner, wonld interfere with any pending applioation, or with any anezpired patent, 
he shall g^ve notice thereof to the applicants, or applicant and patentee, as the case may 
be, and shall direct the Primary Examiner to proceed to determine the question of 
priority of invention. And the Commissioner fMiy i88u>e a patent to the party who is 
adjudged the prior inventor, unless the adverse party appeals firom the decision of the 
Primary Examiner, or of the Board of Examiners-in-Chief , as the case may be, within 
such time, not less than twenty days, as the Commissioner shall prescribe. 

In relation to the words " may issne,'' you state : 

The discretion reposed by *' may issue" is, to my mind, a real one, and becomes im- 
perative only after a thorough search and general review has been had, ** and if (sec- 
tion 4'*93) on such examination it shall appear that the claimant is justly entitled to a 
patent under the law.'' The supreme court of the District in the case of Hull vs. The 
CommUsioner of Patents^ 7 Officiax Gazette, 559, and 8 Official Gazette, 46, ex- 
pressly confirmed the Commissioner in his right to withhold the issue of a patent un- 
der the authority of the section just above quoted. I find nothing inconsistent with 
this right in the language of section 4904 respecting interferences ; but, on the con- 
trary, a very scrupulous regard for it by the employment of apt terms which shaU not 
conflict with its exercise. Since, then, there is nothing compulsory resting upon me in 
the present instance, there remains for me simply to decide whether it is fair to all 
parties that I should suspend the issue of the patent as prayed for. 

In deciding that the words " may issne'' give you a discretion in the 
issuance of a patent, I think you erred. I am of opinion that the word 
'^may," in that section, should be read ^^ shall," the same as in section 
4893. In Mason vs. Pearson^ 9 Howard, 260, the Supreme Court say : 

Whenever it is provided that a corporation, or officer, ''may" act in a certain 
way, or it " shaU" be lawful for them to act in a certain way, it may be insisted 
on as a duty for them to act so, if the matter, as here, is devolved on a pub- 
lic officer, and relates to the public, or third persons. Thus in Rex and Regina vs. 
BarhWt 2 Salkeld, 609, where the statute directs the doing of a thing for the sake of 
justice, or the public good, the word " may" is the same as the word *' shall." Thus 23 
Hen. VI. says, *^ the sheriff may take bail." This is construed, he shall, for he is com- 
pellable " so to do*" Carthew, 293, 

Numerous cases might be cited showing this to be the well-settled 
construction of that word in similar statutes. 

From the decision of the Commissioner of Patents in an interference 
case no appeal lies to any other tribunal. (Revised Statutes, sec. 4911; 
JEdisonet al. vs. Edison et alj 9 Official Gazette, p. 403.) In other 
words, your decision in such cases upon the merits is final. It is con- 
tended, however, that by virtue of the provision in section 4915, Revised 
Statutes, providing a remedy for the defeated applicant by bill in 
equity to establish his right to a patent for the invention claimed, a de- 
cision final in its character in one of the Departments of the Government 
should be held in abeyance to await the determination of the same 
question in a co-ordinate Department of the Government. This view ot 
the case was adopted by you, and, as I think, erroneously. ^ 

If such was the intention of the law-maker he has failed to express it 
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The proceeding in the court of equity is a proceeding de novo^ and I am 
unable to conclude that Congress intended that a party who has sub- 
mitted his claim to a right to a tribunal clothed with powers of final 
adjadication thereon should be deprived of that right when the adjudi- 
cation is in his favor until another tribunal, not appellate or supervisory, 
has examined and determined the same question. The proceeding in 
equity is in no sense an appeal from your decision, nor does it, or can 
it, have the effect to supersede it. 

Such also appears to be the opinion of the counsel for Mr) Burge, for 
on page 6 of his brief he says: 

Second. If in the course of the equity proceeding Sargent Bboold show to the satis- 
faction of the Commissioner that Burge was not prosecuting his suit hanafide^ but, on 
the contrary, was simply compassing delay and yexation to Sargent under color of 
law, no doubt the Gommissioner would issue the patent to Sargent. 

If, then, the proceeding by bill in equity does not operate as an ap- 
peal, nor to supersede the decision made in your Office, can the with- 
holding of a patent from Mr. Sargent be justified by what is termed 
discretionary power, in view of the statute which says that the patent 
shall issue? I think not. It cannot be fairly presumed, or at least it 
should not be presumed by you, that any different conclusion can or 
will be arrived at in that court than has already been made. If a rea- 
sonable doubt existed as to the correctness of the conclusion arrived at 
in your Office, then the proper proceeding would have been an applica- 
tion for a reconsideration of the former decision in the case upon the 
merits; but independent of such a doubt the issue of a patent should 
not and cannot be stayed. 

The case of Hull vs. The Commissioner of Patents, 2 MacAllister, p. 90, 
is quite different from this. There the Commissioner evidently did 
doubt the right of Mr. Hull to a patent, although a subordinate tribunal 
in his Office had decided that he was entitled to it, and for this reason 
he withheld it. Had the Commissioner of Patents in person decided 
that Mr. Hull was entitled to the patent, could he then reasonably or 
legally have withheld it ? The court even in that case would have been 
powerless to grant the writ of mandamus, because another remedy is 
provided by law, but the Commissioner's supervisory power would have 
been wanting because the reason for its exercise would have ceased to 
exist. 

In this case your predecessor in person decided that the patent should 
issue to Mr. Sargent. The correctness of that decision has not been 
successfully assailed before you, nor attempted, except by interfering 
applications, which have all been decided iu Mr. Sargent's favor. 

I am, therefore, brought to the conclusion that at the time of making 
the order of suspension there was no legal reason why the patent should 
not have been issued, and that there was no duty to be performed by 
you except the ministerial duty of preparing and issuing the patent, 
and that in the performance of those duties the statute is mandatory. 
9d 
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The second question presented for my consideration is: '^Have I the 
legal right to direct yon now to issue a patent to Mr. Sargent? This 
right is denied by Mr. Burge's couusel. If there were any questions 
affectiDg the merits of Mr. Sargent's application still pending before 
you, there could be but one answer to this question, viz, that I have 
not that right. Such, however, is not the attitude of this case. All of 
the merits of the case have been determined in your Office, and Mr. 
Sargent has been decided entitled to a patent for the invention claimed. 
Nothing remains to be done but the ministerial duty of issuing it to 
him. In this view of the case, it becomes important to know what my 
duties are in the premises. 

By section 441, Bevised Statutes, the Secretary of the Interior is 
charged with the supervision of certain branches of the public business, 
among which is "patents for inventions.'' By section 481 it is provided 
that the Commissioner of Patents, under the direction of the Secretary 
of the Interior, "shall superintend or perform all duties respecting the 
granting and issuing of patents directed by law." Section 4883 provides 
that " all patents shall be issued in the name of the United States of 
America, under the seal of the Patent Office, and shall be signed by the 
Secretary of the Interior, and countersigned by the Commissioner of 
Patents," &c. 

I think it is quite clear that the supervision and direction with which 
the Secretary of the Interior is charged means something more than an 
approval of the act of the Commissioner of Patents. The responsibility 
of seeing that the work is pioperly done by the Commissioner of Patents 
is with the Secretary of the Interior. This includes negative as well as 
affirmative acts. 

The Commissioner of Patents is to "superintend or perform all duties 
respecting the granting and issuing of patents," but these duties are to 
be performed "under the direction of the Secretary of the Interior." 

If the Commissioner neglects or refuses to perform any duty required 
by law to be performed by him under the direction of the Secretary of 
the Interior, or performs a ministerial or administrative duty improperly, 
I am of the opinion that the Secretary of the Interior, by virtue of his 
supervisory power, may direct him in its performance. To be charged 
with the responsibility of the supervision and direction of any kind of 
work or business, by law, and not be able to require that it shall be in 
accordance with the law, would be anomalous indeed. 

But it is said that if the Commissioner of Patents neglects or refuses 
to perform any duty required of him by law, the court will compel him 
by mandamus to perform it. Supposing this to be so, does that lessen 
the obligation and responsibility on my part in such a case, if I am 
called upon to see to it that the law be executed 7 The fact that a court 
which is charged with the duty of protecting all persons in their rights 
will, when the facts are presented to it, grant such a writ, in no way 
relieves me of the duty of making a proper order for the performance of 
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tbe same ILiDg, where the work to be done is in the hands of an officer 
who performs all of his duties under my direction, ana I am charged 
with the responsibility of seeing that that work is properly performed. 

If I am correct in this conclusion, and I see no escape from it, then it 
is clear that I have the right to direct the Commissioner of Patents in 
the performance of all administrative or ministerial duties. 

The duty now to be performed, as before stated, of issuing a patent 
to Mr. Sargent is merely ministerial. 

The last question presented for my consideration is : Should an order 
now be made for the issuance and delivery of letters patent to Mr. Sar- 
gent for the invention to which he has been adjudged entitled by your 
Office 7 There is no doubt that the invention claimed is patentable. In 
fact, this is conceded by all parties, and has been so determined. The 
only reason which has been assigned why a patent should not now issue 
to Mr. Sargent is that a bill in equity has been filed in the supreme court 
of the District of Columbia, in consequence of which the same questions 
which have been determined in your Office will be considered and passed 
upon, and it is possible that by a trial de novo a different conclusion may 
be arrived at from what has already been reached. This, in my opinion, is 
not a sufficient reason for withholding the patent. It must be presumed 
that the questions at issue between the parties have been correctly 
decided in your Office upon the law and the facts presented. 

If the decision made in your Office is erroneous, Mr. Surge has his 
remedy in the court, but pending that inquiry executive action cannot 
be stayed. Due regard must always be given to the rights of all parties 
in interest in any proceeding, but if, after a fair consideration of all the 
questions affecting them, you are compelled, in obedience to law and the 
facts presented, to decide in favor of one and against the other, so that 
your judicial functions are exhausted, it is neither equitable nor just that 
the party who has established his right to the claim in controversy, 
should be delayed in the enjoyment of it, so far as it depends upon your 
action, because it is possible that another tribunal, not appellate, may 
determine the same question otherwise. 

If the filing a bill in equity by parties asiserting adverse claims, to re- 
try questions already decided by your Office, could be permitted to stay 
final action on your part, very few patents for really valuable inventions 
would, in my. opinion, hereafter be issued, and the injurious results 
wnich would necessarily follow would be beyond calculation. 

The administration of your Office should be such as to promote rather 
than discourage the making of useful and important inventions and 
discoveries. 

I am not nnmiudful of the spirit of absolute fairness to all parties 
which prompted your action in this case, but I am compelled, upon a 
full consideration of the questiops of law involved and my sense of duty 
in the premises, to arrive at a different conclusion. 

Ton are, theretbre, hereby directed to prepare for issue the letters 



132 DECISIONS OF THE C0MMI8SI0NEB OF PATENTS. 

patent for an improvement in time-locks to which Mr. Sargent has been 
adjndged entitled. 
I herewith transmit the application and the papers filed therewith. 
Very respectfnlly, 

0. SOHURZ, 

Secretary. 
To Hon. Ellis Spbab, 

Oanimis9ioner of Patents. 
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Prior to the inyention of Pearl ansacoessfal attempts bad been made to redace tbe weigbt 
of tbe ring-spindle and bobbin in general use, and thns diminisb tbe amount of power 
required to run them. The patentee effected this desideratum by making tbe blade 
shorter than the bobbin^ which was provided with a bearing therefor in the center. 
The bobbin was made light, and a plug or bushing inserted in the upper end to 
strengthen it. The upper bushing forms no function in the combination of the bobbin 
and spindle, and the words " the described bobbin," occurring in tbe claimsj must be 
construed not solely with reference to the words in the specification, but with refer- 
ence also to the limitations in the context of tbe claims. 

When in the specification of the original patent the inventor describes a new and 
useful combination of a number of ingredients ^rforming, in combination, certain 
functions less than he has claimed, he may, in the teissue, claim such combination 
of the less number which he has described, suggested, or substantially indicated as 
his invention, but failed to include in his claims. 

A reissue need not describe the invention in the exact language of the original, but 
may contain a more full and exact description of what was there imperfectly de- 
scribed. 

Mere change of form or location in a mechanical structure is not the subject of a patent, 
without showing that some new or materially-improved result is obtained. 

The greatly-improved result attending a change in the form or location of parts, when 
viewed in connection with the failure of the many experiments previously made to 
accomplish similar results by mere structural changes, has a great tendency to prove 
that they involve some functional difference beyond mere mechanical perfection and 
adjustment. 

Benjamin F. Thubston, D. Hall Bice, and Charles E. Pratt for complainants. 

Chauncet Smith, James J. Storrow, and William W. Swan for defendants. 

OPINION OP THE OOUET. 

Shepley, J. ; 

Reissned letters patent No. 6,036 were granted to the complainants 
September 1, 1874, for an ^^ Improvement in bobbins and spindles for 
spinning machines." 
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The bill in this case is brought for an alleged infringement of the 
reissaed letters patent. 

The answer of the defendants denies infriDgement, |ind alleges that 
the patent is void on its face, for the reason that the difference between 
what the specification describes as old and that which it describes as 
new is not a difference which constitutes an invention patentable undei* 
the law ; that the patent is void for want of novelty, because, in view 
of the state of the art existing at the date of the alleged invention, the 
device described in the specification is not new in the sense of the patent 
law, nor substantially different from what was previously known and in 
public nse ; that the reissue is void because not for the invention dis- 
closed, and intended to be covered by the original patent. 

Before the improvement of Pearl, the ritig-spindle and bobbin made 
by the leading spindle-makers, and as us-hI and understood by manu- 
facturers generally, had an established and approved form, size, and 
weight, as represented by the Fig. 2 in the drawing of the original pat- 
ent. The spindle was constructed to rest and revolve at its lower end 
in a step in the lower rail of the frame. It was supported by the bol- 
ster in the upper rail of the spinning-frame. Between the step on the 
lower and the bolster on the upper rail was attached to the spindle 
the whir], by means of which and its connections motion was communi- 
cated to the spindle. Above the bolster the blade of the spindle pro- 
jected about six inches, receiving and extending through the bobbin. 
The usual weight of the spindle was about twelve ounces, the proper, 
tion of the weight of the blade above and the butt below the top of 
the bolster being about two and one-quarter ounces tor the weight of the 
blade and nine and three-quarters ounces for t^ie weight of the butt. 
The wooden bobbin which was used in combination with this spindle was 
chambered or reamed . out, so as to leave a bore or central chamber of 
greater diameter than the spindle, except at the top and foot of the 
bobbin, where there were frictioual adhesive bushings adjusted to keep 
the bobbin in the same relation to the spindle and to enable the spindle 
to carry the bobbin with it in its rotation. This rotation, in practical 
nse in spinning, was at the rate of five or six thousand revolutions per 
minute. Nearly one-half of the whole power utilized in running the 
machinery of a cotton-mill was expended in driving the spindles for 
spinning. Experiments had been made of removing a portion of the 
metal from the butt end of the spindles below the bolster, in the expec- 
tation that by thus reducing the weight of the spindles much less power 
would be required to drive them. These experiments failed. Tested 
by the dynamometer, the spindles thus rendered lighter by the removal 
of some portion of the weight of that part of them below the bolster 
required more power to drive them than the old and heavier spindles. 
To overcome the tendency to gyratory motion in the comparatively nn- 
snpported blade of the spindle, it appeared requisite that a certain fixed 
proi>ortional relation should be maintained between the respective 
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weights of the blade and the butt of the spindle^ and, as one of the con- 
ditions of economical spinning, involved, necessarily, the use of a bobbin 
of or about the length of six inches. Before the invention of Pearl no 
substantial advance had been made in the efforts to modify the form of 
the spindle in common use so as to effect a material saving of the power 
requisite to drive it with the required velocity of rotation. 

The device of Pearl consists in a combination of a modified form of tbe 
ringspindles with a modified form of the bobbins, having frictional or 
adhesive bearings, uniting them to the spindles, and carried with it. 
This modified or improved spindle was shortened in the blade, and, in- 
stead of extending as before substantially to the upper end of the bob- 
bin, was only made of sufficient length above the bolster to enable an 
adhesive bearing, which he provided in the center of the bobbin, to hold 
the bobbin firmly on the spindle. He correspondingly lightened the 
lower part of the spindle and whirl below the bolster, without destroying 
the proper proportional relation of the parts of the spindle to each other, 
necessary to insure steadiness of rotation. He also modified the form 
of the bobbin, making it of a light or thin shell, retaining the lower 
frictional bushing or adhesive bearing at the bottom, and adding a fric- 
tional adhesive bushing in the center of the bobbin, the lower and the 
central bushings sustaining the bobbin on the spindle, in place of the 
former mode of sustaining it by adhesive bearings at the top and bottom 
of the bobbin. He added a plug, re-enforce, or bushing also at the top 
of his bobbin, not having, apparently, any function in combination with 
the spindle, with which it did not come in contact, but only as one mode 
of strengthening the bobbin itself. 

He describes his invention thus : 

My inyentioQ relateSy first, to certain improvements in the const ractlon of bobbins , 
having frictional or adhesive bearingSy uniting them to the spindle and carried by it^ 
tbe object of this part of my invention being to make a very light bobbin, and strengthen 
its various parts so that it will not easily be crashed or broken ; second, to an improved 
constroction and combination of both the bobbin and ring-spindle, so that they can be 
sncoessfally used with greater advantage of length of traverse, speed, and steadiness 
of rotation than heretofore attained, and at the same time be much lighter, the ob- 
ject of this part of my invention being to greatly diminish the amount of power re- 
qaired ^ drive the spindle at any given speed, and increase its efficient operation at 
tbe Bame time. 

After describing the spindles and bobbins in common use, and reciting 
the difficulties which had attended the attempts there£;ofore made to re- 
dace the weight of the entire spindle below a certain standard, he pro- 
ceeds first to describe the bobbin of his improved construction : 

This bobbin is made with a thin and light shell or band of wood, and has a lower 
adhesive or finctional bearing, kf and a middle one, t, and is also bushed at the upper 
end by a plug, re-enforce, or bashing, l, and the bearing h i and bushing I are united to, 
and combined with, the shell of the bobbin, and strengthen it in aU directions from 
being broken. The adhesive or frictional bearings A; i are made to sustain the bobbin 
on the spindle in one position with relation to the latter, and so ai^||^^^^|;^f^]^|ndle 
to carry the bobbin with it in its rotation. ^ 
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He then describes his improved ring-spindle : 

My improved ring-spindle, instead of extending substantially to the npper end of 
the bobbin, as heretofore, is only made long enough above the upper bolster D to enable 
the adhesive bearing i at the center of the bobbin to hold the latter firmly upon it, as 
shown. I am thus enabled to remove a large portion of the upper part of the blade of 
the spindle above the bolster, and the tube of the bobbin projecting beyond the short- 
ened blade of the spindle, resting, by its adhesive central bearing, upon the latter, and 
being both light and rigid, retains its length and the position which it had before the 
spindle-blade was shortened, while the traverse of the spinning-frame and the length 
of the bobbin remain as before. 

By thus dispensing with the length and weight at the top of the spindle above the 
bolster, while the length of the bobbin and traverse of the frame remain as before, 
relatively, I am enabled to lighten the lower part of the spindle and whirl below the 
bolster, many times the weight taken from its blade above, without destroying the 
proper balance of the spindle and its consequent steadiness of rotation, and by these 
means I accomplish the ultimate effect, which is the purpose of this improvement, 
of enabling the spindle to be run steadily at high speed with much less power than 
heretofore, thus diminishing the expense and increasing the production at the same 
time. 

The claims of the patent are for — 

1. The described ring-spindle, having its blade from the bolster D upward shorter 
than the bobbin and combined with the bobbin, constructed substantially as described^ 
by means of the adhesive bearings, as and for the purpose set forth. 

2. The combination of the bobbin, the intermediate adhesive bearing i, and the blade 
of the spindle made shorter than the bobbin from the bolster D upward, substantially 
as described. 

3. The described bobbin, provided with the central adhesive bearing i, the chambers 
g hy and the adhesive foot-bearing X;, substantially as described. 

4. The described bobbin, provided with the central adhesive bearing i, the two 
chambers g h, and the upper and lower end bushings or headi?, substantially as 
described. 

' The spindle and bobbin used by the defendants is substantially like 
the spindle and bobbin described in the Pearl patent, omitting from the 
bobbin the bushing ?, at the upper end of the bobbin, being the upper 
bushing referred to in the fourth claim of the reissued patent. It clearly 
embraces the combinations covered by the first, second, and third claims, 
and as clearly does not embrace the combination in the fourth claim. 
The construction of the claims contended for by the defendants, which 
makes the described bobbin in all the claims necessarily require a bobbin 
which has the lower, central, and upper bushings described in the speci- 
fication, cannot be sustained, in view of the evident intention to describe, 
in the first claim, a combination of the shortened ring-spindle with a 
bobbin having the central and lower adhesive bearings described ; in 
the second claim, to describe the combination of the shortened ring- 
spindle with a bobbin having the central intermediate adhesive bearing; 
in the third claim, to describe a bobbin having the elements of the 
central adhesive bearing, the adhesive foot-bearing, and the two cham- 
bers above and below the central bushing ; and, in the fourth claim, the 
bobbin having the central adhesive bearings, both the upper and the 
lower end bushings, and the two chambers. There is no diflSculty in 
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understanding the elements of the combination claimed in each one of 
these claims, and the words ^^ the described bobbin " mast be constraed 
not solely with reference to the words in the specification, bat with ref- 
erence also to the limitations in the context of the claims. 

A careful comparison of the reissned patent in this case with the 
original fails to show that the reissned patent embraces in its descrip- 
tion or claims anything which was not suggested and substantially indi- 
cated in the original. Nor is any combination claimed in the claims of 
the reissue of fewer elements than in the original, where such combina- 
tion is not clearly described, as the invention of the patentee in his 
original specification. The upper bushing I is not described in theoriginal 
patent as an essential element in the combination, but only as a re- 
enforce to strengthen the bobbin, to avoid the danger of breaking or 
crashing it in the operation of putting it on or taking it off the spindle, 
and its connection with the other elements which go to make up the 
combination (either of the elements of the improved bobbin or the com- 
bined improved bobbin and the improved spindle) may be regarded 
rather as an aggregation than a combination, as the re-enforce I has no 
part in the combined function of those other elements, the combination 
of which constitutes the invention described alike in the original and 
the reissue. When in the specification of the original patent the inventor 
describes a new and useful combioation of a number of ingredients, per- 
forming in combination certain functions less than he has claimed, he 
may in the reissue claim such combination of the less number which he 
has described, suggested, or substantially indicated as his invention, 
bat failed to include in his claims, and the reissue need not describe it 
in the exact language of the original, but may contain a more full and 
exact description of the same invention, imperfectly described in the 
original. There is nothing in the decision in Wells vs. QUI in conflict 
with this statement of the principle of patent law. 

The positions taken by the defendants in this case, Chat the difference 
between what is described in the specification as old and what is de- 
scribed as new is not a difference which constitutes a patentable inven- 
tion, and that the device set forth in the specification, in view of the 
state of the art, is not new in the sense of the patent law, have been 
very elaborately and ably presented to the court in arguments embody- 
ing a very careful analysis of all the elements and ingredients of the old 
and the new devices and combinations. 

Considering first the difference between what is described as old and 
what is described as new in the specification, it is contended that these 
differences consist only in changing the location of the upper adhesive 
bearing from the top to the central portion of the bobbin, and that when 
this change of location is made the shortening of the spindle, by cutliing 
off the superfluous part above the bearing, which performs no function, 
is one of mere mechanical skill, obvious to any mechanic, and not re- 
quiring invention. Mere change of the form of a machine is the work 
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of a constractor, not an inventor; snch a change cannot be deemed an 
invention. ( Winans vs. Denmead^ 15 Howard, 340.) 

Mere changes of form or location in a mechanical structure are not 
the subject of a patent without showing that some now or materially 
improved result is obtained. {Sargent et ah vs. Larned et alj 2 Curtis, 
340.) 

No more difficult task is imposed upon the court in patent causes than 
that of determining what constitutes invention, and of drawing the line 
of distinction between the work of the inventor and the constructor. 
The change from the old structure to the new may be one which one 
inventor would devise with the expenditure of but little thought and 
labor, and another would fail to accomplish after long and patient effort. 
It may be one which one whose mind is fertile in invention will sug- 
gest almost instantaneously, when the skilled hand of the constructor 
will fail to reach the apparently simple result by the long and toilsome 
process of experiment. It may be one which, viewed in the light of the 
accomplished result, may seem so simple as to be obvious almost to an 
unskilled operative, and yet the proof may show that this apparently 
simple and obvious change has produced a result which has for years 
baffled the skill of the mechanical expert, eluded the search of the dis- 
coverer, and set at defiance the speculations of inventive genius. The 
chauge described in the specification of Pearl is a change in the form of 
the spindle and a change in the form of the bobbin. It involves in the 
case of the bobbin a change of the location of the upper adhesive bear- 
ing from the top to about the center of the bobbin. Without a knowl- 
edge of the results accomplished by these changes, they might, at first 
glance, appear to be merely structural changes. Nothing has a greater 
tendency to prove that these changes involve some functional difference 
beyond mere mechanical perfection and adjustment than the greatly 
improved result attending the change wh«n viewed in connection with 
the failure of the many experiments previously made to accomplish sim- 
ilar results by mere structural changes, like those, for example, of dimin- 
ishing the weight of the spindle in all its parts. It does seem impossi- 
ble to reconcile the greatly improved results attained by the invention 
of Pearl with the theory that no functional, but only a mere structural, 
change was effected. Even if Pearl fails to describe accurately the pre- 
cise law which governs the proper relations and proportions of the parta 
of the spindle, as affected by the elements of leverage, gravity, friction^ 
centrifugal force, and the transverse strain in one direction upon the 
spindle, yet if he has obtained the practical resnlt, and taught other» 
how to accomplish it, he has made a patentable invention, however im- 
perfectly he may understand the philosophy of it. And the defendants 
have none the less availed themselves of his invention, although, by 
adding another change (whether structural merely or functional) by 
bringing the upper bolster nearer to the bobbin, they have still further 

, ., ,, , . 'Digitiz^by VjUUVIC 

improved upon the old device. ^ 
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Whether, in view of the state of the art as developed by the evidence, 
as distinguished from the devices described as old in the specification, 
there was anything patentable in the device described as new by the 
patentee, will now ^e considered in connection with the evidence intro- 
daced to prove anticipation. 

Defendants set up prior knowledge and use by Kichard Garsed, at 
Frankford, Pennsylvania; H. N. Gambrill & Sons, at Melvak, Maryland : 
J. & W. Slater, at Jewett, Connecticut ; William P. Green & Sons, at 
Norwich, Connecticut ; Eussell Chace, at Washington Village, Rhode 
Island; and Hugh Bone, of Ellicott City, Maryland. All of these six 
different devices, admitting for them all that is claimed, were bobbins 
without any of the adhesive bearings described in the patent of com- 
plainants, but rested loosely on the spindle-blade, being driven with it 
by means of pins projecting from a button or collar attached to the spin- 
^ die. Neither one of these devices embraced the combination described 
or claimed in either claim of the reissued patent. There is a mass of 
testimony on both sides in relation to a bobbin assumed to have been 
used by Amasa Houghton, at the Attawaugan Mill, in Killingly, Con- 
necticut, and at Wauregan, Connecticut. Within the reasonable com- 
pass of an opinion, it would not be possible, without great prolixity, to 
give an analysis of all the conflicting testimony in relation to the Hough- 
ton bobbin. All that can be conveniently stated are the conclusions to 
which, upon such analysis, the court has arrived. They are, first, that 
no such bobbins as are described by Houghton were used otherwise than 
experimentally at the Attawaugan Mill, and that whatever use there 
was at the Wauregan Mill of the Houghton bobbin, was subsequent to 
June, 1868, the date when Pearl is proved to have perfected his inven- 
tion. These conclusions render unnecessary any discussion as to the 
question of their effect if they had antedated the invention of Pearl, 

There remains to be noticed only the Winchendon spindle and bobbin, 
in which 1 do not find, either separately or in combination, any of the 
elements of the Pearl invention. The spindle was not shortened, neither 
was any central adhesive bearing provided in the working part of the 
Winchendon bobbin. The Winchendon bobbin had a bulb or head 
added above the top of the old Whitin spindle to the old Whitin bobbin 
above the old upper adhesive bearing, which bulb or head was not made 
to receive and did not receive the yarn or constitute a working part of 
the bobbin. No yarn was laid upon this hoad, and the proof is clear 
that this addition of a chambered head above the top of the spindle and 
above the upper adhesive bearing did not diminish but increased the 
quantum of power requisite to drive the spindle. It is claimed that the 
same relation of the spindle to the bobbin is attained in the Winchendon 
device by adding to the length of the bobbin, as in the Pearl device, by 
shortening the spindle. But the fact that in one case there is involved 
an increased and the other a diminished expenditure of requisite power, 
and that this difference grows out of a greater or less tendency to 
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gyratory motion ia one case or the other, proves that in one case the 
change from the old Whitin spindle was fanctional, and in the other 
merely structural, and, as before remarked, the relation of the operative 
parts of the Winchendon spindle and bobbin remained the same sub- 
stantially as in the old Whitin spindle and bobbin in common use. 

The conclusion is that the defendants have infringed the first, second, 
and third claims of the complainants' patent, and a decree is to be en- 
tered in favor of the complainants for an injunction and account, as 
prayed for in the bill. 
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A diflolalmer, properly made, attested, and recorded, becomes a part of the specification 
to the extent of the interest of those who make it, bnt will not affect any action 
pending at the time of its being filed, except as to unreasonable neglect or delay in 
filing it. 

The disclaimer must be taken into account in construing the patent, except when its 
effect is to enlarge the nature of the invention and prejudice the rights of the re- 
spondent. 

Matters properly d.i8claimed cease to be part of the invention, and render the patent 
the same as if such matters had never been included. 

The question whether or not an alleged improvement is or is not patentable is, in an 
equity suit, a question for the court. 

Invenjbion or discovery constitutes the foundation of the right to obtain a patent, and 
nothing short of thi^ will support it. 

The degree of skill and ingenuity required in making or applying an alleged improve- 
ment must be more than are possessed by an ordinary mechanic acquainted with the 
business in order to constitute invention. 

It appearing that one deflecting-plate, in combination with a circular saw, was old, 
and that it required only mechanical skill to apply one to the opposite side : Held, 
that the claim of the improvement described as the employment or use of two de- 
fleeting-plates, one placed on each side of the circular saw, for the purposes set forth 
in the specification, is void, because it does not constitute a patentable invention. 

A patented combination is not infringed by a machine in which one of the ingredients 
is omitted. 

Ml". Jastice Clifford delivered the opinion of the coart : 

Inventions, in order that the inventors may be entitled to patents for 
the same, must be new and useful, and the better opinion is that the 
improvement must be of such a character that it involved invention to 
make it, as the patent act confers no right to obtain a patent except to 
a persoD who has invented or discovered some new and useful art, ma- 
chine, manufacture, or composition of matter, or some new and usefal 
improvement in one or the other of those described subject-matters. 
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Sufficient appears to show that a patent in dae form was granted to 
John MyerB and Bobert O. Ennson, on the 23d of May, 1854, for an 
alleged invention described in the specification as relating to certain 
new and usefal improvements in machines for sawing lamber into thin 
staff for the backs of mirrors and picture-frames, and other purposes 
for which thin stuff is used. Due applic9.tion was subsequently made 
for an extension, and the record shows that the patent was regularly 
extended for the further term of seven years from the expiration of the 
first term. 

Subsequent to the extension of the patent, one of the patentees, to 
wit, Bobert O. Eunson, sold and assigned all his right, title, and inter- 
est in the same and the extension thereof to Eugene S. Eunson, one of 
the complainants who instituted the present suit in the court below. 
Pending the suit the other complainant departed this life, and Margaret 
Myers, his sole executrix, was duly admitted in his stead to prosecute 
the suit as co-complainant with the assignee of the other half-interest 
in the extended patent. Infringement is charged, and that the respond- 
ents have made large gains and profits by the unlawful use of the pat- 
ented invention, and the complainants pray for an account and for an 
injanction. 

Process having been issued and service made, the respondents ap- 
peared and filed an answer, in which they set up in substance and effect 
the following defenses : 1. That the invention is of no utility or value. 
2. That the patentees are not the original and first inventors of the 
alleged improvement^ 3. That the alleged improvement was well known 
and had been in public use long prior to the supposed invention by the 
patentees. 4. That knowledge of such prior public use was possessed 
by the several persons whose names and places of residences are set 
forth in the answer. 5. That the patented improvement, years before the 
application for the patent was executed, was fully described in the re- 
spective printed publications mentioned in the answer filed by the re- 
spondents. 

Minute and accurate description of the patented machine is given in 
the drawings, and the specification divides the invention into four sepa- 
rate features, as follows : 1. That it consists in the employment or use 
of deflecting plates (one or two), placed at the sides of a circular saw 
for the purpose of enlarging or expanding the saw-kerf to prevent the 
sawed stuff from coming in contact with the sides of the saw and bind- 
ing the edge of the same near the teeth. Deflecting-plates of the kind 
also allow the saw to be stiffened by a proper plate, so that a thin 
veneer-saw may be employed, which will cause but a small waste of 
stuff in sawing. 2. That the invention consists in the employment or 
use of elastic clamps attached to the ordinary adjustable and elastic 
beds between which the stuff is fed to the saw. Clamps of the kind 
have an elasticity independent of the beds, and compensate for the vary- 
ing thickness of the different pieces of stuff' to be sawed, by holding 
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firmly the extreme end of the stuff and keeping it in proper position to 
the saw, however much the elastic bed may be expanded by a succeed- 
ing piece of stuff of greater thickness. 3. That the invention also con- 
sists in the employment or use of knives or cutters secured to the ad- 
justable beds, and so arranged as to cut or smooth off the rough and 
projecting sides of the stuff at the ends, making it of uniform thickness. 
4. That it also consists in the combination of an adjustable bed and 
circular saw, arranged as shown in the specification. 

Such a machine necessarily requires a frame, and the patentees state 
that the frame of the machine described in the specification may be con- 
structed in any proper manner, and that the circular saw is placed on a 
shaft which runs transversely across the front of the frame. 

They employ a circular saw, made of thin steel plate, such as is 
used for sawing veneers, on one side of which is a circular plate se- 
cured by rivets and screws, the plate being less in diameter than the 
saw, which has the effect to stiffen the plate of the saw and to enable 
the operator to use a thinner saw than he would otherwise be able to do. 

Two deflecting-plates are also employed by the patentees, one on each 
side of the saw — the one on the same side of the saw With the stiffen- 
ing-plate covers the upper part of that plate, the outer end of which 
projects farther from the saw than the inner end, the deflecting-plate on 
the other side of the saw being of the same description, except that it 
is rather smaller in diameter and that it projects from the saw at about 
an equal distance at both ends. They are arranged one on each side of 
the saw, and are attached to the frame by means of bolts, rivets, or 
screws. 

Two feed-roller beds are placed vertically in the back part of the 
frame parallel with each other, both of which are made adjustable by 
screw-rods which bear against the sides of the beds, the screw-rods of 
each bed being operated simultaneously by means of chains passing 
round small toothed wheels at the ends of the screw-rods. 

Two cranks are also employed, one of which is attached to one of the 
toothed wheels of each bed. Lateral elasticity is given to the beds by 
means of India-rubber or other springs attached to them in a proper 
manner. 

Four feed-rollers are employed, two of which are placed in each bed, 
and the specification states that the feed-rollers project some distance 
beyond the inner edges of the beds. Clamps, twoin number, are attached 
to the inner ends of the beds, and at the back part of each clamp there 
are two journals, one at the top and one at the bottom, fitted in boxes 
which work or slide in recesses in the top and bottom pieces of the beds. 

Set-screws are also provided, which pass transversely through the top 
and bottom pieces of each bed, the inner ends of which bear against 
India-rubber springs placed directly back of the boxes. 

There are two of these rubber springs at the top of the clamps, one 
to each clamp, and it appears that they are placed between the clamps 
and the set-screws passing transversely through the top pieces of the 
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beds. Hence it follows that the clamps may be made to vibrate later- 
ally ; bat it also appears that two stops are provided, which pass throagh 
the top pieces of the beds, one through each top piece, for the purpose 
of limiting and regulating the extent of such lateral vibration. 

Knives or cutters are also provided, which are placed vertically, one 
in each bed, but it is unnecessary to enter in those details, as it is not 
pretended that the respondents have infringed the third claim of the 
patent. 

Motion is given to the feed-rollers by gearing, which is shown in the 
drawings at the lower part of the rollers. 

Means are also provided for adjusting the beds relatively to the saw, 
so that the boards or other lumber may be sawed into the desired thick- 
ness. Either side of the saw may be made the line side in the opera- 
tion of sawing by the adjustment of the proper roller-bed so as to pre- 
vent expansion or contraction. 

Stuff to be sawed, whatever it may be, is placed between the feed- 
rollers in the beds, and motion being communicated to the saw and roll- 
ers, the stuff is fed forward toi^ard the saw and is cut by it, the two 
pieces being prevented from bearing against the sides of the saw by 
means of deflecting-plates. When the outer end of the material to be 
sawed has passed the inner feed-roller, the clamps bear against the 
board and hold it in a proper relative position to the saw, so that if 
another board to be sawed is placed between the feed-rollers it will ad- 
vance and press forward the board first placed between the rollers, and 
if the last board is thicker than the preceding one the only effect is that 
it acts upon the beds and forces the elastic one farther from the perma- 
nent one without affecting the clamps, which, owing to the springs, have 
an independent elasticity. 

Tested by the example given in the specification, as illustrating the 
mode of operation, it is plain that either side of the saw may be made 
the line side in the practical working of the machine. In the example 
put by the patentees, they assume that the roller-bed in line with the 
deflecting-plate, which is on the same side of the saw as the stiffening- 
plate, is permanently fixed at one-quarter of an inch from the side of 
the saw, and that, the opposite bed being elastic, the side of the saw on 
which the thin strip passes is the line side during the operation of saw- 
ing, but the patentees state that the opposite side of the saw may be 
made the line side by permanently fixing the opposite roller-bed, and 
by allowing the other one to remain elastic, and that by these improve- 
ments they are enabled to use a thin veneer-saw, and to keep the stuff* to 
be sawed in a proper relation to the saw, even when varying in thickness. 

Three of the claims of the patent, it is charged, are infringed by the 
respondents, to wit, the first, second, and fourth. They are as follows ' 

1. The employment or use of the defleoting-plateSi one or both placed at the sides of 
the saw, as shown, for the purpose of preventing the sawed 8tu£f from bearing against 
the sides of the saw and expanding the saw-kerf, and also for the purpose of allowing 
a thin veneer-saw to be stiffened by plates, one or two, as desired. 
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They claim — 

2. The employment or use of the olamps arranged as shown, or in any equivalent 
way, so that they may have a lateral elastic movement independent of the roller-heds, 
to which the damps are attached, for the purpose of compensating for the varying 
thickness of different pieces of stuff, and to keep the same in a proper relative position 
to the saw. 

They also claim — 

4. The employment of an a^Justahle hed with clamps, as described, in combination 
with the saw when the saw has a stiffening-plate in line with the adjustable bed, by 
which the stiffened or rounded side of the saw is made the line side of the same for 
practical operation. 

Prior to the hearing the complainants filed a petition in the Patent 
Office, in which they state that the patentees, throagh inadvertence, ac- 
cident, and mistake, and without any fraadalent or deceptive intention, 
claimed more in their specification than that of which they were the 
original inventors. Pursuant to that petition they were permitted to 
enter a disclaimer in two respects : (1^ To amend the first claim by 
striking out the words '^one or" before the word ^^both," so that the claim 
includes only the employment and use of the saw with both of the de- 
flecting-plates when both of the plates are used at one and the same 
time, in the manner and for the purposes described. (2.) They also 
made a corresponding amendment in the specification, limiting the 
description of the invention to the employment of the two defleoting- 
plates placed at the sides of the circular saw, disclaiming the use of one 
plate only for the purposes set forth in the specification. 

Proofs were taken, and, both parties having been heard, the court 
entered a decretal order in favor of the complainants and referred the 
cause to a master. Due report was made by the master, to which both 
parties excepted, but the court overruled the exceptions, and, having 
confirmed the report, entered a final decree in favor of the complainants 
for the sum of nine thousand one hundred and twenty dollars and 
ninety-four cents, being the gains and profits made by the respondents, 
as ascertained by the master. Both parties appealed to this court. 

Eight errors are assigned by the respondents, two of which only will 
be examined: (1.) That the court erred in holding that there was invention 
in using two deflecting-plates when the use of one was well known. (2.) 
That the court erred in holding that the respondents infringed the let- 
ters patent granted to the complainants. 

Viewed in the light of the disclaimer it is clear that the first claim of 
the patent is for the employment or use of two deflecting-plates, one 
being placed on each side of the saw, for the purpose of preventing the 
sawed stuff from bearing against the sides of the saw, and to allow a 
thin veneer-saw to be stiffened by the plate employed or used for that 
purpose; and it is equally clear that the employment or use of one 
deflecting-plate for the purpose was well known and in public use long 
before the original patentees in this case applied for a patent. 

Oonclusive evidence to support that propositionDiSzJSc^ud Jui^b^ dis- 
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daimer filed by the complainants, pending the snit, in addition to the 
other evidence in the case, which is abundantly sufficient to establish 
the proposition, even without the disclaimer. Authority to make such 
a disclaimer is beyond question, if it be made in writing, and is duly 
attested and recorded in the Patent Office. When so made, attested, 
and recorded, it becomes a part of the original specification, to the 
extent of the interest of those who make it; but the provision is that 
it shall not afifect any action pending at the time of its being filed, 
except so far as may relate to the question of unreasonable neglect or 
delay in filing it. (16 Stat, at Large, 206 ; Bev. Stat., sec. 4917.) 

Pending suits may proceed, but the disclaimer, when recorded, be- 
comes a part of the original specification, and must be taken into account 
in con^truiug the patent, and in ascertaining the rights of the parties to 
the suit, unless it appears that the effect of the disclaimer is to enlarge 
the nature of the invention and prejudice the rights of the respondents. 
{Perry vs. Skinner^ 1 Webster, P. 0., 263; BaUUm vs. Smithy 9 0. B., 
N. 8., 145; same case, 11 0. B., N. S., 474; 8mith vs. NiohoU, 21 Wall., 
117.) 

Where the effect of the disclaimer is to diminish the claims of the 
patent without prejudicing the rights of the respondent, the suit may 
proceed, notwithstanding the disclaimer, it being held that the dis- 
claimer under such circumstances does not affect the pending suit, 
except to limit and quality the claims of the patent, and in respect to 
the question of unreasonable neglect or delay in filing the same. Un- 
reasonable delay not having been suggested, the only effect of the dis- 
claimer in such a case is to limit the nature of the invention secured by 
the patent, and to diminish the claims of the patent as set forth in the 
specification. (Quyon vs. Serrell^ 1 Blatch., 245 ; Sail vs. Wiles^ 2 Blatch., 
198.) 

Matters properly disclaimed cease to be a part of the invention, and it 
follows that the construction of the patent must be the same as it would 
be if such matters had never been included in the description of the in- 
vention or the claims of the specification. (16 Stat, at Large, 206f 
Seed vs. HigginSj 8 Ell. & Bl., 767 ; Higgins vs. Seed^ 8 Id., 763 ; (fBeilly 
vs. Morse^ 15 How., 121 ; Taylor vs. Archery 8 Blatch., 317.) 

Tested by these considerations it is clear that the first claim of the 
patent is for the employment or use of two deflecting-plates, one placed 
on each side of the saw, for the purposes therein set forth and described. 
Oircnlar plates attached to circular saws, secured by rivets or screws, 
for the purpose of strengthening the central portion of the saw-plate, 
and sometimes called stiffening-plates, are old devices, which have been 
known to the operators of the circular saw ever since the circular saw 
came into general use for sawing shingles, laths, and clapboards. Nor 
is any argument necessary to show that the employment of one deflect- 
ing-plate covering the upper part of the stiffeniug-plateon the same side 
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of the circular saw is old, as that is proved by the evidence, conceded 
in argument, and alleged in the disclaimer filed by the complainants. 

Concede that, and still it is insisted by the complainants that they 
employ or use two deflecting-plates, one placed on each side of the saw, 
and that the employment or use of the additional deflecting-plate on the 
opposite side of the saw is a new and useful improvement in the opera- 
tion of the machine, for which the patentees whom they represent were 
justly entitled to the patent set forth in the bill of complaint. 

Operators of machines for sawino^ lumber, whether with circular or 
vertical saws, have long known that some means were useful, if not ab- 
solutely necessary, to spread the two parts of the lumber behind the 
saw, so as to prevent the lumber as sawed from binding against the two 
faces of the saw to such an extent as to endanger the saw and impede 
the progress of the work without an increase of the motive power. 
Wedges in early times were used by the operator to accomplish the ob- 
ject, and various other devices were employed before the deflecting- 
plate came into use, which it seems has had the effect to supersede all 
other devices previously known to eflfect the described function. Such 
machines for sawing lumber, constructed with one deflecting-plate, were 
well known and in general use years before the patentees in this case 
made their application for a patent, and the evidence satisfies the court 
that for most purposes the machine will operate as well and as success- 
fully with one deflecting-plate as with two. Two deflecting-plates may 
be better than one where it is desired to split thin stuff into two parts 
of equal thickness, as in that case the sawkerf may be enlarged by de- 
flecting the stuff on each side of the saw. 

Grant that two such plates are in certain cases better than one used 
alone, still the question arises whether it involves any invention to add 
the second plate to a machine already constructed with one plate. Be- 
yond doubt, every operator who had used a machine having one deflect- 
ing-plate knew full well what the function was that the deflecting-plate 
was designed to accomplish, and the reasons for placing it at the side of 
the saw are obvious to the understanding of every one who ever wit- 
nessed the operation of a circular saw. Ordinary mechanics know how 
to use bolts, rivets, and screws, and it is obvious that any one knowing 
how to use such devices would know how to arrange a deflecting-plate 
at one side of a circular saw which had such a device properly arranged 
on the other side, it being conceded that both deflecting-plates are con- 
structed and arranged precisely alike, except that one is placed on one 
side of the saw and the other on the opposite side. Both are attached 
to the frame in the same manner; nor is it shown, either in the specifi- 
cation or drawings, that there is anything peculiar in the means em- 
ployed for arranging the deflecting-plates at the sides of the saw, or in 
attaching the same to the frame. Both are alike, except that the outer 
end of the one on the same side as the strengthening-plate projects far- 
ther from the saw than the inner end, and that the other is rather smaller 
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in diameter, and tbat the ends project about an equal distance from the 
saw. 

Expert witnesses were examined upon the point whether it required 
invention to attach a second deilecting- plate to such a machine, and one 
of the most intelligent and learned of his class testified to the effect that 
the deflecting plate, on one side of complainant's machine, performs pre- 
cisely the same duty as the plate upon the other side of the saw, and 
that it required no invention to apply a second plate in such a case to 
perform exactly the same duty as the one previously applied on the op- 
posite side of the saw; that such second application is a mere duplica- 
tion of the first; and he supports his conclusion by apt examples, which 
are both persuasive and convincing. 

Persons seeking redress for the unlawful use of letters patent must 
allege and prove that they, or those under whom they claim, are the 
original and first inventors of the alleged improvement, and that the 
letters patent have been infringed by the party against whom the suit 
is brought. Prima facie support to the first requirement is derived 
from the patent, if it is introduced in evidence and is in due form, pro- 
vided the alleged improvement is one which in its nature is patentable. 
Evidence to overcome that presumption, however, is always admissible, 
if due notice is given by the opposite party, as required by law, and the 
question is now well settled that the question whether the alleged im- 
provement 18 or is not patentable is, in an equity suit, a question for the 
court. 

Applicants for a patent are required to file in the Patent Office a 
written description of their invention and of the manner and process of 
making, constructing, and using the same, in such full, clear, concise, 
and exact terms as to enable any person skilled in the art or science to 
make, construct, and use the patented improvement. Eights of the 
kind are given only to inventors or discoverers of some new and useful 
art, machine, manufacture, or composition of matter, or some new and 
useful improvement thereof, and the law is well settled that nothing 
short of invention or discovery will support a patent for any such alleged 
new and useful improvement. 

Certain other important conditions are also annexed to the exercise 
of the right to obtain such a muniment of title for such an invention or 
discovery ; as, for example, the improvement must not only be new and 
useful, but it must be one not known or used by others in this country, 
and not patented or described before the invention or discovery in any 
printed publication in this or any foreign country, and must not have 
been in public use or on sale for more than two years prior to the appli- 
cation for the patent. (16 Stats, at Large, 201 5 Collar Co. vs. Van 
Dusen, 23 Wall., 563.) 

Invention ordiscoveryis th^requirementwhich constitutes the founda- 
tion of the right to obtain a patent, and it was decided by this court, 
more than a quarter of a century ago, that unless more ingenuity and 
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skill were required in making or applying the said improvement than 
are possessed by an ordinary mechanic acquainted with the business, 
there is an absence of that degree of skill and ingerinity which consti- 
tate the essential elements of every invention. (HotcKkisa vs. Oreeiiwoodj 
11 How., 267.) 

Ten years later a case came before this court in which the plaintiff 
claimed certain improvements in the construction of a machine for saw- 
ing lumber with a circular saw, including the manner of affixing and 
guiding the saw by allowing end play to its shaft, in combination with 
the means of guiding the devices by MctionroUers and other appliances. 
Mills for sawing logs with a circular saw had been well known long be- 
fore the supposed invention, and in construing the claim of the patent 
this court said that the claim is for the precise organization of the old 
machine, namely, the manner of affixing and guiding the circular saw 
by allowing end play to its shaft, in combination with the means of 
guiding it by fiiction-roUers, so as to leave the cepter entirely unchecked, 
adding that there is nothing new in the combination, and assigning as 
the reason for the conclusion that the improvement had long been 
known and used in the circular saw for sawing timber of smaller dimen- 
sions than ordinary saw-logs. 

Enough appears to show that the machine in that case was larger 
than those of the kind which had preceded it, but the court remarked 
that that circumstance did not afford any ground in the sense of the 
patent law for a patent, for the reason that the ordinary machanic was 
doing the same thing every day in making a working machine from the 
patent model. 

In order to reach invention, say the court in that case, the patentee 
must carry his improvement further ; he must contrive the means of 
adapting the enlarged old organization to the new use, namely, the saw- 
ing of saw-logs, and claim, not the old parts, but the new devices by 
which he has produced the new results. {Phillips vs. Page^ 24 How., 
167.) 

Decisions by this court of later date have been made to the same 
effect ; as, for example, the court decided that the claim of the patentee 
for making the cases of door-locks and latches double-faced or so finished 
that either side of the case may be used for the outside, in order that 
the same lock or case fastening may answer for a right or left hand 
door, was void, because the patentee did not show that he was the origi- 
nal and first inventor of the improvement^ and intimated very strongly 
that the making of such a case, with two faces just alike and so finished 
off in point of style that either side was fit to be presented outward, 
was not a matter which could be patented, even if no Locks with such 
cases had ever before been made. {Jones vs. Mareheadj 1 Wall., 162.) 

Patented improvements which are not new and useful, or which did 
not require any invention or discovery to make the same as compared 
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with what existed or was in ase before may be declared invalid by' the 
court in an equity suit. (8timp8on vs. Woodmanj 10 Id., 121.) 

Mere change in a machine of one material for another, as wood or 
wood strengthened with iron for iron alone, is not invention in the 
sense of the patent act, and therefore is not the snbject of a patent. 
{Hicks vs. Kelseyj 18 Id., 670.) 

Old processes are sometimes applied to new subjects, and where that 
was so, in a case which did not require the exercise of the inventive 
faculty and without the development of any idea which could be deemed 
new or original in the sense of the patent law, it was held that the sup- 
posed improvement was not the subject of a patent, and that courts of 
justice may take judicial notice of a thing in the common knowledge 
and use of the people throughout the country. {Brown vs. Piper j 1 
Otto 38.) 

Proof of the state of the art is admissible in equity cases without any 
averment in the answer touching the subject, and in actions at law 
without giving the notice required when evidence is offered to invali- 
date the patent. It consists of proof of what was old and in general 
use at the time of the alleged invention ; and may be admitted to show 
what was then old, or to distinguish what is new, or to aid the court in 
the construction of the patent. 

Meritorious inventors are entitled to protection, but it is settled law 
that a mere carrying forward of an original patented conception involv- 
ing only change of form, proportions, or degree, or the substitution of 
equivalents, doing the same thing as the original invention by sub- 
stantially the same means, is not such an invention as will sustain a 
patent, even though the changes of the kind may produce better re- 
sults. {Smith vs. Nichols^ 21 Wall., 115.) 

Effective support to the proposition that nothing but invention or 
discovery will entitle an applicant to a patent is also found in the re- 
ported decisions of the circuit courts, as appears from the following 
citations. Judge Story held, many years ago, that the mere application 
of an old process, machine, or device to a new use was not patentable; 
that there must be some new process or some new machinery to pro- 
duce the result in order that the supposed inventor may properly have 
a patent for the alleged improvement. {Howe vs. Abbots 2 Story, 194 ; 
Bean vs. Smallwood, 2 Id., 411; Glue Vo. vs. Upton^ 6 Official Ga- 
zette, 842 ; 7 Id., 648.) 

Conclusive support to the propo^iition that an applicant for a patent 
is not entitled to the public protection unless the supposed improvement 
involves actual invention or discovery is found in the oft-repeated de- 
cisions of all the English courts having jurisdiction in such cases, and 
it is safe to remark that the courts of that country apply the rule more 
readily, and with a much closer scrutiny, than do the courts of this 
coantry exercising the like jurisdiction. {Ralston vs. Smithy 11 01. & Fiii., 
205; Harwood vs. Railway Oo.^ 11 Id., 667; Jordan vs. Moore^ Law 
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Eep., 1 0, P., 635 ; Kay vs. Marshall^ 8 01. & Fin., 261 ; Bush vs. Fox^ 
5 01. & Fin., 715 ; TetUy vs. Easton, 2 0. V., N. 8., 739 ; Horton vs. 
Mason, 12 0. B., N. S., 450; Ortmonv^. OiarA;, ,14 Id., 490 ; Parker vs. 
StevenSj Law Bep., 8 Eqaity, 367; same case, Law Bep., 5 Ohan. 
Apps., 39; Envelope Go. vs. Seymer, 5 O. B., N. S., 173; White vs. 
Toms, 17 Law Times, K S., 319; Ralston vs. Smith, 11 0. B., N. S., 474 ; 
Ormson vs. Ctorfee, 13 0. B.,K S., 339; Ralston vs. iSmi^/t, 9 Id., 144 ; 
Saunders vs. A«to», 3 Baru. & Ad., 885; Seed vs. Higgins, 8 Ell. & Bl. 
755.) 

For these reasons we are all of the opiniou that the claim of the im- 
provement described as the employment or use of two deflecting plates, 
one placed on each side of the circular saw, for the purpose set forth in 
this specification, is void, because it does not constitute a patentable 
invention. 

Suppose that is so, still it is insisted by the complainants that the 
decree of the circuit court should be affirmed in respect to the second 
and fourth claims of the patent. 

Olamps are employed or used by the complainants, arranged as 
shown, so as to have a lateral elastic movement, independent of the 
roller-beds to which the clamps are attached, for the purposes set forth 
in the second claim. Admit that the claim is a valid one, still it is in- 
sisted by the respondent that they do not infringe that part of the pat- 
ented invention, and consequently that the decree of the circuit court 
should be reversed. 

Four adjustable feed-rollers are shown in the machine of the respond- 
ents, and in front of them there is a pair of clamps, of peculiar con- 
struction, the object and only practical effect of which, it seems, is to 
hold the upper edge of the stuff to be sawed in proper position while it 
is in contact with the saw. Evidently they differ in form, method of 
attachment, purpose,, and use from those described in the specification 
of the complainants. Instead of that the clamps described in the com- 
plainants' patent are attached to the inner ends of the roller-beds, so 
that there are two journals at the back part of each clamp, which fit 
in boxes and work or slide in recesses in the top and bottom pieces of 
the roller-beds. 

To that it may be added that the action of the clamps in the com- 
plainants' machine is governed by the set-screws, which bear against 
rubber springs back of the boxes, the distance of the lateral vibration 
of the clamps being regulated by the stops, which are arranged to pass 
through the top pieces, the object of the arrangement being to give the 
clamps the ability to have a lateral elasticity and vibratory movement 
independent of the roller- beds, for the purpose, as stated in the claim, 
of compensating for the varying thickness of the different pieces of 
stoff, and to keep the stuff to be sawed in a proper relative position to 
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Competent experts testify that the clamps in the machine used by 
the respondents have no lateral elastic or vibratory motion independ- 
ent of the roller-beds, and that they cannot perform the functions of 
the clamps described and claimed in the patent set forth in the bill of 
complaint, and the court is of the opinion, from an examination of the 
models exhibited, that the testimony of the experts is correct. 

Keeping in view what has already been remarked, a few additional 
observations will be sufficient to dispose of the questions arising under 
the fourth claim of the specification, in which the complainants claim 
the employment of an adjustable bed, with clamps as described, in 
combination with the saw, when the saw has a stiffening-plate in line 
with the adjustable bed, by which the stiffened or rounded side of the 
saw is made the line side. 

Taken as it reads, the fourth claim does not include a deflecting-plate, 
and only a stiffening-plate on one side of the saw, and, if not, it is diffi- 
cult to see how the devices claimed in the combination will permit the 
stiffened or rounded side of the saw to be made the line side unless the 
deflecting-plate is added to the claimed combination. Add the deflect- 
ing-plate to the combination, and it is quite clear that the claim may in- 
clude parts sufficient to be operative^ but when such stiffened side is 
thus made the line side, and the clamps embrace the saw, as described, 
it is quite essential that the clamp on the line side should have a lat- 
eral elasticity with respect to the bed, and also the described swinging 
motion. iN'either the clamp-on the line side or the one on the opposite 
side in the respondents' machine have any lateral elasticity with re- 
spect to the roller-bed, or a swinging motion, and the one on the line 
side of the saw has no lateral motion whatever when the machine is in 
operation. 

Differences of opinion may possibly exist upon that topic, but all 
mast agree that the claimed combination includes the clamps, and that 
infringement is not proved unless it appears that the respondents use 
the entire combination. Having already decided that the respondents 
do not use the clamps of the complainants, it is unnecessary to pursue 
the inquiry, except to say that it is settled law that where the respond- 
ent in constructing his machine omits one of the ingredients of the 
Gomplainant's combination he does not infringe the complainant's pat- 
ent. {Oould vs. Beesdy 15 Wall., 194 j Prouty vs. Buggies^ 16 Pet., 341; 
Vance VB. Campbell, 1 Black, 427; Gill vs. Wells, 22 Wall., 28.) 

Suffice it to remark that, in view of these conclusions, it becomes un- 
necessary to examine the errors assigned in respect to the rule of dam- 
ages. 

Decree reversed, and the cause remanded with directions to enter a 
decree dismissing the bill of complaint 
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[United States Cironit Court— District sf Conneotioiit.] 

WILLIAM J. CLARK vs. THE KENNEDY MANUFACTURING 
COMPANY AND EDWIN HILLS. 

O. G., vol. xi, p. 67, 

[In BquUy.-'B^ore SuiPiCAir, J.-^Deeided January 1, 1877.] 

The inyention described in the original patent to William J. Clark oonsists in the 
manner in which he applied lateral compression to the manufacture of an angalar 
neck, and in the manner in which he permitted the shaping mechanism to become 
anvil ends, upon which the header conld operate to form a head upon the bolt. 

He did not discover that swaging round iron would form an angular neck, and that 
upsetting would form a head, and that both operations would form a bolt ; but he 
did invent what was before unknown— the mechanical means by which swaging 
would form an angular neck from round iron, which mechanism could be used in 
connection with upsetting. 

The thing invented and patented was not any mode of swaging combined with upset- 
ting ; but it was the employment of specified means, or their equivalent, for the 
accomplishment of a desired end. 

A patentee cannot, by obtaining a reissue lor a process, enlarge his right to a monop- 
oly beyond the actual invention. 

The claims for the process of forming the angular neck and protuberant head, as con- 
tained in the reissue, construed to be to the use substantially of the dies described 
in the specification, or their equivalents. 

The patent covers dies constructed with the round and square portions of similar area, 
whereby the lateral swaging is effected before the header operates ; and it is not in- 
fringed by the use of dies, the square portion of which is of greater area than the 
round, and the swaging and upsetting operations are simultaneously performed. 

The claim in the reissued patent does not include any machine for making bolts from 
round iron, in which machine the two operations of forming the angular neck by 
the dies which will swage, and forming the head by upsetting, are combined. 

Claims should be so construed, if possible, as to embrace the invention actually made 
and described. 

Chas. £. Mitchell and Benj. F. Thurston for plaintifi*. 

Chas. B. Ingebsoll for defendants. 

SHIPMAN9 J.: 

This is a bill in eqnity to restrain the defendants from an alleged 
infringement of reissued letters patent of the United States, No. 6,291, 
granted to the plaintiff, and dated February 16, 1875, for an improve- 
ment in the manafactnre of bolts from round rods. The original pat- 
ent was antedated February 2, 1864, and the first reissue was dated 
March 28, 1865. The answer alleges that the second reissue was not 
for the invention which was described in the original patent, and denies 
that the defendants have infringed the patent, and denies that the 
plaintiff was the first inventor of the patented improvement. 

The main question in the case is in regard to infringement; and this 
question involves the precise character and extent of the plaintiff's 
invention, and the proper construction of the letters patent. 

It is necessary to ascertain, in the first place, from the testimony as 
to the state of the art, and from the original and reissued patents, what 
was the invention of the patentee. 
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Prior to the date of the plaintifiPs invention, angalar-necked, roand- 
•temmed, and headed bolt*b1ank8 bad been made from iron, whose cross- 
section was square. The roand stem, which was to receive the screw- 
thread, was made cylindrical by rolling or hammering, which required 
expensive machinery and much labor. Angular-necked bolt-blanks 
were also made from the round iron of commerce. These blanks were 
formed in dies, a portion of which was round, and a portion was squared; 
but the neck of the bolt was formed wholly by the operation of upset- 
ting or driving the metal into the square fixed matrix of the dies. It 
was practically impossible, by the upsetting process, to form a neck 
whose length would exceed the diameter of the bolt. The average 
length of the necks of bolts made by '^ staving up'' was somewhat 
less than the diameter of the bolt. The head was formed by the same 
upsetting operation. It is necessary that the neck should be of consid- 
erable length, in order to prevent the bolt from turning around after it 
is driven into the wood, ancT the nut is screwed upon the shank. The 
necks of staved-up bolts were too short, and the bolts revolved in the 
wood. It is also desirable that the corners of the neck should be full 
and angular, so that the bolt may remain firmly imbedded in its place. 
The plaintiff's invention resulted in making from round iron an angular- 
necked, round-stemmed, and headed bolt-blank, having a neck of suffi- 
cient length to meet these mechanical requirements. He succeeded in 
making a cheap bolt, which has gone into general use ; and the validity 
of his patent has been substantially acknowledged by the manufacturers 
of the country. His mechanism is described in the original specification 
as follows : 

I ooDBtrnot a pair of dies of cast-iron or other metal, making the grooves therein lor 
a portion of their lengths of a semi-cylindricai form^ and the remaininjp: portion of an 
angular form. Each die, being provided with a groove of this character, will permit 
the two, when placed together, to present at one end a cylindrical opening correspond- 
ing in diameter to that of the cylindrical bolt-blank, while the opening at the opposite 
end, instead of being cylindrical, will be square or angular, but of similar sectional 
area to the cylindrical end, so that when the two dies are forced together npon the 
bolt-blank (which is heated to a proper degree before being placed therein) that part 
of the blank lying within the angnlar portion of the grooves will be swaged out and 
forced to take the angular form corresponding to that of the angnlar portion of the 
groove, while the part lying within the cylindrical portion of the groove will retain its 
original shape ; and while the bolt-blatik is held in the dies, they form an anvil upon 
which a portion of the blank projecting from the dies at the end containing the angu- 
lar groove is upset, and formed into a head by any proper machinery. 

It will be understood that the process of molding or shaping hot iron 
by swaging had long been understood at the date of the original patent, 
and that the manufacture of bolt-blanks by swaging a lateral compres- 
sion was also then known. Bound-necked bolts from square iron had 
been made by swaging, and square-headed bolts had been made by the 
same process ; but square-necked bolts had not been made from round 
iron by lateral compression prior to the plaintiff's invention. 

The plaintiff*, in the first place, insists that his invention consisted in 
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constructing the angular neck mainly by the operation of swaging sup- 
plemented by the operation of staving up, so that the neck of his bolt 
had all the advantages of swaging in point of length, and was completed 
by the necessary result of the action of the header in forming the head 
by pressing and forcing the metal into the mold, and that the invention 
resides in the combination of these two separate operations, which co- 
operate with each other in forming the bolt. 

The defendants, while conceding the importance of the invention, 
insist that it consists in the peculiar character of the dies which are 
described in the patent. 

The main object of the patentee was to construct an angular-necked 
bolt-blank from round iron. The blank was, of course, to be headed, for 
a head is a necessary part of a bolt, and it was to be headed by some 
kind of upsetting machinery theretofore in use; but his inventive skill 
was directed to the construction of an angular-necked bolt, which was 
to be headed by old mechanism of some sort. 

If the patentee had supposed that the assistance which the upsetting 
operation furnished to the swaging operation in the formation of the 
neck was a part of his invention, the second reissue would naturally 
have distinctly pointed out this feature. The important part of the 
specification is as follows : 

According to my invention, I make an angular-necked, round-stemmed, headed bolt- 
blank from a round piece of iron, by first forming the neck into an angular shape in 
cross-section by lateral pressure at all sides simultaneously ; and then, while the said 
piece is firmly held in proper position, forming its projecting end into a protuberant 
head of the desired contour by upsetting against the dies, as an anvil, by suitable ma- 
chinery, that acts to upset the metal against the anvil ends of the closed dies, and 
form the head by a motion in the line of the axis of the bolt-blank. « * « 

The operation of the dies is as foUows : A round piece or rod of metal, suitably 
heated, is placed between the open swaging-dies, with a sufficient portion protruding 
at the anvil ends thereof to form the head. A lateral pressure is then brought against 
the dies, and they are forced together, giving to the metal substantiaUy the angular 
shape of the matrix formed by the dies. While the metal remains thus held, the up- 
setting machinery drives the protuberan1<end of the rod or p^ece longitudinaUy against 
the anvil ends of the closed dies, thereby forming the bolt-head by upsetting the metal 
against the anvil ends of the dies, which only shape its under surface. 

It is true that the patentee says that the lateral pressure gives to the 
metal '^ substantially the angular shape of the matrix formed by the 
dies 'j ^ but he does not say that the shape is perfected by the upsetting 
operation, or give any further suggestion that the upsetting machinery 
performs any other ofQce than that of shaping the head. Neither was 
there any testimony to the effect that, after the metal had been swaged, 
the angular shape of the neck was made more perfect and complete by 
the upsetting operation. It is undobutedly true that the portion of the 
neck under the head is made more full by the upsetting process, but the 
angularity of the neck is not increased thereby ; and in neither of the 
patents is this fullness claimed as an improvement, or that the formatioii 
of the neck by the aid of upsetting is a part of the invention. On the 
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contrary, the patentee says in his first reissae that the fallness is not in- 
tentional, bat is incident to the operation of making the head. Again, 
the first two claims of the patent, which are the process claims, are as 
follows : 

1. The prooess, substantiaUy as hereinbefore set forth, of forming from a round piece 
of metal a headed bolt-blank, having an angular neck and a ronud stem, which pro- 
cess consists in subjecting a portion of the Length of the round piece of metal to lat- 
eral swaging or compression on all sides simultaneously, to form the angular neck, 
and while the piece is firmly held with the neck portion inclosed at all sides, upsetting 
the projecting end of the swaged piece of metal to form the head of the bolt-blank. 

2. The process, substantially as hereinbefore set forth, of forming the angular neck 
and protuberant head of a bolt, which consists in subjecting a round piece of metal to 
lateral swaging between angular-grooved dies, the end surfaces of which dies, when 
dosed, form the anvil, against which the projecting end of the swaged piece of metal 
is upset and formed into a head by proper machinery. 

From the language of each of these claims it appears to be manifest 
that the formation of the neck is claimed to be effected by the swaging- 
dies before the heading-machinery commences the formation of the 
head ; and all that is claimed for the heading-machinery is the compres- 
sion of the head against the anvil ends of the dies. 

It is next contended that the invention consisted in the making a new 
and Qseful bolt by a process composed of two operations : the first, that 
of lateral swaging by dies capable of swaging, and the second, that of 
upsetting to form the head ; and also consists of a process to produce 
the result by means of certain described mechanism. 

It is true that the bolt is formed by both swaging the neck and up- 
setting the h^ad, and that the patentee is entitled to claim the upsetting 
in combination with the swaging operation, because these operations in 
combination had not existed jn the formation of an angular-necked and 
headed bolt from round iron. The gist of the invention and the invent- 
ive skill, however, consisted in making an angular-necked blank from 
round iron, and irrespective of the claims of the pateat ; and regarding 
the state of the art in connection with what was actually done by the 
patentee, I am of opinion that his invention, or the new and useful 
method by which he manufactured bolts, consisted in the manner in 
which he applied lateral compression to the manufacture of an angular 
neck, and in the manner in which he permitted the shaping mechanism 
to become anvil-ends, upon which the header could operate to form a 
head upon a bolt. The patentee did not discover that swaging round 
iron would form an angular neck, and that upsetting would form a head, 
and that both operations would form a bolt ; but he did invent, what 
was previously unknown, the mechanical means by which swaging 
woald form an angular neck from round iron, which mechanism could 
be used in connection with upsetting. This opinion is confirmed by the 
description which the patentee gives of his invention in the specifica- 
tion of his reissued patent, which has been quoted, and in which the 
mode of operation is clearly described. ^ Q^^^^ ^y v^uug ic 
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Sach being the character aud extent of the invention, the next ques- 
tion is as to the constraction which shall be given to the reissaed patent. 

The first two claims, upon which the controversy mainly tarns, have 
been quoted. The defendants contend that these claims can only be 
sustained by a construction which shall limit the process to the use of 
the specified dies, and that if the claims are broadly for a process irre- 
(Q>ective of the peculiar mechanism, the reissued patent is for an inven- 
tion which was not indicated in any part of the original patent, or on 
the drawings attached thereto. 

The claim in the original patent is as follows : 

The oombination aod use of metaUio dies for the purpose of giving angalar shape to 
« portion of a cylindrieal bolt by compression laterally, leaving the remaining portion 
of the bolt in its original form, and which dies, at the same time, serve the purpose of 
an anvil, upon which the head of a bolt is formed by upsetting a projecting portion 
thereof snbstantiaUy as set forth. 

And the plaintiff insists that inasmuch as the patentee's process in- 
volved both the swaging and upsetting operations, and possessed the 
advantages of each, the reissue was properly allowed. 

I am of opinion that the reissue was properly granted, and that the 
patentee had a right either to claim his invention as a process within 
certain limitations, or as a part of a machine. But the patentee cannot, 
by obtaining a reissue for a process, enlarge his right to a monopoly be- 
yond the actual invention, aud, when it is insisted that he invented a 
new process of using his improved dies, or any other dies, '^ which pro- 
^GBH consisted in the combination of the operation of swaging the blank 
laterally with the operation of upsetting the end of the bolt to form the 
head," such a proposition is broader than the invention will justify. All 
that can properly be claimed in behalf of the patentee is that he had in- 
vented a new way of manufacturing bolt-'blanks by the described swag- 
ing-dies, to be used in connection with upsetting machinery, and his in- 
vention may properly be claimed as a method or process^ which process 
consisted in the combination of the operation of swaging the blank later- 
ally by the described dies, or their equivalent, operating in substan- 
tially the same way, with the operation of upsetting the end of the bolt 
upon the anvil end of the dies to form the head. The thing invented 
and patented was not any mode of swaging combined with upsetting, 
but it was ^^ the employment of specified means, or their equivalents, for 
the accomplishment of a desired end." (Roberts vs. Dickey^ 4 Fisher's 
Patent Gases, 582.) By limiting the first and second claims of the re- 
issued patent to the use substantially of the dies described in the speci- 
fication, or their equivalents, the patent will not be broader than the in- 
vention, and no question can be made that it is not for the same matter 
which is contained in the original patent. 

But the plaintiff is not limited to the exact form of the dies which is 
mentioned in the third claim. That form is not particularly relied upon 
in the specification, and is not a material part of the mechanisn^Lc 
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The remaining qaestion is in regard to infringement. 

The roond portion and the square portion of the plaintiflPs dies are of 
similar area, and by means of this similarity the swaging operation is 
performed. The form of the defendants' dies is substantially like that 
of the dies which were previously nsed to form bolts by the upsetting^ 
operation alone. One of the defendants' dies is solid, the upper part 
being Y-shaped, and the lower part cylindrical. The other die is in two 
separate parts, each portion being the same as the corresponding por- 
tion of the solid die. The area of the squaring-dies is larger than the 
area of the ronnd dies, so that there can be no lateral compression by the 
angnlar dies until after the intervention of some operation other than 
the grasping ef the iron by the dies. If the ordinary round rod of com- 
merce is placed within the dies, and the two parts of the divided die are 
placed upon a line with each other, and the dies are brought together, 
there will be no swaging. Swaging in this machine takes place only 
after the header has begun to operate. 

Although the fact that swaging does take place was denied by the 
defendants, the sharp and well-deflned comers of the neck portion of 
the blank, and the result of the operation, proves that the bolts have 
been swaged. The swaging must have been effected in one of two 
ways. Sometimes the separate square part of the necking die is not 
set in a line with the round or griping portion, and the griping-dies come 
in position and are locked before the squaring-dies are locked. Mean« i 
while the header has partially filled the matrix with hot iron, and, while 
the header is within a very short distance from the ends of the dies, the 
angular dies come completely together upon the iron which has been 
pressed into the matrix, and complete the square by lateral compres- 
sion. Again, when the separate portions of the die are on a line, the 
separate angular die is held in its place much less firmly than the round 
die. The round die is held in place by the whole strength of the frame 
of the machine, while the angular die is so weakly held that it yields or 
<< gives" a little as the iron is being upset by the header. Then, and 
before the header has completed its movement by about one-eighth of 
an inch, a second cam comes into action behind the angular die for the 
purpose of locking it, and forces the die laterally, whereby the swaging 
operation is performed. 

Is the swaging operation in th^ two machines effected in substantially 
the same way T In one the iron is swaged in dies which are constructed 
to swage, in which the different parts of the dies are of similar sec- 
tional area« In the other the angular neck is substantially made by 
upsetting the iron into a matrix, and is completed by swaging. In the 
plaintiff's machine the necks are swaged, and the head is formed by 
upsetting. In the defendants' the necks are formed by upsetting and 
by swaging ; but the material difference is that the swaging is produced 
by dies of a construction radically different from the plaintiff's dies, and 
unless swaging by suitable dies, combined with upsetting to form » 
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bead, is secured by the plaiatiff's patent, it will not be contended that 
the defendants' machine is an infringement. 

The vital point in tbe case is in regard to the extent of the plaintififs 
invention, and the constrnction to be therefore given to his patent. In 
order to constitate infringement a broad construction mast be placed 
npon tbe patent, ao as to inclade any machine for making bolts from 
ronnd iron, in which machine the two operations of forming the angular 
neck by dies which will swage and forming the bead by upsetting are 
combined. Such a construction I have already said is, in my opinion, 
broader than the actual invention. 

The general terms, and sometimes special words, in the claims must 
receive such a construction as may enlarge or contract the scope of the 
claim, so as to uphold that invention, and only that invention, which 
the patentee has actually made and described, when such construction 
is not absolutely inconsistent with the language of the claim. {Eata- 
brook vs. Dunbar ^ Official Gazette, vol. 10, p. 909.) 

The bill is dismissed with costs. 



[Sopreme Court of the United States.] 

JOSEPH DALTON, plaintiff in ebbob, V8. ABRAHAM G. JEN- 
NINGS. 

O. G., vol. xi, p. 111. 

In wror to the OireuU Court qf ths VhUed Statet for the aouOtom JHttriet qf ITow Tork.—I>eeidod 

October Term, 1878. 

The patent of John Dalton for ^' a head or hair net composed of a main set of meshee 
fabricated of ooarae thread, combined with an auxiliary set or sets of meshes fabri- 
cated of fine thread/' is yoid, beeanse there is no invention in it, and because yarions 
fabrics had been made and were in pabllc nse for a long time before his application 
which are precisely and accurately described by Dalton in the specification and claim 
of bis patent. 

J. Van Santvoord for complainant 

A. y. Briesen for defendant. 

Mr. Justice Milleb delivered the opinion Of the conrt : 

On the 5th day of March, l!372, there was issued to the plaintiJBT and 
appellant, John Dalton, a patent for a new and usefal improvement in 
ladies' hair-nets, in which he claims as new <^ a head or hair net com- 
posed of a main set of meshes fabricated of coarse thread combined with 
an anxiliary set or sets of meshes fabricated of fine thread, substantially 
as described." In his specification he says that the nets in use before 
his invention were composed of coarse threads so far apart that the 
meshes or interstices were too large and permitted the hair to protrude 
through them, and that his invention consists in combining with these 
coarse threads and larger spaces a finer thread crossing these spaces as 
often as is necessary to confine the hair, which thread, from its fineness, 
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is mjAinly invisible. He ^ves directions for the use of this finer thread 
in making the meshes, in which there is nothing he claims to be new. 
His claim is not for the process of making the net, bat for the new pro- 
dact made in the manner prescribed. 

The defendant relies on want of novelty, produces some fifteen or six- 
teen specimens of fabrics and designs which he alleges to be anticipa- 
tions of plaintiff's production, and refers to as many persons who were 
making or selling fabrics which are identical with that patented by 
plaintiff. 

If tbe netting patented by plaintiff had been produced by him for the 
first time, it would be difficult to find in it or in the process by which it 
is made anything deserving the name of invention within the meaning 
of the patent law. If the spaces between the threads of the netting 
were too large, thereby permitting the escape of the hair, there is noth- 
ing new in the idea that making them smaller would remedy the evil. 
If the size of the threads then in use was too large for beauty, neither 
discovery nor invention were necessary to reduce it. There is nothing 
new in the number of these threads, in their size, nor in the manner in 
which they are crossed and connected. Where, then^ is the invention T 
Is it in the fact that some of the threads are coarser and some of finer 
sizet This can hardly be invention, since gauze and netting have been 
made with threads or cords of unequal size time out of mind, and with 
varying and equal or unequal spaces between them. 

Turning from this view of the subject, the evidence and the exhibits 
produced by defendant show a number of fabrics long in use in which 
the meshes are made by larger cords or threads crossing each other at 
various angles, with smaller threads filling up the space and making 
the interstices smaller. 

Defendant's Exhibit Ko. 16 is a piece of lace with spaces separated 
and bounded by a larger thread or cord, which are subdivided into 
much smaller spaces by a smaller thread, that is proved to be fifteen 
years old, and may have been fifty. 

Exhibit No. 12 is a tidy with very large cords like floss with spaces 
between each, and across these spaces diagonally are four threads divid- 
ing that space into four smaller ones. It is proved that from this Mr. 
Dalton tried to get a workman to get up a pattern for his hair-nets. 

Exhibit No. 11 is a mosquito-bar long in use, with large cords crossing 
each other about an inch or more apart, and smaller threaA) crossing 
this space each way, so as to make the interstices too small for the mos- 
quito to get through, just as Mr. Dalton's net prevents the hair from 
escaping. It is the same device to remedy the same defect, only one is 
for mosquitoes and the other for hair. 

Exhibit 6 is a hair-net consisting of larger cords crossing each other 
at equal distances, with finer threads passing over or around them, and 
filling up the space so as to reduce the size of the interstices. This was 
used and sold openly in New York in 1871. "^^ "'' '' v^uugic 
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Exhibit No. 2 is a hair-net made twenty years ago, in which the larger 
oords are knotted together at their crossing at regolar intervals, and 
smaller threads between, so as to make the meshes smaller. We can 
see in this case no difference between this and exhibit of plaintiff, unless 
it be in the shape of the spaces large and small, and the manner in 
which the threads are connectied. Neither of these is claimed by plaint- 
iff as any part of his invention or as new, for, he says, this is a matter 
well known to lace-makers. 

In the lace, in the mosqnito-bar, in the tidy, the fabric presents in 
each case the precise arrangement described in the plaintiff's patent. 
These have long been in use and are well known. 

In Exhibits 2 and 6 we have the same fabric as plaintiff's applied 
to the same use. It is impossible to call the hair-net or netting for 
which plaintiff claims a patent a new invention, or any invention of his,, 
and the decree of the circait court dismissing his bill is affirmed. 



rUnited Stotes Cireait Conrt— District of HMMohiiaetti.1 

SILAS E. JACKSON et AL., vs. OHAELES H. B. BBEGE bt AL. 

O. G., vol. xi, p. 112. 

In equity.-~B^ore Shbplet, J.-^Decided Kowmber S9, 1870. 

DEOBEE. 

Shepley, J, : 

This cause came on to be heard at the October term of this court, 
A. D. 1875, npon the pleadings and proofs, and was argued by counsel 
for the respective parties, and was continued under advisement firom. 
term to term to this present term, and now, upon consideration thereof, 
to wit, November 29, 1876, it is ordered, adjudged, and decreed as fol- 
lows, viz : that the letters patent referred to in the complainants' bill, 
being reissued letters patent of the United States No. 3,460, granted 
unto Silas E. and Morgan P. Jackson, May 25, 1869, for ^^ Improvement 
in mowing-machines," and extended seven years firom December 29, 
1871, is a good and valid patent; and that the said Silas E. and Mor- 
gan P. Jackson were the original and first inventors of the improve- 
ment described and claimed therein ; and that the said defendants have 
infringed fhe second and fourth claims of the said patent, and upon the 
exclusive rights of the complainants under the same. 

And it is further ordered, adjudged, and decreed that the complain- 
ants recover of the defendants the profits which they have received or 
made, or which have accrued to them from said infiringement by the 
manufacture, use, or sale of the improvement described, and secured by 
said letters patent, at any and all times since May 25, 1869, and also, 
in addition thereto, the damages which the complainants have sustained 

thereby. Digitized by VjUUg LC 
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Aud it is further ordered, adjudged, and decreed that it be referred 
to John G. Stetson, a master of this court, to take and report to the 
court an acount of the profits which the said defendants have received, 
or which have arisen or accrued to them from the manufacture, use, or 
sale of said improvement, or from said infringement, and to ascertain 
and report the damages which the complainants have sustained thereby 
since the said 25th day of May, 1869. 

And it is further ordered, adjudged, and decreed that a perpetual 
iDJunctiou be issued against the defendants according to the prayer of 
the bill. 

And it is farther ordered, adjudged, and decreed that the complain- 
ants recover of the defendants their costs of suit. 

[Two snits broDght in the Rhode Isldnd district by same oomplainant, one against 
Spragae Mowing Machine Co. et aL^ the other against WiUiam E. Barrett et ah, were 
decided in the same way as the above case.] 



f United States Cironit Court— Southern DUtriot of New York.] 

JACOB E. BUERK vs. WILLIAM IMHAUESER ET al. 

O. G., vol. xi, p. 112. 

B^ore Johnson, C. J.—Deeidtd November 11, 1876. 

The sale of articles made under the sanction of a patent, not considered at the trial of 
the case, cannot be regarded as covered by a decree in such suit, unless a strong and 
obvious case of infringement beyond all question or mere colorable difference is made 
out. 

Patented articles are presumed to be patentably different from those covered by other 
patents. 

It does not constitute a new infringement to sell part of a patented device necessary 
to its operation, but not covered by the patent, when they have already been charged 
in the accountings for the sale of the patented portion. 

J. Van Santvoord for plaintiff. 

A. v. Briesen for defendants. 

Johnson, C. J. : 

The watchman's time-ileU^cter, bought by Gould iu May, 1875, from 
Imhaaeser & Co., was not the same kind of instrument which was ad- 
jadged in this suit to be an infringement of the plaintiff's patent. It 
was made under the sanction of letters patent of the United States 
dated October !!0, 1874, and numbered 156,098. It must be presumed 
to be patentably different from the detecters covered by other patents, 
aud a strong and obvious case of infringement beyond all question, or 
mere colorable difference, would be necessary to make it proper for the 
court to consider the instruments as covered l)y a decree in another suit, 
in which its structure had not been in issue nor the subject of examina- 
tion. {Liddle vs. (7ory, 7 Blatchf., 1.) The motion cannot be granted, 
so far as that branch of it is concerned. 

In regard to the six detecters sent to the Milwaukee Eailroad, there 
11 D 
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was uQdoubtedly a technical breach of the injnnctianf bat the defeadr 
ant, Itnhaueser, as soon as he was advised by his coansel, took steps to 
have them returned. 

This was before his examination under the decree, and, of coarse, 
before any proceeding by the plaintiff, who was ignorant of the fact 
until it was disclosed on Imhaneser's examination. 

These watches are reported by the master as among those on hand at 
the time of the accounting, and it appears that they have been actually 
returned, and the sale rescinded. 

The defendant will be sufficiently punished by the infliction of a fine 
of fifty dollars to cover the costs and expenses incurred by the plaintiff 
in his proceedings for the contempt. 

In regard to the paper dial which the defendants appear to have far- 
nished for the detecters which they had sold before the accounting, and 
for which clocks they are charg:ed in the accountings, I think no new 
infringement has taken ^lace. 

The dials are not patented; any one can print and sell them, and the 
sale of them can only be injurious to the rights of the plaintiff, as mak- 
ing out, coupled with the sale of the rest of the instruments, an act of 
infringement. 

It was in tliis view that Wallace vs. Holmes (9 Blatchf., 66) was 
decided, in which it was held that a patent for a combination could not 
be evaded by differeut persons selling each a different part of the com- 
bination with the view of their being used together by the purchaser. 

In this case the whole sale of detecters and dials made one infringe- 
ment, not two; and for this the defendant is charged in the account- 
ing. • 

These charges of contempt are all that are relied on in the plaintiff's 
brief, and nothing is made out except as to the six detecters sent to the 
Milwaukee Bailroad. 

The motion in that regard must be granted, unless the defendant pays 
to the plaintiff^s solicitors the fine above mentioned ; but upon the pay- 
ment of that fine within ten days from notice of this order the order 
for attachment is discharged. 



[Saprcme Couit of the United States.] 

NATHAN C. EUSSELL, Appellant, vs. SAMUEL DODGE, Sp,, 
AND SAMUEL DODGE, Jb. 

O. G., vol. XI, p. 151. 

Appeal frdm tke Circuit Court qf the United States for the Northern Dittrict qf Xew Tork.^Deeid€d 

October Term, 1876. 

Where a asefal result is produced in auy art, manufacture, or oouiposition of matter 
by the use of certain means for ip^hloh the inventor or discoverer obtains a patent, 
the means described must be the essential and absolutely necessary means, and not 
mere adjnncts, which may be used or abandoned at pleasure. 
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Where a reissned patent is granted upon a snrrender of the original, for its alleged 
defective or insufficient specification, sach specification cannot be substantially 
changed in the reissued patent, either by the addition of new matter or the omission 
of important particulars, so as to enlarge the scope of the invention as originally 
claimed. A defective specification can be rendered more definite and certain so as 
to embrace the claim made, or the claim can be so modified as to correspond with the 
specification ; but, except under special circumstances, this is the extent to which 
the operation of the original patent can be changed by the reissue. 

Where the patent was for a process of treating bark-tanned lamb or sheep skin by 
means of a compound, in which heated fat liquor was an essential ingredient, and 
a change was made in the original specification by eliminating the necessity of using 
the fat liquor in a heated condition, and making in the new specification its use in 
that condition a mere matter of convenience, and by inserting an independent claim 
for the use of fat liquor in the treatment of leather generally, the character and 
scope of the invention as originally claimed were held to be so enlarged as to con- 
stitute a difierent invention. 

The action.of the Commissioner of Patents in granting a reissue within the limits of 
his authority is not open to collateral impeachment, but his authority being limited 
to a reissue for the same invention, the two patents may be compared to determine 
the identity of the invention. If the reissued patent, when thus compared, appears 
on its face to be for a different invention, it is void^ the commissioner having ex- 
ceeded his authority in issuing it. 

The case of Klein r«. Russell, reported in the 19th uf Wallace, stated and qualified. 

Mr. Jastice Field delivered the opiaion of the coart : 
This is a suit for an iDfringement of a patent obtained by the com- 
plainant for an alleged new and useful improvement in the preparation 
of leather, with a prayer that the defendants be decreed to account for 
and pay to him the gains and profits derived by them from making, 
using, and vending the improvement, and be enjoined from further in- 
fringement. The patent bears date in February, 1870, and was issued 
upon a surrender and cancellation of a previous patent obtained by the 
complainant in August, 1869, upon the allegation that the original 
patent was inoperative and invalid by reason of an insufftcient and de- 
fective specification of the improvement. The validity -of the reissued 
patent is i^sailed on the ground that it describes a different Invention 
from that claimed in the original patent, and for want of novelty in the 
invention. Other grounds of invalidity are also stated, but in the view 
we take of the case they will not require consideration. 

In the schedule accompanying the patent, giving a despription of the 
alleged invention and constituting a part of the instrument, the com. 
plainant declares that he has '* invented a new and useful improvement 
in the preparation of leather"; that "the invention consists in a novel 
preparation of what is known as bark-tanned lamb or sheep skin," by 
which the article is rendered soft and free and adapted, among other 
uses, for the manufacture of what are termed "dog-skin gloves"; and 
that " the principal feature of the invention consists in the employment 
of what is known among tanners and others as <fat liquor,' which is 
ordinarily obtained by scouring deer-skin after tanning in oil," but 
which may be produced by the cutting of oil with a suitable alkali 
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The schedule then proceeds to state that in treating the leather with 
fat liquor <^ it is desirable to heat the liquor to or near the boiling-point ; 
and that it is preferred to use the same in connection with other ingre- 
dients," such as soda, common salt, and soap in specified quantities for 
each ten gallons of the heated liquor; and that ^^ to effect the treatment '^ 
the skin should be well dipped in or saturated with the fat liquor or 
compound, of which fat liquor is the base. The schedule closes by a 
declaration that what the patentee claimed and desired to be secured 
by letters patent was : 

1. The employment of fat liqaor in the treatment of leather, substantially as speci- 
fied. 

2. The process, substantially as herein described, of treating bark-tanned lamb or 
sheep skin by means of a compound composed and applied essentially as specified. 

It is clear from this statement that the patent is for the use of fat 
liquor in any condition, hot or cold, in the treatment of leather, and for 
a process of treating bark tanned lamb or sheep skin by means of a 
compound in which fat liquor is the principal ingredient. The state .of 
the liquor is not mentioned as essential to the treatment, or to accom- 
plish an3' of the results sought. It is only stated as a thing to be desired 
that the liquor should be heated, and that it would he preferable that other 
ingredients were mixed with the heated liqaor to make the compound 
mentioned. In other words, the specification declares that by heating 
the liquor the effect desired will be more readil}' produced — that is, 
more speedily or with less trouble and expense ; not that the heating is 
in any respect essential to the treatment. Where an useful result is 
produced in any art, manufacture, or composition of matter by the use 
of certain means for which the inventor or discoverer obtains a patent, it 
is, as justly observed by the presiding justice of the circuit court, too 
plain for argument that the means described must be the essential and 
absolutely necessary means, and not mere adjuncts which may be used 
or abandoned at pleasure. 

The original patent was less extensive in its claim than the reissue. 
That patent was for a process of treating bark-tanned lamb or sheep skiu 
by means of a compound, in which heated fat liquor was an essential 
ingredient. The specification was explicit in this particular, and left no 
doubt on the subject. The reissued patent covers the use of the fat 
liquor in any condition, hot or cold, and when used alone or in a com- 
pound with other ingredients, and thus has a more extended operation, 
bringing under it manufactures not originally contemplated by the pat- 
entee. Is such a reissue valid ? 

The statute of 1836 (2 Statutes at Large, 122), under which the reis- 
sue was granted, provided that whenever any patent was inoperative 
or invalid by reason of a defective or insufficient? description or specifica- 
tion, or by reason of the patentee claiming as his own invention more 
than he had a right to claim as new, if the error arose from inadvertence, 
accident, or mistake, and without any fraudulent or deceptive inten- 
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tion, it should be lawful for tbe commissioner, upon tbe surrender of 
sucb patent and the payment of a prescribed duty, to cause a new patent 
to be issued to the inventor for the same invention^ for tbe residue of tbe 
period tben unexpired, in accordance witb tbe corrected description and 
specification. 

According to tbese provisions a reissue could only be bad wbere the 
original patent was inoperative or invalid by reason of a defective or 
ihsufficientdescription or specification, or wbere theclaimof thepatentee 
exceeded his right, and tben only in case the error commited has arisen 
from the causes stated. And as a reissue could only be granted for tbe 
same invention embraced by tbe original patent, tbe specification could 
not be sabstautially changed, either by tbe addition of new matter or 
tbe omission of important particulars, so as to enlarge tbe scope of the 
invention as originally claimed. A defective specification could be ren- 
dered more definite and certain so as to embrace tbe claim made, or tbe 
claim could so be modified as to correspond with tbe specification ; but 
except under special circumstances, such as occurred in tbe case of Lock- 
wood & Morey (8 Wall., 23P), where the inventor was induced to limit 
bis claim by the mistake of the Gommissioner of Patents, this was tbe 
extent to which tbe operation of tbe original patent could be changed 
by tbe reissue. Tbe object of the law was to enable patentees to remedy 
accidental mistakes, and tbe law was perverted when any other end was 
secured by tbe reissue. 

Judged by that law (and tbe provisions of tbe act of 1870 on this sub- 
ject are substantially the same), there can be no doubt of the invalidity of 
tbe reissue. The original patent was not inoperative nor invalid from 
any defective or insufficient specification. The description given of the 
process claimed was, as stated by tbe patentee, full, clear, and exact, 
and tbe claim covered tbe specification ; the one corresponded witb tbe 
other. The change made in tbe old specification by eliminating the 
necessity of using the fat liquor in a heated condition, and making in 
tbe new specification its use in that condition a mere matter of con- 
venience, and tbe insertion of an independent claim for the use of fat 
liquor in the treatment of leather generally, operated to enlarge tbe 
character and scope of tbe invention. Tbe evident object of tbe patentee 
in seeking a reissue was not to correct any defects in specification •or 
claim, but to change both, and thus obtain, in fact, a patent for a dif- 
ferent invention. This result the law, as we have seen, does not permit. 

The decision of the Gommissioner in granting tbe reissue is, it is true, 
so far conclusive as to preclude in tbe present suit for infringement any 
inquiry into its correctness outside of tbe patents themselves. His ac- 
tion in any case, within, tbe limits of bis authority, is not open to col- 
lateral impeachment. But that authority being limited to a reissue for 
the same invention as that embraced in the original patents, a reissue 
for anything more is necessarily inoperative and void. To determine 
tbe identity of tbe invention, the two patents may be compared* Thus 
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compared, tbe reissue here appears on its face to be for a differeut iuven- 
tioD, and the Commissioner, therefore, exceeded his authority in issuing 
it (Seymour vs. Osbamej II Wail., 54s 5 Wicks vs. Stevens^ 2 Wood's 0. 
O, 312.) 

In the ease of Klein vs. Russell (19 Wall., 463), the question was not 
before the court whether the reissued patent was invalid because not 
for the same invention. The point was not made in that case in the 
court below, and for that reason it was stated the point could not be 
made here. It was to be presumed, said this court, until the contrary 
was made to appear, that the Commissioner did his duty correctly in 
granting the reissue. What was subsequenly said of the character of 
the first claim, so far as it conflicts with the construction here given, 
does not meet our approval after the extended consideration the sub- 
ject has since received. 

But assuming that the reissue is not void for tbe reasons stated, the 
patent is still invalid for want of novelty in the alleged invention. The 
use of fat liquor in the treatment of bark-tanned skins was general 
with manufacturers for inany years previous to the alleged invention. 
Testimony to this effect is given by numerous witnesses. It would sub- 
serve no useful purpose to state this testimony. It is set forth with 
ample fulness in the opinion of the circuit court. It is sufficient for us 
to say that it is entirely satisfactory to our minds. 

The decree is affirmed. 



[United States Circuit Conrt— District of Massachusetts.] 

THE SWAIN TURBINE AND MANUFACTURING COMPANY 
vs. JAMES E. LADD. 

O. G., vol. xi, p. 153. 

In Equity,— B^ore Shepley, J.— Dxided Januxry 2, 1377. 

Claims which would be void as beiag fanotioaal shoald be so ooastraed as to embrace 
the described means for effecting the result. 

When changes of form involve functional differences, producing new or better results, 
they are patentable. 

The claims in a reissaed patent are to be construed so as not to embrace any invention 
broader in its scope than the invention described or substantially suggested or indi- 
cated in the original. 

J. S. Abbott and H. W. Boardman for complainants. 
Browne &, Holmes and C. E. Mitchell for defendant. 

OPINION OF THE COURT. 

Shepley, J. : 

The iuventiou of Swain, the assignor to the complaiaauts, relates to 
a new and improved form of that class of water-wheels known as 
<' turbines,'' which operate by means of extracting power from the un- 
balanced pressure of water, which, as it passes through the wheel, has 
its direction changed by the carved surfaces of^Me floats, which take 
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and tmiidmit the power of the water iinpingiog upon and passing over 
their carved sarfaces. In all wheels of this class form is material, sab- 
stantial, and functional, and very slight changes of form and proportion 
involve fanctional changes of great importance. Slight modifications 
and deviations from any prescribed operative forms and proportions 
may destroy the usefulness or put an end to the identity of the device, 
or, on the other hand, may effect new and different and better results. 

Before the invention of Swain, the turbine wheels in common nse 
were generally classed under two heads, the Fourneyron and the Jonval 
wheels. The wheels of the Fourneyron type received and discharged 
the water horizontally. The wheels of the Jonval type received the 
water vertically from the top and discharged it downwardly. Various 
modifications had been made and many patented of both of these 
forms of the turbine wheel. That Swain made a great improvement 
npon any of the turbine water-wheels which preceded his is very evi- 
dent, and no testimony in the record, in the opinion of the court, has 
any tendency to show that he was not the first and original inventor of 
that which he claimed in his original patent. Valuable and meritorious 
as that invention was, it entitles him only to a monopoly of that which 
he really invented, and no inventor has any right to gradually widen 
the scope of his claims to keep pace with the progress of invention. 
Especially in cases where mere changes of form become patentable by 
reason of involving functional differences should it be left open to sub- 
sequent inventors to devise other changes of form involving other 
fanctional changes, where the same result is not attained in substan- 
tially the same way. 

In order properly to construe and limit the claims of the reissued pat- 
ent in this case, so as to give to the patentee the entire monopoly of 
the invention actually made by him, and at the same time to so limit it 
as not to cover a field of invention into which the patentee had not en- 
tered, it becomes necessary to examine the original patent and endeavor 
to determine from that what was the scope of the invention which was 
described, indicated, or suggested in the specifications of the original 
patent. The original patent granted to A. M. Swain, May 15, 1860, for 
a new and improved wheel, No. 28,314, describes the object of the in- 
vention <^ to obtain a simple and efficient horizontal water-wheel, one 
that will have all its parts accessible for repairs, and which will give the 
maximum power of varying heads with an economical use of the water.'' 
After describing the devices for raising and lowering the wheel, as de- 
sired, without removing the wheel from its proper working position, and 
without being troubled with the influence or action of the water, the 
description of the wheel and its floats is as follows : 

The wheel has its floats cast or cdnstnioted each of a single piece of metal. The face 
sides of the floats, where the water impinf^es, are of paraboloidal form, whose axes are 
tangent to a circle, to which the gnideiB, hereinafter described, are also tangents, and 
also to the curve at or near the circamferenoe of the wheel. The bottoms of the floats 
are formed by revolving the carves on their axes. 
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A description is then given of the annular chamber, termed the hy 
drostatic chamber, around the wheel, with a series of guides, which, in 
connection with the top of the chamber and the cylinder connecting the 
guides at the bottom, form chutes, which direct the water properly to 
the buckets of the wheel, and an arrangement is provided by means of 
raising and lowering them to increase or diminish at will the volume of 
water admitted to the wheel, thereby regulating the capacity of the 
wheel as occasion may require. 

When J (the ring or cylinder to which the guides are attached and cast) is lowered, 
the water strikes the floats with all the force and velocity dne to its head, directly un- 
der the rim of the wheel, which is so carved as to force the water down rapidly in the 
lower curved parts or bottoms of the floats, the water not leaving the wheel nntil its 
force has been properly expended on it. 

When we examine this specification in connection with the drawings 
to which it refers (leaving out of view, for the purpose of this examina- 
tion, the annular chamber with the guides and chutes, and the devices 
for raising and lowering the wheel), we find the essential elements of 
the wheel to be, first, floats whose face sides where the water impinges 
are of paraboloidal form, whose axes are tangent to a circle, to which 
the guides are also tangents, and also to the curve at the outer circum- 
ference of the wheel. We find the upper edges of the floats not to be 
horizontal to the axes of the wheel, but curving downward inwardly 
diagonally, so as to conform to the rim of the wheel to which the floats 
are attached, which is so curved inwardly and downwardly. We find 
these floats with a discharge-line curving over their inner edges from 
the curved crown to the lower outer edge of the wheel, the float thus 
narrowing almost to a point at the lower band or rim of the wheel. This 
form of float, acting in combination with the curved part of the crown, 
and the hub inside of the inner edges of the floats, discharges the water 
neither horizontally nor vertically with reference to the axis of the 
wheel, but in diagonally-curved lines ; secondVi we find, as one of the 
elements of this wheel, a rim or crown, "which is so curved as to force 
the water down rapidly in the lower curved parts or bottoms of the 
floats." This downward and inward curvature of the crown is not de- 
scribed as an alternative or preferable construction, but as one having 
an important function in combination with the floats. As correctly 
stated by Mr. Renwick, one of the experts examined by the defendant, 
if there had been any intention of discharging the water in nearly hor- 
izontal lines, the lower side of the rim or crown would not have been 
bent downward, so as to force the water down, and the space in thecen- 
ter of the wheel, into which the horizontally-flowing water would es- 
cape, and which would be nocessary for its escape, would not have been 
stopped up by the hub and the downward prolongation of the crown 
after it extends inward beyond the inner edges of the buckets. And if 
it had been intended that any considerable portion of the discharge 
should have been downward vertical, as in the Jonval wheel, then the 
delivery edges of the buckets would not have been curved, as before 
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described. This view of the office and faDction of the downward-carved 
crown 18 further confirmed by the arrangement of the chotes in the 
Swain device in such a manner as that the water at part-gate is ad- 
mitted directly under the carved rim of the wheel. 

The reissued patent No. 28,314, dated November 19, 1873, has its first, 
second, third, and fifth claims so worded as in their broad and literal 
construction, without any limitation to the invention described in the 
specifications of the original and the reissued patent, to claim any form 
of ".water-wheel having an effective inward flow and discharge of part 
of the water, and an effective downward flow and discharge of port of 
the water simultaneously in one wheel, whereby the effective area of 
discharge is increased without increasing the diameter of the wheel.'' 
This is the exact language of the fifth claim, which would be void as a 
claim merely functional, unless this claim be construed, as must also 
the first, second, and third claims, as including the described means of 
effecting the result. To uphold these claims they must not only be con- 
strued in connection with the described means in the reissue, but so 
construed as not to embrace any invention broader in its scope than 
the invention described, or substantially suggested or indicated in the 
original. However meritorious and original the invention of Swain was 
(and of its originality and merit as an advance in the state of the art at 
the date of Swain's invention the court does not entertain any doubt), nev- 
ertheless, its great merit and utility will not justify such broad claims in 
a reissue as shall effectually interpose a barrier in the ]>ath of subse- 
quent inventors and arrest the progress of invention. The broad lan- 
guage of these claims, liberally construed, eliminates from the combina- 
tion in the reissue the downward and inward curvature of the crown 
which forms an essential functional element of the combination in the 
original. Such a liberal construction of these claims, with the scope 
contended for by the complainants, would render the reissue void, accord- 
ing to the decisions in Wells vs. Qillj and many other cases decided by 
the Supreme Court of the United States, including Seymour vs. Oshorni 
In this connection the court c«aii only repeat the language of the opinion 
in Forsyth vs. Claj^p (1 Holmes). 

The court will look beyond the mere form of words in the claim of a reissued patent 
into the specifications in both the original and reissued patents; and even if on the 
face of the reissued patent it does not embrace anything not described or suggested in 
the original, nevertheless the court will ascertain whether there is any substantive 
inventfon adequate to support a claim ingeniously worded, not so much for the pur- 
pose of describing what the patentee really invented, as of grasping within its terms ' 
some contrivance not within the knowledge or contemplation of the patentee, and for 
that reason, not by inadvertence or mistake, not embraced in the claims of the original 
patent. 

Giving to these claims the construction which we have indicated, the 
word crown in the first three claims will refer to and include in the com- 
bination such a crown as is described in the original patent and repre- 
sented in the drawings of the original and the reissue, and the fifth 
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claim will be limited in its scope to water-wheels possessing such ele- 
ments as we have hereinbefore recited as the described essential com- 
ponent parts of the tnrbine wheel described in the specifications and 
drawings of the original patent. Giving this construction to the claims, 
the defendant does not infringe, and the bill must be dismissed. 



[United StatM Circait Con rt— Northern District of niiiiois.] 

GEORGE E. DAYTON vs. GEORGE WRIGHT AND GRANVILLE 

HERRING. 

O. G., vol. xi, p. 107. 
In Equity.Se/ore Blodgett, J.— Decided October 21, 1876. 

Tbe pnrcbafier of a patent stands in fall privity to a deci'ee' obtained by tbe former 
owner in a suit for infringement. 

A decree for infringement was entered against Wrigbt and a oo-defendant, and, pend- 
ing the report of tbe master, tbe former associated anotber party with him as part- 
ner, and engaged in the mannfacture of the patented article in another district : 
Held, that Wright's present partner is so far in privity with the former case by his 
partnership relation to Wrigbt, that he is boand by the decree. 

CoBURX & Thatcher for complainant. 

We6T «& Bond for defendants. 

OPINION OF THE COURT. 
BLODGETT, J.: 

This is an application to dissolve an injunction which was granted 
some time since, enjoining the defendants, George Wright & Co., from 
manufactnring a certain kind of sieve, which, it is alleged, was in viola- 
tion of the patent granted to one Mann, and now held by the complain- 
ant. 

It appears from the pleadings and proofs that a patent, in due form, 
was granted to Mann for a specific method of constructing a wire sieve 
with a metallic rim, the device consisting of the mode by which the wire- 
gauze was fastened into the rim. During his life-time Mann commenced 
a suit, in the United States circait court for the western district of Mis- 
souri, against Wright and another defendant, to enjoin an alleged in- 
fringement of this patent Wright and his co-defendant answered the 
bill filed in that court, and two issues were made up — first, whether 
there was an infringement; second, whether the device of Mann was 
novel and patentable. Pending this suit Mann died, and the suit was 
revived by his executor. Testimony was taken, and the case was 
brought to a hearing a few months since, and a decree made finding 
that the defendants had infringed the patent, and that the patent was 
valid. The case was then referred to a master for the purpose of assess- 



ing the damages, and it would seem from 
be still awaiting the master's report. After 



the record produced here to 
Ler the entry of this decree, 
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this bill was filed against the defendant, Wright, and his co-defendant, 
who since said trial had engaged in the same mannfactnre here. 

The complainant has purchased from Mann's administrator the right 
to this patent, and now holds the same. 

1 have no doubt, therefore, bat that he stands in fall privity to this 
decree, and that the defendant, Wright, is also bound by the decree as 
a privy thereto. 

I am also of opinion that the other defendant, Wright's present part- 
ner, is so fiir in privity with the former case by his partnership relation 
to Wright, that he is also boand by this decree, as I do not think Mr. 
Wright can escape the force of the decree by associating another per- 
son with him. 

The defendants now seek to reopen the whole controversy by denying 
the validity of the patent, alleging some instances of prior ase of the 
device not set up in the former case, but at most only cumulative upon 
the same point. 

This, I think, cannot be allowed. 

The parties and subject-matter were properly before the Missouri 
court, and must be held bound by its decree, so long as the same re- 
mains in force. That bei-ng only in one sense an interlocutory decree, 
this court must presume that if new evidence has been discovered ma- 
terial to the issue, the case would be opened, and the new proof let in 
on proper application to that court. 

Entertaining these views, I must refuse to dissolve this injunction, 
leaving the injunction in force until a final hearing of the case, and a 
more full argument. 



[Suprome Coart of the United Staiea.j 

DANIEL H. SMITH, Appellant, vs. THE GOODYEAR DENTAL 
VULCANITE COMPANY AND JOSIAH BACON. 

O. G., vol. xi, p. 246. 

Appeal from the OireuU Court of the Uniied States for the Dietriet qf Mmstaehusetts.—Ko. llZ.—Deeided 

October Term, 1876. 

The claim of the Cammiogs patent, reissue No. 1,904 — '' the plate of hard rabber, or 
YQlcanite, or its eqaivalent, for holding artificial teeth, or teeth and gums, substan- 
tially as described '' — is for a set of artificial teeth, as a new article of manufacture, 
consisting of a plate of hard rubber with teeth, or teeth and gums, secured thereto, 
in the manner described in the specification, by embedding the teeth and pins in a 
volcanizable compound, so that it shall surround them while it is in a soft state, be- 
fore it is vulcanized, and so that when it has •been vulcanized the teeth are firmly 
and inseparably secured in the vulcanite, and a tight Joint is effected between them, 
the whole constituting but one piece. 

It is for a new product, differing from all that had preceded it not merely in degree of 
usefulness and excellence, but differing in kind, having new uses and properties. It 
was different in kind or species from all other devices. Devising and forming such a 
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manafactare by sacb a prooeaa and of aaoh materialB was inyention, althoagh aeta 
of artificial teeth had beea preyiously moanted upon bases of other materials. The 
case of HotckkUa vs. Greenwdod (11 How., 248) considered. That case does decide 
that employing one known material in place of another is not invention if the result 
be only greater cheapness and dnrability of the prodact. Bat this is all. It does not 
decide that no use of one material in lieu of another in the formation of a manufac- 
ture can, in any case, amount to invention, or bs the sabject of a patent. If such a 
substitntion involves a new mode of constraction, or develops new uses and proper- 
ties. of the article formed, it may amount to invention. Tbe substitntion may he 
something more than formaL It may reqnire contrivance, in which case the mode 
of making it would be patentable ; or the resnit may be the prod action of an analo- 
gous, hut substantially different, manufacture. 

The use of one material instead of another in constrncting a known machine is, in 
most cases, so obviously a matter of mere mechanical judgment, and not of invention, 
that it cannot be called an invention unless some new and useful result, as increase 
of efficiency, or a decided saving in the operation, he obtained. But where there is 
some such new and useful resnit, where a machine has acquired new functions and 
useful properties, it may be patentable as an invention, though the only change made 
in the machine has been supplanting one of its materials by another. This is true 
of all combinations, whether they be of materials or processes. 

An invention is not patented in England, so as to anticipate an invention patented in 
this country, until the completed specification has been filed. The date of filing the 
provisional specification is not to be considered. 

Casting sets of teeth on a tin base by a process similar to the process described in the 
complainant's patent was not an anticipation of the invention, it being shown that 
vulcanite may be used by dentists as a base for artificial teeth in many ways that 
could not be accomplished by tin, and that, therefore, the cast tin base was not sub- 
stantially the same product as the Cummings manufacture. 

The cast tin base held, in view of its defects, to have been an abandoned experiment, 
althoagh several sets had been made. 

To sustain the position that a reissued patent is not a patent for the same invention 
which was described in the specification of the original patent, and, therefore, that 
the reissue is unauthorized and void, the defendant must overcome the presumption 
against him arising from the decision of the Commitoioner of Patents in granting 
the reissue, and this he can do only by showing, from a comparison of the original 
specification with that of the reissue, that the former does not substantially describe 
what is described and claimed in the latter. This must plainly appear before the 
court can be justified in pronouncing the reissued patent void. 

Cummings applied for a patent on April 12, 1855. His application was rejected twice, 
and on February 3, 1856, a third rejection followed a reconsideration. From that 
time until the patent was finally granted the applicant was in ill health and poor. 
He did not withdraw his application, nor acquiesce in the action of the Patent Office. 
He made frequent applications to his friends for advances to enable him to prosecute 
his application. In February, 1859, an attempt was made for an appeal to the Board, 
but the Commissioner refused to allow it. On March 1, 1864, he presented a petition 
for the grant of a patent for the same invention. The patent was granted on June 
7, 1864. The invention went into public use in 1859. Held : (Justices Bradley, 
Miller, and Field dissenting) that the proceeding to obtain the patent was a continu- 
ous one from 1855 until it was granted ; and that the application of 1855 not being 
severable from that of 1864 there ^as no foundation for the allegation that the in- 
vention was abandoned to the public, and that it was in public use or on sale for 
more than two years prior to the inventor's application. There was no abandon- 
ment, actual or constructive. 

Henry Baldwin. Jr for appellant. Digitized by GoOqIc 

£. N. DfCKEitsox and B. F. Lkk for appellees. o 
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Mr. Jastice Strong delivered the opinioQ of the court : 

A brief review of the history and nature of the patent which the corn- 
plainauts alleg^e has been infringed will aid materially in solving the 
questions presented by this appeal. 

On the 14th day of May, 1852, Dr. John A. Cummings, a dentist of 
Boston, filed in the Patent Office a caveat to protect an invention he 
claimed to have made of certain new and useful improvements in the 
setting and plates of artificial sets of teeth. The description accompa- 
Djiog the caveat indicated with very considerable clearness what the 
alleged invention was, and the objects sought to be gained by it. The 
improvement was declared to — 

Consist io fonning the plate and also the gams iu whioh the teeth are inserted, of 
robber, or some other elastic substance, so compounded with sulphur, lead and other 
similar substances as to form a hard gum, or whalebone gum, rigid enough for the 
pnrpcses of mastication, and pliable enough to yield a little to the mouth. 

"By this improvement," the caveator said, "the teeth can be easily 
baked into the gums, which form one piece with the plate." Subse- 
qaently, on the 12th of April, 1855, he applied for a patent, reciting in 
his application that he had previously entered a caveat. His accompa- 
nying specification declared the invention to consist in — 

Forming the plate and gums, to which the teeth are attached, of rubber, or some 
other elastic material, so indurated as to be rigid enough for the purpose of mastica- 
tion, and pliable enough to yield a little to the motions of the mouth, and in one piece, 
the teeth being embedded in the elastic material while the material is in a soft con- 
dltion, and then baked with the gums and plate, so that the teeth, gums, and plate 
will all be connected, forming, as it were, one piece. 

This application for a patent was rejected on the 19th of May next 
following, and the applicant was referred to two printed publications^ 
one suggesting the use of gutta-percha as a base for artificial sets of 
teeth, and the other suggesting pastes, analogous to porcelain paste, as 
well as gutta-percha. Cummings then amended his specification by 
striking out all reference to gutta-percha, or other merely elastic mate- 
rial, disclaiming the use of gutta percha, and any material which ia 
merely rendered plastic by heat and hardened by cooling, and he claimed 
the improvement in sets of mineral, or other artificial sets of teeth which 
consists in combining the teeth with a rubber plate and gums, which, 
after the insertion of the teeth, are vulcanized by Ooodyear's process^ 
or any other process, forming thereby a cheap, durable, and elastic sub- 
stitute for the gold plates theretofore used. This amendment, however, 
proved ineffectual. The application for a patent was again rejected, 
and a third rejection followed a reconsideration, for which the appli- 
cant had asked. This third rejection was on the third day of February, 
1856. From that time onward for several years, indeed until the patent 
was finally granted, the evidence very satisfactorily shows that Dr. 
Cummings was in a condition of extreme poverty, utterly unable to 
bear the necessary expenses of prosecuting his case further. But h& 
did not withdraw his application. He did not ask for a return of part 
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of the fee he had paid, nor by any act of his did lie indicate acquies* 
cence in the nnfavorable action of the Patent Office. On the contrary', 
he continued to assert his expectation of ultimately obtaining a patent, 
formed plans for his own action after it should be obtained, and com< 
plained of what he supposed to be the negligence of his solicitor. The 
proof of his extreme poverty is ample. His ill health interfered with his 
working successfully in the line of his profession, and his family was sub- 
jected to great privations. He seems never to have had any considerable 
money. He borrowed someti mes small sums to purchase under-clothing for 
himself. He made frequent applications to his friends for advances to en- 
able him to prosecute his application for a patent, offering as a compensa- 
tion for such advances sometimes one-quarter and sometimes one-half of 
the patent when obtained. He appears never to have remitted his efforts 
until, in 18G4, he induced Dr. Flagg, who had been his partner in 
former years, and Dr. Osgood, to advance, first, one hundred dollars, 
and afterward seven hundred and twenty dollars, by means of which 
the patent was obtained. Even then he had not the twenty dollars 
necessary to be paid when it was allowed. For the assistance he thus 
received he gave one quarter of his invention. Before this time (between 
the third rejection of his application and his obtaining the advances 
mentioned) everything was done which was within his power. In Feb- 
ruary, 1859, in the midst of his pecuniary embarrassments, his solicitor 
applied to the Patent Office, not for a return of any portion of the fee 
paid, nor for a withdrawal of the application, but that the specification 
and one drawing might be sent to him. This request was refused. An 
attempt was then made for an appeal to the Board ; but that not being 
allowed by the Commissioner nothing further was done in the Patent 
Office until the applicant was enabled, by the funds obtained from Drs. 
Flagg and Osgood, to renew his endeavors. Then, on the 1st of March. 
1864, he presented a petition for the grant of a patent to himself for the 
same invention which he had endeavored to secure in 1855 (the appli- 
cation for which remained in the Office un withdrawn), and accompanied 
his petition with a specification and drawings corresponding exactly 
with those he had previously made. This final effort was successful. 
The Office practically acknowledged that the prior rejection had been 
an error, and declared that, in justice to his rights as an inventor, the 
admission of his claim, limited to the use of hard rubber or vulcanite, 
as he had before limited it, would not be objected to. Accordingly the 
patent was granted on the 7th of June, 1864, and, by sundry conveyan- 
ces, it subsequently became vested in the complainants. Two surren- 
ders and reissues have since been made^ the last dated March 21, 1865, 
and it is for an alleged infringement of this second reissue that the 
present suit has been brought. The bearing of this history upon the 
merits of the controversy will appear as we proceed to examine the sev- 
eral defenses set up. 
Among these the one perhaps most earnastly urged is the avcrnent 
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that the device described in the specification was not a patentable in- 
vention, bnt that it was a mere substitution of vulcanite for other ma- 
terials which had previonsly been employed as a base for artificial sets 
of teeth, a change of one material for another in the formation of a pro- 
duct. If this is in truth all that the thing described and patented was; 
if the device was merely the employment of hard rubber for the same 
use, in sabstantially the same manner and with the same effect that 
other substances had been used for in the manufacture of the same arti- 
cles, it may be conceded that it constituted no invention. So much is 
decided in HotckJciss vs. Oremwood (II How., 248). But such is notour 
understanding of the device described and claimed. In the specifica- 
tion it is declared that the invention — 

Cousisto in forminii: the plate, to which tiie teeth, or teeth and gams, are attache , 
of hard rubber, or vulcaDite, bo caUed, an elastic material possessing and retaining iu 
use snfBoient rigidity for the purpose of mastication, and at the same time be!ng pli* 
able enough to yield a little to the motions of the mouth. 

This is immediately followed by a description of the manner of the 
proposed use — that is, of making the hard rubber plates — and the claim, 
as stiiteil, is — 

The plate of hard rubber, or vulcanite, or its equivalent, for holding arti6cial teeth, 
or teeth and gums, substantially as described — 

That is, plainly, formed as described. 

The invention, then, is a product or manufacture made in a defined 
manner. It is not a product alone, separated from the process by which 
it is created. The claim refers in terms to the antecedent description, 
without which it cannot be understood. The process detailed is thereby 
made as much a part of the invention as are the materials of which the 
prodnct is composed. We shall not quote at large the description of 
the mode of making the plate. Such a quotation would unnecessarily 
prolong the opinion. It plainly shows a purpose of the inventor to se- 
cure what had not been secured before — a combination of a plate with 
artificial teeth, or with gums and teeth, in such a manner as to be free 
from the objections and defects or inconveniences attending the method 
before practiced of attaching such teeth to a metallic plate fitted to the 
roof of the mouth. Some of these objections are stated— ^such as ex- 
pense, hurting the mouth, impeding mastication, and obstruction to 
perfect articulation. In carrying out the purpose proposed, the materi- 
als emplo3'ed were all old. The te^th, the wax, the plaster, the molds, 
the soft rubber, and the hard rubber were none of them new. It is also 
true that the steps in the process were not all new. Plaster had been 
used for formation of molds. The process of forming a plate by the 
use of such molds was well known, and so was the process of converting 
a vulcanizable compound into vulcanite by heating it and allowing it 
to cool iu molds. But the process of Dr. Cummings extended beyond 
the use of known materials and the employment of the processes men- 
tioned. It was vulcanizing sofc rubber in a mold and in contact with 
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artificial teetb inserted in place into it while it remained In a soft condi- 
tion. It was well described by the circait judge as "the making of a 
vulcanite dental plate oat of a valcanizable compound, into which the 
teeth were embedded in its plastic condition, and the rubber compound, 
with the teeth thus embedded in it, afterwards vulcanized by heat, so 
that the teeth, gums, and plate should be perfectly joined without 
any intervening crevices, and the plate should possess the quality of 
hard rubber or vulcanite.'' The combination thus resulted in a manu- 
facture which was " one piece." If, then, the claim be read, as it should 
be, in connection with the preceding part of tlie specification, and con- 
strned in the light of the explanation which that gives, the invention 
claimed and patented is "a set of artificial teeth, as a new article of 
manufacture, consisting of a plate of hard rubber, with teeth, or teeth 
and gums, secured thereto in the manner described in the specification, 
by embedding the teeth and pins in a valcanizable compound, so that 
it shall surround them while it is in a soft state, before it is vulcanized, 
and so that whdn it has been vulcanized the teeth are firmly and insepa- 
rably secured in the vulcanite, and a tight joint is effected between them, 
the whole constituting but one piece." It is evident this is much more 
than employing hard rubber to perform the functions that had been 
performed by other materials — such as gold, silver, tin, platinum, or 
gutta-percha. A new product was the result, differing from all that 
had preceded it, not merely in degree of usefulness and excellence, but 
differing in kind, having new uses and properties. It was capable of 
being perfectly fitted to the roof and alveolar processes of the mouth; 
it was easy for the wearer, and favorable for perfect articulation ; it 
was light and elastic, ^et sufficiently strong and firm for the purposes of 
mastication. The teeth, gums, and plateconstitutingonepieceonly, there 
were no crevices between the teeth and their supporters into which the 
food could gather and where it could become offensive, and there could be 
no such crevices so long as the articles lasted. They were unaffected 
by any chemical action of the fluids of the mouth. Besides all this, they 
were very inexpensive as compared with other arrangements of artificial 
teeth. To us it seems not too much to say that all thece peculiarities 
are sufficient to warrant the conclusion that the device was diff»)rent in 
kind or species from all other devices. We cannot resist the conviction 
that devising and forming such a manufacture by such a process and of 
such materials was invention. More was needed for it than simply 
mechanical judgment and good taste. Were it not so, hard rubber 
would doubtless have been used in the construction of artificial sets of 
teeth, gums, and plates long before Cummings applied for his patent. 
To find amaterial, with a mode of using it, capableof being combined with 
the teeth in such a manner as to be free from the admitted faults of all 
other known combinations had been an object long and earnestly sought. 
It has been a subject for frequent discussions among dentists and in scien- 
tific journals. The properties of vulcanite were well known, but how to 
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make use of them for artificial setA of teeth remained undiscovered, and ap- 
parently andiscoverable, until Onmmings revealed the mode. But when 
revealed its value wa9 soon recognized, and no one seems to have 
doubted that the resulting, manufacture was a new and most valuable 
invention. The eminent dentists and experts examined in this case 
uniformly speak of it as such. Kot one has ventured to testify that it 
was not an invention. They speak of it as ^< a novel and desirable thing '^^ 
as 'Hhe greatest improvement in dentistry" made in many years, and 
as an invention which is <' a great benefaction to mankind, whereby 
both health and comfort are promoted." The evidence also shows that 
it has wrought a revolution in dental practice, and that many thousands 
of operators are using it in preference to older devices. All this is suf- 
ficient, we think, to justify the inference that what Cummings accom- 
plished was more than a substitution of one material for another — more 
than the exercise of mechanical judgment and taste — that it was, in 
truth, invention. Undoubtedly the results or consequences of a process 
or manufacture may in some cases be regarded as of importance when 
the inquiry is whether the process or manufacture exhibits invention, 
thought, and ingenuity. Webster, on the subject matter of patents 
(page 30), says: ^'The utility of the change, as ascertained by its conse- 
quences, is the real practical test of the sufficiency of an invention, and 
since the one cannot exist wlthDut the other, the existence of the one may 
be presumed on proof of the existence of the other. Where the utility is 
proved to exist in any degree, a sufficiency of invention to support the 
patent must be presumed." We do not say the single fact that a device 
has gone into general use, and has displaced other devices which had 
previously been employed for analogous uses, establishes in all cases 
that the later device involves a patentable invention. It may, however, 
always be considered; and, when the other facts in the case leave the 
question in doubt, it is sufficient to turn the scale. 

We have, therefore considered this branch of the case without par- 
ticular reference to Hotchkiss vs. Greenwood (11 How., 248). The pat- 
ent in that case was for an improvement in making door and other 
knobs for doors, locks, and furniture, and the improvement consisted in 
making them of clay or porcelain, in the same manner in which knobs 
of iron, brass, wood, or glass had been previously made, l^either the 
clay knob nor the described method of attaching it to the shank was 
novel. The improvement, therefore, was nothing more than the substi- 
tution of one material for another in constructing an article. The clay 
or porcelain door-knob had no properties or functions which other doDr- 
knobs made of different materials had not. It was cheaper, and^ per- 
haps, more durable, but it could be applied to no new use, and it reme- 
died no defects which existed in other knobs. Hence it was ruled that 
the alleged improvement was not a patentable Invention. The case 
does decide that employing one known material in place of another is 
not invention, if the result be only greater cheapness and durability of 
12 D 
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the prodact. But this is all. It does not decide that no ose of ope 
material in lieu of another in the formation of a mauafactare can, in 
any case, amount to invention, or be the subject of a patent. If such 
a substitution involves a new mode of construction, or develops new 
aS3S and properties of the article formed, it may amount to invention. 
The substitution may be something more than formal. It may require 
contrivance, in which case the mode of making it would be patentable; 
or the result may be the production of an analogous but substantially 
different manufacture. This was intimated very clearly in the case of 
HicJcs vs. Kehey (18 Wall., 670), where it was said " the use of one mate- 
rial instead of another in constrticting a known machine is, in most easeSj 
so obviously a matter of mere mechanical judgment, and not of inven- 
tion, that it cannot be called an invention, unleBS some new and useful re- 
sult, as increase of elficiency or a decided saving in the operation, be ob- 
tained." But where there is some such new and useful result, where a 
machine has acquired new functions and useful properties, it may be 
patentable as an invention, though the only change made in the machine 
has been supplanting one of its materials by another. Tbis is true of all 
combinations, whether they be of materials or processes. In Crane vs. 
Price (1 Webster's Patent Cases, 393), where the whole invention con- 
sisted in the substitution of anthracite for bituminous coal in combina- 
tion with a hot-air blast for smelting iron-ore, a patent for it was sus- 
tained. The doctrine asserted was that if the result of the substitution 
was a new, a better, or a cheaper article, the introduction of the substi- 
tuted material into an old process was patentable as an invention. This 
case has been doubted, but it has not been overruled, and the doubts 
have arisen from the uncertainty whether any new result was obtained 
by the use of anthracite. In Kneass vs. Tlie Schuylkill Bank the use of 
steel plates instead of copper for engraving was held patentable. So has 
been the flame of gas instead of the flame of oil to finish cloth. These 
cases rest on the fact that a superior product has been the result of the 
substitution, a product that has new capabilities, and that performs new 
functions. So in the present case, the use, in the manner described, of 
hard rubber, in lieu of the materials previously used for a plate, produced 
a mannfacture long sought, but never before obtained — ^a set of artificial 
teeth, light and elastic, easily adapted to the contour of the month, flex- 
ible, yet firm and strong, consisting of one piece, with no crevices between 
the teeth and the plate, impervious to the fluids of the mouth, unaffected 
by the chemical action to which artificial teeth and plates are subjected 
when in place, clean and healthy — peculiarities which distinguished it 
from everything that had preceded it. These differences, in our opinion, 
are too many and too great to be ascribed to mere mechanical skill. 
They may justly be regarded as the results of inventive effort, and as 
making the manufacture of which they are attributes a novel thing in 
kind, and, consequently, patentable as such. 
A second objection urged by the defendant against the validity of the 
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eomplainant's patent is alleged want of novelty of the invention, and a 
strenaoaa effort has been made to convince as that, although hard rab- 
ber had not been used in the manner described for .the production of the 
manufacture, equivalent materials and processes had been, and that a 
plate substantially the same as that of Dr. Gummings had been made 
before his improvement. We are not, however, convinced. The patent 
itself is prima fade evidence that the patentee was the first inventor — 
at least it casts upon him who denies it the burden of sustaining his de- 
nial by proof. We do not find such proof in the case. Though the pat- 
ent was not granted until June 7, 1864, the invention was completed at 
least as early as April 12, 1855, when the application for a patent was 
made. Indeed, as we have noticed, a caveat to protect it was filed on 
the 14th of May, 1852, which clearly foreshadowed the invention. Yet, 
taking the spring of 1855 as the time when it was completed, we find 
nothing in the proofs to justify a conclusion that Dr. Gummings was not 
the first inventor. It would answer no good purpose to review the volumi- 
nous evidence supposed to bear upon this branch of the case. We shall 
refer only to that which is deemed most important, and which has been 
most pressed upon us in this argument. Of the English patent of Gharles 
Goodyear it is enough to say that, though the provisional specification was 
filed March 14, 1855, the completed specification was not until the 11th 
of September following. It was, therefore, on the last-mentioned date 
that the invention was patented. 

The experiments made by Oeorge E. Hawes, it must be admitted, closely 
resembled the process described in the reissued patent to the complain- 
ants. He east in molds sets of teeth on a tin base, in a manner very like 
that in which the vulcanite plate is formed by the Gummings process. 
But the experiments resulted in nothing practical. Hawes cast sets of 
teeth for the lower jaw only, the weight bf the metal making the plate un- 
fit for the upper. In consequence of the shrinkage of the metal in cool- 
ing, a tight joint could not be obtained between the teeth and the base. 
The sets were, therefore, liable to become offensive in consequence of 
deposits of food and the secretions of the mouth in the crevices. The 
shrinkage also prevented a close fitting of the plate to the roof of the 
month, and the tin base was affected by the chemical action of the se- 
cretions. In consequence of these and other objections the manufac- 
ture was soon abandoned, and it may properly be considered an aban- 
doned experiment. It not only was not the same manufacture as that of 
Gmumings, but it was not suggestive of it, and Dr. Hawes, who cast the tin 
plates, testifies that the use of vulcanite for dental purposes is the great- 
est improvement in his profession that he knew of in twenty -five years. 
He adds that << vulcanite may be used by dentists in many ways which 
could not be accomplished by tin or platinum." In his opinion, there- 
fore, the cast tin base was not substantially the same thing as the Gum- 
mings manufacture. So, also. Dr. Boyce, who cast plates of tin for ar- 
tificial teeth in a manner very similar to that of^I^ Hawes, testifies 
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that the solid tin base was foand practically unfit for the porposei ex. 
cept in rare instances. He made bat a few sets, none after 1850, and 
adopted the valcanite, agreeing to pay for a license to nse it in manu- 
facturing dental plates. 

We need go no farther into a consideration of the various devices and 
publications offered to show that the manufacture patented was known 
before Cummings invented it. Suffice it to say that none of them, in 
our opinion, suggest or exhibit in substance such a manufacture. The 
defense of want of novelty is, therefore^ n ot sustained. 

It is further insisted by the defendant that the reissued patent on 
which this suit is founded is not a patent for the same invention which 
was described in the specification of the original patent, and, therefore^ 
that the reissue is unauthorized and void. To sustain this position the 
defendant must overcome the presumption against him arising from the 
decision of the Commissioner of Patents in granting the reissue, and 
this he can do only by showing from a comparison of the original specifi. 
cation with that of the reissue that the former does not substantially de- 
scribe what is described and claimed in the latter. This must plainly 
appear before we can be justified in pronouncing the reissued patent 
void. But this, in our judgment, does not appear. The first specifica- 
tion describes a set of ar tificial teeth having a hard-rubber plate made 
by a process substantially the sam3 as that indicated in the later pat. 
ent. The description of the process is not quite so minute, but it is suf- 
ficiently full to be understood, and to enable an o perator to make the 
manufacture. Certainly it is not another process, and, as its result is 
the same, it is impossible to hold that the reiss ued patent is for a differ- 
ent invention from the one protected by the or iginal patent. It is true 
the specification of the reissue describes also another process not de- 
scribed in the specification of Che first, namely, a mode of making the 
molds, but that is not claimed as a part of the invention. 

The remaining detenses to the bill rest, main ly, on the assumption that 
the new petition presented to the Patent Office in 1864 cannot be re- 
garded as a continuation of the application made for a patent on the 
12th of April, 1855. But this cannot be conceded. The history of the 
application, as we have given it, forbids such an assumption. No act of 
Cummings amounted to a withdrawal of his first petition, or to an ac- 
quiescence in its rejection. It is true he filed a second petition in 1864, 
but he accompanied it with substantially the specification that remained 
in the Office, and with the same drawings. It was a mode of procuring 
another consideration of his rejected claim, and the Commissioner re- 
larded it as such. The act of March 2, 1861, gave him authority thus 
to regard it. He replied to the application that his claim was embraced 
in an application filed by him in 1855, and rejected for want of novelty, 
admitted that it had been improperly rejected, and suggested an amend- 
ment to make it correspond with his former amended claim. It is im- 

issible, in view of these facts, to regard the effort to obtain a new pat- 
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ent in 1864 as a new and independent application, disconnected from 
the application made in 1855. It was bnt one stage in a continuons ef- 
fort. In Oo^freif vs. Uames (1 Wall., 317), the first application was 
actually withdrawn, and a new petition was presented at the time of the 
withdrawal with a different description of the invention, bnt as the 
thing patented nnder the second might have been engrafted as an 
amendment of the first it was rnled that all the proceedings constituted 
one application. This court said, ^^ If a party chooseto withdraw his ap- 
plication for a patent and pay the forfeit, intending at the time of such 
withdrawal to file a new petition, and he accordingly does so, the two 
I>etitions are to be considered parts of the same transaction, and both 
as constituting one continuous application.? We are not aware that 
filing a second petition for a patent, after the first has been rejected^^ has 
ever beifn regarded as severing the second application from the first, and 
depriving the applicant of any advantage he would have enjoyed bad 
the patent been granted without a renewal of the application. The con- 
trary was decided by the circuit court for the southern district of Ohio in 
Bell vs. Daniels (1 Fisher, 372), and in Blandy vs. Griffith et al. (3 Fisher, 
609). And these decisions are founded in jnsticeand sound reason. 

If, then, as we think it must be held, the proceeding to obtain the 
patent was a continuous one from 1855 until it was granted ; if the 
application of 1855 is not severable from the proceedings of 1864, there 
is no foundation whatever for the allegation that the invention wad 
abandoned to the public, and that it was in public use or on sale for 
more than two years before the inventor's application. The first use of 
it proved, by any other than Dr. Oummings, was in 1859, and there is 
no evidence that this was with his consent And the proof respecting 
his health and pecuniary condition, together with his constant efforts 
to obtain the necessary means to prosecute his right, rebuts all presump- 
tion that he ever abandoned, actually or constructively, either his inven 
tion or his application for a patent. That he never intended an aban- 
donment of his invention is perfectly clear, and it was not his fault that 
granting the patent was so long delayed. 

The conclusion of the whole matter is that the patent is a valid one, 
and, therefore, that the decree of the circuit court should be afHrmed. 

The decree of the circuit court is afiirmed. 

Mr. Justice Bradley, dissenting : 

I dissent from the judgment of the court in this case on the ground 
that the patentee having duly made his application for a patent in 1855» 
and the same having been three times rejected, must be considered as 
having abandoned the same, inasmuch as no further effort was made to 
obtain a patent until eight years afterward, without any pretence that 
the patentee was engaged in perfecting his invention, and in the mean 
time the invention which he claims as his had come into general public 
use. The application for a patent made in 1864 was a new and indepen- 
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dent application, and should be treated as sach. As the public had en- 
joyed the use of the invention for more than twoyears prior to this applica- 
tion the patent should be declared invalid. Great injustice will, in my 
judgment, be done to the public to allow a patent obtained under such 
circumstances to stand. The public had a right to suppose that no fur- 
ther application would be made. The levy of a tribute now on all the 
dentists of the country who have brought the plate into public notice 
and use seems to me a species of injustice. The delay of the patentee, 
in fact, is made to operate to his benefit instead of his prejudice ; his 
patent being made to run eight years longer than it would have done 
had it been granted when first applied for. So that the public is still 
further injured by sustaii\ing the patent as finally granted. It is too 
common a case that associated companies, in order to maintain some 
valuable monopoly, look about to see what abandoned invention or rejec- 
ted application, or ineffective patent, can be picked up, revamped, and 
carried through the Patent Ofiice; and by the aid of ingenious experts and 
skillful counsel succeed in getting the desired protection. I think that 
the courts ought to be strict in maintaining the rights of the public in 
such cases. And the present case seems to me to be one in which we 
ought to hold the patent invalid as against those rights. 
Mr. Justice Miller aud Mr. Justice Field concur in this opinion. 
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luventions may be assigued before they are patented. 

Public employment is no defense to the employ^ for having converted the private prop- 
erty of another to the public use without his consent, and without Just compen- 
sation. 

Private property, the Constitution provides, shall not be taken for public use without 
Just compensation, and it is dtear that that provision is as applicable to the govern- 
ernment as to individuals, except in cases of extreme necessity in time of war, and of 
imminent and impending public danger. 

A patent is private property, and the government cannot, after it is issued, make use 
of the improvement any more than a private individual without license of the in- 
ventor, or making him compensation. 

Mr. Justice Clifford delivered the opinion of tue court : 
Holders of valid letters patent enjoy, by virtue of the same, the exclusive 
right and liberty of making and using the invention therein secured, 
and of vending the same to others to be used, as provided by the act of 
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Cougress, and the rale of law is well settled that an invention so se- 
cared is property in the holder of the patent, and that as such the right 
of the holder is as much entitled to protection as any other property, 
daring the term for which the franchise or the exclusive right or privi- 
lege is granted, (Seymour vs. Osborne, 11 Wall.^ 533 ; 16 Stat, at Large^ 
201.) 

Inventions may be assigned before they are patented, and it appears 
that Samuel Lewis claims to have been the original and first inventor 
of the patented improvement; that he, without having applied for a 
patent, assigned all his right, title, and interest in the invention to the 
first-named complainant ; that the assignee made due application for a 
patent, and that the patent was duly granted to him for the term of seven- 
teen years, and that the patentee, before the suit was commenced, as- 
signed one undivided half part of the same to the other complainant, 
together with the like proportion of the claims and rights of action of 
any infringement of the patent by the making, use, or sale of the pat- 
ented improvement. 

Due evidence of the assignments was exhibited, and the complainants 
allege that the respondents have infringed the patent, as more fally set 
forth in the bill of complaint; and they pray for an accoant and for an 
injunction. Service was made, and the respondents appeared and filed 
separate answers. 

Briefly stated, the defenses set up in the respective answers are as 
follows: (1) That Samuel Lewis is not the original and first inventor of 
the patented improvement. (2) That the patented improvement is neither 
new nor useful, and was not the proper subject for a patent. (3) That 
they have never infringed the patent by making, using, or selling the 
patented improvement. (4) That the use, if any, they have made of 
the patented improvement was done under the directions of the United 
States and as their agents or officers. 

Proofs were taken by both parties, and the parties having been fully 
heard, the circnit court entered a final decree in favor of the respond- 
ents, dismissing the bill of complaint. Due appeal was immediately 
taken by the complainants to this court. 

Engineers and practical operators have long known and still admit 
that the work of blasting rocks under water is attended with many and 
great difficulties. EfiForts have been made to overcome those diffiunlties, 
but they have never been entirely successful, nor do the complainants 
pretend that the patented improvement will meet every requirement in 
that regard. What they allege is that their assignor is the original and 
first inventor of a new and useful improved portable and adjustable dam 
for the purpose of producing still water in which to operate for the 
blasting and removal of obstructions in rivers and other water-courses. 

Snch obstructions, where they exist in rivers or in channels affected 
by the ebb and flow of the tide, have the effect to contract the water- 
coarse and to accelerate the current or flow, and consequently to in- 
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crease very much the difficnlties of the operator in his endeavors to 
blast the rocks or to remove the obstruction, except in seasons of low 
water or when the tide is down. 

Difficulties of the kind almost insuperable, it must be admitted, do 
exist when attempting to remove such obstructions in large running 
streams or iu deep channels affected by the tide, and that the descrip- 
tion of the same given by the patentee in the introductory portion of 
his specification is not very much exaggerated. Different localities are 
there referred to, where, from the nature of the bottom of the stream or 
channel, a coffer-dam could not be constructed, and where the drilling by 
hand from the surface would be impracticable, owing to the depth of the 
water and the strength of the current, as evidence to show that the in- 
vention, if successful, will be of great public utility and importance. 

Means of a character to remove such obstructions, the specification 
states, were unknown prior to the patented improvement, and that im- 
portant water-thoroughfares, for the want of adequate means to ac- 
complish such an end, are either entirely or partially closed to vessels 
of large draft, which may, by the use of the patented machine, be con- 
verted into highways for the largest ships engaged iu commerce and 
navigation. 

Suppose the alleged improvement will effect the described results, or 
will even facilitate to a considerable extent the removal of such obstruc- 
tions, all, it would seem, must concede its value and utility ; and the pat- 
entee proceeds to state that the main object of the same is to enable 
workmen to continue their operations without suspension or impediment 
from the strength of the current, the ebb or flow of the tide, or the vary • 
ing depth of the water. All these results tlie patentee professes to be- 
lieve can be accomplished by the mechanism described in the specifica- 
tion and illustrated in the annexed drawings; but it is evident from the 
language of the specification that the supposed inventor had never put 
the apparatus which he describes to any practical use or test. Enough 
appears tQ justify the conclusion thjit he believed in the theory of the 
improvement, and that he felt much confidence that the described mech- 
anism would work out the described result. 

Having set forth the object and aim of the improvement, the patentee 
then proceeds to describe the apparatus by which they are to be accom- 
plished, as follows : Two boats are prepared (double-enders are shown), on 
one or both of which is an engine of requisite power, with propeller and 
machinery complete for moving the boat, raising the anchors, varying 
the depth of the dam, and operating the drills. These boats or hulls 
are connected by a substantial deck, which has an opening in the center 
equal to the horizontal area of the dam, for the purposes of access, light, 
&c., for the diver. From the deck is suspended the telescopic or sec- 
tional portion of the apparatus, with the chains and attachments all 
previously adjusted and ready to be drawn through their respective 
openings in tLa deck. ^ Q'^^"^ ^y vjuu^ic 
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By the description it also appears that the manner of constructing 
the telescopic or sectional portion of the ap'paratus is to prepare a series 
of plates of galvanized iron, or any other proper material, of suitable 
thickness and bend, and fasten them into the form shown in the draw- 
ings, which is that of an acute parallelogram, one sliding vertically 
within another, so as to offer the least possible resistance to the tide or 
current, thereby easing the work of the anchors and contributing gen- 
erally to the control of the apparatus. 

Each division of the dam is beut inward at its upper edge, and at its 
lower edge has a strip fashioned so as to prevent the sections from sepa- 
rating. Every section is likewise provided with four eyes or eyebolts, 
one at each side and one at each end, which serve as guides to the several 
sections while operating, the eyebolts on the bottom section being at- 
tached permanently to the chains through which the dam is operated, 
and the bottom section being also provided with four framed wheels or 
eyebolts through which the side anchor-chains pass, which are to be 
ox>erated by windlasses, and which extend from the boats, similar to 
those shown for the operation of the dam above, through the eyebolts 
on the bottom section and then outward to the side anchors. Chains 
extend directly from the boats to the side anchors, «aud from the ends of 
the boats directly to the end anchors, the dam being operated by wind- 
lasses. 

Drills are provided which work in tubes, the lower ends of the tubes 
being fastened into braces attached to the bottom section of the dam. 
Tubes of full length, it is stated, are not deemed essential, as a section 
of sufficient height above the braces on the bottom section of the dam, 
to x)revent the drill from being entirely withdrawn from the tube during 
a stroke, is for some reasons to be preferred, if the tube is properly set 
with a rocking joiut in the lower brace. 

Self anchors, so called, are also provided, which are barsof iron formed, 
and moving in sockets, as shown in the drawings, and which, by virtue 
of their length and free play, adapt themselves to the irregularities of the 
bottom, and take a rigid and steady hold during the process of drilling. 
Anchors of the kind are connected with the deck, so as to be taken out 
of the way when desirable, and the telescopic apparatus is suspended 
from the deck by four links and bolts, and the several chains are drawn 
through their respective openings and attached to their proper wind- 



All the appurtenances, including the boats and dam, being complete 
and the sliding sections closed, the machine is taken to the spot where 
it is intended to begin work, the anchors are put out, and the dam is 
lowered. 

Intelligent description of the mode of anchoring the machine and 
putting it in operation is also given in the specification, as follows: (1) 
An anchor is let go and its cable paid out to its full length, the boat 
moving till the anchor takes hold and the chain is taut. (2) Then the 
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other anchor is dropped and the two chains taken np till the floating 
strnctnre is held steadily by the two anchors. (3) The side anchors are 
next launched from a lighter or attendant boat. (4) When these anchors 
are placed, it is suggested that the diver should be sent down to explore 
the bottom to see whether any change of position is desirable. (5) 
Change may be made in any direction by letting oat one cable and 
taking up another if it appears that the change will give the self-anchors 
a better face for work when the dam is lowered. (6) When the drills 
have penetrated to the desired depth they are withdrawn and the diver 
goes down and inserts the charges. (7) The apparatus is then removed 
and the charges fired^ when the machine is replaced as before and the 
work continues. 
Four claims are made in the specification, as follows : 

1. The constrnction and arrangement of a portable and adjustable dam in sliding or 
telescopic sections, in the manner and for the purposes described. 

2. The combination of the self-anchors with the dam, in the manner and for the par- 
poses set forth. 

3. The combination of the boats, supports, or floats with the dam and the arrange- 
ment of anchors to hold the boats in position, in the manner and tor the purposes de- 
scribed. 

4. The combination and arrangement of windlasses, chains, and boats with the dam, 
so that by the construction thereof a series of drills may be operated within and inclosed 
by the dam, in the manner and for the purposes described in the specification. 

Persons seeking redress for the unlawful use Of letters patent in which 
they have an interest are obliged to allege and prove that they, or those 
under whom they claim, are the original and first inventors, and that the 
same have been infringed by the party against whom the suit is brought. 
Both of these allegations must be proved by the party instituting the 
suit, but the patent, if introduced in evidence by the complainant, affords 
a prma facie presumption that the supposed inventor is the original and 
first inventor of the patented improvement. Evidence to overcome that 
presumption is admissible, provided that notice of such defense is given 
in the answer, as required by the rules of*equity practice. (Seymour vs. 
Osborne^ 11 Wall., 539.) Notices of the kind were not given in this case, 
and it follows that the prima facie presumption must prevail. 

Infringement is alleged by the complainants, and the burden is upon 
them to prove the allegation, as it imputes a wrongful act to the respond- 
ents. Such an issue 'cannot be understandingly determined without 
first ascertaining the true nature of the invention as embodied in the 
claims of the patent, when the same are properly construed in view of 
the descriptive portions of the specification. 

Of all the claims of the patent,'the first is by far the most important, 
and embraces all that is embodied in the other three. It is the constrnc- 
tion and arrangement of the patented improvement called in the claim 
a portable and adjustable dam in sliding or telescopic sections, in the 
manner and for the purposes set forth in the speoiQcation. 

Argument to show that the dam is to be suspended from the maiD 
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deck is anecessary, as the statement is three times repeated in the speci- 
fication of the patent: (1) Figure three of the drawings, the specification 
states, shows the manner of saspending the dam from the main deck. 
(2) It is stated that the deck has an opening in the center equal to the 
horizontal area of the dam, and that from the deck the telescopic or 
sectional portion of the apparatas is suspended. (3) That the telescopic 
apparatus is suspended from the deck by four links and bolts. 

Beyond question these references show that the patentee, when he 
claims the construction and arrangement of a portable and adjustable 
dam in sliding or telescopic sections, means a dam suspended from the 
deck when in use,. and intends to be understood that such suspension of 
the dam, in the manner and by tbe means shown, is a necessary element 
of the claim. 

Evidently the sections are not only free to slide in the manner de- 
scribed, but when the dam is in use the sections are to adjust them- 
selves to varying depths of water, such as are caused by the ebb and 
fiow of the tide, which has the effect to vary the distance the dam is 
suspended from the bottom, showing that the top section must at all 
times be connected with .the boat by links and bolts, as stated in the 
specification, or by equivalent means, and that the bottom section must 
be permanently connected or attached by chains or equivalent means 
with a hoisting apparatus arranged on the boat. 

Unless the top section is connected with the boat, the letting down of 
the bottom section wil Icause all the other sections to go down with 
it, and they will not be opened out telescopically, as described by the 
patentee. On the other hand, if the top section is connected with the 
boat, and the bottom section is not connected with the hoisting appa- 
ratus on the boat, the dam cannot be lifted, and the bottom section will 
always rest where the machine is placed ; or, if the water is deep enough, 
all tbe sections will remain extended to their full length, showing that 
no dam constructed and arranged in the manner described in the de- 
scriptive portion of the specification can be within the first claim of the 
patent, unless tbe sections are free, at all times when the dam is in 
operation, to slide on each other, nor unless the top section is attached 
to or suspended from the boat, nor unless the bottom section is con- 
nected with a hoisting apparatus on the boat. 

Self-anchors combined with the dam constitute the second claim, 
which is merely a subdivision of what is embodied in the first claim. 
Viewed in that light, it will not be necessary to enter into any extended 
explanation as to its scope and signification. 

Bemarks already made show that the dam with telescopic sections 
was to be self-adjusting to tidal and other variations in the depth of the 
water where the machine is to be ope|*ated, and it is equally clear that 
the self-anchors must be free to slide in their sockets with the rise and 
fall of the bottom section, in order that they may always rest on the bot- 
tom where the machine is place<i for operation. Unless the bottom section 
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is free to slide on the self-anchors, should the bottom section be raised 
by an increase in the depth of water, it would raise the lower ends of 
the self-anchors from the bottom, and might stop the working of the 
<lrills, which shows that the self-adjustment feature of the anchors is 
necessary to maintain the connection of the dam with the bottom, for 
the reason that the dam is suspended from the deck, and that the con- 
nection of the dam with the bottom is liable to be severed by the reced- 
ing of the boat from the bottom, as the tide rises beyond a depth equal 
to the extreme extent of the sections, showing that the feature of self- 
adjustment in the self-anchors is inseparable from the feature of the sus- 
pension of the telescopic dam from the boat, sufficient explanation of 
which has already been given. 

Much aid has been derived from the very able opinion of the district 
judge in defining the nature and mode of operation of the patented in- 
vention as embodied in the first and second claims of the patent, and the 
court here also concurs with the district judge in the definition which 
he gives of the words ** self •anchors'' and *'dam," as used in the claims 
and specification. As there employed, the term self-anchors means an- 
chors capable of self-adjustment, by having at all times free play, because 
not attached to their sockets nor moving with the bottom section to 
which the sockets are attached, which sufiiciently explains the diiter- 
ence between the word anchor, as commonly used, and the term self- 
anchors, as used in the description of the patented apparatus. 

Where the claim of the patent is for a combination it is necessary to 
understand the meaning of the several devices of which the combination 
is composed. In the second claim the combination is the self^anchors 
with the dam, and the term <Hbe dam,'' as there used, means the dam 
suspended from the boat, with the described devices to accomplish in 
its movement and operation the functions already explained, from which 
it follows that no combination can be held to be within the second claim 
unless it be a combination of such self-anchors with such a dam, con- 
structed and arranged in the manner described, so as to allow of such 
self-adjustment in the self-anchors. 

Two other claims are annexed to the specification, but the language 
of those claims is sufficiently explicit to speak their own construction 
without any special exposition, nor is any special explanation necessary 
in the view taken of the case, as the decision of the question of infringe- 
ment must depend chiefly upon the first and second claims of the patent. 

Before comparing the patented machine with the apparatus used by 
the respondents it will be useful to advert briefly to certain other issues 
tendered by the respondents in their answers. Preliminary to that it 
should be remarked that the respondent first named in the pleadings is 
an engineer in the employment of the United States, and that the other 
respondents are his agents and employes in the same service In their 
answers they separately deny (1) that they have made, constructed, op 
dsed the alleged invention of the complainants, or any substantial or 
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material part of tbe patented machine; (2) tbat tbey or either of them 
have ever origiuated or planned any infringement or violation of the 
complainants' patent; (3) that they ever claimed to be the inventors of a 
still-water dam or apparatus such as that described in the bill of com- 
plaint ; (4) that they ever made a model of any invention belonging 
to the complainants, or ever caused any drawings of the same to be con- 
structed for any purpose. They, or the principal respondent, admit that 
he invented and devised a machine or apparatus for use as a caisson cof- 
fer-dam and diving-bell in excavating and removing rocks in certain 
reefs in New York Harbor, that the same was constructed by and at the 
public expense, and has since been used solely and exclusively in the 
prosecution of tbe work to which the principal respondent has been as- 
signed by the public authorities. 

Public employment is no defense to the employe for having converted 
the private property of another to the public use without his consent and 
without justcompensatiou. Private property, the Constitution provides, 
shall not be taken for public use without just compensation, and it is 
clear that that provision is as applicable to the government as to indi- 
viduals, except in cases of extreme necessity in time of war and of im- 
mediate and impending public danger. (Mitchell vs. Harmony^ 13 How., 
134; United States vs. Russell, 13 Wall., 627.) 

Section twenty-two of the patent act provides that every patent shall 
"contain a grant to the patentee, his heirs and assigns, for the term of 
seventeen years, of the exclusive right to make, use, and vend the said 
invention or discovery throughout the United States." (16 Stat, at 
Large, 201.) 

Agents of the public have no more right to take such private property 
than other individuals under that provision, aa it contains no exception 
warrantinganysuchiuvasionof the private rigbtsof individuals. Conclu- 
sive support to that proposition is found in a recent decision of this courts 
in which it is held that the government cannot, after the patent is issued, 
make use of the improvement any more than a private individual, with- 
out license of the inventor, or making him compensation. ( United States 
vs. Burns, 12 Wall., 252.) 

Suppose that is so, then it follows that the decision in the case before 
the court must depend upon the question of infringement. 

Four principal propositions are maintained by the respondents re- 
sponsive to that charge : (1) That the caisson coffer-dam and diving-bell 
which they use is not a portable and adjustable dam constructed and 
arranged in sliding or telescopic sections, as described in the specifica- 
tion of complainants' patent. (2) That it does not contain any combina- 
tion of self anchors or self-adjusting supports. (3) That there is not. any 
combination of a boat or boats with the caisson cofferdam or diving-bell 
which they use, nor is there any boat or boats used or combined there- 
with in any manner or for any purpose similar to those set forth in the* 
specification of the patent. (4) That there is not any combination of 
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windlasses, chains, or boats in connection or combined with the caisson 
coffer-dam or diving-bell nsed by tbia respondents. 

Contracts, it seems, had been made for the removal of rocks in the 
channel of the New York Harbor, and the record shows that the respond- 
ent made a report to the War Department, in which he described the 
difficnlties and ascribed the want of saccess to the imperfections in the 
machinery employed. Attempt was made by him to construct an appa- 
ratus for the purpose, and it appears that he subsequently filed a caveat 
in the Patent O/Tice for the same, called '^Improvements in the mode of 
constricting a caisson coffer-dam and diving-bell for the purpose of con- 
ducting operations in waters with rapid currents." Authority was sub- 
sequently given to him by the War Department to construct an appa- 
ratus embodying the arrangement set forth in the caveat and his ante- 
cedent report, from which it appears that ari iron dome is to be sunk on 
the rock to protect the drills and the diver from the velocity of the cur- 
rent, which, though lowered and raised from a boat, is yet entirely dis- 
connect-^ therefrom, and is' uncontrolled thereby when in position. 
Drill-tubes are arranged within the dome in which the drills work, being 
dropped by their own weight, and raised by connection with motive 
power on the boat. 

Experimental use of the apparatus commenced late in the fall of 1870, 
and it was found to work successfully, and it appears that it was for 
some time in constant nse, and that it is the use of the same which it is 
alleged infringes the complainants' patent. 

In that apparatus the dome is let down through the well-hole in the 
boat. Movable legs are provided for use when the bed is hard and 
uneven, which are attached to the lower edge of the dome and fall by 
their own gravity until they bear on the bed in such a manner as to in- 
sure the horizontal position of the lower edge of the dome, the legs being 
kept to their bearings by self-acting cams, which hold them permanently 
in place. When the dome is properly located, it is then detached from 
the lowering apparatus and becomes a structure firmly located on the 
bed of the channel, having no suspension from the boat or any floating 
structure. Of course the apparatus has drill-tubes, but they are fixed 
to the inside of the dome, and the drills are raised by lifting-engines on 
the boat and dropped to the work by their own gravity, working verti- 
cally and without friction, because the dome stands erect and immov- 
able. Both the dome and the drill-tubes are unaffected by any motion 
in the boat, and the attachments to the drills being by loose connections, 
the action of the drills is also practically unaffected by such motion 
within the range to which it is limited by proper anchorage and by. al- 
lowing suficient play between the face of the well-hole and the side of 
the funnel, which projects up from the center of the dome. 

Without more, these suggestions are sufficient to show that the appa- 
ratus used by the respondents is substantially different from that of the 
complainants, for the following reasons : (1) Because the dome, when 
in poiBition for work, is not suspended from the boat or any other 
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floating stractare. (2) Because tbe fannel of the dome in the respond- 
ents' apparatus, though it is capable of being adjusted at different heights, 
is not and never was self-adjusting to varying depths of water. (3) 
Because it has no self-anchors, free to slide and self-adjusting at all 
times while the apparatus is in use. 

Prior observations are sufficient to show that these features in the 
apparatus of the complainants are necessary features in tbe operation 
of the patented improvement, as clearly indicated in the first and sec- 
ond claims of the patent ; and, if so^ they are abundantly sufficient to 
substantiate the proposition that the apparatus of the respondents is 
substantially different from the machine described in the complainants' 
specification. 

Proofs were introduced by the respondents which showed that no 
apparatus such as is described in the specification of the patent was 
ever constructed and put into practical operation, and the evidence tends 
to show that the apparatus, if constructed as described, would be worth- 
less. 

Serious difficulty, it is apparent, would arise if the mode of anchoring 
the dam there described should be adopted, as its tendency certainly 
would be to render it impossible to work the drills with useful effect. 

Discussion is scarcely necessary in respect to the third claim, as the 
very statement of it shows that it is not infringed by anything in the 
apparatus of the respondents, as their apparatus has no anchors con- 
nected with the dome, nor which connect the dome with the boat, which 
is an essential feature of the third claim in the patent. 

In order to make the dam an element of the combination set forth in 
the third claim, the anchors ot>nnected with the boat by chains passing 
through eyebolts on the bottom section of the dam must be included, 
and as the anchors so connected and operating are wanting in the appa- 
ratus of the respondents, it follows that it does not infringe the appa- 
ratus of the complainants. 

ISTor is it necessary to enter much into the discussion of the fourth 
claim of the patent, as It has already sufficiently appeared that the 
apparatus of the respondents has no chains connected with the domev 
nor do the respondents operate the drills in the manner or by the means 
described in the complainants' specification. Instead of that drill, grooves 
in the complainants' apparatus are all connected below with the bottom 
section of the dam, and that is connected with the boat by chains and 
a hoisting apparatus, and the upper section of the dam is fixed to the 
boat with the other sections hanging from it. Unlike that, the drills in 
the apparatus of the respondents are operated, in reference to the rock, 
without any chains connected with the dome, showing that the appa- 
ratus is substantially different from that of the complainants in respect 
to every claim of the patent. 

Suffice it to say, without pursuing the examination, that we are all of 
the opinion that there is no error in the record. Digit zed by kjkjkj^ik. 

Decree affirmed. 
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[United States Cirouit Court, DiBtrict of New Jersey.] 

THE RUMFORD CHEMICAL WORKS vs. GEORGE V. HECKEB. 

0. G., vol. xi, p. 330. 
In equity.—JB^ore Nixon, J, 

It is not the established practice in the second and third circuits to stay injnnctiona 
npon application of the defendant nntil the coming in of the master's report. On 
the contrary, the ordinary practice is for an injanction, as a matter of coarse, to 
follow a decree in favor of the complainant on the merits, unless the defendant is 
able to show that the equities between the parties demand th'e withholding of the 
injunction until after an accounting has been had. 

C. A. Seward & C. M. DaCosta, for plaintifiF. 

C. F. Blake, for defendant. 

BTixoN, J.: 

I have examiDed the two decrees respectively proposed by the coan- 
sel of the complainant and the counsel of the defendant, and the arga- 
ments by which they are sustained, and I am of the opinion that the 
form submitted by the counsel of the complainant should be approved. 
Without noticing a few verbal differences, it may be said that the chief 
contention between the parties may be reduced to three points: 

1. Whether this court should decree affirmatively that the first, 8ec> 
ond, and third claims of the complainant's reissued patent are void, in 
the words of the decree in the suit pending in the circuit court of the 
United States for the southern district of New York, or whether it 
should simply decree that, as a matter of amity, it declines to adjudge 
the question of the novelty of these claims in view of the adjudication 
of the co-ordinate court. 

Not holding the subject-matter to be res judicata, it seems to me that 
the form of the decree in this regard, proposed by the complainant, is- 
the proper one. In its practical effect on the accounting, it will give to 
the defendant all the benefit of a direct adjudication that these daima 
are void for want of novelty; and at the same time it will not mislead, 
as it reveals the distinct ground on which the court declined to look inte 
the question — to wit, that in comity it was not now an open one between 
the parties in this conrt. 

2. Whether under the circumstances of the proceedings here and in 
the circuit conrt of the United States for the southern district of New 
York the decree should authorize the complainant to take a separate 
account for damages from June 9, 1868, to March 20, 1873, the period of 
accounting for gains and profits ordered in the New York suit. 

In delivering the opinion of the court, I took occasion to intimate that 
I was inclined to believe that the fair construction of section 4921 of the 
Sevised Statutes only allowed a decree for the damages arising from the 
special infringement alleged in the bill of complaint. But the question 
was one of first impression. The counsel of the parties in the argument 
did not seem to have directed their attention especially to the points on 
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which it turned. The statute was new, and introduced extraordinary 
and anomalous methods in equity proceedings. Under these circum- 
stances, I thought it was best for both parties to allow the complainant 
to have a separate accounting if, after the intimation of the court, it de- 
cided to risk the costs of failure to sustain its claim for damages, and 
to hear an argument on the question of construction on exceptions to 
the master's report. 

I assumed, and still assume, that the accounting for gains and profits 
in the "Sew York case during this period of time would make the labor 
comparatively light, as the materials needed for the two purposes are 
substantially the same. I find no reason, after considering the argu- 
ment of the defendant's counsel^ to change my opinion. 

3. Whether the present is one of the class of cases where the court 
ought to withhold an injunction until after the accounting and the final 
decree. 

It is undoubtedly true that there are such cases, although I do not 
assent to the proposition of the learned counsel of the defendant, that 
within a comparatively few years it has become the established practice 
in the second and third circuits to stay injunctions upon application of 
the defendant until the coming in of the master's report. No such 
practice has ever prevailed in this circuit, although sporadic instances 
may be found where the court has very properly listened to and heeded 
such applications. On the other hand, the ordinary practice is for an 
injunction, as a matter of course, to follow a decree in favor of the com- 
plainant on the merits, unless the defendant is able to show the court 
such facts and circumstances existing in the case as make it manifest 
that the equities between the parties demand the withholding of the 
injunction until after an accounting has been liad. 

Courts have the power to withhold it, and usually will do so, in those 
cases where, by granting the injunction, there seems to be more danger 
of producing an irreparable injury to the defendant than of preventing 
it on the part of the complainant. The injunction now proposed to be 
taken is drawn in the precise words used in the decree of March 20, 
1873, in favor of the complainant, against the defendant, in the circuit 
court of the United States for the southern district of Xew York, as 
appears from the defendant's answer, filed in this suit. 

But the defendant objects to it, in substance, because tbis court, in 
sustaining the validity of the fourth claim, has given it a different and 
broader construction than did Judge Blatchford in his opinion. I have 
not differed from that learned judge in the sense of contradicting his 
judgment, and I can hardly imagine a case in which I should feel will- 
ing to do so ; but in construing this claim I have expressed an opinion 
in favor of its scope and meaning in accordance with the views of the 
complainant, which view, as I understand it, had previously been sub- 
mitted to Judge Blatchford, and upon which, holding the matter under 

^Oj^ Digitized by VjUU VIC 
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advisement, be has refused to pass uDtil the coming in of the master's 
report. 

While matters were in this condition there, the counsel for the com- 
plainant applied to the learned judge for an injunction to restrain the 
defendant from doing what the court had not yet determined they had 
no right to do, r'xd he very properly refused to grant it. His refusal is 
now invoked by the counsel of the defendant as a reason why this court 
should refuse ; but the circumstances are different. In the one case the 
judge was asked to grant an injunction in advance of his opinion, and 
in the other in conformity with it. 

The long delay of several months, which seemed unavoidable in set- 
tling the decree, has given to the defendant ample opportunity for so 
arranging and adjusting his business that he need not suffer special 
practical inconvenience from an injunction. If he has not availed him- 
self of such opportunity, it is not the fault of the court or the complain- 
ant. I find no circumstances connected with the past relations of the 
defendant to the complainant's patent, and no facts in the case which 
will justify me in taking it out of the ordinary course, or in refusing to 
the complainant the full benefit of a decree in its favor. 

The injunction must accompany the decree. 



[United States Circuit Court— Northern District of Illinois. j 

GEORGE B. CORNELL vs. THE DOWNER AND BEMIS BREW- 
ING COMPANY ANP HENRY M. BEMIS. GEORGE B. COR- 
NELL V8. AMERICAN BUSH COMPANY AND GEO. W. GEL- 
LET. 

O. G., voL xi, p. 331. 

In Chancery.— B^&re Drummond, jr. 

Where there is a slight change in a machine, by which a new result is brought about, 
and which might be the subject of a patent, courts do not feel inclined to extend 
the invention beyond the mere change, although they may be inclined to sustain the 
patent; but where something elementary has been discovered and constitutes fairly 
a part of the invention of the patentee, no other inventor or manufacturer ought to 
be permitted to use that elementary part without paying tribute to the first inventor 
or originator. 

Tl^e invention claimed in the reissued patents of Lacey and Cornell for improvements 
in bushes and wrenches for their insertion in beer-barrels, held to be patentable. 

Goodwin Offield & Towlr, and J. W. Mkrriam for complainant. 

L. L. COBUBN for defendants. 

Drummond, J. ; 

The bill iu these cases was filed upon the reissues A and B of the 
original patent of Lacey and Cornell, of August 29, 1871, for an im- 
provement in bushes and wrenches for their insertion in beer-barrels. 
Eeissues dated August 6, 1872. 

Digitized by VjUU VIC 
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The claim of Division A, No. 5,026, is— 

The wrench herein desorlbed, consisting of a shank, A, plate B, projection D, and 
core E, the said core adapted to fit the opening throngh the bnshing, whereby the same 
ia prevented from assuming an oblique position when being turned into place, substan- 
tially as described. 

The claim of Division B, No. 5,027, is— 

The screw-threaded metallic bung-bushing, made tapering upon both its outer and 
inner sides, and protected with the flange B, having the V-shaped notch <2, by and for 
the purpose described. 

In this case, everything must depend on the coiistraction which shall 
be given to the patents which have been reissued to the plaintiff. If 
the trne constraction is that contended for by the defendants, then it 
can hardly be said that the defendants have infringed. I do not pro- 
pose to consider these patents separate from each other, but really as 
constituting together substantially one patent, to accomplish a particu- 
lar pnrpose. To be sure, there are two patents issued and two claims 
made by Lacey and Cornell, but they were issued at the same time (the 
reissues), and they refer to the same common object. If this were a 
suit upon the bung-bush alone, without reference to the wrench, the 
the court might possibly be disposed to take a different view of the mat- 
ter ; but looking at both together as in a certain sense one conjoint 
patent consisting of several parts, the question is. What is the true con- 
struction of the reissued patents ? Is it so narrow as that contended for 
by the defendants T I hardly think that it is. It seems to me that the 
object was to make a bush of a particular kind, possessing certain attri- 
butes ', and, secondly, at the same time, to make a wrench which could 
be applied to the bush in a particular way, so as to insert it in the cask 
or barrel. The qualities of the bush were, that it was to be metallic, 
with a screw on the outside, smooth on the inside, tapering both outside 
and in, and with a flange to press on the stave of the cask, and a device 
for the " engagement of the wrench with it, by means of which it was 
to be inserted in the barrel. The wrench had a handle, its other end 
expanded or flattened out, and a device attached to it by which it could 
be engaged in the bush, and it was to possesss a core which was to be 
inserted In the hole of the bush, and into which, when the bush was 
screwed in the barrel or cask, a wooden plug or bung could be driven. 
Now, the question is, whether or not this was a patentable invention, and 
how far the invention extends. There can be no doubt, I think, that it 
was a patentable invention. If it be true that there were bung-bushes 
manufactured of metal and with a screw outside, and a flange which 
was to rest upon the stave of the barrel, there does not seem to have 
been a bush constructed like that of the plaintiff's, and which was to be 
inserted into the barrel by the same device or apparatus as his, viz, by a 
wrench with a shank, and a device to engage with the bush, and with a 
core, constituting a part of the wrench, which was to fit into the hole of 
the bush, and so, by the operation of revolving the bush in the barrel, 
to be in^!<erted firmly, so as to make it tight, and in such a way that the 
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operator had complete control of the bush by means of the wrench, and 
pressing equally on all sides of the bush, one of the objects being to re- 
move the core and insert a different-sized one when necessary, corre- 
sponding to the size of the bung-bush. 

I think, therefore, it was a patentable invention. As I understand, 
there never had been, before it was discoved by these parties, a bung- 
bush with a wrench such as are described in these patents. The core, 
taking it altogether, seems to be an essential element of the device and 
is one of the principal objects, and I should think also one of the prin- 
cipal excellencies, of the whole device, because it enables the operator,^ 
in inserting the bush into the cask, to command completely the act of 
insertion. I agree with the counsel of the defendant's, that the V-shaped 
device in the bush and the corresponding device in the wrench are es- 
sential parts of the invention of the plaintiff and Lacey ; but while that 
is so, the question is whether or not the plaintiff is restricted to the 
precise form in which the patent has set forth the device. 

Now, this is the form (Complainant's Exhibit 1) in which it is set forth in 
the patent, as I understand. This is the V-shaped device in the bush, 
and there is a corresponding one in the wrench where the bush is to be 
inserted, so that they engage together, and in this way the bush is in- 
serted in the cask. While this is an essential part of the device, is the 
plaintiff limited to that precise form? If he is, then I suppose it may 
be admitted that the defendants do not in that particular infringe, 
because that identical form is not used by the defendants. A change is 
made, but the bush is used substantially, as well as the wrench and the 
core, and another method is adopted by which the engagement takes 
place between the wrench and the bush, so as to hold the bush fast 
while It is being inserted in the barrel. The main difficulty of this part 
of the case has been in reference to the particular device of the plaintiff*. 

It is said in the patent — 

We do not wish to confine ourselves exclusively to the V-shaped projection, as any 
form that will prevent the core from turning independent of the bush will produce 
the same result. 

They are not to be confined to the mere form, but any other form sub- 
stantially like that, although there may be a change, would be within 
the terms of the patent. I have come to the conclusion, after some hesi- 
tation, that considering the core was a very essential part of the mode 
of inserting the bush, and one of the objects which the inventor had in 
view was to enable the wrench, and the core, as a part of it, to engage 
with the bush so as to firmly turn the bush in the act of insertion — that 
the mere change in this method of engagement, although varied in dif- 
ferent ways, does not prevent the infringement of the substantial part 
of the plaintiff's device. It is often very difficult in patent cases to 
determine the extent of the invention. 

Where there is a slight change in a machine, by whichH^ew-Tpesult 
is brought about, and which might be the subject of a patent, courts do 
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Dot feel iuclined to extend the invention beyond the mere change, al- 
though they may feel inclined to sustain the patent ; but where some- 
thing elementary, so to speak, is discovered, and constitutes fairly a 
part of the invention of the patentee, then I do not think that any other 
inventor or manufacturer ought to be permitted to use that elementary 
part without paying tribute to the first inventor or originator. Such I 
regard the core in this case. I think that belongs to the plaintiff, and 
that it is not right or just for any one to use it without his consent. 
What I mean is, that the defendants are prevented from using such an 
arrangement with the core in it, so as to engage it with the bush of the 
plaintiff, and by which, if done, there is an infringement of the plaintiff^s 
patents. 

Decree entered for plaintiff, with reference to Bishop, master, to assess 
damages, and perpetual injunction. 



[United States Circuit Court— District of Connecticut.] 

THE UNITED STATES RIFLE AND CARTRIDGE COMPANY 
AND E. REMINGTON & SONS vs. THE WHITNEY ARMS 

COMPANY ET AL. 

O. G., vol. xi, p. 373. 

In Equity.— B^ore Shifman, J. 

The provisions of section 35 of the act of 1870, that upon the hearing of the renewed appli- 
cations therein referred to, abandonment should be considered as a question of fact, 
does not render delay of itself conclusive evidence of abandonment, but makes the 
decision of such cases depend upon the pecnUar circumstances as a question of fact 
and not of law. 

The decision of the Commissioner in regard to the questions which have been com- 
mitted to his exclusive jurisdiction is final — ^such as the sufficiency and competency 
of the formal acts and proofs which the statute provides shall be a prerequisite to 
the issuing of a patent; the existence of those facts upon which a reissue is to be 
granted or an extension made ; and the sufficiency of the reasons for delay exceeding 
two years in prosecuting an application made since the act of 1870. 

The granting of a patent is prima facie but not conclusive evidence that the right to 
the invention has not been surrendered to the public, and the same is true i^ regard 
to abandonment upon renewed applications which were made under the 35th section 
of the act of 1870. 

All the defenses which the statute authorizes may be made as well in respect to patents 
granted upon applications renewed under the 35th section of the act of 1870 as in 
respect to those issued upon original applications. Lapse of time, per se, does not 
constitute abandonment. 

The filing of an application is conclusive evidence that at its date the inventor did not 
intend to give his invention to the public, bat- it is not conclusive evidence that he 
did not subsequently do so. 

Cochran's application was filed January 11, 1859, withdrawn February 20, 1860, and 
not renewed tin til after a period of eight years had elapsed. He, in the mean time, 
made numerous other inventions of a kindred nature, and obtained twenty-two pat- 
ents thereon, constantly engaged in their development, and though poor, not thereby 
deterred from prosecuting his other inventions, and could have obtained a patent on 
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this, or at least kept the application alive had he so desired. Meanwhile the inven- 
tion was patented by others, and finally introduced in 1867, a year before Cochran 
filed his second -application : Held, that while the new petition did not of itself 
sever the second application from the first, his acts and conduct show that the pro- 
ceeding had been abandoned, and there was no continuity in the two applications. 

The case distinguished from Smith vs. Dental Vulcanite Company, where the first ap- 
plication had never been withdrawn, and the inventor was unremitting in his en- 
deavors to obtain a patent. 

Forfeiture or abandonment may be inferred from the acts of an inventor who, without 
substantial reason or excuse, neglects the use of his invention and sleeps upon his 
rights for a number of .years, while others in the mean time produce the same thing 
and give the public the benefit thereof ; aud the same is true whether the device be 
patented or had gone into use without a patent. 

A use for the mere purpose of competitive examination, experiment, and test is not a 
public use. 

Frederick H. Betts and George Gifford for plaintiffs. 

Benjamin F. Thurston and John S. Beach for defendants. 

Shipman, J. : 

This is a bill in equity to restrain the defendants from an alleged 
infringement of letters patent granted to John W. Cochran on May 7, 
1872, for improvements in breech-loading guns. The plaintiffs are the 
owners of the patent, and E. Eemiugton & Sons, for whose benefit the 
suit is brotight, are the exclusive licensees thereunder. The answer of 
the defendants denies infringement upon their part, and also denies 
novelty of invention upon the part of the patentee, and alleges that the 
application of the said Cochran for a patent was filed on May 6, 1868, 
and that for more than two years prior to said date the invention had 
been in public use and sale with the consent and allowance of said 
Cochran, aud that prior to the said date the inventioti had been aban- 
doned to the public. 

Mr. Cochran's application for a patent was made on the 11th of Jan- 
uary, 1859, and was rejected February 8, 1859. No appeal was taken 
from the original rejection by the Primary Examiner, and on Februaty 
20, 1860, the application was withdrawn, and twenty dollars, the balance 
of the Patent Office fee, was refunded to the applicant. On May 6, 1868, 
Mr. Cochran filed a new application, which was rejected upon the ground 
of abandonment. The decision of the Board of Examiners was affirmed 
by Mr. Fisher, who was then Commissioner, whose decision was reversed 
by the supreme court of the District of Columbia. The Commissioner 
then declined to issue the patent, but after the passage of the patent 
act of July 8, 1870, a new application was filed, and the patent was issued 
by the successor of Mr. Fisher. During the interval of eight years 
between the first rejection and the second application, Cochran obtained 
twenty-two different patents upon his own application, nine of which 
patents relate especially to breech-loading fire-arms. He was constantly 
occupied after 1859, and especially during the war of the rebellion, in 
endeavors to perfect and bring to the favorable notice of the War De- 
partment and of the public his inventions other than the one which is 
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now in controversy. He sold in the year 1865 an English patent for 
another breech-loading fire-arm for the sam of $13,000, of which sum 
$5,000 was spent in making models and procuring foreign patents, and 
went to England on two occasions for the purpose of introducing that 
weapon to the foreign market. He was during a portion of this inter- 
val very poor, in debt, and in ill health, and his habits were irregular, 
but he was prosecuting his other inventions with constancy and energy. 

There is no evidence that an^*^ arm embodying the invention in con- 
troversy was ever constructed by Mr; Cochran, or by any person on 
his behalf ; neither is there any evidence that he .ever sought means 
to renew hi^ application, or that he said or did anything which indi- 
cated his idea that this invention was to be pressed or was to become 
available to him. On the contrary, he apparently acquiesced in the 
action of the Patent Ofidce and entirely turned his attention to other 
inventions. He died on January 2, 1873. Patents wera granted to 
James Stillman in 1865, and also to Laidley & Emery in 1866, for improve- 
ments in fire-arms, which are embodied in the gun of the defendants, 
and constitute its peculiar features. 

It was said by Commissioner Fisher, in his opinion upon the second 
application, that the Primary Examiner reported the devices mentioned 
in the 1st and 2d claims of Cochran's specification were found in eight- 
een patents which had been granted between 1360 and 1868. I have 
no means of verifying the truth of this statement. As I think that the 
principal question in the case is in regard to the validity of the Cochran 
patent by reason of abandonment, or by reason of laches and want of 
diligence in procuring the patent to the injury of the intervening equi- 
ties of other inventors and patentees, I do not enter into the question 
of novelty, but assume that Cochran's invention was not anticipated by 
the persons named in the answer, and also assume, what was not seri- 
ously denied, that the Whitney gun contains, in substance, the Cochran 
invention. 

The second application, which was rejected in 1869, was renewed 
aft^r the passage of the patent act of 1870, (16 Statutes at Large, page 
198.) The 35th section of this act provided that when an application 
for a patent has been rejected or withdrawn prior to the passage of this 
act, the applicant shall have six months from the date of such passage 
to renew his application or to file a new one, and if he omit to do either, 
his application shall be held to have been abandoned. Upon the hear- 
ing of such renewed applications abandonment shall be considered a 
question of fact. Prior to the passage of this act, the practice of the 
Patent Office in regard to the granting of renewed applications for pat- 
ents after the lapse of years from the date of their previous rejection or 
withdrawal was not uniform. It had been held that the withdrawal of 
an application and the neglect to prosecute it within a reasonable time 
was an abandonment of the invention. The contrary had been held 
both by the Patent Office and the courts. Inventors whose applications 
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had been rejected were desirous of renewing them, and it was proper 
both that some limitations should be placed upon the time within which 
the new applications should be made and that some stable principle 
should be adopted in regard to the question of abondonment. The section 
provided that this question should be regarded as a matter of fact, that 
lapse of time should not of itself be conclusive evidence of abandonment, 
but that the decision of such cases should depend upon peculiar circum- 
stances as a question of fact and not of law. 

Both parties, while uniting in this construction of the 35th section^ 
differ materially in the effect to be given to the decision of the Com- 
missioner upon a renewed application which was made subsequent to 
the passage of the act. 

The plaintiffs contend that his decision is conclusive upon the ques- 
tion of abandonment, and is not open to review collaterally, while the 
defendants insist that a patent granted upon a renewed application is^ 
still open to the same attacks which can be made upon any other patent. 

The decision of the Commissioner in regard to the questions which 
have been committed to his exclusive jurisdiction is final. His decis- 
ion is conclusive in regard to the suflftciency and competency of the for- 
mal acts and proofs which the statute provides shall be a prerequisite 
to the issuing of a patent. He is, moreover, made the tribunal which is 
to decide both in regard to the existence of those facts upon which a re- 
issue is to be granted, and upon which an extension of patents issued 
prior to March 2, 1861, is to be made. 

By the 32d section of the act of 1870 he is to judge of the sufficiency 
of the reasons for delay exceeding two years in prosecuting application 
which shall be thereafter made. Upon these three subjects which are 
submitted to him his decision is conclusive. 

The statute also provides that an inventor of an improvement not 
known or used by others in this country, ai^d not patented or described 
in any printed publication in this or any foreign country before his in- 
vention, and not in public use or on sale for more than two years prior 
to the application, unless the same is proved to have been abandoned, 
may obtain a patent therefor, and that in an action for infringement or 
a suit in equity for relief against infringemeut the defense of abandon- 
ment may be pleaded. The granting of a patent is prima faciej but not 
conclusive, evidence that the right to the invention had not been sur- 
rendered to the public. I am of opinion that the decision of the Commis- 
sioner in regard to abandonment upon renewed applications which were 
made under the 35th section has no higher authority or more enlarged 
scope than his decision upon the same questions upon an original appli- 
cation, and that all the defenses which the statute authorizes may be 
made as well in respect to patents granted upon applications renewed 
after the act of 1870 as in respect to those issued upon original appli- 
cations. 

The question is simply whether the 35th sectioii '^fk^^the Commis- 
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sioner the exclasive jarisdiction which is conferred upon him in the cases 
which have been mentioned. His decision upon a renewed application 
prior to the act of 1870 had no conclusive effect. The provision that 
^'abandonment shall be considered as a question of fact" when it is 
admitted that the object of the provision was primarily to make a dis- 
tinction between questions of law and of fact hardly confers upon the 
Commissioner an exdusiveness of jurisdiction which he did not pre- 
viously have, and which he has not since had upon any other class of 
applications. 

The question of abandonment being then one of fact, and now open to 
examination, it is plain that no laches can be imputed to Oochran after 
May 6, 1868, and that the consideration of the question is confined to 
the eight years subsequent to his withdrawal of the first application. It 
is also true that lapse of time, per 8€j constitutes no abandonment, and 
that upon the defendants rests the burden of clearly establishing by 
affirmative evidence a positive and actual abandonment, or such laches 
as clearly to indicate an intent to abandon. It may be also considered 
as true that the original application is conclusive evidence that at its 
date the inventor did not intend to give bis invention to the public, but 
it is not conclusive evidence that he did not subsequently conceive such 
intention, or that he was not subsequently guilty of such neglect in ob- 
taining a patent that he ought not to have a monopoly to interfere with 
the equities of those who did anticipate him in giving the public the 
benefit of their inventive skill and labor. 

In considering this question of fact the court is deprived of aid from 
the testimony of the inventor, who died in 1873. There is also an ab- 
sence of the usual evidence from the declarations or the acts of the in- 
ventor in regard to his invention, and 'the court has therefore to consider 
only the evidence which the undisputed facts on the one side or the 
other disclose, and the inferences from those facts. The application 
was withdrawn in 1860, and was not renewed until eight years had 
elapsed. In the mean time, Mr. Cochran's attention was directed to 
other kindred inventions, and to invention of cartridges, shot and shell, 
for which he solicited and obtained twenty-two patents in this country. 
From his letters, which tell also a sad story of poverty, it appears that 
his mind was constantly engaged in these various patents, and his ener- 
gies were constantly directed to their development. If it could be shown 
that his poverty was a reason for his not renewing and pressing an ap- 
plication for this particular invention, such testimony would tend greatly 
to dispel the idea of laches ; but poverty did not deter him from enter. 
ing into the necessary expenses which his other patents required, and 
from devoting himself energetically to obtain a recognition of their 
merits from the government and from the public. His want of means 
was not apparently the cause of his not seeking to place the invention 
in its present position. He was absorbed in the attainment of success 
in the enterprises which occupied his mind to the exclusion of this in- 
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veDtioUf which he did not regard of as much valae as the others. In 
the mean time, during the war of the rebellion, inventive skill was 
greatly stimulated in regard to the perfection of breech-loading fire- 
arms, and the attention of other inventors than Cochran became en- 
gaged in the same line of thought and experiment which he had origin- 
ally entered upon. 

In brief, the case shows that Cochran made an invention and an ap- 
plication to the Patent Office, which, upon its rejection, he voluntarily 
withdrew, and for eight years neglected to renew, while he devoted him- 
self to other inventions. He could have obtained a patent for this im- 
provement, or he could at least hare kept his application in the Office. 
Meanwhile, his invention is patented by others, and is finally introduced 
to the public in the year 1867 by the present licensees, when Mr. Coch- 
ran presents it again to the Patent Office. 

The new petition did not of itself sever the second application from 
the first, Smith vs. Dental Vulcanite Company (Sup. Ct. of U. S., Oct. 1, 
1876), but the acts and conduct of Mr. Cochran show that the proceed- 
ings to obtain a patent which were originally undertaken in 1859 had 
been abandoned, and that there was no apparent intent at the time of 
the withdrawal to file a new petition, but there was an acquiescence in 
the decision of the Patent Office. There was no continuity in the two 
applications. 

The case presents very different circumstances from those which are 
disclosed in Smith vs. Defiital Vulcanite Company, in which case the origi- 
nal application was never withdrawn, but from the date of the third 
rejection in February, 1856, until March, 1864, when the successful peti- 
tion was again presented, it is found that the inventor did not remit 
his efforts, but did everything in his power to obtain a patent, and no 
act amounted to an acquiescence in the rejectiou. In this case there 
was a withdrawal of the first application, the efforts to obtain a patent 
were remitted, nothing was done toward that end, there was an appar- 
ent acquiescence in the rejection, there was a devotion of the thoughts 
and energies of the inventor to other pursuits, the cessation of active 
interest in the invention, and a relinquishment of any attempt to perfect 
his title thereto. 

A person "may forfeit his rights as an inventor by a willful or negli- 
gent postponement of his claims, or by an attempt to withhold the bene- 
fit of his improvement from the public until a similar or the same im- 
provement should have been made and introduced by others." {Kendall 
vs. WinsoTj 21 Howard, 322.) If there was no purpose on the part of 
Cochran to with hold his improvement from the public, there was a neg- 
ligent postponement of his claims until after the other inventor had 
acquired equities which it seems unjust to destroy. The language of 
Judge Woodruff in Consolidated Fruit Jar Company vs. Wright (12 
Blatch. C. C. E., 149), though not necessary to the decision of that case, 
is just and pertinent to the facts which are here disclosed V*-^*^g^^ 
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If an inveutor witiiout sub^staiitial reabou oi* excuse abaodons the use of Iiis inven- 
tion, and for nine years sleeps upon his rights, and in the mean time others in good faith 
employ their industry, skill, and money in producing the same thing and give the pub- 
lic the benefit thereof, putting it into extensive nse and sale, such a state of facts not 
only warrants the inference of abandonment by the first inventor, but it also creates, 
as between him and the others, the same equity as would arise if such others had gone 
further and taken out a patent. Whether the device be patented or had **gone into 
use without a patent," should make no diflference. (Kendall vs. 7f'iM«or, 21 Howard, 
322). This is not because lapse of time, per se^ deprives an inventor of his rights, but 
because the circumstances giving character to the delay indicate abandonment, and 
also because the intervening rights of others nuike it inec^uitable that he should there- 
after be permitted to assert anj- such exclusive title to the invention. 

To the same effect iu the case of Marsli vs. Sayles (5 Fisher, 610). 

I fiad no adequate evidence of public use of any one for two years 
preceding the date of the final application. Even if one of the guns 
\?hich was presented for competitive examination by the board of army 
ofi&cersat Springfield in the year 18G5 embodied the Cochran invention, 
it does not appear to me that the submitting of an invention to the test 
of examination by experts in competition with other inv'^entions is the 
public use to which tbe statute refers. A use for the mere purpose of 
competitive examination, experiment, and test is not a public use. 

Let a decree be entered dismissing the bill. 



[Uiiiti'ilStato Ciniiit Coiut^Di»*trict of Marylaiul.] 

JOHN C. BIRDSELL r.s. THE HAGERSTOWX AGRICULTURAL 
IMPLEMENT COMPANY. 

O. G., vol. xi, p. 420. 
In Equity. ^Before noxn. O.J., ami Giles, J.— Decided January, 1877. 

In a motion for commitmeut for contempt for violating an injunction issued upon a 
patent, the question as to whether tbe new machine is the same as the old is a question 
of fact to be determined on the evidence. 

The rule is that courts of equity will never attach unless the violation of the injunc- 
tion is plain and clearly proven to the court. 

Birdsell's invention, construed to he for the combiuatiou of a pure thrashing-cylinder 
with a pure hulling-cylinder, and defendant's present machine, a combination of two 
hnlling-cylinders, and although the first cylinder may separate the straw from the 
heads by a rubbing action, it is not a pure thrashing-cylinder, and therefore not an 
infringement of Birdsoll's claim. 

M. D. Leggett 4& Co. for complainant. 

Hatch & Paukinson for defendant. 

STATEMENT OF THE CASE. 

[Hearing on motion of complainant for an attachment for contempt 
to issue against defendant for violation of an injunction. The injunc- 
tion was granted against defendant in 1874, under the patent granted 
John G. Birdsell April 8, 1802, as a reissue of his pij^t^J^Jj, ^'©Mi^V^^^y 
18, 1858.J ' ^ 



201 DECISIONS OF U. S. COURTS IN PATENT CASES. 

The claims of the reissae, on which the defendant was enjoined, were 
as follows: 

I claim the arraogiog and oombiaiog in one maohine the cylinder which thrashes 
the boUs and seed from the straw or stalks, and the cylinder which hulls the seed, so 
that the boUs and seed thrashed may be hulled before it (the seed) passes out of the 
machine. 

And— 

In combination with the thrashing and hulling cylinders above claimed, I claim the 
bolting or screening and conveying apparatus, which separates the bolls and seed from 
the straw or stalks, and delivers them to the hnlling-cylinder. 

And— 

In combination with the thrashing and hulling cylinders, I claim the screening and 
fanning apparatus, which separates the hulls or bolls, and cleans the seed, after it 
leaves the hnUing-cylinders. 

Some time after the injunction defendant made certain changes in the 
machines and proceeded to manufacture and sell. Upon this manufac- 
ture and sale of the machine so changed the present motion was 
brought. 

OPINION OF THE COUET. 

Bond, 0. J., and Giles, J.: 

The injunction in this case was to restrain the defendant from mak- 
ing, using, or vending any combined machinery for thrashing and hull- 
ing clover-seed, made in accordance with any of the inventions speci- 
fied or claimed in any of the claims of the complainant's reissue patent 
1,299, or such as they have heretofore made and sold. 

Petition now is for an attachment against defendant for violating 
this injunction by making and selling machines containing a thrashing 
and a hulling machine combined, as patented to complainant in the 
first claim of his patent. 

The defendant denies that it has done this, but that the machines 
made and sold by it are substantially different from what it made be- 
fore the issuing of said injunction, and from the machine described in 
complainant's patent No. 1,299. 

This is largely a question of fact, and many affidavits have been 
submitted to the court by the counsel for the respective parties* 

The complainant has filed the affidavits of Frank Millward, an ex- 
pert, Joseph W. Dougall, John G. Birdsell, complainant, and Hiram 
King — four in all. 

The defendant has filed the affidavit of William 0. Dodge, J. F. Bei- 
gart, L. W. Downin, Jacob DowniD, Jacob W. Zantzinger, John Wel- 
ler, S. G. Downin, A. Miller — eight in all. 

In considering the question of a violation of an injunction the court 
cannot but regret that they have not been furnished with models of the 
machine patented by Birdsell, and the machine which he alleges to be 
a violation of the first claim of his patent. The court can always best 
judge from models whether one machine diffSers in principle and mode 
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of operation from another. In the absence of snch evidence [the court 
mast look to the testimony of the experts who have examined the two 
machines. Now, it is a rule governing courts of equity in snch cases 
that they will never attach a defendant for contempt where the viola- 
tion of the injunction is not plain and proved to the satisfaction of the 
court. So far from a violation being proved in the case, the evidence 
of the witnesses clearly shows to this court that the two machines are 
different in their mode of construction, and it is for the court to decide 
whether there is a substantial difference in the principle upon which 
they act. Now, the expert produced by complainant swears that they 
are substantially the same. But the two experts on behalf of defend- 
ant, Beigart and Dodge, both men of great experience in snch matters, 
testify that the machines now made by defendant do not contain the 
feature of BirdselPs first claim. This, the conrt thinks, is fully sus- 
tained by the written evidence in the case. Birdsell's patent is for a 
combination of a pure thrashing-cylinder with a pnre hulling-cy Under. 
The defendant's machines contain a combination of two hulling-cylin- 
ders, and, althongh the upper cylinder may in some measure separate 
the straw from the head by lubbingor crushing, it is not a pure thrash- 
ing-cylinder. This had been done in machines made and patented be- 
fore the date of Birdsell's patent, as will be clearly seen by the dia- 
grams I, K, and L, attached to the deposition of Dodge filed in this 
case. 

The court will therefore dismiss the motion for an attachment in this 
case. 



[Supreme Court of the United States.] 

MORITZ COHI^, Appellant, vs. THE UNITED STATES CORSET 
COMPANY, JOHN H. LANE, AND WILLIAM LYALL. 

O. G., vol. xi, p. 457. 

Appeal from the OircuU Court qfthe United StcUesfor the Southern District of New Tork.^Deeided Oc- 
tober Tenn^ 1876. 

A patent is invalid if the invention claimed is found to be patented or described in a 
printed publication prior to the patentee's invention or discovery thereof; and it is 
enough if the thing patented is described, and not the steps necessarily antecedent 
to its production. 

Thus, when the invention claimed is an article, it is not necessary, m order to render 
the patent void, that the prior publication should also contain a description of the 
process by which such article was made. 

Unless the earlier printed and published description does exhibit the later-patented 
invention in such a full and intelligible manner as to enable persons skilled in the 
art to which the invention is related to comprehend it without assistance from the 
patent, or to make it, or repeat the process claimed, it is insufficient to invalidate 
the patent. 

Mr. Justice Strono delivered the opinion of the conrt: 
A careful examination of the evidence in this case has convinced as 
that the invention claimed and patented to the plaintiff was anticipated 
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and described in the English provisional specification of John Henry 
Johnson, left in the Office of the Commissioner of Patents on the 20th 
of Jannary, A. D. 1854. That specification was printed and published 
in England officially in 1854, and it is contained in volume second of a 
printed publication circulated in this country as early as the ye^r 1856. 
It is, therefore, fatal to the validity of the plaintiff's patent, if, in fact, 
it does describe sufficiently the manufacture described and claimed in 
his specification. It must be admitted that, unless the earlier printed 
and published description does exhibit the later-patented invention iu 
such a full and intelligible manner as to enable persons skilled in the 
art to which the invention is related to comprehend it without assist- 
ance from the patent, or to make it, or repeat the process claimed, it is 
insufficient to invalidate the patent. Keeping this principle in view, 
we proceed to compare the plaintiff's invention with the antecedent 
Johnson specification. In order to do this, a clear understanding of the 
patent and of the invention the plaintiff' claims to have made is indis- 
pensable. His application at the Patent Office was made on the 30th 
of January, 1873. In it he claimed to have invented " a new and useful 
improvement in corsets." After reciting that previous to his invention 
it had been customary iu the manufacture of corsets to weave the ma- 
terial with pocket-like openings or passages running from edge to edge, 
and adapted to receive the bones, which are inserted to stay the woven 
fabric, and which serve as braces to give shape to and support the figure 
of the wearer, but that it had been necessary, after the insertion of the 
bones into said pocket like passages, to secure each one endwise by 
sewing, he proceeded to mention objections to that mode of making a 
corset. He specified two only. The first was that it involved much 
hand-labor and consequent expense in sewing in the bones, or securing 
them endwise in the woven passages ; and the second was that the 
arrangement or placement of the bones in the passages had to be deter- 
mined by hand manipulation, and that it was therefore variable and 
irregular, such as frequently to give to the corset an undesirable shape 
or appearance near its upper edge. These objections he proposed to re- 
move, and to produce a corset in which the location or position endwise 
of the bones shall be predetermined with the accuracy of the jacquard, 
in the process of weaving the corset-stuffs or material, thereby effecting 
the saving of labor and expense in the manufacture. He therefore 
declared his invention to consist in having the pocket like openings or 
passages into which the bones are put closed up at one end, and at that 
point at which it is designed to have the end of each bone located. The 
claim then made was as follows : 

A corset woven with the pockets for the bones closed at one end, suhstantiaUy as 
and for the purpose set forth. 

It is very evident that when this application was presented to the 
Commissioner of Patents the only invention the applicant supposed he 
had made, and the only one claimed, was a cofsi't *the bone-pockets in 
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which had been closed at one end in the weaving. A patent for it was 
refused for the reason assigned, that sach a corset was described in the 
printed publication of Johnson's specification. The plaintiff then 
amended his application, manifestly to set forth an invention differing 
in some particulars from that of fTohnson. The amendment, however, 
proved insufficient and a second rejection followed. Other amendments 
were then made until his present patent was at last granted, dated April 
15, 1873. In the specification which accompanies it the patentee admits 
what he admitted at first, that prior to his invention it had been cus- 
tomary in the manufacture of corsets to weave the material with pocket- 
like openings or passages running through from edge to edge, and he 
makes the further admission that it had been customary to weave the 
material with such passages all stopped and finished off at uniform dis- 
tances from the edge. He therefore disclaims ^< a woven corset with 
the pockets stopped and finished off a*t a uniform distance from the 
edges," and he disclaims also << a hand-made corset with pockets of 
varying lengths stitched on," and his claim is — 

A corset having the pockets for the reception of the bones formed in the weaving^ 
and varying in length relatively to each other as desired, substantially in the manner 
and for the purpose set forth. 

The specification nowhere sets forth the manner in wliich the alleged 
improvements in the corsets are produced, unless it be by reference to 
a jacquard in a loom. No process is described. None is patented. The 
claim is for a manufacture, not for a mode of producing it. Its pecu- 
liarities, as described, are that the pockets for the reception of the boues 
are formed in the weaving, rather than by hand, and that they are of 
varying lengths relatively to each other 5 that is, that the pockets differ 
in length from other pockets in the same corset, as desired. There are 
no particulars mentioned descriptive of the patented improvement, un- 
less they are that the weaving or variations in the length of the pockets 
are to be in the manner and for the purpose set forth in the specification. 
Referring to that, the purpose avowed is the production of a better- 
shaped corset at less expense, and the manner of effecting this is by 
substituting weaving for stitching, in closing the pockets at desired or 
predetermined distances from the edge. Now, in view of the patentee's 
disclaimers, stopping off the passages or pockets in the weaving is not 
covered by the patent. It is admitted that had been done before, and 
no claim is made for it. All that is left, then, is that the woven and 
closed pockets in the corset vary in length. No rule is stated for the 
variation. It is not stated which are comapratively short and which 
long, or how much shorter some are than, others, or how near any or all 
of them come to the edge. The demands of the claim in this respect are 
met if some of the pockets desired to be longer than others are thus 
made* But the claim must be further limited in view of the state 
of the art when the application for the patent was made. The manu- 
facture of hand-made and woven corsets is an art long known — known 
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long before the Johnson improvement. Those by hand had gores in- 
serted to give enlarged space for the breasts of the wearer, and also 
gores or gassets at the lower part to give space for the hips. In woven 
corsets these enlargements, equivalent to gassets, were formed by the 
jacqnard loom. For more than twenty years it has been customary to 
weave in these gussets bone pockets stopped|off or closed in the weav- 
ing at various distances from the edge of the corset. Those extending 
upward from the lower edges were stopped off at varying heights, and 
those extending from the upper edge downward over the breast were 
woven close at their lower extremities at unequal distances from the 
top. It is true that where the stoppage was effected in wiBaving, the 
pockets in the gussets were closed pointedly, and unavoidably so, by 
the necessary contraction of the threads of the weft. But whether 
the stoppage was pointed, or blunt, or square, is unimportant. It is not 
claimed as a feature of the plaintiff's invention. His claim, then, cannot 
liefer to the gusset pockets. The well known st^te of the art, existing 
before even the Johnson description, requires its limitation. It must 
refer exclusively to the pockets under the arms of the wearer or on the 
back or in front of the body. It claims weaving them of various lengths 
when closed. That is all. 

Having thus analyzed the plaintift''s alleged invention, and ascertained 
what it is, we are prepared to examine the Johnson provisional specifi- 
cation, and inquire whether it described with sufficient certainty and 
clearness a corset having the improvement claimed by the plaintiff. We 
quote at length the entire description. Johnson having declared the 
nature of the invention for which he sought a patent to be " improve- 
ments in the manufacture of stays or corsets," communicated to him by 
Adolphe Georges Geresme, of Paris, in the empire of France, described 
it as follows : 

This invention relates to tbe manufacture of what are known as " woven corsets" ; and 
consists in the employment of the jacquards in the loom, one of which effects the shape 
or contour of the corset, and the other the formation of the double portions of slots for 
the introduction of the whalebones. These slots or double portions are made simul- 
taneously with the single part of the corset, and in place of being terminated in a 
point they are finished square off, and at any required length in the corset, instead of 
always running the entire length, as is usually the case in woven corsets. When the 
corset is taken from the loom the whalebones are inserted into these cases and the 
borders are formed, thus completing the article, which contains all the elegance and 
graceful contour of se wed corsets made by manual labor. 

Undeniably this is a description of woven corsets, woven by the use 
of the jacquards in the loom, woven with slots or passages for the 
bones, made simultaneously with the other parts of the corset, and re- 
quiring nothing to be done to them after their removal from .the loom 
except the insertion of the bones and the formation of the borders. It 
is also plainly a description of corsets in which the passages for the 
bones, called the ^< double portions " or "slots," are finished — ^that is, 
stopped off in the weaving. That the expression " finished off square " 
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means closed or stopped off sqaare is manifest for several reasons. It 
is ased to disting'nish the mannfactare from one in which the termina- 
tion of the slots is pointed, as is always the case with the slots in the 
gnssets, and necessarily so. The pointed terminations are closures, and 
the finished sqnare terminations are only a different mode of closure. 
The idea in Johnson's mind was, therefore, that of ending or termination 
by shutting up or closing squarely, instead of inclosing pointedly. And 
it was the slot or passage that was to be finished off, and not merely 
the upper portion of the slot or one of its sides. A second reason for 
concluding that the specification describes closed slots or passages is 
found in the concluding paragraph, which states that when the corsets 
are taken from the loom all that remains to be done to complete them 
is to insert the bonies into these << cases" and form the borders. Thus, 
it is said, they are completed, << containing all the elegance and graceful 
contour of sewed corsets made by manual labor." There is not an in« 
timation that the needle is to be applied after removal from the loom* 
This portion of the description is utterly inconsistent with the idea that 
the pockets are not closed by the weaving. If they are not, more is 
required to complete the corsets after the loom has done its work than 
forming the borders and inserting the bones. The pockets must be 
closed by stitching before they are ready for the bones. Besides, those 
parts of the corset which in one part of the specification are denominated 
*^ double portions of slots," and in another <^ slots or double portions " 
finished square off, are also called ^^ cases," a word that expresses the 
idea of indosure, and whieh is inapplicable to open passages. For 
these reasons we cannot doubt that the meaning of the specification is 
that the passages, slots, double portions, cases, pockets, by whatever 
names they are called, are to be closed in the weaving. And the plaint- 
iff so understood it when he applied for his patent. In view of the 
published description, to which his attention was called, he disclaimed 
stopping and finishing off the pockets in the weaving, and stated in his 
amended specification that he was aware of corsets thus made, and that 
it had been customary in the manufacture to weave the maWial with 
pocket-like passages, all stopped and finished off at uniform distances 
from the edge and adapted to receive the bones. 

It is manifest, then, there is nothing in the plaintiff's patent which 
was not described in the Johnson specification, unless it be that the 
closed slots or cases mentioned in the former are required to be woven 
of varying length.^ A variation in the length of the pockets relatively 
to each other, as desired, is, as we have seen, the sole distinctive feature 
of the plaintiff's invention. Bat it was well known before Johnson 
filed his specification that the >)one pockets of a corset mast vary in 
length. They were made to vary in hand-made corsets and in woven 
ones by sewing. In all corsets, whether hand-made or woven, the 
pockets under the arms were made shorter, and those at the back and 
in front were made longer, in order to fit the wearer and preserve a 
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graceful shape at the top. Every person skilled in corset-making knew 
the necessity of such variation. 

In Johnson's description it was assorted that the shape or contour of 
his corset was formed in the weaving. So far, therefore, as th at was 
afifected by the relative length of the pockets, it was dependent upon the 
loom. The description left to the manufacturer to determine what 
should be the length of each pocket in order to secure the elegance and 
graceful contour of sewed corsets; in other words, to determine before 
the weaving where the double portions or slots should be stopped off. 
Johnson knew, having before him the state of the art at the time, that 
pockets of uniform length would not adapt the corset to fit the wearer, 
and would not be consistent with elegance of shape ; and there is not 
a word in his description that intimates the pockets are to be stopped 
off" or closed at uniform distances from the edge or without variation in 
length. The contrary idea is manifest. It is said 'they are to be finished 
(closed) at any required length. Required length ? Required by whom 
and for what? Plainly by the manufacturer, and that they may have 
all the elegance and graceful contour of sewed corsets made by manual 
labor, and also that they may fit the wearer. Such a requirmement could 
be met only by pockets of diff'erent lengths in the same corset And if 
they were stopped wherever required, and it was required that they 
should stop oft* at varying distances from the edges of the corset, the 
description pointed out a corset thus made. It is true no particular 
length of the different pockets was specified, nor was any proportion 
mentioned which one pocket should bear in length to another. That 
was left to the manufacturer, as it is to the manufacturer of hand-made 
corsets, and as it is in the plain tiff''s specification. He does not say 
how near to the upper edges of his corset the base of the closed pockets 
comes, nor what proportion in length one bears to the others. He sim- 
ply describes them as varying in length relatively to each other, as 
desired. This is certainly not more definite than Johnson's description. 
In both the variations in length and their relative proportions are left 
to the judgment and taste of the corset-maker. It is impossible, there- 
fore, to find anything in the plaintift^s patent which was not with equal 
definiteness and perspicuity described in the printed publication (John- 
son's specification) made nineteen years before the patent was granted. 

It is quite immaterial, even if it be a fact, that the Johnson specifica- 
tion is insufficient to teach a manufacturer how to make the patented 
corset. It is enough if it sufficiently describes the corset itself. Neither 
it nor the plaintiff's specification exhibits the process of making. 
!N^either of them sets up a claim for a process. The plaintiff claims a 
manufacture, not a mode of making it, and the important inquiry, there- 
tore, is whether the prior publication described the article. To defeat 
a party suing for an infringement, it is sufficient to plead and prove that 
the thing patented to him had been patented or described in some 
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printed publication prior to his supposed invention or discovery thereof. 
(Rev. Stats., sec. 4920.) 

What is required is a description of the thing patetited, not of the 
steps necessarily antecedent to its production. But the evidence shows 
that the Johnson specification, in connection with the known state of 
the art at the time when it was filed and published, was sufficient to 
enable one skilled in the art of corset-making, and in the use of the 
jacquard, to make the patented corset. It is very clearly proved that 
it gave sufficient instruction, and that it needed no addition to furnish 
full information to a corset-weaver how to weave a corset with the use 
of the jacquard, and stop oif all the bone-pockets in the weaving at the 
right places. It is also proved that the corset patented to the plaintiff 
can be made as easily by the use of two jacquards, as described by 
Johnson, as by the use of one, and it was so made during the trial of 
the present case. It is, however, unnecessary to consider the possibil- 
ities of two jacquards in operation at the same time in one loom. It 
could only be material if the plaintiff was claiming a process for mak- 
ing a corset. It is enough for this case that the Invention patented to 
the plaintiff was clearly described in 1854 in the printed publication of 
the Johnson (Geresme) provisional specification. The patent is, there- 
fore, invalid; and hence the decree of the circuit court dismissing the 
bill must be affirmed. 

Decree affirmed. 

Mr. Justice Clifford, dissenting : 

Inventors are required, before theyreceivea patent, todeliver a written 
description of their inventions and of the process of making, constructing 
and using the same 'Mn such full, clear, concise, and exact terms" as to 
enable persons skilled in the art or science to make, construct, and use 
the same. 

Power to grant letters patent is vested in the Commissioner; but 
when the power is exercised and the patent has been duly granted it is 
of itself prima facie evidence that the patentee is the original and first 
inventor of that which is therein described and secured to him as his 
invention. 

Proofs are admissible to overcome that presumption, but it is well- 
settled law that patented inventions cannot be superseded by the mere 
introduction of a foreign publication of the kind, though of a prior date, 
unless the description and drawings contain and exhibit a substantial 
representation of the patented improvement "in such full, clear, con- 
cise, and exact terms'' as toenable any person skilled in the art or science 
to which it appertains to make, construct, and use the invention to the 
same practical extent as he would be enabled to do if the information 
was derived from a prior patent. Applicants for a patent are as much 
required to describe the manner and process of making, constructing, 
and using the invention as they are to file in the Pg|^||^ ^^^^^f^tten 
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description of the alleged improyement, and both are expressly required 
to be in sach fall, clear, concise, and exact terms as to enable any person 
skilled in the art or science to make, constract, and use the invention. 

Nothing deserving the least consideration is exhibited in the record 
to snpport the defense that the appellant is not the original and first 
inventor of the patented improvement except the Johnson specification, 
which, in my judgment, does not contain or exhibit a substantial repre- 
sentation of the patented invention in such full, clear, concise, and exact 
terms as to enable even an expert, without previous experiments, to 
make, construct, or practice the invention. 

Instead of that, the provisional specification fails altogether to describe 
the means or mode of operation by which the pockets of varying lengths 
are to be stopped or closed in the process of weaving. Gonclusive sup- 
port to that proposition is found in the fact that it became necessary for 
the infringers to experiment for a long time before they could imitate 
the patented product. 



[United States Circuit Court— District of Con]ieoticut.j 

MAGIC EUFFLE COMPANY vs. ELM CITY COMPANY. 

O. G., vol. xi, p. 501. 

In JEquity.—B^ore Shipmav, J, 

Where a billis broogbt for a discovery and for other equitable relief within the appro- 
priate jurisdiction of a court of equity, and the ultimate object of the plaintiff is to 
obtain damages, in such case the coui%, having granted a discovery, will proceed and 
give the proper relief in damages. 

It is generally true that a court of equity ought not to sustain a bill which, although 
it may contain matter which can give the court Jurisdiction, is merely for the as- 
sessment of. damages for a breach of contract. 

Where a bill is brought for discovery in a case which is not the proper subject of an 
action or bill for account, the fact that the plaintiff is entitled to a discovery does 
not necessarily entitle him alscto an account. 

Where the relief to be ultimately rendered is the payment of damages, and the aid of 
a court of equity is needed for discovery in a case not of trusteeship or agency, but 
where the ascertainment of damages is complicated and intricate, and the action at 
law cannot be adequately tried without great difficulty, a court of equity assumes 
jurisdiction of the whole caae, and proceeds to a final decree upon the merits. 

The amount of profits on a manufactured article is not always the rule of damages for 
an infringement. The court should endeavor to ascertain the damages which resulted 
to the plaintiff by the unauthorised use of his invention. 

Interlocutory orders and decrees are subject to revision until a final decree is made, 
and if, after an interlocutory decree, the master's report discloses facts, properly heard 
by him upon the order of reference, which, in the opinion of the court, should be 
further investigated, it is competent for the court to direct such an investigation. 

Parties may forfeit their claim to receive the aid of a court of equity to the extent of 
its powers by their laches in restraining known violations of their rights and acqui- 
escence in the assertion of adverse tights. 

Clarence A. Seward for plaintiff. igitized by GoOqIc 

Charles R. Ingersoll and Edwin W. Stougiiton for defendants. ^ 
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EXCEPTIONS TO MASTER'S REPORT. 
SHIPMAN, J. ; 

The bill of complaint herein alleged, in sabstance, that the plaintiffs 
were the owners of letters patent granted to George B. Arnold on May 
Sj 1860, for a new and nsefal improvement in ruffles, and that an exe- 
cuted agreement of license, dated February 21, 1863, was entered into 
between the plaintifb and defendants, by which the former licensed the 
latter to manufacture and sell the. ruffles then manufactured'by them 
and known as the double ruffle, and the latter agreed to manufacture 
only said rnffle, and admitted the validity of said patent. The bill also 
alleged that aftlbr the date of said agreement, the defendants, in viola- 
tion thereof and of said letters patent, made and sold many thousand 
yards of single ruffles, each of which contained the invention described 
and claimed in said letters patent, and prayed for a disclosure of all 
their gains and profits, and of the number of yards so made and sold, 
and to account for and pay over such gains and profits, and also all 
damages which the plaintiffs had sustained by reason of the premises. 
The patent had expired before the bill was brought. 

The court was of opinion that while the averments of the bill were 
sufficient to justify a court in holding, if necessary, that it was a bill for 
an injury to patent rights, yet it was manifest that the pleader intended 
to make the alleged breach of agreement the foundation of the action, 
and then he sought to recover damages for an injury to the plaintiff, 
arising out of ;the violation of the contract. 

In reply to the objection that a bill in equity based upon the contract 
could not be sustained, because for a breach of contract there was com- 
plete and adequate remedy at law, the court held that it properly had 
jurisdiction of the cases, inasmuch as the proper averments of the bill 
made it a bill for a discovery, and that the ascertainment of the facts 
from which damages are to be estimated in cases of injury to property 
in lett^s patent is peculiarly within the province of a court of equity, 
and whether, having jurisdiction, it would proceed to grant further and 
more complete relief, and what relief would be granted, were questions 
which could be determined after the master's report had been made. 

The court also found that the agreement had been -broken, and that 
the defendants, had made and sold ruffles in violation of said agreement, 
and which raffles contained the improvement described and claimed in 
said letters patent. An interlocutory decree was passed, in which it 
was adjudged that the plaintiffs were entitled to a discovery from the 
defendants of facts from which damages for the violation of said con- 
tract could be completed and ascertained*, and that an account be taken 
by a master to ascertain and report the number of yards of raffles made 
and sold by the defendants daring each year between February 21, 1863, 
and May 8, 1874, which <K>ntained the iq^provement claimed in said let- 
ters paltent, and to ascertain the gains and profits wh|aiij|;adi^0QI%ade 
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by tbe defendants during the period aforesaid from said manufacture and 
sale. 

The opinion of the court detailing the pleadings and the facts in the 
case at length is to be found in 8 Official Gazette, 776. 

The master's report states that after a number of hearings and ad- 
journments the parties agreed upon the number of yards of rufifling 
manufactured and sold by the defendants, and that the gains and profits 
on the whole of the goods so manufactured and sold amounted to the 
sum of thirty thousand dollars, the agreement being made upon the 
basis of the facts found in the examination of the business transacted 
in the years 1863 and 1864. The whole number of yards is 2,363,030, 
and the number of yards of each article and the profits upon each are 
stated in an exhibit attached to the report. 

The plaintiffs now ask for a final decree for the amount which has 
been reported by the master. The defendants insist that inasmuch as 
the court has held that the violation of the agreement was the founda- 
tion of the action, and jurisdiction was obtained merely for purposes of 
discovery, and as the relief which is desired is simply the payment of 
damages for a breach of contract, the court has no jurisdiction to grant 
further relief. They claim that the jurisdiction which has been exercised 
in ordering a discovery is exhausted, and cannot empower the court to 
retain the case for the relief prayed for. 

When a bill is brought for a discovery and for other equitable relief 
w ithin the appropriate jurisdiction of a court of eqiHty, and the ultimate 
object of the plaintiff is to obtain damages, in such case the court 
having granted a discovery will proceed and give the proper relief in 
damages, and not compel the plaintiff to undergo the delays and ex- 
penses of a suit at law. "The jurisdiction having once regularly at- 
tached, it shall be made effectual for the purposes of complete relief.'? 
(1 Story's Eq. Juris., sect. 64, K, 8 ed.) This rule is expressed in 1 
Foublanque's Eq., B. 1, chap. 1, sec. 3, as follows: "The court having 
acquired cognizance of the suit for purposes of discovery will enter- 
tain it for the purpose of relief in most cases of fraud, account, accident, 
and mistake," all of which are subjects of equitable jurisdiction. 

In some cases courts have laid down the principle more broadly, and 
have apparently held that when jurisdiction once attaches for discovery 
in any case the court will entertain a bill for relief, although no equitable 
relief is or could be sought, and where the only relief that can be granted 
is in damages. The cases of Parher vs. Bee^ 2 Oh. Gas., 200; Ryle vs. 
Haggle, 1 Jac. and Walker, 234; Armstrong vs. Gilchrist, 2 Johns. Gas., 
424; King vs. Baldwin, 17 Johns. R., 334, assert this doctrine, and the 
language of Oh. J. Marshall, in Russell vs. Clarice, 7 Granch, 69, if in- 
terpreted literally, and not in connection with the facts in the case, jus- 
tifies the assertion. Other courts have disclaimed this extensive juris- 
diction, and have held that when a party comes into equity for discovery 
merely, and this is the only ground upon which a court of equity obtains 
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jarisdictioD, and no other equitable relief is or can be soiigbt, the case 
will not be retained for purposes of assessing damages, but the parties 
wDl be remitted to an action at law. In Middletown Bank vs. Buss^ 3 
Conn., 135, Oh. J. Hosmer says: 

This brings me to consider whether a court of chancery, having taken jurisdiction 
for enforcing a discovery, will universally assume cognizance of the cause, settle every 
question which may arise, and grant ultimate relief. I have no hesitation in giving 
a negative to the qnestjion. 

The cases of Hipp vs. Berlin, 19 How., 278, and Ins. Cos. vs. Bailey j 
13 Wall., 617, are illustrations of indisposition of courts of equity to 
entertain jurisdiction of suits which are merely for the enforcement of a 
legal demand. 

It may be regarded as generally true that a court of equity ought not 
to sustain a bill which, although it may contain matter which can give 
the court jurisdiction, is merely for the assessment of damages for a 
breach of contract (Hatch vs. Cobb, 4 Johns. Ch., 559; Kemjpshall vs. 
Stonej 5 Johns. Ch., 193; Milkman vs. Ordway, 106 Mass., 132), and that 
when a bill is brought for discovery in a case which is not the proper 
subject of an action or bill for account, the fact that the plaintiff is en- 
titled to a discovery does not necessarily entitle him also to an account. 
(Foley vs. Hillj 2 House of Lords' Oases, 28; Frietas vs. Donsantos^ 1 G» 
& Jew., 574.) 

There is, however, a class of cases in which the relief to be ultimately 
rendered is the payment of damages alone, and where a party seeking 
such relief needs the aid of a court of equity for discovery in a case 
which is not of trusteeship or agency; but where the ascertainment of 
damages is complicated and intricate, and the action at law cannot be 
adequately tried without great difficulty resulting from the nature of 
the accounts or from other circumstances; in such cases a court of 
equity assumes jurisdiction of the whole case, and proceeds to a final 
decree upon the merits. In Foley vs. Hill (cited supra), a case in which 
a debt against a banker for a deposit in his bank was sought to be re- 
covered, the Lord Chancellor says: 

It is not because yon are entitled to a discovery that therefore you are entitled to an 
account. That is entirely a fallacy. That would, if carried to the extent to which it 
would be carried according to the argument at the bar, make it appear that every 
case is matter of equitable jurisdiction, and that where a plaintiff is entitled to a de- 
mand, he may come into a court of equity for discovery ; but the rule is that where a 
case is so complicated, or when from other circumstances the remedy at law will not 
give adequate relief, then the court of equity assumes jurisdiction. 

To the same effect are Corporation of Carlisle vs. Wilson, 13 Ves., 276, 
and OWonnor vs. Spaight, 1 Sch. & Sefl, 309, and the principle is fully 
recognized in Fowle vs. Lawrason, 5 Pel., 495. 

In my opinion this case comes fully within the rule which has been 
considered. A discovery was certainly necessary, for the facts which 
are embodied in the master's report required an expenditure of .much 
time, labor, and pains taken by the defendants' treisur^r before they 
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could be stated, and it would have been impracticable to obtain them in 
the ordinary method of trial by jury. These facts having been thus ob- 
tained, the court is now asked to leave the parties to the remedy at law, 
where the main question mnst be, in fact, the ascertainment of damages 
for an injury to the patent rights of the plaintiffs, oftentimes one of the 
most complex and difficult questions of patent law, one which demands 
careful study, reflection, and experience upon the part of the master, 
and which can often be very inadequately solved id a jury trial. The 
careful and accurate computation of damages in this case is a matter 
which will require time and labor, for, as will be seen hereafter, I do not 
think that all the elements from which damages are to be computed have 
been ascertained by the agreement of the parties. 

There is another reason which induces me not to remit the parties 
now to an action at law. It is disclosed in the testimony taken before 
the master that since the commencement of this suit the defendants 
have gone into insolvency, and their estate is now being administered 
upon in the probate court under the insolvent system of this State. 
This creates no bar to an action at law against the defendants; but as 
their estate is entirely in the custody of a court for the benefit of their 
creditors, and a dividend can only be expected, it is for the advantage 
of all the parties and the creditors that the dividend should not be 
diminished by protracted and expensive litigation and a multiplicity of 
suits. 

It is next claimed by the plaintiffs that the report of the master dis- 
closes all the facts from which damages can be ascertained, and that it 
having been agreed that the profits of the defendants upon the ruffles 
manufactured and sold by them were the sum of $30,000, such sum is 
the measure and rule of damages. I do not understand that in all cases 
and invariably the amount of profits upon the manufactured article is 
the rule of damages for an infringement. ( Cowing vs. Bumsey^ 8 Blatchf. 
0. C. K., 36; Bell vs. DanieU, 1 Fisher'* Patent Cases, 372.) In this 
case, as was stated in the former opinion, << the magic ruffle of the plaint- 
iffs is an unfinished article, to be attached by a band to ladies' or 
children's undergarments. The Princess ruffle is a finished article, hav- 
ing a band with an even and finished edge, and is designed to be worn 
as a neck -ruffle. Still, the distinguishing character of the magic ruffle 
is found in the Princess ruffle." The defendants' ruffles contain the 
l^atented improvement which is embodied in the magic ruffle; but the 
ruffles of the two parties are different in the eye of the trade and of the 
purchaser. The endeavor of the court should be to ascertain the dam- 
ages which resulted to the plaintiffs from the unauthorized use of their 
improvement, how much the plaintiffs have lost in consequence of the 
violation of this contract by the manufacture and sale of the twenty- 
two kinds of ruffles which are mentioned in the report; and the fact 
that upon the entire ruffles of the character which the defendants man- 
ufactured they made a profit, is not sufficient to enable a court to de- 



DECISIONS OF U. S. COURTS IN PATENT CASES. 217 

termiue that tlie plaintiffs suffered that amoant of damages from the use 
of their patented improvement. {MotcryvB. WhiUiey^ 14 Wall., 650; 
Littlefield vs. Ferry^ 21 Wall., 205.) 

There should, therefore, be a reference to a master to ascertain the 
amount of damages which the plaintiffs have suffered in each year, from 
the year 1863 to 1874, from the breach of the contract by the use of the 
patented improvement in the manufacture of the ruffles which it has 
already been found were manufactured and sold by the defendants dur- 
ing said years. 

The defendants made the point upon the former hearing that they 
had been manufacturing the Princess ruffle ever since the date of the 
agreement, with the knowledge and acquiescence of the plaintiffs, and 
were not notified that such manufacture and sale were regarded by 
the plaintiffs as a violation of the agreement or of the patent until after 
it had expired, and about the time of the commencement of this suit, 
and that this claim had become stale, aud should not be favored by courts 
of equity by reason of the laches of the complainants in the vindication 
of their rights, and their acquiescence in the assertion of adverse rights. 
It was said in the opinion that '^if I was satisfied from the evidence 
that the defendants had manufactured and sold the Princess ruffle since 

1862 in such quantities that the attention of the plaintiffs must have 
been early called to the infringement, or that they actually knew of the 
violation of the agreement ever since the year 1862, 1 should be of the 
opinion that their delay in making known their claim was such as to 
prevent them from now receiving the aid of a court of equity to the 
extent of its powers.^ This doctrine is found in the very nature and 
character of the jurisdiction exercised by courts of equity on this and 
other analogous subjects. ( Wyette vs. Stone, 1 Story, 273.) 

There was at that time no adequate evidence of laches on the part of 
the plaintiffs. It now appears from the report of the master that 
2,359,079 yards of infringing ruffles were sold by the defendants from 

1863 to 1874, in which amount is included 1,055,246 yards of the Princess 
ruffle, the one which was the principal subject of discussion upon the 
former hearing. The defendants renew their claim from these facts that 
there must have been laches on the part of the plaintiffs, who properly 
say that they have had no opportunity to introduce any testimony upon 
their part, because they did not know that the question of laches was 
to be made an issue before the master. Enough is brought to the atten- 
tion of the court from the evidence properly received by the master to 
show that the evidence in regard to laches was not exhausted in the 
proofs which were taken before the interlocutory decree. 

The order which has been heretofore passed being only interlocutory, if 
the master's report discloses facts, properly heard by him upon the order of 
reference which, in the opinion of the court, should be further investi- 
gated, it is competent for the court to direct such an investigation. In- 
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terlocatorj orders and decrees are sabject to revision antil a final decree 
is made. {Perkins vs. Fourniquetj 6 How., 206.) 

The decree should also provide that the master should take proofs as 
to whether the plaintiffs have had knowledge of the manufacture and 
sale of said ruffles which have been manufactured and sold by the defend- 
ants in violation of said agreement, and during what period of time 
the plaintiffs have had such knowledge, and whether the defendants 
have manufactured and sold said ruffles since 1862 in such quantities 
that it must have come to the attention and knowledge of the plaintiffs, 
or that they actually knew of such manufacture during said period. 

The second exception to the master's report in regard to the admis- 
sion of patents subsequent to the plaintiffs' patent is sustained. 

The master's report is confirmed with said exception. 

Let a decree be passed in conf jrmi^y with the opinion. 
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Term, 1876. 

A patent will not be sustained if the claim is for a result, a principle, an idea, or any 
other mere abstraction. 

Where a new combination of old elements, producing new and useful results, is 
patented, it is the established rule that the invention, if any, within the meaning of 
the patent act, consists in the means or apparatus by which the resuU is obtained, 
and not merely in the mode of operation independent of the mechanical devices em- 
ployed. 

Where the claim immediately follows the ctescription of the invention, it may be con- 
strued in connection with the explanations givetf in the description, and if the claim 
contains words referring back to the specification, it cannot properly be construed in 
•any other way. 

It being understood that a result is not patentable, claims which read " forming one, 
two, or more creases in cloth, by means of, d^c.,'' and " marking a line on the surface 
of cloth or other material sewed in a sewing-machine, by means of, &o,," construed 
to be for'the described apparatus for producing the results named. 

Where the invention is embodied in a machine, the question of infringement is best 
determined by a comparison of the machine or apparatus constructed or used by the 
respondent with the mechanism described in the specification of complainants' 
patent. 

Combinations consisting of old elements are not the same when none of the devices 
employed in one can be substituted for those in the other, so as to render the appa- 
ratus operative to effect the described result without reconstruction and invention. 

A patent may be granted for a new combination of old elements or ingredients if it 
produces a new and useful result ; but in such case the invention consists merely in 
the new combination, and the patent therefor is not infringed by a substantially 
different combination, even though it includes the exact same elements or in- 
gredients. 
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The rights of a patentee for a mere combination of old ingredients, are not infringed 
unless it appears that the alleged infringer made, used, or sold the entire combi* 
nation. 

The substitution of a known equivalent for one of the ingredients of a patented in- 
vention, it not a good defense for an infringer ; but if the ingredient was a new one, 
or performed a substantially different function, or was not known at the date of the 
patent as a proper substitute for the one omitted, there is no infringement. 

Mr. Justice Gliffobd delivered the opinion of the court: 

Patents for a machine will not be sustained if the claim is for a result, 
the established rule being that the invention, if any, within the meaning 
of the patent act, consists in the means or apparatus by which the re- 
sult is obtained, and not merely in the mode of operation, independent 
of the mechanical devices employed ^ nor will a patent be held valid for 
a principle or for an idea, or any other mere abstraction. {Burr vs. 
Dtu^eaj 1 Wall., 570.) 

Where the claim immediately follows the description of the inven- 
tion, it may be construed in connection with the explanations given' in 
the description, and if the claim contains words referring back to the 
specification, it cannot properly be construed in any other way. {Sey- 
mour vs. Osborne^ 11 Wall., 549.) 

Improvements in mechanism for marking cloth in a sewing-machine, 
it is alleged in the bill of complaint, were invented and patented by the 
complainant, and he charges that the respondendents have infringed 
the exclusive privilege secured to him by the letters patent, and he 
prays that they may be decreed to account for the gains- and profits 
which they have made by the infringement, and for an injunction. 
Process was served and the respondents appeared and filed an answer 
setting up several defenses, two of which it will be important to ex- 
amine in disposing of the case : (1) That the complainants are not the 
original and first inventors of the patented improvement; (2) that the 
respondents have never infringed the complainants' patent, as alleged 
in the bill of complaint. 

Before describing the nature of his invention the patentee refers to 
Fig. 1 of the drawings, as showing the main features of the patented 
improvement when arranged in a sewing-machine for the purpose of ac- 
complishing the results described in the specification, and he proceeds 
to state that the invention consists in a vibrating marking-instrument, 
which moves in unison with the needle of the sewing-machine, so as to 
crease the cloth at given distances from the needle, the marking-instru- 
ment not pressing on the cloth except while the needle is in the cloth, 
which prevents the cloth from being obstructed in the movement by the 
feed, and allows the marking to be made at any distance from the sew- 
ing without wrinkling the even surface of the cloth. 

By the use of a point vibrating in unison with the needle and acting 
on the upper surface of the cloth in connection with a notch or an elas- 
tic surface or pad below the cloth, a crease will be made whose ridge is 



220 DECISIONS OP U. S. COURTS IN PATENT CASES. 

below the cloth, and by the use of one, two, or more of these up or down 
markers, or one up and one down marker, the crease or ridge can be 
made exactly at the required distance from the line of sewing, and 
either upward or downward, according to the way in which the cloth is 
to be folded for the subsequent operations. 

Where more than one line of sewing is required the crease or creases 
for the next fold are made in the same way, and the patentee states that 
the device is especially useful in all kinds of tucking and in plaiting 
shirt-bosoms and other similar work, and he represents that by the use 
of a vibrating pencil or chalk a line of marks may be made by which a 
second line of stitching may be guided, which will become useful in 
quilting or in performing any straight, curved, or parallel lines of stitch- 
ing. Superadded to that he also represents that if the marking-points 
are at right angles to the feed, from the needle, the marking will be at 
a given distance from the sewing and parallel thereto, regardless of the 
curved or zigzag form in which the sewing is performed. 

Sufficient appears in the preceding description of the invention and 
of the principal devices of which it is composed, including the arrange- 
ment of the same and their mode of operation, to render it unnecessary 
to reproduce the minute references in the sgecifications to the represen- 
tations exhibited in the different figures of the drawings. 

Throughout the description it is apparent that the patented appara- 
tus is to be attached to an organized sewing-machine, and the patentee 
states that the manner of effecting the attachment must be varied as 
circumstances may require, in view of the structure of the particular 
sewing-machine and the kind of work to be performed, and he adds 
that the vibrating motion may be given to the marker by the needle-bar 
or any other suitable device. Gages, it seems, are employed for spacing 
off' the width of the folds, tucks, or plaits, but the patentee states that 
he does not claim those devices, though he is of the opinion that the 
devices which he employs work better than any he has before known. 

What he claims is — 

1. The forming one, two, or more creases in cloth by means of markers on opposite 
sides of the cloth, one of which is connected with the bed of the machine and the other 
operates simultaneously with the vibrations of the needle in a sewing-machine, where- 
by the crease or creases are formed in the cloth itself, parallel to the line of sewing, in 
such a manner that the cloth is ready for doubling over at the creases for the next line 
of sewing. 

He also claims — 

2. Marking a line on the surface of cloth or other material sewed in a sewing-ma- 
chine, by means of a pencil or similar article pressed upon the surface of the cloth at 
the time the needle perforates the same, and is raised therefrom when the feed takes 
place, so as to produce a series of marks parallel to and simultaneous with the line of 
sewing. 

Concede that a result is not patentable, which is clearly shown to be 
true by the preceding remarks, and two things follow as a necessary 
consequence: (1) That the invention described in the first claim is 



DECISIONS OF U. S. COURTS IN PATENT CASES. 221 

merely the described apparatus for forining one, two, or more creases 
in cloth, by means of markers on opposite sides of the cloth, for 
the purpose and in the manner and by the means therein described, 
it being clearly understood that the patentee does not claim the de- 
scribed means of attaching the patented apparatus to a sewing-ma- 
chine. (2) That the invention described in the second claim is merely 
the described ax)paratus for marking a line on the surface of cloth or 
other material sewed on a sewing-machine, by means of a pencil or simi- 
lar article pressed upon the surface of the cloth at the time the needle 
perforates the same, for the purpose and in the manner and by the 
means described, excluding the means by which the patented apparatus 
is attached to a sewing-machine. 

Special reference is made to the principal features of a sewing-ma- 
chine, but inasmuch as the apparatus may be attached to any such ma- 
chine, it is not deemed necessary to enter into those details, especially 
as the patentee states to the effect that the sewing rs to be performed 
by the needle of the machine to which the apparatus is attached, in con- 
nection with a shuttle, looper, or other similar device. 

Particular mention is made of the operative devices of the patented 
apparatus for marking lines parallel to the line of sewing and for form- 
ing the creases in the cloth, as shown in the drawings. Briefly stated, 
those devices are as follows : (1) An arm extending from the needle arm 
or bar and vibrating with the same. (2) A pencil, chalk, or point ad- 
justed on the arm of the apparatus so that in its vibrations the point 
shall press upon the cloth and make a mark thereon for the second line 
of stitches at the required distance from the line of sewing and parallel 
to the same. (3) Both the specification and the drawings also show a 
bar which, as the patentee states, may be attached to the presser-foot, 
so as to be raised up with it or that it may be sustained in any other 
convenient manner. (4) Adjustable marking arms are also shown, which 
extend from the bar of the apparatus, and which are provided, one 
with a marking-point and the other with a marking-notch. Arms 
formed as springs are also provided, so that the marking-point and the 
marking-notch are raised from the cloth except when acted on by the 
arm of the apparatus. Springs are also used in connection with the 
adj ustable marking-arms so as to yield in case of inequality in the thiol - 
ness of cloth and not to interfere with the full stroke of the needle-bar. 

Enough appears to show that the apparatus is attached to the bed of 
a sewing-machine, to which a plate is screwed which carries another 
adjustable marking-point, formed somewhat similar to the marking- 
point previously described, and the device or itis equivalent employed 
to regulate the distance of the second line from the one being sewed. 

Two marking-points are particularly described, and the representation 
is that they are both made thin, round, blunt, and chisel-formed, so as 
not to injure or catch on the cloth, and that the one shown in the third 
li^^ure of the drawings may be fitted to slide in a groove to render the 
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same adjustable at the desired distance from tbe needle, or that several 
soch points- may be formed or attached permanently at short distances 
apart. 

Speaking of the device to regulate the distance for the second line of 
sewing, the patentee states that it may be adjustable and that it will 
form a crease for the marking-point, and that it may be set in a small 
metal holder, or it may be constructed of sufficient length to comprise 
the whole distance to which the marking-point may be adjusted. 

Three marking-points and the notch are mentioned in the specifica- 
tion, and the statemeqt is that the one first mentioned and the device 
employed to regulate the distance for the second line produce a down- 
ward crease, and that the notch and the other marking-point shown in 
the third figure of the drawings prodace an upward crease when the 
cloth is exposed to the >action of these parts by passing between the 
same. 

In order to give motion to these markers the bar or arm of the ap- 
paratus strikes on the spring part of the adjustable marking-arms, 
which extend from the bar attached to the presser-fobt, pressing the 
surfaces together and cramping or creasing the cloth. 

For tucking, the markers should extend on the other side of the 
needle-arm, and for that purpose the bar attached to the presser-foot of 
the sewing-machine may be fitted in any convenient manner, but where 
a holder or arm to the presser-foot is used in the manner shown, tbe 
hole into which the bar sets may pass through the same and be pro- 
vided with a clamping- screw, so that the bar attached to the presser- 
foot can be inserted from the other side, and in that case the plate also 
should stand on the other side of the needle, a second slot being pro- 
vided for the purpose. Change to the other side must also be made in 
the arm of the apparatus, extending from the needle-arm of the sewing- 
machine to the marking-point flrst described, and the device to regulate 
the distance for the second line of stitching. 

Corresponding variations must be made in the manner of attaching 
the apparatus to the sewing-machine, and the patentee states that the 
vibrating motion may be given to the markers by the needle-bar or by 
any other suitable device. 

Proofs were taken, the parties heard, and the circuit court entered a 
decree dismissing the bill of complaint, and the complainants appealed 
to this court. 

Want of novelty in the supposed invention, and the denial of infringe- 
ment by the respondents, constitute the two defenses set up in the an- 
swer ; but the evidence to overcome the pnma/cLcie presumption that 
the patentee is the original and first inventor being insufficient for the 
purpose, the first defense must be overruled. {Cammeyer vs. JSCewton et 
al.^ 3 Otto.) 

Grant that and it follows that the decision ii| the case before the 
court must depend upon the question of infringement. Without more. 
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the remarks already made are safficient to show that the patented im- 
provement is a combination of old elements constitating au apparatus 
for effecting the resalts described in the specification. 

Intentional infringement is alleged by the complainants, and the bar- 
den is upon them to prove the allegation, as the charge imputes a 
wrongful act to the respondents. 

Where the invention is embodied in a machine, the question of in- 
fringement is best determined by a comparison of the machine or appa- 
ratus constructed or used by the respondent with the mechanism 
described in the specification of complainant's patent. Comparison of 
the kind has been carefully made by the court in the case under consid- 
eration, aided by the expert evidence exhibited in the record, and the 
court is of the opinion that the invention of the complainant, when 
the patent is properly construed, is not embodied in the apparatus con- 
structed, sold, or used by the respondents, as charged in the bill of 
complaint. 

Two distinct devices are shown in the complainant's patent which 
operate upon the cloth when being sewed in a sewing machine, so as by 
the one to leave a mark and by the other to make a crease in thie cloth 
to indicate where it should be folded for the future operation. Briefly 
described, one of the devices consists of a pencil arranged as before ex- 
plained, and the other consists of the notch and the point fitting into it 
called the markers, and placed on opposite sides of the cloth, and which 
are operated by the-needle arm, and so arranged in their connections as to 
vibrate in unison with the needle to press the cloth in the notch while the 
needle is in the cloth, thereby forming a crease in the same parallel to the 
line of sewing, for the purpose of indicating the place for the next fold. 

Creases of the kind are made by the point and notch, but the pencil 
is employed to make a mark on the cloth when the cloth is moved under 
it, as a guide for folding the cloth, as before sufficiently explained. No 
such device as the pencil or its equivalent is found in the respondents' 
apparatus, nor anything which will perform the same function, or which 
has or can be made to have the same mode of operation. Nothing of 
the kind is exhibited in their apparatus; nor is anything of the kind de- 
scribed in the patent under which they profess to work ; nor are there 
any means or mechanism exhibited or described whereby such a device 
can be employed in the apparatus or be made to operate to mark the 
cloth in any manner so that the same could be evenly folded. 

In the complainant's apparatus the pencil is fastened to a bar which 
projects out from the needle-arm in nearly a horizontal direction, entirely 
unlike anything shown in the respondents' apparatus. Projecting out- 
ward from the presser-foot and fastened to it is a substantial frame-piece, 
called a bridge by one of the witnesses, which supports a bar running 
parallel with the bed of the machine and nearly parallel with the needle- 
arm, which supports one or more spring-arms, the same being provided 
with two slides or markers — one being a point operating in an elastic 
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bed ^stened to the plate of the marker, and the other being a point or 
sharp device fastened to the bed-plate and operating on an elastic bed 
attached to one of the described spring-arms. Attached to the needle i 
bar is the arm which supports the pencil, and in the downward move- 
ment of the bar it comes in contact with the spring-arms and causes the 
described points to mark the cloth. 

Viewed in the light of these saggestions it is clear that the distinct 
features of the invention consist in the elevated bar projecting out of the 
frame attached to the presser-foot, the described spring-arm, the bar 
projecting out from the needle-arm with the described points, and the 
bed-plate on which they strike. 

Turn from that to the patent of the respondents, or to the apparatus 
which they make, use, and sell, and it appears beyond all doubt that 
the apparatus of the respondents is substantially diiferent in many re- 
spects from the patented improvement of the complainants. There is 
no frame-work in the respondents^ apparatus, projecting out from the 
presser-foot, nor any horizontal bar projecting out from the f^ame-work; 
nor are there any spring-arms attached to any horizontal bar; nor is 
there any horizontal bar projecting out from the needle-arm to operate 
any such spring-arms as those described in the complainants' specifica- 
tion. 

Instead of that there is in the apparatus of the respondents a pivoted 
double-spring blade operating on both sides of an upwardly-projecting 
point. Effective means for operating that blade are also shown, and it 
appears that they consist in a spring-arm attached to the bed-plate of 
the marker which extends over the double blade, and that a vertical slot 
is made in the spring-arm through which the needle passes, and allows 
the lower end of the needle-arm to force the spring down on to the double 
blade while the cloth passes under the blade and over the sharp point, 
by which the elasticity of that portion of the cloth is lessened so that it 
will readily bend to form a tuck at the marked place. 

Other differences are also apparent; as, for example, the spring-arm 
in the apparatus of the respondents is not attached to the double blade 
or marker; nor is the double blade attached to atuy horizontal bar pro- 
jecting out from the presser-foot as in the apparatus of the complainants. 

Without more, the differences suggested are snfOlcient to warrant the 
conclusion that the construction and mode of operation employed by the 
respondents are substantially different from the means and mode of op- 
eration described in the specification of the complainants' patent. 

Expert witnesses testify that the bar projecting out from the frame 
attached to the presser-foot, the spring marker-arm, and the bed-plate 
are all necessary in the apparatus of the complainants to perform the 
function described in the specification, and the court without hesitation 
concurs in that conclusion ; and the witnesses also state that if any one 
of those devices be omitted the apparatus will be wholly inoperative, 
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except tliatf perhaps, one marker instead of tro might answer the pur- 
pose to some extent, as set forth in the specification. 

Beyond doubt all those devices mast co-operate to effect the described 
result, and it is equally clear that neither those devices, nor any of them, 
can be substituted by any device in the respondents' patent or appa- 
ratus without reconstruction and invention ; nor would anything short 
of invention enable the constructor to successfully use the devices shown 
in either apparatus in the other, so as to render the apparatus operative 
to effect the result described in the complainants' patent. None of the 
elements of the patented apparatus are new, and it follows that the 
patent consists in the described apparatus, or in the combination of the 
old elements of which the apparatus is composed. 

Valid letters-patent undoubtedly may be granted for an invention 
which consists entirely in a new combination of old elements or ingre- 
dients, provided it appears that the new combination of the ingredients 
produces a new and useful result; but the rule is equally well settled 
that tlie invention in such a case consists merely in the new combina- 
tion, and that a suit for infringement cannot be maintained against a 
party who constructs or uses a substantially different combination, even 
though it includes exactly the same elements or ingredients, if the com- 
bination is in fact new and useful, and substantially different from the 
one which preceded it. {Oill vs. WellSy 22 Wall., 14.) 

Such an invention, if it produces a new and useful result, is the proper 
subject of a patent, and such a patent is valid and operative, but the 
right of the patentee under it differs in one respect from those of a pat- 
entee for an invention which consists of an entire machine, or of a new 
and useful device, as the rights of a patentee for a mere combination of 
old ingredients are not infringed unless it appears that the alleged in- 
fringer made, used, nr sold the entire combination. {Gould vs. BeeSj 15 
Wall., 194 ; Prouty vs. Ruggles^ 15 Pet, 341 ; Vance vs. Campbell^ 1 Black, 
428.) 

Beyond doubt that rule is correct, but the mere substitution of another 
old ingredient for one of the ingredients of a patented invention is not a 
good defense for an infringer if the substitute performs the same func- 
tion as the ingredient for which it was substituted, and was well known 
at the date of the patent as a proper substitute for the omitted ingre- 
dient; but the rule is otherwise if the ingredient substituted was a new 
one, or performed a substantially different function, or was not known 
at the date of the patent in question as a proper substitute for the one 
omitted, as in that event the defendant does not infringe. {Roberts vs. 
Harndeny 2 Cliff., 504.) 

Substantial differences between the apparatus of the respondents and 
the patented improvement of the complainants, other than those re 
ferred to, may also be pointed out, which of themselves are quite suffi- 
cient to show that the charge of infringement is not established. 

By the patent of the respondents it appears that their apparatus con- 
15 D 
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tains an additional device, consisting of a slide-guide, the fanction of which 
appears to be to regulate the width of the tuck, the scales being marked 
on the bed-plate to be used as a guide for that purpose. Plainly no sueh 
device is shown in the apparatus of the complainants. Instead of that 
they adjust the spring-arms which are on the bar projecting out from 
the frame-work or bridge attached to the presser-foot. 

When the slide-guide in the respondents' apparatus is moved the needle- 
arm still continues to strike the spring-lever or spring-arm on the same 
place; but when the spring-arms in the complainants' apparatus are 
moved on the bar projecting out from the frame attached to the presser- 
foot of the sewing-machine, the bar projecting oat from the needle-arm 
necessarily strikes the spring-arm at another point on the bar, showing 
that the two devices operate on distinct principles, as they are controlled 
and regulated by different mechanical means. 

Wide differences also exist in the operation of the marking-points 
-when one apparatus is compared with the other. Suitable means for 
adjusting the marking- point are shown in the complainants' patent, but 
the marking-point in the respondents' apparatus is stationary. In the 
complainants' apparatus it is adjustable in a slot made in the bed-plate, 
so that it may be moved longitudinally to correspond with the notches 
or bearings in the ends of the spring-arms when the latter are adjusted, 
it appearing that one marking-point in that apparatus projects up from 
the bed-plate, and that the other marking-point extends down from one 
of the spring-arms ; that the point in the bed- plate operates in a bearing 
or notch in one of the spring-arms, and that the other spring arm has a 
point operating in a bed in the slot made in the bed-plate, which shows 
that either spring-arm with its respective marker may perform the same 
functions substantially as the other spring-arm. 

From these remarks it follows that the point or bar for marking in 
the complainants' apparatus must necessarily be adjusted in the bed- 
plate to a distance corresponding to tb«) movement of the spring-arms. 
Unlike that, the marking-point in the respondents' apparatus is sta- 
tionary, and in that particular is entirely different, as all must admit 
who have given the matter any examination whatever. 

Besides, there is in the patented apparatus a curved or movable plate 
attached to a horizontal arm or frame- piece fastened to the presser-foot, 
the function of which plate is the holding of the cloth smooth on the 
bed-plate as it passes through the apparatus. One end of the movable 
plate is elevated above the bed of the machine, while the other end is 
curved and brought nearly or quite to the bed-plate of the marker, and 
operates independently of the other mechanism. Compare those means 
for holding the cloth with the means employed in the apparatus of the 
respondents, and the difference is at once seen to be material and ob« 
vious ; as, for example, the bar which holds the cloth to the bed-plate 
in the latter apparatus is attached to one end of the bedplate and ex- 
tends lengthwise of it, and is rigidly fastened t^ %he^ marking-blade, 



DECISIONS OF U. S. COURTS IN PATENT CASES. 227 

forming a different combination from that exhibited in the other appa 
ratus, inasmuch as the bar which holds the cloth to the bed-plate is made 
to bear harder thereon when the spring-arm is brought down on the 
blade than when the needle-arm is ascending. Detach the bar from the 
bed-plate in the respondents' apparatus and no marking can be done, 
but the marker will continue to perform its functions in the complain- 
ants' apparatus even though the smooth plate were detached from the 
device fastened to the presser-foot. 

Differences of equal importance might be continued at much greater 
length, but the court is of opinion that those already pointed out are 
amply sufficient to show that the decision of the circuit court dismissing 
the bill of complaint is correct, and that there is no error in the record. 

Decree affirmed. 



[Sapreme Court of the United States.] 

HENRY W. FULLER AND ISAAC W. B ARNUM, Appellants, vs. 
ENOCH S. YBNTZBR AND WALTER B. SCATES. SAME vs. 
HERMAN B. GOODRICH. 

O. G., vol. xi, p. 597. 

Appeals /mm the OireuU Court of the United States for the Northern District of lUinois.— Decided Octobe 

Term, 1876. 

The infringement of a patent is not avoided by the snbstitntion for one member of 
the combination of an old ingredient performing the same function, and well known 
at the date of the patent as a proper substitute for the one omitted. But the rule 
is otherwise if the ingredient substituted is a new one, or performs a substantially 
different function, or was not known at the date of the patent as a proper substi- 
tute for the one omitted. 

A result is not patentable, and claims nominally for results will if possible be con- 
strued to be for the apparatus or certain portions thereof, as described in the speci- 
fication of the patent. 

A patent for improvements in an apparatus may be valid, if they are new and accom- 
plish a new and useful result, even though all the elements of the same are old, 
provided the combination or arrangement of such elements is new and of such a 
character that it involved invention to construct the same. 

The burden of proof is upon complainant to show that the defendant has infringed 
the patent under which he claims. 

A claim for " a tuck-creasing mechanism, such as described, having its upper and 
lower parts connected, and together acyostable as to its relations with the needle 
of a sewing-machine, and operated by the sewing-machine, an set forth," is not 
infringed by every form of mechanism by which a creaser is attached or adjusted 
to- a sewing-machine by which unity of adjustment is accomplished. 

Mr. Jastice Cliffobd delivered the opinion of the court : 

Modifications or alterations in an invention consisting in a combina- 
tion of old ingredients, which merely substitutes another old ingredient 
for one of the ingredients in the patented combination, is an infringe- 
ment of the patent if the substitute performs the same functions and 
was well known at the date of the patent, as a proper substitute for 
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the one omitted from the patented invention; bat the rale is otherwise 
if the ingredient sabstitated is a new one or performs a sabstantiallj 
different fanction, or was not known at the date of the patent as a 
proper sabstitate for the one omitted from the patented combination. 

Both of these saits are instituted by the first-named complainant, 
who became, by certain mesne conveyances, the owner of the invention 
by assignment in due form. Since then, the other complainant, having 
become the owner of the patent, was, on motion of the respondents, 
made a party complainant in each of the two suits. 

Sufficient appears to show that Israel M. Eose was the supposed in- 
ventor of the improvement ; that the original patent was granted to 
James Wilcox, assignee of the inventor ; that the first-named complain- 
ant, having subsequently become the owner of the patent, surrendered 
the same, and that the reissued patent, bearing date December 1, 1868, 
on which the present suits are founded, was granted to the rightful 
owner of the invention at the date of the reissued patent. 

Eemarks respecting the title of the complainants are unnecessary, as 
it is not questioned by the respondents, nor is it necessary to enter into 
any comparison of the reissued patent with the original, as the means 
for such comparison are not exhibited in the record. 

Briefly stated, the allegation is that the patented invention consists of 
a new and useful improvement in mechanism for marking cloth in a 
sewing-machine, or for a new method for marking a crease in cloth by 
what is known as the pinching process, and for other improvements in 
the mechanism of a tuckcreaser, independent of the creasing devices, 
and that the respondents, since the first day of May, 1872, liave infringed 
the same, as more fully set forth iu bill of complaint. 

Process was served and the respondents appeared and filed an answer, 
setting up the following defenses, which it is important to notice : (1) That 
the supposed improvement was not patentable because it had been iu 
public use more than two years before the inventor applied for a patent. 
(2) That it was not patentable because it was well known and had been 
in common use long before the alleged invention. (3) They deny the 
charge of infringement and justify all their acts under the patent 
granted to Enoch S. Yentzer, dated May 28, 1872, for an improvement 
in tuck-markers for sewing-machines. 

Proofs were taken, the parties heard, and the circuit court entered a 
decree, in each case, dismissing the bill of complaint. Immediate appeal 
was taken by the complainants in each case to this court, and the ques- 
tions here are the same as those considered and decided in the circuit 
court. 

Previous to that invention the statement of the inventor is that fabrics 
were marked or creased by a protuberance or point and a notch or in- 
dentation caused to impinge upon opposite sides of the fabric, and the 
patentee states that that mode of marking or creasing the fabric is open 
to the objection that fine goods will sometimes be cut by the marking 
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operation, wbile in heavy or flimsy goods the crease is often insufficiently 
defined. 

Instead of the point and notch the present invention forms marks, 
ridges, or creases in the fabric by a succession of nips or pinches of 
the same while it has motion imparted to it, in line with the crease. 
Motion is usually given to the fabric by the feed-mechanism of a sewing- 
machine, in which it is intended it shall be used as an attachment, bnt 
the motion may be imparted to the fabric in any other manner. 

Objections, it is said, exist to other modes of forming creases for the 
described purpose, and that the process of nipping or pinching is de- 
signed to obviate those objections to other tuck-markers and to produce 
a more efficient instrument. Devices called jaws are provided for the 
purpose, which are caused to descend while open, with more or less force 
or pressure, on the fabric, and then in being closed are capable of seiz- 
ing a portion of the fabric and compressing the same tightly, the fabric 
at the same time being properly supported against the descending force 
of the jaws, and which operation being repeated while the fabric is 
moved along produces the required ridge or crease, in the line of which 
the fabric will naturally fold, to fa<3ilitate the forming of the tuck for 
future operations. 

Baid invention also comprises certain details of construction, arrange- 
ment, and combination to adapt tuck-markers for use in connection with 
sewing-machines forming a tuck-creasing mechanism having an upper 
and under part adjustable as to its relation with the needle of a sewing- 
machine, and to be operated by the sewing-machine. Eeference is made 
to the drawings for the different views of the apparatus when properly 
arranged in a sewing-machine in operation, to effect the described re- 
sult. Detailed description is also given of the various elements or in- 
gredients of the apparatus and of their mode of operation. 

Mention is first made of the base-plate, which has an upright stand - 
ard firmly secured thereto, so as to form a permanent part of the ap . 
paratus. To the upper end of the standard a lever is jointed which 
carries a spring-branch, buckled at its lower end with the blade that 
forms one of the jaws for seizing and crimping the fabric. Freedom of 
motion to and from the fabric is insured by the lever, jointed as before 
explained, the suggestion being that the stiffness of the lever i)revents 
any lateral motion of the creasing device ; and the statement is that 
the lever is also designed to receive the force of the arm or other mov- 
ing part of the sewing-machine, and that it transmits the motion directly 
to the jaws through the spring-branch which is carried by the lever 
jointed to the upper end of the standard. 

Besides the base-plate there is a plate called the bed-plate, with a 
small upright projection, to which is permanently fixed a spring-blade 
having its front end bent downward and which forms a mate to the jaw 
already described. These jaws are hinged together. as^ip;^,m the 

igi I e y ^ ^ 
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drawings, their lower ends being sharp or serrated in order more readily 
to seize the fabric. 

Effectual means are provided to cause the marking device to react 
after ^ ach creasing action, and follow the upward motion of the needle- 
arm, in order to give room for the free insertion and removal of the 
work ; and this spring-branch shown in the drawings is made to hold 
the outer jaw away from the inner one when in the normal position 
thiere exhibited. 

Greases are to be made in the fabric, and the design is that the creas- 
ing action shall take place as nearly as possible in front of the needle 
and in line with the arm of the sewing-machine, and to secure that an 
extension-plate is provided extending out laterally from the base-plate 
in line with the movement of the feeding device, which supports the 
material under the jaws and receives their impinging action in the op- 
eration of making the crease. By that arrangement the creasing de- 
vices are brought across the presser-foot in the proper location with 
respect to the needle for performing the creasing operation. 

Upper and under devices are employed, on opposite sides of the cloth, 
to effect the patented result, and a particular description is given of the 
means and mode of operation of the same, by which the jaws seize the 
fabric and double up and compress the same so as to produce the de- 
scribed creases by the apparatus when attached to the sewing-machine. 
When properly attached the several parts of the apparatus ar« so ar- 
ranged that the lever is immediately under the arm of the sewing- 
machine, and the arm, when the machine is operated, will strike the 
lever and actuate the creaser or tucker. 

Tucking may also be done by the apparatus when attached to a sew- 
ing-machine, but in order to accomplish that, a fold must first be made, 
by hand, in the fabric, the gage being fastened by a set-screw to make 
the seam the proper distance from the edge of the required tuck. Fit 
means are also shown in the drawings for adjusting the apparatus in 
such relation to the needle that the distance from the needle to the jaws 
will be at least double the distance between the needle and the gage. 

Suffice {it to say that one movement or alteration of either part will 
adjust the whole tucker with respect to the needle as the upper part is 
permanently connected with the under part, and when adjusted as re- 
quired, the fabric is placed in the machine with the folded edge against 
the gage, and the machine being started the lever carries down the 
spring-branch and with it the jaws to the surface of the fabric, which 
perate as before explained. On the upward motion of the arm the 
jaws rise and open by the elasticity of the springs, the fabric being 
advanced by the feeding mechanism of the sewing-machine. Move- 
ments of the kind are continued and the pinching process repeated until 
the cloth is fed through the machine, causing a well-defined ridge to be 
formed in the fabric by the creaser at the same time that a seam is 
sewed in the folded part of the same, forming a tuct. 
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Eight claims are appended to the specification, and the charge is that 
the respondents have infringed the first, second, fifth, sixth, and eighth, 
five in all, substantially as follows : 

1. The lueebanism as described for formioj]; a ridge or ridges ou fabrics to be after- 
ward folded in the line of sach ridge. 

2. The method of nipping or pinching the fabric to form ridges or creases thereon 
by means of jaws opened and closed at intervals to seize and pinch the fabric when 
at rest and then release it as the same is moved along intermittently by a suitable 
feeding mechanism. 

3. The combination of the creasing device or devices of a tuck-marker with a jointed 
lever, for the purposes set forth. 

4. A tuck-creasing mechanism, such as described, having its upper and lower parts 
connected, and together adjustable, as to its relations with the needle of a sewing- 
machine, and operated by the sewing-machine as set forth. 

5. The combination, with a tuck-marker having upper and under parts connected 
and togetlier adjustable as specified, of the lever and spring, for the x>nrposes set 
forth. 

Argument to show that a resnlt is not patentable is not necessary, as 
that proposition is decided in the opinion just delivered, as well as in 
many other cases to which reference might be made. Apply that rule 
to the several claims of the patent in this case which it is alleged the 
respondents have infringed, and it is clear that they are all for the ap- 
paratus or certain portions of the apparatus described in the specifica- 
tion of the patent set forth in the bill of complaint. 

Whether tested by the descriptive portion of the specification, or by 
the specific claims appended to the same, it is clear that the invention 
consists of a described apparatus intended to be attached to a sewing- 
machine for the purpose of making a mark, ridge, or crease in cloth by 
a succession of <<nips or pinches thereof," while it has motion imparted 
to it by the feeding device of the sewing-machine, as already sufficiently 
explained, the work of sewing being performed during the same opera- 
tion of the feeding device. 

Detailed description is given of the elements of the apparatus, from 
which it plainly appears that the invention does not include any de- 
scribed means of attaching the apparatus to the sewing-machine. Par- 
ticular means of the kind are neither described nor claimed ; nor are 
they shown in the drawings in a way to justify the conclusion that the 
means of attaching the apparatus to the motive power are any part of 
the invention. Instead of that the patentee states that motion may be 
imparted to the apparatus in any convenient manner; nor is there any- 
thing in any one of the eight claims of the reissued patent which would 
afford any support to a different theory. 

Fuller's patent for his own invention preceded that of Eose by sev- 
eral years, but it is evident from a comparison of the two that they are 
substantially different in many respects, so that the latter may be con- 
sidered as valid to the same extent that it would have been if the first 
invention had never Jbeen made. ., ^^ . 

Improvements in an apparatus of the kind may be valid if new, and 
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if they accomplish a new and useful result, even though all the elements 
of the same are old, provided the combination or arrangement of the 
elements is new and of such a character that it involved invention to 
construct the combination or arrangement. When a subsequent ap- 
paratus is substantially the same as one Which precedes it, the former is 
not the proper subject of a patent, but if it be substantially different in 
construction and mode of operation then it is as much the proper sub- 
ject of a patent as if nothing of the kind had ever before been in- 
vented. 

Tested by these rules it is clear that the Rose patent is not super- 
seded by the Fuller patent which preceded it in point of time. 

Two of the defenses set up by the respondents, to wit, the first and 
second, must also be overruled, for the reason that they are not sus- 
tained by the proofs exhibited in the record. 

They also deny infringement, and the decision iu the case must turn 
upon that issue. Infringement is charged by the complainants, and 
the burden of proof is upon them to sustain the charge. Beyond doubt 
it is established in these cases that all the elements or ingredients of 
the patented apparatus are old, and that the invention consists in the 
combination or arrangement of the several devices of which the appa- 
ratus is composed. 

Dififerences exist in the answers filed in the two cases, but the re- 
spondents in both aver and allege that all the tuck-markers or creasers 
constructed, used, or sold by them were constructed under the patents to 
Enoch S. Yentzer, and in conformity therewith, and that they have in 
no respect infringed or violated the rights of the complainants. Coming 
to that proposition it is plain that it involves two questions: (1) Whether 
the respondents have constructed, used, or sold apparatuses not con- 
structed in conformity with the patent under which they seek to justify- 
all their acts. (2) Whether the apparatuses which they have con- 
structed, used, or sold, infringe the patent described in the bill of com- 
plaint. 

Some difficulty attends the solution of the first question, because all 
the evidence applicable to the three cases was taken together to save 
expense. It consists of depositions, admissions, documents, models, and 
other exhibits ; but in view of the whole the court is of the opinion that 
the apparatuses constructed and sold by the respondents were con- 
structed in conformity with the patents under which they profess to 
act. 

Support to that view is also derived from the opinion of the circuit 
judge exhibited in the record, in which he admits that the complainants 
would be entitled to a decree if their construction of the Rose patent was 
correct. Damages are claimed in that case for an alleged infringemen t of 
the sixth claim of the patent, which is for tuck-creasing mechanism such 
as described, having its upper and lower parts connected and together 
adjustable as to its relation with the needle of a Sewing-machine, and 
operated by the sewing-machine, as set forth. 
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Nothing can be plainer than the proposition that the claim there 
made is for the previoasly described apparatus when arranged in a 
sewing-machine as the motive power for operating the patented appa- 
ratus. Jndging from the opinion of the circait jadge it wonld seem 
that the complainants did not claim that the respondents had constructed 
improvements not within their patent; but that they, the complainants, 
could claim under their patent every form of mechanism by which a 
creaser is attached or adjusted to a sewing-machine, by which unity of 
adjustment is accomplished, which is plainly an erroneous construction 
of their patent. 

Viewed in the light of all the proofs the court is of the opinion that 
the apparatuses constructed and sold by the respondents ^ere con- 
structed in conformity to the patents under which they justify in their 
answer. 

Five of the claims of the patent, to wit, the first, second, fifth, sixth, 
and eighth, are involved in the charge of infringement in the third suit, 
which is the second su^t under consideration in this case. Enough has 
already been remarked to show what the opinion of the court is in re- 
spect to the construction of the patent, and that the decision of the case 
depends upon the question of infringement. What has already been 
remarked is sufficient to explain the views of the court as to the nature 
and character of the apparatus of the complainants and its mode of 
operation, and it will be sufficient to refer to the opinion just delivered 
for a full exposition of the views of the court as to the nature, character, 
and mode of operation of the patent under which the respondents justify 
in their answer. Better means of comparison and decision need not be 
required than is found in the respective specifications of these patents. 
Careful comparison of the two instruments has been accordingly made, 
and the court is unhesitatingly of the opinion that the charge of infringe. 
ment is not proved and that there is no error in the record. 

Decree iu each case affirmed. 



[Uoited States Circuit Court— EMtern District of New York.] 

THE RUMPORD CHEMICAL WORKS V8. THOMAS C. VICE. 
THE SAME V8. FIFTY-SIX DEPENDAxNTS. 

O. G., vol. xi, p. 600. 
In HquUy, -^Before Benedict, J.^Deeided April S, 18T7. 

A party whose patent is about to expire, seeking a preliminary injunction against in- 
Mngers, is not chargeable with laches, where, being obliged to maintain his rights 
in the coarta, he had but recently obtained an abjudication in their favor. 

The snggestion, in defense, that the grant of a preliminary injunction will work in- 
jury, in an indirect way, to third parties, a£fords no gronnd for denying the plaintiff 
that which he has been adjudged entitled to. 

C. A. Seward for complainant. Digitized by VjUU v ic 

Fbakcis Forbes for defendants. 
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Benedict,' J. : 

These actions come before the coart upon motioas for preliminary 
injunctions. There are many actions similar in character brought by the 
same plaintitts, who, as assignees of Eben Norton Horsford, are the 
owners of a patent for self-raising flour, made by the use of an acid 
phosphate of lime, and to be employed as a substitute for leaven or fer- 
ment in the making of bread. 

The defendants are, with one exception, grocers, who are charged with 
selling a self-raising flour, such as is described in the plaintiff's patent, 
to families, where the same is used solely for the purpose of making 
bread. 

One of the defendants is a manufacturer of a self-raising flour. The 
plaintiff's patent has been the subject of much litigation, which has re- 
sulted in its being sustained by the courts upon final hearings. The 
fourth claim of the patent has been sustained by the final decree of the 
circuit court of the United States for the southern district of New York, 
and the district of New Jersey. The third and fourth claims have been 
sustained by final decree in the district of South 'Carolina. 

Upon this motion, it has not been contended that the prior adjudica- 
tions upon the patent in other courts do not afford a sufficient ground 
for asking a preliminary injunction in these actions, and the motion for 
an injunction has been opposed upon grounds outside of the question 
of the validity of the patent ; and, first, upon the ground of laches, be- 
cause the patent will expire on the 22d of the present month. To this ob- 
jection the answer is, that the plaintiffs have been compelled to main- 
tain their rights in court, and have but recently obtained an adjudica- 
tion in their favor. Since that time there has been no unnecessary delay- 
Surely, the fact that infringers have been able to keep the patent in 
litigation until within a few days of its expiration furnishes no reason 
why the patentee should not enjoy his grant during the small remnant 
of the term. 

The next ground of opposition is, that grocers are timid men, easily 
frightened, and, if an injunction be issued directing these defendants, 
who are grocers, to abstain from selling, such self-raising flour as is de- 
scribed in the plaintiff's patent, they will be afraid to sell certain other 
kinds of self-raising flour not covered by the plaintiff's patent, and not 
protected by the injunction here sought, whence great injury will follow 
to the trade of those who make such other flours. 

This position can hardly be said to be taken by the grocers, in whose 
name it is advanced, for it is conceded that the defense here interposed 
has been assumed by manufacturers of other self-raising flours. It is 
the injury to manufacturers of such other flours, and not to the defend- 
ants in these actions, that is put forward as a reason for withholding the 
injunction. Plainly, the suggestion that the injunction will work injury 
in an indirect way to third parties, affords no ground for denying the 
plaintiff's application. ,,g,^^, ,^ v^uugic 
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Damage ftorn loss of trade that may resalt to manafactUrers of other 
self-raisiDg floars not covered by the plaintiff's patent, from groundless 
fears of other saits and injunctions in respect to other articles that may 
come to possess the minds of timid grocers, is not to be charged to the 
plaintiff, and affords no reason for ^withholding from the plaintiff what 
he has been adjudged to be entitled to. 

Again, it is said in behalf of the defendant who manufactures a self- 
raising Hour, that he has now desisted from manufacturing any relf-rais- 
ing flour with phosphoric acid, and has no intention of making such a 
flour. An injunction against him is therefore useless. But neither will 
an injunction hurt him, if it be true that he has desisted. Inasmuch 
as he concedes that up to a late day he has been engaged in making 
such an article, he cannot complain if he be enjoined for the future, 
when, upon his own showing, there is no possibility of his being injured 
by the injunction asked for, and upon that ground alone the injunction 
may be granted in a case like this. 

As to the grocers, it is conceded they sell a self-raising flour to those 
who use it for the sole purpose of making bread, in violation of the 
fourth claim of the patent, which claiM has been sustained in all the 
courts that have been called on to consider this patent. The plaintiff 
may, therefore, well ask to have them restrained. 

The motions must therefore be granted. 



[United States Circuit Coart— District of Minnesota.] 

DAVID C. PRICE V8. JAMES E. KBLLEY. 

O. G., vol. xi, p. 639. 
In SquUy^—B^ore Nelson J.—Deddtd February^ 1877. 

The patents granted to David C. Price for improvements in portable show and circus 
seats are not infringed by the use of chair-seats placed upon every alternate board 
of the ordinary circus-seats. 

Davis CBrikn Wilson for complainant. 

Palmer <& Bell for defendant. 

OPINION OF THE COUET. 
HELSON, J.: 

The complainant obtained two paten ts^ Nos. 125,329 and 134,486, 
dated respectively April 2 and December 31, 1872, as the original in- 
ventor of an << improvement in show and portable show seats." He also 
secured patent No. 163,537, to be issued to himself as the assignee of 
the original inventor, William H. Shuey, and dated May 18, 1875, " for 
an improvement in circus-seats.'' He brings suit against James E. Kel- 
ley, because of an infringement of his patents. 

The complainant declares his invention, No. 125,329, has for its ob- 
ject " to provide an improved arrangement of seats for use in circus and 
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other showSf the same being coDStracted with a view to the comfort of 
the spectator, while possessiDg the necessary qualities of secnrity when 
erected, and compactness when packed for transportation." He claims 
as new an ^'improvement consisting of notched support, straps or bars, 
and boards and chairs, constructed and arranged as shown in a dia- 
gram"; also chairs provided with slots or recesses throagh which boards 
can pass, and ^Hhe seats be shoved along to the required position"; 
also 'Hhe combination, with the supports and boards, of the binding 
bars or straps and stakes to secure the supports." 

The diagram of this invention shows the ordinary stringers used in 
circus and outdoor portable seats, elevated and adjusted on an inclined 
plane, the stringers being notched for the support of boards and ele- 
vated at the back by means of trestles. Every alternate board has a 
chair-seat upon it, and the board immediately in front is used as a foot- 
rest. The boards npon which are the chairs or seats, as well as the 
foot-rests, are secured in place at each end by a zigzag-shaped strap 
passing from the top of each stringer over the boards to the bottom and 
terminating in an eye, through which a stake is driven into the gronnd. 

In No. 134,486 every alternate board is suspended at each end from 
the under side of the stringer by a band of metal running the length, or 
nearly so, of each one, and by forming the shape of a clevis, upon which 
the ends of the board rest, secures it in position like a hanging shelf, 
and is called a foot-rest. The complainant claims as new ''the series of 
foot boards or rests, in combination with the supports (stringers) and 
braces" (trestles). 

In No. 163,537 the invention is claimed as a "show-seat consisting of 
the frame, the back formed of a single piece of bent wood, pivoted to 
the side of the frame, and jointed braces, the back being constructed to 
fold around and closely embrace the seat- frame in order that tlie upi)er 
surfaces may be flush." 

The defendant alleges want of novelty; denies that the patents are 
for original inventions, and denies that he has infringed either of the 
inventions and patented improvements. 

It is admitted that there is no novelty in using stringers and trestles 
to form portable show-seats, nor in making every alternate board on 
the stringers a foot-rest; but the combination of all these in connection 
with a chair-seat and folding back, and straps to secure the ends of the 
seat-boards in position, is urged by the complainant's counsel as new 
and patentable, and the infringement of this combination is charged. 

An examination of the manufacture of the defendant shows that it 
has nothing in common with that of the complainant except the notched 
stringers and the trestles and the metal straps used to secure the seat- 
boards, the space between the strap and the stringer at the notches be- 
ing sufficiently open to allow the ends of each board to pass easily 
through. r^^^.^1. 

The chair-seat proper has nothing in common except a cushion. The 
Price or Shuey patent has an open back in the shape of a yoke pivoted 
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to the side of the seat, and with braces attached and jointed to permit 
its being folded about the seat. The Kelley seat is composed of two 
leaves, upholstered and connected at one edge by a hinge joint, so as to 
bold the back when open and allow it to be folded apon the top of the 
seat. The hinged edges are rabbeted so that the back, when open, bears 
against the seat proper, and prevents the seat-board from splitting. 
Price suspends every alternate board in the ordinary circus-seat by a 
stirrup of metal fixed below the stringers for a foot-rest. He is thus 
enabled to bring his seat-boards nearer together, and accommodate 
more spectators with no inconvenience. The knees and feet of the per- 
son when seated, being below the seat-boards, do not interfere with 
those seated in front.. 

Kelley uses notched stringers, and raises his seat-boards so they have 
the appearance of a high bench, upon which he puts his chair-seats, and 
then uses for a foot-rest every alternate board on the top of the string- 
ers, as in the old and ordinary circus-seats. When the seat-board is 
raised, the board in front, used as a foot-rest, falls below the back of the 
seat immediately in front of it, and the persons seated do not interfere 
with those in iEront. The security and comfort of the spectators are at- 
tained by each, and the mechanism permits the seats to be packed in a 
small compass for transportation and rapidly and easily adjusted, but the 
arrangement in each is different. The only device used by Kelley not 
found in the old and ordinary circus-seat is the upholstered chair-seat 
an4 back, and the metal strap or clamp fastened to the stringers which 
holds the seat-board in position. Price describes this strap in his patents 
and claims it as new. The testimony of the mechanics and architects 
is, however, that this mode of securing boards or underlying axles by a 
clamp or clevis in a firm and fixed position is a common and ordinary de- 
vice, and ^^ is on general principle of holding stairs or steps in their 
place and securing windlasses," &c. 

The complainant, therefore, cannot maintain his suit on account of 
the use of this device, and as defendant constructs substantially the 
ordinary circas-seat, which is old and common, and upon every alter- 
nate board of which, when elevated, he puts a chair-seat, which is not an 
infringement, his bill of complaint must fall. 

It is unnecessary, then, to examine the other issues raised by the 
pleadings. Decree will be entered dismissing the bill of complaint. 



[United States Cirooit Court— Eastern District of Fennsylrania.] 

LORILLARD & CO. vs. MoDOWELL & CO. 

O. a, vol. xi, p. 640. 

In Equity,'-Btf<n'e McKsNifAN, C, J.^Decided February 34, 1877. 

Charles Seidler's reissued patent of Ootober 24, 1876, oonstrued to embrace the im- 
pressment of a hard or metallio label upon either the inner or outer face of a plup^ of 
tobacco. 
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An inveDtor is snpposed to describe in his patent the best mode of practicing his inven- 
tion, bnt is not necessarily limited to the precise construction shown, so as to exclude 
a method differing from it only in a single detail, but producing the same result. 

A reissued patent is not void simply because it contains an expanded claim. The inad- 
vertence on the part of the inventor in not making such claim in his origioal patent 
is conclusively determined by the Commissioner of Patents in granting the reissue. 

George HAEa>iNG for plaintiff. 

Leonard Myers for defendant. 

McKennan, (7. J. : 

This is a motion for an iuteriocatory injunctioD, to restraio iufringe- 
ment of the patent set up in the complainant's bill. An original patent 
was granted to Charles Seidler on the 12th of January, 1875, which was 
surrendered and reissued to him October 24, 1876. The invention is 
thus described : 

I have discovered and successfully developed in practice a means of marking and dis- 
tinguishing tobacco in plugs. I prepare labels, or distinguishing pieces of separate 
material y and impress them into the body of the plugs, one label into each plug, pre- 
ferably putting the label under the outside wrapper, and giving it a character, by raised 
letters or analogous devices, which is recognizable through the flexible covering. The 
material of which these labels are composed is preferably sheet-iron, tinned, cut into 
a circular form, and having points or prongs bent backward from their edges, and with 
raised or sunken letters or marks upon their upper face, to indicate the quality, origin, 
or trade-mark. Before the plug of tobacco is subjected to its final pressure, one of 
these labels is placed upon it in proper position, and, by powerful pressure, the prongs 
of the label are sunk into the tobacco, so that its face is about flush with the outer sur- 
face of the plug, and adheres firmly to it. An outer leaf of properly dampened tobacco 
is then wrapped around the plug, which is subjected to a powerful pressure, and the 
label is seen beneath this wrapper, and is rendered thereby difficult of removal. 

The invention is therefore claimed under five heads, the first and third 
of which are : 

1. A plug of tobacco having a hard label pressed into one of its faces, as specified. 
3. A plug of tobacco having letters or other decorative and distinguishing marks pro- 
duced on a hard metallic surface, and pressed as specified. 

These claims the respondents are alleged to have infringed, and con- 
struing them, as I think they must be construed, to indicate the impress- 
ment of a hard or metallic label upon either the inner or outer face of 
a plug of tobacco, the fact of infringement is clearly made out, both by 
the affidavits read in support of the motion and by an inspection of the 
tobacco manufactured and sold by the respondents. 

This construction of the patent has been very earnestly contested, 
upon the ground that the specification describes only the mode of apply- 
ing the label to the plug underneath the outer covering, and that the 
words ''as specified" limit the scope of the claims to that particular 
mode, but the patentee must be understood as merely describing what 
he regards as the best mode of practicing his invention^ as the law re- 
quires him to do, and not as excluding a method different from it only 
in a single detail, which produces the same result, and is distinctly 
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witbiu its object. He claims to have discovered a new method of idea- 
tifyiDg tobacco, which consists in the attachment of a hard label to each 
plag by pressing into it the points or prongs which project from the un- 
der surface of the label, and thus the fandamental object of his inven 
tion is fully effectuated. When this is done, the outside wrapper is ap- 
plied ; but the label is thus placed underneath the wrapper, not as anx- 
illiary in any way to the specific office of the label, but avowedly only 
to render it more difficult of removal. 

It is obvious, then, that to dispense with this additional safeguard, 
and to apply the label outside of the wrapper, does not differentiate the 
devices, nor does it vary the method of attaching them to the plug in 
aqy essential degree. 

Of the objections to the validity of the patent but little need be said 
at this stage of the case. 

The first of these is to the novelty of the invention, or rather that 
it is a double use of an old device. But it is not shown to have been 
used for any purpose analogous to that contemplated by the patentee, 
or even remotely suggestive of such use. 

It was the result of considerable thought, and of careful and repeated 
experiments, and supplied a perfect means of distinguishing the quality 
and origin of plug-tobacco, which had not before been furnished to 
either the manufacturer or consumer. Nor does the denial of its patent- 
ability seem to me to have any firmer foothold. 

Simple as it is, it nevertheless involved reflection and experiment to 
bring it to practical maturity, and its evident utility, indicated by its 
prompt displacement of other identifying devices, and its very exten* 
sive use, even by the respondents, strongly attests its patentable merit. 

The remaining objection, that the reissue is void, as not being for the 
same invention described in the original patent, is clearly untenable* 
The drawings in both are the same, and the specifications of both are 
substantially the same. They both describe, as the invention, a hard 
or metallic label applied to a plug of tobacco before it is subjected to 
the final pressure, with characters impressed upon it indicating its qual- 
ity^ origin, or trade-mark ; while, in the original patent, the claim is 
limited to tobacco, to which the label is applied underneath the wrap- 
per. To remedy this restriction, inadvertently imposed, as the Oommis- 
sioner of Patents has conclusively found, the reissue was properly 
granted with an expanded claim, to secure to the patentee the full bene- 
fit of the invention described, but not claimed in the original. 

The motion for a preliminary injunction must, therefore, be allowed.. 
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TTTnited SUtes Circuit Court-Distriot of HaryUmd.] 

JOHN 0. BIBDSELL vs. THE HAQER8TOWN AGEIODLTURAL 
IMPLEMENT COMPANY. 

O. G., vol. xi, p. 641. 
In Equiiy.^B^fitf Bond, O. J.^ and Gilbb, J.^Iheided Mareh, 1877. 

[Motiou to eDJoin complainaDts from bringing suits against tl^e de- 
fendants' vendees.] 

In this case, an injunction had been issned restraining defendants 
from infringing on the reissued patent granted to complainant May 18, 
1853; reissued April 8, 1862; for an improvement in machinery for 
hulling and thrashing clover. The defendants aftervrard changed the 
construction of their machine and proceeded to sell cloverhullers of 
the changed construction. On a motion made by complainant to com- 
mit them for contempt of court, for violating the injunction issued 
against them, by selling machines of this changed construction, the 
court held that, on the showing made, the machines were substantially 
different from Birdsell's patented machine ; and, therefore, dismissed 
the motion. (See Official Gazette, March 13, 1877.) Thereafter 
complainant notified several of the vendees of defendants^some of 
whom were using the orininal machine that had been enjoined, and some 
of whom were using the machine as it had been changed — that, unless 
settlement were made with him forthwith, suit would be brought against 
them. Defendants thereupon moved^ upon a cross-petition filed in the 
original case, for an injunction to, issue against the complainant, re- 
straining him,»while the original suit was still pending against them , 
under which damages and profits could be collected for all the machines 
that they made and sold, from bringing any suit, or threatening to bring 
any suit against any vendees of theirs, based upon a user of a machine 
that might become subject of account in the original case. 

Counsel for defendants, seeking the injunction against complainant, 
based their motion upon the general equity jurisdiction of the court ; 
that, inasmuch as complainant had submitted himself to the jurisdic- 
tion of the court to obtain relief against the defendants, he was also 
subject to the order of the court in relation to any matter relating to 
the granting of that relief; that the defendants were thoroughly re- 
sponsible ; and that upon the original suit being carried on to comple- 
tion, if recoveryvwas made, the complainant would recover in that suit 
all the profits that defendants had obtained from the wrongful manu- 
facture, and the daniages that he had suffered by reason of the wrong- 
ful manufacture, and that complainant would, therefore, be put in the 
same position as if he had originally sold all the machines. That, this 
being the case, he ought not to be allowed to interfere with the vendees 
of defendants while the suit against them was pending. In support of 
their position they cited the decrees of Judge Drump||p^4git)^^e^eof 
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Isaac W. Barnum vs. Herman B. Ooodrichy entered in United Stiites 
circuit court for the northern district of Illinois, July 2, 1873, wherein 
the complainant, having brought suit against the defendant and obtained 
an order for defendant to keep an account of the sale of the devices 
alleged to be an infringement, was enjoined from prosecuting suits, al- 
ready begun by him in other circuits, against the defendants' vendees, 
and fT6m bringing any further suits against defendants' vendees ; also 
the decree entered by the Hon. H. H. Emmons, United States circuit 
judge, and Hon. P. B. Swing, United States district judge, in the circuit 
court of the United States for the southern district of Ohio, in the case 
of Rezekiah B. Smith v&. J. A, Fay db Oo.^ restraining the complainant 
from bringing suit against the defendants' vendees in other circuits, the 
complainant in this case having obtained an interlocutory decree and 
a reference to the master, and the suit being, at that time, pending be- 
fore master on the question of the account. 

The defendants relied upon the fact that the complainant was a resi- 
dent of Indiana, and not before the court, and had sought the jurisdic- 
tion of the court for the puq)Ose of bringing the suit, and for no other 
purpose. He was not, therefore, subject to any order upon him ; that 
the court could not enforce an order if it made one, and it would not do 
an idle thing. 

The respondents asking the order were represented by Hatch & Park- 
inson, of Cincinnati; the complainant by M. D. Leggett & Co., of Cleve- 
land. 

The court did not deliver a written opinion ; but, having considered 
the matter, entered the following order : 

DECREE. 

Bond, J. : 

This cause coming on to be heard upon the petition of the defendant 
herein for an injunction to issue against the complainant to restrain him 
from commencing or prosecuting, or threatening to prosecute, any suits 
against any of the vendees, or vendees of vendees of defendant, for the 
use or sale of clover-hullers manufactured by the defendant at Hagers- 
town, and sold by them or their agents, and it appearing to the court 
that the complainant has been threatening to bring suits against said 
vendees while suit is still pending by him in this court against the de- 
fendant, the manufacturer, and the case having been fully argued by the 
counisel for the respective parties, the court doth order : That said John 
0. Birdsell, the complainant herein, be restrained and barred from com- 
mencing or prosecuting, or threatening to commence or prosecute, any 
suit against any vendee of this defendant, or any vendees of a vendee of 
this defendant herein, for any alleged infringement of the reissued letters 
patent involved in this case, and on which this case is brought, based upon 
a use or sale by said vendee of any clover-machine purchased of this de- 
fendant : Provided said defendant shall within thirty days file a bond in 
this case in the sum of five thousand dollars, with securities to be approved 
16 D 
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by the court, for the payment of any damages that may be adjudged 
against the defendant in the above-entitled suit, and that defendant 
shall file in this court a sworn monthly statement of the number of 
clover-machines hereinafter made and sold by them. 



[Sapreme Court of the United States.] 

WILLIAM F. COCHRANE, WILLIAM WARDER, RODNEY MA- 
SON, W. S. COX, ET AL., Appellants, m. JOSIAH W. DEENER, 
GEORGE W. CISSELL, JAMES H. WELCH, et al. 

0. G., vol. xi, p. 687. 
Appeal from the Supreme Court of the District of Oolurnbia.— Bedded October term, 1876. 

The powers of the sapreme court of the District of Columbia in patent cases are the 
same as those of the circuit courts of the United States. 

Upon a bill in equity for the infringement of a patent it is a matter of discretion, and 
not of jurisdiction, whether a case shall be first tried at daw ; and in this matter the 
courts of the United States, sitting as courts of equity in patent cases, are much 
less disposed than the English courts are to send parties to a jury before assuming 
to decide upon the merits. 

The jurisdiction of the circuit courts in cases arising under the patent and copyright 
laws is not changed by the Revised Statutes, and consequently the original cogni- 
zance of the circuit courts sitting as courts of equity in patent cases is retained. 

Where it is discretionary with a court of equity whether it will first send a case to be 
tried at law, and it exercises its discretion to decide the case upon its merits without 
the aid of a jury of any sort, such action is not a ground of appeal. 

But if the appellate court were convinced that the case was not properly decided, and 
could not properly be decided without such a reference, it might, in the exercise of 
its own discretion, remand it to the court below for that purpose. 

It does not detract from the validity of a patent that the inventions of others are made 
use of in carrying out the patented invention. One invention may include within it 
many others, and patents for each and all be valid at the same time ; but in snch 
case each inventor would be precluded from using the inventions made* and pat- 
ented prior to his own, except by license from the owners thereof. 

A process is a mode of treatment of certain materials to produce a given result; an 
act or a series of acts performed upon the subject-matter to be transformed and 
reduced to a different state or thing, and if new and useful, it is patentable. 

The patentability of a process is entirely independent of the instrumentalities em- 
ployed, and it is immaterial whether or not the machinery pointed out as suitable 
to perform the process be either new or patentable. 

The process requires that certain things be done with certain substances and in a cer- 
tain order ; but the tools to be used in doing this may be of secondary consequence. 

In the language of the patent law, a process is an art. 

One device may be the equivalent of another in the general combination with other 
elements, and yet, when taken by themselves as separate pieces of machinery, they 
may not be the same, and the use of one not the infringement of a patent for the 
■other. 

While the parts of machinery which go to make np a combination could nqt when 
separately considered be regarded as identical or conflicting with those described in 
a patent, yet having the same purpose in the combination, and effecting that pur- 
pose in substantially the same manner, they are the equivalents of each other in 
that regard. 
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A foreign patent, in order to invalidate an American patent, mnst antedate tbe inven- 
tion patented. 
R. Mason and Chas. F. Blake for complainants. 
A. L. Merriman and Howard C. Cady for respondents. 

Mr. Justice Bradley delivered the opinion of the court : 

This is a suit in equity, instituted in the supreme court of the Dis- 
trict of Columbia for injunction and relief against an alleged infringe- 
ment of various patents belonging to the complainants. The bill was 
dismissed, and the complainants have appealed. 

The patents sued on are six in number, originally five, granted the 
appellant, Cochrane, on the Idth of January, 1863, and numbered, re- 
spectively, 37,317, 37,318, 37,319, 37,320, and 37,321. They all related to 
an improved method of bolting flour, the first being for the general pro- 
cess, and the others for improvements in the different parts of the 
machinery rendered necessary in carrying on the process. Three of the 
original patents, Nos. 37,317, 37,318, and 37,321, were surrendered, and 
reissues taken in 1874, which reissues were numbered 5,841, 6,029, and 
6,030, the first being for the process and the other two for portions of 
the machinery. Eeissue 6,029, being in place of the original patent num- 
bered 37,321, was also subsequently surrendered, and two new reissued 
patents substituted therefor, numbered 6,594 and 6,595. 

The case has been mainly argued on the question of infringement, 
the defendants using a bolting apparatus constructed according to let- 
ters patent issued to Edward P. Welch, in April, 1873, for improve- 
ments upon machines patented to Jesse B. Wheeler and Eansom S. Eey- 
nolds, which, as well as the process employed, they contend are radi- 
cally different from the apparatus and process of Cochrane. 

A preliminary question is raised with regard to the jurisdiction of 
the court below to hear the case on a bill in equity before a determina- 
tion of the rights of the parties in an action at law. 

The powers of the supreme court of the District of Columbia in pat- 
ent cases are the same as those of the circuit courts of the United 
States. (See Revised Statutes relating to the District of Columbia, sec- 
tions 760, 764.) 

The circuit courts were first invested with equity jurisdiction in pat- 
ent cases by the act of February 15, 1819, which declared that these 
courts should have " original cognizance, as well in equity as at law, of 
all actions, suits, controversies, and cases arising under any law of the 
United States granting or confirming to authors or inventors the exclu- 
sive right to their respective writings, inventions, and discoveries ; and 
upon any bill in equity, filed by any party aggrieved in any such cases, 
should have authority to grant injunctions, according to the course and 
principles of courts of equity," &c. 

This law was substantially re-enacted in the 17th section of the pat- 
ent law of July 4, 1836, and the 55th section of th3ifed#\Sllx?^il^''^5 
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special powers to assess damages in equity cases being also conferred 
by the latter act. 

Before the act of 1819 was passed, the circuit courts bad cognizance 
of actions at law brought to recover damages for the infringement of 
patents, but not of suits in equity in relation thereto, unless the parties 
happened to be citizens of different States. (Phillips on Pat., 379 ; 
Livingston vs. Van Ingen, 1 Paine, 54; Sullivan vs. Bedfield^ ib., 447.) 
Under that act, and the subsequent acts in which it became incorpo- 
rated, bills in equity for injunction, discovery, and account have con- 
stantly been sustained, frequently without any previous action at law. 
As said by Mr. Justice Grier, in a case decided at the circuit, <^ It is 
true that in England the chancellor will generally not grant a final and 
perpetual injunction in patent cases, when the answer denies the valid- 
ity of the patent, without sending the parties to law to have that ques- 
tion decided. But even there the rule is not universal ; it is a practice 
founded more on convenience than necessity. It always rests in the 
sound discretion of the court. A trial at law is ordered by a chancel- 
lor to inform his conscience, not because either party may demand it 
as a right, or that a court of equity is incompetent to judge of ques- 
tions of fact or of legal titles. In the United States the practice is by 
no means so general as in England.'' (Goodyear vs. Day^ 2 Wall., O. C. 
B., 296.) Subsequently, in the case of /Sickles vs. Gloucester Manufac- 
turing Company (3 Wall., C. O. E., 196), the same judge said : " The 
courts of the United States have their jurisdiction over controversies 
of this nature by statute, and do not exercise it merely as ancillary to 
a court of law." And, after quoting the statute, he proceeds : " Having 
such original cognizance, * * * the courts of the United States do 
not in all cases require a verdict at law on the title before granting a 
final injunction, or concede a right to every party to have every issue 
as to originality or infringement tried by a jury." 

The position of Justice Grier is undoubtedly true, that, whether a case 
shall be first tried at law is a matter of discretion, and not of jurisdic. 
tion ; and, in this matter, the courts of the United States, sitting as 
courts of equity in patent cases, are much less disposed than the Eng- 
lish courts are to send parties to a jury before assuming to decide upon 
the merits. 

But the counsel for the defendants suggest that the Eevised Statutes 
have not preserved, in entirety, the previous enactments on this subject ; 
but have omitted the vesting of original cognizance in the circuit courts 
sitting as courts of equity in patent cases. From a careful considera- 
tion, however, of all the sections of the Eevised Statutes on the subject, 
we think that no intention is evinced to make any change in the law. 
The original enactments are separated into distinct parts, and somewhat 
condensed ; but the substance of them is retained. By section 629, the 
circuit courts are invested with jurisdiction, among other things, ** Ninth, 
of all suits at law or in equity arising under the patent or copyright laws 
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of the United States." And by section 4921 it is declared that " the 
several courts vested with jariHdiction of cases arising under the patent 
laws shall have power to grant injunctions according to the coarse and 
principles of courts of equity," &c., following precisely the language 
used in the act of 1870, the last previous revision of this branch of the 
law. The grant of jurisdiction is as broad and general as it could well 
be, and the mode of exercising it is prescribed in precisely the same 
terms as in previous statutes. 

In the present case we see no special reason for sending the case to 
a court of law, or to a jury, for a trial. There are no such issues de- 
pending upon the credibility of witnesses, or on the intricacy of ma- 
chinery, as to make the case susceptible of easier solution or greater cer- 
tainty as to the truth before such a tribunal than it admits of when 
presented to the consideration of a chancellor. It would, perhaps, be 
desirable if all cases of this sort could be referred to a commission 
of intelligent experts and practical men to report their opiuion thereon, 
with their reasons, for the final action of the court. A proceeding of 
this kind was probably in the mind of Congress in passing the act of 
February 16, 1875, authorizing a reference to a jury of five persons. 
Neither courts nor ordinary juries are perfectly adapted to the investi- 
gation of mechanical and scientific questions. The court below, how- 
ever, exercised its discretion to decide the case upon its merits without 
the aid of a jury of any sort, and their action is not a ground of appeal. 
If we were convinced, however, that the case was not properly decided 
and could not be properly decided without such reference, we might, un- 
doubtedly, in the exercise of our own discretion, remand it to the court 
below for that purpose. But we see nothing in the questions raised which 
require that such a course should be adopted. 

The principal patent sued on in this case was granted on the 21st of 
April, 1874, being a reissue of a patent granted to William F. Cochrane 
on the 6th of January, 1863. The original patent was numbered 37,317, 
and the reissue 5,841. The alleged invention is for a process in manu- 
facturing flour. The patentee in his specification says : 

The object of my invention was to increase the prodnction of the best quality of 
flour ; and my improvement consisted in separating from the meal first the superfine 
flour, and then the pnlveralent impurities mingled with the flour-producing portions 
of the middli'ngB-meal, so as to make ''white" or ''purified" middlings, which, when 
reground and rebolted, would yield pure white flour, which, when added to the super- 
flne, would improve the quality of the flour resulting from their union, instead of de- 
teriorating its quality, as had heretofore been the case when the middlings was mingled 
with the superfine. 

The process employed for producing the result here indicated is then 
described. It consists in passing the groupd meal through a series of 
bolting-reels clothed with cloth of progressively finer meshes, which pass 
the superfine flour and retard the escape of the finer and lighter impuri- 
ties; and, at the same time, subjecting the meal to blasts or currents of 
Air introduced by hollow perforated shafts furnished with pipes so dis- 
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posed that the force of the blast may act close to the surface of the 
bolting-cloth ; the bolting-chest having an opening at the top for the 
escape of the air, and of the finer and lighter particles therewith, through 
a chamber where the particles are arrested, while the floor and sides of 
each compartment of the chest are made close so as td prevent the 
escape of the air in any other direction than through the said opening. 
By this means the superfine flour is separated, and the fine and light 
specks and impurities, which ordinarily adhere to the middlings and 
degrade the flour produced therefrom, are got rid of, and when the mid- 
dlings are now separated from the other portions of the meal, they are 
white and clean, and capable of being reground and rebolted, so as to 
produce superfine fiour equal in quality, and even superior^ to the first 
installment. 

This is the process described ; but the patentee claims that it is not 
limited to any special arrangement of machinery. He admits the prior 
use of currents of air in the interior of the reels, introduced by means 
of hollow perforated shafts, for the purpose of keeping back the speck 
and increasing the quantity of superfine flour; but not for purifying the 
middlings preparatory to regrinding. His'improvement, therefore, does 
not consist in using drafts and currents of air, but in the process as a 
whole, comprising the application of the blast, and the carrying off of 
the fine impurities whereby the middlings are purified preparatory to 
regrinding after being separated from the other parts. 

The defendants deny that they use this process. They purify the mid- 
dlings of the flour, as before stated, by means of machines constructed 
according to letters patent issued to Edward P. Welch, in April, 1873, 
for improvements upon machines patented to Jesse B. Wheeler and 
Eansom S. Keynolds. 

In this process reels are not used for purifying the middlings, but a 
flat and slightly inclined vibrating screen or sieve is used for the par- 
pose, over which the ground meal is passed, and while passing is sub- 
jected to currents of air blown through a series of pipes situated close 
underneath the screen, which currents pass up through the screen and 
through an opening at the top of the chest into a chamber, carrying 
with them the finer and lighter impurities, whereby the middlings are 
rendered clean and white, and capable of being reground into superfine 
flour. The bolting-chest is made tight and close on all sides except the 
opening at the top, so that the currents of air may be forced to escape 
by that exit. 

Now, except in the use of a flat sieve or screen in place of reels, it is 
difficult to see any substantial diflference between these two methods. 
The defendants use, in addition, brushes which revolve on the. under 
side of the screen, so as to keep the meshes thereof constantly clean and 
free; but this is merely an addition, which does not affect the identity 
of the two processes in other particulars. We have substantially the 
same method of cleaning the middlings preparatory to regrinding by 
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means of carrents of air passed through them while being bolted, and 
while being confined in a close chest or chamber, said chamber having 
an opening above for the escape of said carrents of air and the impari- 
ties with which they become loaded. The middlings being thas pari- 
fied are reground and rebolted, producnig a superfine flour of superior 
grade, a new, useful, and highly valuable result. 

The use of a flat screen instead of a revolving reel for bolting and 
cleaning the middlings is a mere matter of form. It may be an im- 
proved form, and, perhaps, patentable as an improvement. But it is at 
most an improvement. 

The forcing of the air-current upward through the screen and film of 
meal carried on it and against the downward fall of the meal, instead of 
forcing them through the bolting-cloth in the same direction with the 
meal, is also a mere matter of form, and does not belong to the sub- 
stance of the process. The substantial operation of the currents of air 
in both cases is to take up the light impurities and bear them away ob 
the aggregate current through the open flue and thus to separate them^ 
from the middlings. This, too, may be an improvement on Oochrane's 
method, but it is only an improvement. 

The defendants admit that the process has produced a revolution in 
the manufacture of flour; but they attribute that revolution to their 
improvements. It may be, as they say, that it is greatly due to these. 
But it cannot be seriously denied that Gochrane's invention lies at the 
bottom of these improvements, is involved in them, and was itself capa- 
ble of beneficial use, and was put to such use. It had all the elements 
and circumstances necessary for sustaining the patent, and cannot be 
appropriated by the defendants, even though supplemented by, and en- 
veloped in, very important and material improvements of their own. 

We do not perceive that the patent of Cogswell and McKiernan, if 
valid at all as against Cochrane (a point which will be more fully con- 
sidered hereafter), affects the question in the least. That patent is not 
at all for the process which Cochrane claims. If valid, atid if, in using 
his process, Cochrane is obliged to use any device secured to Cogswell 
and McKiernan, it does not detract in the slightest degree from his own 
patent. One invention may include within it many others, and each 
and all may be valid at the same time. This only consequence follows, 
th^t each inventor is precluded from using inventions made and pat- 
ented prior to his own except by license from the owners thereof. His 
invention and his patent are equally entitled to protection from infringe- 
ment as if they were independent of any connection with them. 

That a process may be patentable irrespective of the particular form 
of the instrumentalities used cannot be disputed. If one of the steps 
of a process be that a certain substance is to be reduced to a powder, it 
may not be at all material what instrument or machinery is used to 
effect that object, whether a hammer, a pestle and mortar, or a mill. 
Either maybe pointed out; but if the patent is not confined to that par- 
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ticular tool or machioe, the ase of tbe others would be an infringement, 
the general process being the same. A process is a mode of treatment 
of certain materials to produce a given result. It is an act, or a series 
of acts,' performed upon the subject-matter to be transformed and re- 
duced to a dififerent state or thing. If new and useful, it is just as pat- 
entable as is a piece of machinery. In the language of the patent law, it 
is an art. The machinery pointed oat as suitable to perform the process 
may or may not be new or patentable, while the process itself may be 
altogether new, and produce an entirely new result. The process requires 
that certain things should be done with certain substances and in a cer- 
tain order; but the tools to be used in doing this may be of secondary 
consequence. 

The machine patents come next to be considered. 

As to No. 6,030, which is a reissue of the original patent No. 37,318, 
the defendants clearly infringe at least the last claim, which is in these 
words : 

In combiuation with tbe screen incased in a chest, the perforated blast-pipe and tbe 
suction-pipe, arranged to operate on opposite sides of tbe screen, substantially as set 
forth. 

As to the patent next in order, namely, the original patent No. 37,319, 
which relates specially to the use of what the patentee calls the pum'p 
for introducing the meal into the chest and reels, while the valve ar- 
rangement used by the defendants may be an equivalent in the general 
combination with the said pump described by Oochrane, yet, taken by 
themselves, as separate pieces of machinery, they are not the same, and 
the use of the one is not an infringement of a patent for the other. (Oortis, 
sec. 332 5 Foster vs. Moare^ 1 Curtis, C O. R., 279.) Nor can we perceive 
that the defendants infringe the next patent, No. 37,320, which is for 
certain combinations of machinery, including the bolting-reels, dead-air 
chambers therein, slotted shaft, and I'eciprocating-board for discharging 
the meal, &c., which it is unnecessary to de^ribe more particularly. 

The two remaining patents, numbered 6,594 and 6,595, being reissues 
of original patent No. 37,321, are for combinations of essential parts of 
the machinery required for bolting flour and purifying the middlings, 
according to the general process described in the first patent. The prin- 
cipal claim of the original patent was for the condensing or collecting 
chamber, through which the currents of air on leaving the bolting-chest 
made their escape, and where they leave the fine particles with which 
they become loaded. This claim, it is said, was found to be too broad, 
inasmuch as a collecting-chamt^r somewhat similar had been used in 
another connection, though not in the combinations presented in Ooch- 
rane's bolting process. The original patent, therefore, was surrendered, 
and the two patents now under consideration were issued in place thereof, 
claiming the use of the collecting-chamber in combination with the va- 
rious material parts of the bolting apparatus. The reissue No. 6,594 

X . ^ , . . ., /» -^ir 1 . Digitized by VjUU Vie' 

contains three claims, and No. 6,595 one claim. o 
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Tbe drst claim of reissue No. 6,594 is for the colIeetiDg-cha tuber (used 
foe the purpose aforesaid) in combination with the bolter, air-pipes, and 
valves for feediugand delivering the meal without allowingtheairto pass 
therewith. Now, although the defendants use a flat bolter instead of a 
reel, and use different kinds of valves for feeding and delivering the 
meal without allowing the air to pass, yet they employ the combination 
of devices described in this claim. They use the collecting-chamber for 
the same purpose as that pointed out in the patent, and use it in connec- 
tion with a bolter, air-pipes, and valves for feeding and delivering the 
meal without allowing the air to pass therewith, each effecting the same 
separate purpose, and all combined effecting the same general purpose 
which the like parts are intended to accomplish in Gochrane's bolting 
apparatus. Though some of the corresponding parts of the machinery 
designated in this combination are not the same in point of form in the 
two bolting apparatuses, and, separately considered, could not be regarded 
as identical or conflicting, yet having the same purpose in the combina- 
tion, and effecting that purpose in substantially the same manner, they 
are the equivalents of each other in that regard. The claim of the pat- 
ent is not confined to any particular form or apparatus, but (in regard 
to the valves, for example) embraces generally any valves for feeding 
and delivering the meal without allowing the air to pass through. We 
are of opinion, therefore, that the combination here claimed is infringed 
by the apparatus used by the defendants. 

It is unnecessary to make a separate examination of the other claims 
embraced in the two patents under consideration. They are all sus- 
ceptible of the same observations which we have made with regard to 
the first claim. In our opinion tbe defendants do infringe them. 

But a question is raised with regard to Gochrane's priority of inven- 
tion. A patent was granted on the 12th of June, 1860, to Mortimer 0. 
Oogswell and John McKiernan for improvements in ventilated bolting- 
chests, which, it is contended, antedates and nullifies Gochrane's appa- 
ratus as patented to him in the original patent 37,321 and in the 
two reissues thereof before mentioned. This patent (of Cogswell and 
McKiernan) we have examined, and find that it does contain five of the 
elements embraced in those reissues, namely (besides the bolting-chest 
and bolter, which are always used), it contains the perforated air-pipe 
extending inside of the bolting-reel, the fan for* producing a blast of air 
therein, and a collecting-chamber for arresting the flour carried off by 
the blast. The purpose was simply to cool the meal and keep the bolt- 
ing-cloths dry. The flour which collected in the chamber was returned 
to the chest. The parts contained in this apparatus are those which are 
patented in combination in Gochrane's reissue 6,595, which was sepa- 
rated, it is said, from reissue 6,594 on account of this patent of Gogswell 
and McKiernan. The combinations patented in reissue 6,694 embrace 
other parts not contained in Gogswell and McKierija^^'s^p^^j^^^^ the 
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defendants coutend that this reissue is void as not being sastained by 
the original patent 37,321. 

The latter position we think is untenable. Goehrane's apparatus, as 
exhibited in his model, and described in his original patent, and in the 
series of patents taken out at the same time, all having relation to the 
same general process, and referred to in patent 37,321, contained all the 
parts which go to jnake the combination claimed in reissue ISo. 6,594. 
We see no reason, therefore, why such reissue was not properly granted 
to him by the Patent Office, the claim being, in fact, a much narrower 
one than that of the original patent. 

The same observations apply to reissue No. 6,595. B]^t, as to that, as 
before stated, the particular elements of the combination claimed in it 
are found in Cogswell and McKiernau's machine; and if this is entitled 
to the precedency over Goehrane's, reissue No. 6,595 is void. He con- 
tends that it is not entitled to such precedency ; but that, in fact, Cogs- 
well and McKiernan surreptitiously obtained a patent for his invention. 
We have examined the evidence relating to this matter, and are satisfied 
that the improvement claimed by Cochrane was his invention; that 
Cogswell and McKiernan obtained their knowledge of it from him; and 
that there is nothing connected with their patent which ought to invali- 
date the reissued patent in question. 

A French patent dated 27th of September, 1860, granted to one Peri- 
gault, is also referred to as anticipating the combinations iii these 
patents. But, it being shown that Goehrane's invention was actually 
made before that date, the point was not pressed in the argument. By 
the act of 1870 a foreign patent, in order to invalidate an American 
patent, must antedate the invention patented. 

Our conclusion is that the patent for the process, being reissue No. 
5,841, and the several reissued patents for combinations of mechanical 
devices, numbered respectively 6,030, 6,594, and 6,595, are valid patents, 
and are infringed by the defendants; and that the other two patents 
named in the bill of complaint, numbered respectively 37,319 and 37,320, 
are not infringed by the defendants. 

The decree of the court below is, therefore, reversed, and the cause 
is remanded, with directions to enter a decree for the complainants and 
to proceed therein in conformity with this opinion. 

Mr. Justice Clifford dissenting : 

I dissent from the opinion and judgment of the court in this case, for 
tlie following reasons : 

1. Because the mechanical means employed by the respondents to 
efl'ect the result are substantially different from those described in the 
complainant's patent. 

2. Because the process employed by the respondents to manufacture 
the described product is materially and substantially different from the 
patented process employed by the complainants. Dgtizedby v^uugic 
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3. Because the respondents do not infringe the combination of mech- 
anism patented and employed by the complainants. {Prouty vs. Rug- 
glesj 16 Pet., 341 ; Vance vs. Campbell^ 1 Black, 428 j Gill vs. Wells^ 22 
Wall., 26.) 

4. Because the respondents do not infringe the process patented by 
the complainants, the rule being that a process, like a combination, is 
an entirety, and that the charge of infringement in such a case is' not 
made out unless it is alleged and proved that the entire process is 
employed by the respondents. (Hoice vs. Abbottj 2 Story, 0. C, 194 ; 
Gould vs. Bees, 15 Wall., 193.) 

I concur in this dissent. — Strong, J". 



[United Stotes Circuit Court— District of New Jersey ] 

THE AMEEIOAN SHOE TIP COMPANY vs. THE NATIONAL 
SHOE-TOE PROTECTOE COMPANY. 

O. G., vol. xi, p. 740. 
In Equvty.—B^ore Nixon, J.^Decided March 27, IbTT. 

Long public acquiescence in the complainant's patent, together with the adjudications 
in favor of its validity, are prima facie sufiScient reasons for the grant of a prelim- 
inary injanction when the infringement is palpable. 

A disclaimer limiting the actnal .invention of the patentee, the result of an error or 
mistake on the part of the Office, may be omitted in a reissue. 

OPINION OF THE COURT. 

Nixon, J. : 

The application in this case is for a preliminary injanction ; aud it is 
fonnded upon long public acquiescence in the complainant's patent, and 
on adjudication in other courts in favor of its validity. 

The existence of these facts is prima facie a sufficient reason for the 
court to interfere by the injunction, pending the litigation, only in those 
cases where the infringement is palpable. If any reasonable doubt ex- 
ists upon that point, and especially if the defendant is acting under the 
authority of a patent, there should be no interference by the court until 
after the examination and decision in regard to the claims of the con- 
flicting patents upon the merits of the case. 

Mnch controversy was had on the argument concerning the scope of 
the invention owned by the complainant. The original patent, No. 
26,329, was for a new article of manufacture, and was granted to James 
M. Allen, the assignee of Kewman Silverthorn, the inventor, on the 29th 
of November, 1859, for an " improved boot and shoe tip.'^ In the si)eci- 
fication and claims it was limited to a shoe-tip made of manufactured 
rubber or gutta-percha. The invention expressly disclaims leather tips 
or metallic tips, and he enters into a long argumen|,2fo]by^h|i45jy^l£ the 
rubber tips are different and how they are superior. 
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I am aware [he says] that the leather tips have been known and used for a long 
lime, and that metallic tips have been made and patented. I lay no claim to either 
of these things. I make a tip that is more ornamental than the leather, which it re- 
sembles very much, and much more durable than leather. Both the leather and the 
metal are difficult to crimp, fashion, or form, so as to make a neat covering for the to« 
of the shoe. But the prepared rubber may be molded, fashioned, or formed with great 
ease and perfection, and with a finish equal to the best patent leather ; so also may 
the gutta-percha be molded into form, the nature of the materials of which my tips 
are composed being such that it can be readily put into any form or shape and retain 
its enduring properties, while they admit of a high degree of polish, that adds greater 
market value to the shoe than the leather or metal tips do. ** Patent leather,'' as it is 
termed, is exceedingly difficult to crimp or tree into shape for a boot or shoe tip ; but 
a prepared rubber or gutta-percha tip can be molded or formed into the required shape 
with the greatest facility and finished to bear the greatest resemblance to patent 
leather, while it is much cheaper, more endurable, and ninch more readily secured to 
the boot or shoe ; thus in every essential making a better article than either the leather 
or metal tips heretofore used. 

The complainants insist that notwithstanding this broad disclaimer of 
leather and metal tips, the invention of Silverthore, in fact, covers them, 
and that the disclaimer was the result of a mistake or error in the offi- 
cers of the Patent Office, which was subsequently corrected. 

It appears from a record submitted on the argument that on the 16th 
of May, 1856, Silverthorn filed a caveat in the confidential archives of 
the office, claiming that he had ^^ made certain improvements in the 
mode of constructing boots and shoes," and was then <^ engaged in mak- 
ing experiments for the perfecting the same preparatory to his apply- 
ing for letters patent therefor." He therein describes the nature of his 
invention to consist — 

In providing the upper on the toes of boots and shoes with fenders of copper, brass, 
india-rubber, gutta-percha, or any other mbstanoe, for the purpose of protecting against 
grasses, &c., cutting or wearing out the uppers on the toes of boots and shoes, which 
fender is required to be made so as to fit upon the toe, previous to putting on the out- 
sole, and to extend beneath the outsole far enough to receive the pegs, which are to 
fasten it on, &;c. 

He claimed as his invention— 

The application to the toe of boots and shoes, in the manner (therein) described, of 
any substance that would protect the upper from being cut or worn out by the long 
grasses, &c., as herein described. 

With this caveat pending, on the 16th of December following, one 
George A. Mitchell filed an application for letters patent for a metallic 
tip. After describing the mode of making and attaching it to the boot 
and shoe, he claimed as his invention — 

The application of a thin plate to the toes of children's, boys', and men's boots and 
shoes, so as to prevent them from wearing out ; using for that purpose the aforesaid 
metal, or compounds, or any other, substantially the same, which wiU produce the 
intended effect. 

An interference being declared between them, a large amount of 
testimony was taken, and the Commissioner of Patents, on the 6th of 
November, 1867, decided in favor of the priority of the l(JUcJien m ven- 
tion and granted to him letters patent for the same.' '^^ ^ ^ 
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Silverthorn then withdrew his application, with the condition, how- 
ever, annexed, that he should not be debarred at any future time from 
testing the validity of the patent granted to Mitchell. 

On the 7th of December, 1858, Mitchell, having surrendered his 
patent, obtained a reissue with an additional claim for the metallic tip, 
described in his specification as a " new article of manufacture.'' 

On the 13th of July, 1869, the application of Silverthorn wa^ renewed, 
limiting the claim to a shoe tip of india-rubber or gutta-percha, dis- 
claiming the metallic tip; and the above-recited letters patent No. 
26,329, dated November 29, 1859, were issued to James M. Allen, his 
assignee. 

On the 12th of December, 1860, Mitchell surrendered his reissue patent, 
and applied for a reissue thereof under the broad claim for a protecting 
tip of any materials for the toes of boots and shoes. The Commissioner 
allowed the claim and ordered the reissue, but before it was taken from 
the Patent Office Silverthorn's assignee surrendered his patent, and on 
the 14th of February, 1861, applied for a reissue, with a claim as broad 
as Mitchell's, and in direct conflict therewith. 

An interference being again declared, the controversy between the 
appellants went from the Examiners to the Commissioner, who again 
decided in favor of Mitchell. The assignee of Silverthorn appealed to 
the supreme court of the District of Columbia. The court, on the 4th of 
August, 1862, by Chief Justice Dunlop, reversed the decision of the 
Commissioner of Patents, and held (1) that the two surrenders and 
applications for reissues opened the claims of both parties for reexatmi- 
nation as if they had been original applicants, and enabled the former 
errors in the patent to be corrected ; (2) that Silverthorn was the origi- 
nal and first inventor of the invention claimed ; (3) that the design of 
Congress in authorizing a reissue was to confer on inventors the full 
benefit and extent of their whole invention, and (4) that the assignee of 
Silverthorn should have reissued to him the letters patent for the shoe- 
tip, as claimed. 

A reissue was accordingly made on the 2d of September, 1862, to 
George Goodyear, who has become the assignee of Allen by letters 
patent No. 1,339, which, being assigned to the complainant corporation, 
was again surrendered and reissued August 4, 1868, by letters patent 
No. 3,070. The patent expiring November 29, 1873, the Commissioner 
extended the same for seven years from that date, and the suit is 
brought on these extended letters patent. 

Having described the invention in the specification of the last reissued 
patent, it is stated — 

That the claim of inveution is not confined to the particular material of which the 
tip is or may be made ; nor yet to the manner or process by which the same is or may 
be produced or applied, but what is claimed as the invention of the said Newman Sil- 
verthorn is a formed tip, substantially as described, as an article of manufacture. 

Digitized by Vj^U VIC 
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The controversy between Silverthorn and Mitchell as to the priority 
of the invention of the boot-tip generally, as an article of mannfactare, 
closed more than fourteen years ago, and, so far as the knowledge of 
the coart extends, the pablic has generally acqaiesced in the decision in 
favor of Silverthorn. 

It is too late to open the inquiry on a motion for a preliminary injunc- 
tion, and if the shoe-tip, as an article of manufacture, which the defend- 
ants acknowledge to have made and sold, infringes the claim of the 
Silverthorn patent, a prima facie case is revealed that 'warrants and 
demands the interference of the court until the final hearing. 

The defendants frankly produce the article of which complaint is 
made, and describe the process of manufacturing. It is a very ingenious 
and useful contrivance, and it has some features, I am inclined to be- 
lieve, which render it more valuable than the complainant's device. 

But it is a formed shoe-tip, nevertheless, and is an article of manufac- 
ture made and sold separate from the shoe. It is a toe-protector, and 
although it does not cover the upper leather of the boot it is inverted 
and fastened around the toe, substantially as the complainant's tip, and 
performs the same useful functions of protecting it against wear. I do 
not see how it can be used without infringing the central idea of the 
complainant's patent, to wit, the protection of the toe of the boot or 
shoe; and although it may be an improvement, it is nevertheless an in- 
fringement; and an injunction must be ordered to restrain the defend- 
ants until the further order of the court, and it is ordered accordingly. 



[UDited States Circuit Court— Southern Diatrict of New York.] 

LEWIS J. MULFORD bt AL. vs. THOMAS D. PB AROB bt AL. 

O. G., vol. xi, p. 741. 
In EquHy.—B^fof Shifman, J^-^D^dAed IV&niory 91, 1677. 

The infrlDgement being of a patent for an improved chain eomposed of alternate closed 
links and open spiral links formed of one or more coils of gold tnbing, the distinctive 
feature of the invention consisting in the construction of the open spiral links from 
a specified material — ^viz., gold tubing — the damage sustained is not the advantage 
derived from* the use of open links oir open spiral links of gold tubing over what 
would have ensued from the use of closed links of tubing or open spiral links of solid 
gold, as the two elements of utility and novelty which the new article possesses do 
not exist in a soldered chain of tubing, or in a chain made of split ([old rings of solid 
wire. 

The patented and unpatented articles are entirely distinct from each other, and the re- 
sult which is found in the former cannot be obtained from the latter ; therefore the 
principle decided in Mawry vs. Whitney is not applicable. 

B. F. Lbs for complainants. 

Henry Baldwin, Jr.. for defendants. Digiti.^d by GoOglc 
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STATEMENT OF THE CASE. 

[The facts of this case tally appear Id the opiDion of the court on final 
hearing, 9 Official Gazette, p. 204.] 

The patent had two claims — 

1. An ornamental chain for neoklaoes, d&c., formed of alternate closed links A and 
open spiral links B, substantially as shown and described. 

2. The open spiral link B formed of coils of tubing, sabstantially as shown and de- 
scribed. 

Upon the accounting it appeared that the defendant had made certain 
chains constrncted precisely as described in the first claim of the patent, 
and certain other chains composed entirely of the open spiral link claimed 
in the second claim of the patent. Upon these chains the master awarded 
as damages the entire profits which the complainants wonld have made 
on the sale of the entire chains, dednctiug, of conrse, the cost of mann- 
factnring, selling, &c. 

The defendants made certain other chains, in which open spiral links 
were used to connect a series of several closed links joined together in 
the usaal manner. Upon these chains the master awarded as damages 
the profits which the complainants wonld have made on the spiral links 
alone in said chains. 

OPINION OF THE COURT. 

Shipman, J.: 

The defendants except to the master's report in regard to the amount 
of damages found to have been sustained by the plaintiff b^^ reason of 
the infringement of their patent. 

The principal exception is stated in two forms : That, inasmuch as 
the defendants had a right to make chains of alternate links, and to use 
tubing for one link, provided it was soldered so as to make that link 
closed, the question to be determined by the master was, first, what ad- 
vantage was derived by the defendants from using the open links over 
what they would have had in using closed links made of tubing f Or, 
second, what advantage have the defendants gained by reason of having 
used open spiral links of gold tubing over what would have ensued from 
the use of open spiral links of solid wire f 

The patented article was a new ornamental chain or necklace, a new 
article of manufacture, and the first claim has been held by this court 
to be a claim for a chain composed of alternate closed links, and open 
spiral links formed one or more coils of gold tubing. (9 Official Ga- 
zette, p. 204.) The distinctive feature of the invention, it was held, 
did not consist in the fact that the link was spiral, but did consist 
in the construction of the open spiral link from a specified material — 
viz, gold tubing. The two elements of utility and novelty, which the 
new article possesses, are described in the opinion, in which it was 
shown that these elements did not exist either in a soldered chain of 
tubing which could not be taken apart, and whio.h required finishing 
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aod polisbing after it was pat together, or in a chain made of split 
gold rings of solid wire. It was said that the difference between the 
latter article and the patented chain was clearly marked, and was a dif- 
ference in kind. 

The patented and the unpatented articles are entirely distinct from 
each other. By the nse of closed or soldered links of tubing, or links 
of solid wire, the manufacturer cannot obtain the result which is found 
in the patented invention, and therefore the principle which was de- 
cided in Motmry vs. Whitney (14 Wall., 620), and which is invoked by the 
dafendants, is not applicable. That was a case of a new process of 
manufacture, and the court says that the proper inquiry was. What 
was the advantage in bringing the article by the patented process to a 
state of perfection, over bringing it to the same state by other pro- 
cesses open to the public, and which would be equally beneficial f 

In this case the links of a chain which are open to the public cannot, 
from their nature, make a chain which is like the patented article in 
its peculiar characteristics. The master might as well undertake to es- 
timate the advantage which the patented article possesses over any 
other gold chains, as over those which the defendants have selected. 

The master seems to me to have observed in this case the rules 
which have heretofore been sanctioned by the circuit and supreme 
courts. The cases of Burke vs. Hermann (1 Blatch., 0. G. B., 398)^ 
Pitts vs. Hall (2 Blatch., 0. 0. R., 229); Cowing vs. Bumsey (8 Blatch., 
C. 0. R., 36); Livingston vs, Jones (2 Fisher's Patent Oases, 207); Sey- 
mour vs. McCormich (16 How., 480), are in point. 

In regard to the motion for treble damages, I do not perceive any 
adequate reason which calls upon the court to exercise its discretionary 
power to Increase the actual damages. 

The master's report is confirmed, and the exceptions are disallowed. 
The motion to increase damages is denied. 



[United States Circuit Coart— Eastern District of Tennessee.] 

DANIEL W. VAUGHN vs. THE EAST TENNESSEE, VIRGINIA 
AND GEORGIA RAILROAD COMPANY. 

O. G., vol. xi, p. 789. 
In Equity.Srfort Bbown, J. 

Since the Revised Statates a bill in equity will not lie solely to recover damages for 
the infringement of a patent, bnt if it pray for an injunction, or for* a discovery 
and account of profits, it wiU be maintained. 

Notwithstanding the repeal of the limitation clause in section 55 of the act of 1870, 
an action will lie upon a patent expiring before the adoption of the Bevised Stat- 
utes, if brought within six years after the expiration of the patent. 

Acts of limitation will be construed prospectively only, unless a contrary intention 
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dearly appears. o 
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As a general rule a bill in equity will not lie to settle an account on one side only, 
except when a discovery is prayed, or when the nature of the account is such it can- 
not be readily investigated in a court of law. 

A party who has earned profits by the infringement of a patent is chargeable as trus- 
tee for the use of the real owner. 

A bill of discovery may be maintained against a corporation, although, in order to 
compel a discovery on oath, the officers of the corporation must be made parties. 

Mr. Caldwell for complainant. 

Mr. Baxter for defendant. 

This was a bill in equity filed September 25, 1876, to recover damages 
for the infringement of a patent which expired October 5, 1870. After 
setting forth the patent and the infringement, the bill averred an un- 
lawful use and operation of the patented brakes upon railroad-cars 
owned by the defendant, but how many such brakes used and operated 
complainant could not set forth, and prayed that it might be required 
to make a disclosure and discovery of the full amount thereof. The bill 
further prayed for an account of all the gains and profits which the de- 
fendant realized from the use and operation of such brakes. To this bill 
defendant demurred upon the grounds, first, that complainant had a 
complete remedy at law ; second, that the cause of action was barred by 
the statute of limitations. 

OPINION OF THE COURT. 

Brown, «7. (eastern district of Michigan) : 

Did the first ground of demurrer depend wholly upan the question 
whether the bill could be sustained after the expiration of the patent 
upon the sole ground of infringement, I should feel compelled, in view 
of the change made in the patent laws by the Revised Statutes to sus- 
tain the objection. By the 55th section of the act of July, 1870, which 
was itself a re enactment of a like provision contained in the act of 1836, 
it is enacted that '^all actions, suits, controversies, and cases arising 
under the patent laws of the United States shall be originally cogniza- 
ble as well in equity as at law by the circuit court of the United States,'' 
&c. And as if to apply beyond any question the equitable jurisdiction 
of such courts to cases where the patent has expired, there is added at 
the end of the section a proviso that " all actions shall be brought during 
the term for which the letters patent shall be granted, or within six 
years after the expiration thereof.^' In Nevins vs. Johnson, 3 Blatchford, 
80, this section was construed as conferring jurisdiction in equity upon 
the circuit court, irrespective of the right of the plaintiflf to an injunc- 
tion, or of his demand for one. The bill in this case, like the one under 
consideration, was filed after the plaintifiPs patent had expired, and 
prayed for a discovery -and an account, but not for an injunction, and 
was sustained apparently upon the ground that the section gave com- 
plete jurisdiction in equity as well as law. Although the question was 
not directly passed upon whether such suit would ^]jf|^yi,E5^sp^|iye of 
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the prajer for a discovery and account, the doctrine here laid down 
seems to have passed anchallenged until the enactment of the Bevised 
Statutes. 

lu the revision the section above quoted was incorporated into sec- 
tions 629, 711, and 4821. The first of these confers upon the circuit 
courts original jurisdiction (9th) '< of all suits at law or in equity arising 
under the patent or copyright laws of the United States." The second 
makes such jurisdiction exclusive of the courts of the several States. 
The third provides that "the several courts vested with jurisdiction of 
cases arising under the patent laws shall have power to grant injunc- 
tions according to the course and principle of courts of equity,^ and further 
reiterates in substance the language of section 55 of the act of 1870, but 
by a singular omission leaving out all reference to the final litigation 
<;lause above quoted. There is an obvious distinction between the words 
used in the act of 1870^ that "all actions, &c., arising under the patent 
laws, &c., shall be originally cognizable as well in equity as at law," and 
the words above quoted from the Eevised Statutes, that "the circuit 
courts shall have original jurisdiction, &c., of all suits at law and in 
equity arising under the patent laws," &c. 

The first evidently contemplated an exception in favor of patent suits 
to the general rule that a bill in equity will not be maintained where 
there is a complete and adequate remedy at law. The latter vests the 
jurisdiction subject to this general principle. Kot only is a bill in equity 
to recover damages for an infringement of an expired patent obnox- 
ious to this principle, but also to the express language of section 723, 
which inhibits suits in equity where such remedy may be had at law. 

But I think the bill in this case may be sustained upon the prayer for 
a discovery and account. Admitting to the fullest extent the rule that 
a bill will not lie to settle an account upon one side only, it is subject to 
two important exceptions: First, where a discovery is prayed. (1 
Story's Equity, sec. 458.) Second, where the nature of the account is 
such it cannot be readily investigated in a court of law. (1 Story's 
Equity, 452, 455 ; Corporation of Carlisle vs. WilsoUy 13 Ves., 278 j Foicle 
vs. LatorasoUf 5 Peters, 495.) 

In this last case it is said " in all cases in which an action of account 
would be the proper remedy at law, and in all cases where a trustee is a 
party, the jurisdiction of a court of equity is undoubted." A party who 
has earned profits by the infringement of a patent is chargeable as 
trustee for the use of the real owner, and is so denominated in several 
cases. {Birdsall vs. Ooolidge^ 10 Official Gazette, 750.) 

Bills in equity for the infringements of patents have been repeatedly 
sustained upon these grounds. In Sickles vs. The Oloster Manufacturing 
Co^i 1 Fisher, 222, the patent expired after suit commenced, but be- 
fore the hearing, and it was contended that courts of equity entertain 
jurisdiction of patent and copyright cases only for the purposes of in- 
junction ; that the equity for an account is strictly incident to an injunc- 
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tioo, and that, therefore, if an iDjaaction for any reason cannot be 
decreed, an accoant cannot be given, but the plaintiff mnst resort to a 
coart of law. While admitting this proposition as a correct statement 
of the general rule as settled in England, Mr. Justice Grier observes, 
*' the bill needs only to pray a discovery for the purpose of an account, 
and it will be sustained for the account only." (2 Eden on Injunctions, 
245.) 

• # • # • • • 

<< The proposition, it is said, cannot be maintained, that a court of 
equity will not interfere to direct an account when indebitatus assump- 
sit will lie at law j nor is the converse of the proposition true, that equity 
will decree an account in all cases where an action for money had and 
received, or indebitatus assumpsit^ may be brought." 

^< But whenever the subject-matter cannot be as well investigated in 
those actions, a court of equity exercises a sound discretion in decreeing 
an account 5 " citing Carlisle vs. TRteon, 13 Ves., 614. In the subsequent 
case of Saunders vs. Logan^ 2 Fisher, 167, the same judge expressed a 
doubt whether a court of equity had jurisdiction when the bill exhibited 
a case where neither an account nor injunction were proper remedies, 
but only a decree for a certain sum of money with interest as fixed 
actual damage. The opinion 'apparently contains a negative pregnant, 
that if the bill praysfor an account the jurisdiction may be sustained. 
The case of Imlay vs. The NoruAch and Worcester B, B. Co.y 4 Blatch., 
227, was similar to that of Sickles vs. The Oloster Manufacturing Co., 
and the district court of Connecticut quoted and followed the ruling in 
that case in Perry vs. Corning^ 6 Blatchford, 134. The bill contained no 
special allegation that a discovery was necessary, and had no special 
interrogatories annexed to it, but contained the usual general prayer for 
an answer and an account of profits. A demurrer was interposed because 
it did not pray either for a discovery or an injunction, but the court 
held that under the 93d rule it should be considered as a bill for a dis- 
covery and account, and the jurisdiction was sustained. (See also Hill 
vs. Whitcombj 5 Official Gazette, 430 j Hoffheins vs. Brandt^ 3 Fisher, 
220.) 

We are cited to no authority sustaining the proposition that a bill for 
a discovery will not lie against a corporation, although, in order to com- 
pel a discovery on oath, the officers of the corporation must be made 
parties, otherwise the answer is put in under the common seal. (2 Sto- 
ry^s Equity, sec. 1501 5 1 Daniels' Chancery Practice, 134; Story's Equity 
Pleadings, sec. 235 5 Angel & Ames, sec. 676.) While there are few 
cases adjudicating directly that a bill of discovery may be maintained 
against a corporation, such bills are frequently filed, and the absence of 
any decision that they will not lie leads strongly to the inference that 
the practice generally accepted is correct. (Bevens vs. Turnpike Co,, 10 
Barr, 174.) r^^^^^L^ 

Admitting to its fullest extent that a bill for an accouut cannot be 
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sustained in every case where an action of assumpsit will lie, we do not 
think it follows that such a bill may not be filed where this action will 
also lie in cases where the accounting is such that it cannot readily be 
had before a jury. An account of profits made by the infringement of 
a patent, requiring, as it usually does, a careful investigation of defend- 
ant's books, and inquiries into collateral matters, is eminently of this 
description. 

The bar of the statute of limitations is not available as a defense 
here. Granting that the limitation imposed by the act of 1870 was re- 
pealed by the adoption of the Revised Statutes, sec. 5597, which repeals 
all prior acts, "any portion of which is embraced in any section of said 
revision," we think the action in this case is saved by sections 5597 
and 5599, the former of which provides that the rei)eal of prior acts 
shall not affect any right accrued before the repeal, but all rights under 
the repealed acts shall continue and may be enforced in the same man- 
ner as if said repeal had not been made. It is believed to be a general 
rule that acts of limitation will be construed to operate prospectively 
only, unless the contrary intention clearly appears. {Harrison vs. Mete, 
13 Mich., 377; WatJcins y8. TTW^^f, 18 Johns., 138; Murray va. Gibson, 
15 How., 421.) In this viewjt is unnecessary to discuss the mooted 
question, whether, in the absence of Federal legislation, an action for the 
infringement of a patent is barred by the State statute, or is subject to 
no limitation at all. 

An order will be entered overruling the demurrer. 



{United States Circuit Court— Southern District of New York.l 

JOHN J. SOHLLLINGER vs. HERMAN A. GUNTHER. 

O. Gm vol. xi, p. 831. 

The constraction of a concrete pavement in sections by forming each section against 
the adjoining onCf and while the material is stiU soft inserting a trowel to make a 
joint between them, is an infringement of the patent granted to J. J. Schillinger, 
May 2, 1871, for an improved concrete pavement. 

The patentee forms his joints by the permanent interposition of some material between 
the blocks, which material also serves in some degree to make a tight joint, while 
the defendant forms a joint by the insertion of a cutting instrument between the 
blocks, and then removing the instrument, leaving the joint an open one for the 
time. 

The improvement effected by the patentee consisted in dividing the pavement into 
blocks, so that one block might be removed and repaired without injury to the rest 
of the pavement. 

The inventor entered a disclaimer to that portion of his specification referring to the 
omission of the tar-paper and the formation of the blocks without interposing any- 
thing between their joints, and further disclaimed ** the forming of blocks from 
plastic material without interposing anything between the joints while in the pro- 
cess of formation": Held, that this disclaimer left the patent for a pavement where- 
in the blocks were formed by the interposition of some separating material between 
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the joints, and in the specification the patentee has descrihed tar-paper or its equiv- 
alent. 

A liberal constrnction is to be given to the language of all patents and specifications, 
so as not to limit the actaal invention of the patentee. 

Edwakd Fitch and John Van Santvoord for plaintiff. 

Arthur Van Briesen, for defendant. 

ShipMAN, J. : 

This is a motiou for an attadnnent for contempt of conrt by reason of 
the alleged violation of an injunction order. 

Eeissned letters patent dated May 2, 1871, were issued to the plaintiff 
for an improved concrete pavement. The specification, including the 
portions subsequently disclaimed, and which are inclosed in brackets, 
states that the invention — 

Relates to a concrete pavement which is laid in sections, so that each section can be 
taken np and relaid without disturbing the acyoining section. With the joints of this 
sectional concrete pavement are combined strips of tar-paper, or equivalent material, 
arranged between the several blocks or sections in such manner as to produce a suita- 
ble tight joint, and yet allow the blocks to be raised separately without affecting the 
blocks adjacent thereto. 

After describing the composition of the concrete the specification con- 
tinues : 

While the mass is plastic I lay or spread the same on the foundation or bed of the 
pavement, either in molds or between movable joists of the proper thickness, so as to 
form the edges of the concrete blocks a a, one block being formed after the other. 
When the first block has set I remove the joists or partitions between it and the block 
next to be formed, and then I form the second block, and so on, each succeeding block 
being formed after the adjacent blocks have set [and since the concrete in setting 
shrinks, the second block when set does not adhere to the first, and so on], and when 
the pavement is completed each block can be taken up independent of the adjoining 
blocks. Between the joints of the adjacent blocks are placed strips &, of tar-paper or 
other suitable material, in the following manner : After completing one block, a, I 
place the tar-paper 6 along the edge where the next block is to be formed, and I put 
the plastic composition for such next block up against the tar-paper joints, and pro- 
ceed with the formation of the new block until it is completed — ^in this manner I pro- 
ceed until the pavement is completed, interposing tar-paper between the several 
joints, as described. The paper constitutes a tight water-proof joint, but it allows 
the several blocks to heave separately from the efiects of frost, or to be raised or re- 
moved separately whenever occasion may arise, without injury to the adjacent blocks. 
* * * * [In such cases where cheapness is an object the tar-paper niay be 
omitted, and the blocks formed without interposing anything between their joints, as 
previously described. In this latter case the joints soon fin up with sand or dust, and 
the pavement is rendered sufficient tight for many purposes, while the blocks are de- 
tached from each other and can be taken up and relaid, each independent of the ad- 
joining blocks.] 

The claims are — 

1. A concrete pavement laid in detached blocks or sections, substantially in the. 
manner shown and described. 

2. The arrangement of tar-paper, or its equivalent, between adjoining blocks of 
concrete, essentially as and for the purpose set forth. 

On February 2, 1875, the plaintiff disclaimed the portions included 
in brackets, and in his disclaimer also said : '< Your petitioner hereby 
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disclaims the forming of blocks from plastic material withoat inter- 
posing anything between the joints while in the process of formation.'^ 

In April, 1875, the bill in equity of the plaintiff against the defend- 
ant, alleging an infringement of said letters patent, and praying for an 
injanction and an account, was heard upon the pleadings and proofs by 
this court. 

It was clearly proved that the defendant had made and laid the pave- 
ment described in the patent, except that he had substituted tin-foil 
between the joints in lieu of tar-paper. An attempt was made to show 
that the invention had been anticipated by other manufacturers of con- 
crete pavement in this country, which attempt was unsuccessful. 

The American patent of Horace P. Russ, dated March 14, 1848, and 
the English patent of John Little, dated April 29, 1864, were also relied 
upon by the defendant as anticipatory of the plaintiflPs invention. The 
Russ invention consisted of a foundation pavement of concrete, which 
was afterward to be covered with ordinary stone flagging. This sub- 
pavement of concrete was divided in places where it covered a sewer 
or drain into panels, by bars of iron forming crosses united by an eye- 
bolt with a ring in the head of each bolt. When repairs were to be 
made upon the sewer the panel could be lifted without injury to the 
rest of the concrete, by suitable appliances attached to the ring. 

The Little patent was for a metallic frame- work, filled in with con- 
crete blocks. Neither device had substantial similarity to the pave- 
ment of the plaintiff. 

As the novelty of the plaintiff's invention was not disproved, and as 
the infringement was manifest, a decree was rendered directing an in- 
junction and an accounting before a master. 

The plaintiff has now filed a motion for attachment claiming that the 
defendant is violating the injunction and the patent by the construction 
of the pavement which is hereafter described. 

As the parties were at issue upon the manner in which the pavement 
was constrqcted, a reference was directed to a master to find the facts, 
who has reported as follows : 

The groand was prepared by grading to four inches below the final and completed 
surface of such pavement. Upon the surface of the ground so graded were placed 
wooden frames or mold-boards four inches in height or thickness. In such frames or 
mold-boards were first formed the one-half of the proposed diamond-shaped blookay 
the said frames were then removed back, so that their points of separation rested 
against and accorded with the points of the half-blocks of pavement already laid, 
then making, by means of the sides of the two completed half-blocks and the two 
sides of the frames or mold-boards, the shape for the diamond-shaped block to be made 
by the next operation. The materials used and the manner of using them were as 
follows : A lower course upon the ground, as graded, was laid, composed of one part 
of cement, three parts of sand, and two parts of gravel or broken stone (none of the 
particles of gravel or broken stone exceeding two inches in diameter). This lower 
course was laid to the depth of three inches and tamped down. Before the second 
block is then laid, in its lower course, the lower course of the first block is allowed to 
become ** well set." After the lower layer has been thus laid to within one inch of the 
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final surface, the opper layer is then pat on, which upper layer consists of one part of 
cement and one part of fine sand, snch upper layer being put upon the first formed 
block first, and shortly after such first block had been made with the bottom layer 
thereon. The top layer of cement and sand was then placed upon the bottom layer of 
the second block up to and against the top layer of the first block, and the laying of 
the pavement was then continued. After the laying of the two adjoining blocks, and 
while the upper material for the second block was in a soft or plastic state, a trowel 
or other similar instrument was inserted between the top layers of the first and sec- 
ond block through the upper layer for the purpose of making a separation or joint 
between them thus making what is commonly known and designated as a block 
pavement. It is conceded that this description of the method in which the pave- 
ment is made is correct. 

The question at issue between the parties is whether a pavement con- 
structed in the manner described is an infringement of the patent. 
That the defendant's pavement is constructed of separate layers of 
coarse and fine cement I do not regard as material. The upper layer is 
divided into blocks by the insertion of a trowel after the separate sec- 
tions have been made in the frame and while the concrete of the second 
block is still plastic. The defendant thus makes a block pavement, 
which can be taken up, so far as the blocks into which the top layer is 
divided are concerned, without injury to the adjoining blocks. The 
pavement possesses the advantages of the plaintiff's invention. 

The plaintiff forms his joints by the permanent interposition of some 
material between the blocks, which material also serves in some degree 
to make a tight joiut. The defendant forms a joint by the insertion of 
a cutting instrument between the blocks and then removing the instru- 
ment, leaving the joiut an open one for the time. 

The question between the parties becomes one of construction of the 
patent. Is the patent confined to the making of the joints by the per- 
manent interposition of s'ome material between the blocks, or does it 
embrace the making of the joints by the temporary interposition of a 
cutting material while the pavement is in process of formation ? For 
the purpose of determining this question, it is necessary to ascertain the 
actual invention of the patentee. 

It was manifest upon the former hearing of this case that the old 
methods of laying cement or concrete pavements were in sections, be 
tween joists or frames, without any attempt to divide the pavement into 
blocks. The pavement was a uniform surface of concrete, subject to con- 
traction and expansion from natural causes, and when it became cracked 
through the agency of frost, was not easily repaired. The improvement 
and tlie invention consisted in dividing the pavement into blocks^ so that one 
block might he removed and repaired without injury to the rest of the pave- 
ment. Although this improvement, however effected, whether by the 
insertion of a trowel or by the permanent interposition of some other 
means of separation between the blocks, now appears to have been a 
simple invention, yet it was one which the history of the arts shows to 
have been previously unknown, and to have been of practical impor- 
tance, and to have been received with much favor by the public. 
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The plaiotiff supposed tbat his inveation incladed a block paveooient 
in which the blocks were formed either with or without the interposition 
of something between the joints. He subsequently ascertained that he 
was mistaken, and that the pavement was not divided into blocks with - 
out the interposition of some material to form joints. The discovery of 
this fact led to his disclaimer, wherein he disclaimed the forming of 
blocks from plastic material without interposing anything between the 
joints. This disclaimer left the patent for a pavement wherein the 
blocks were formed by the interposition of some separating material 
between the joints, and in the specification he has described tar-paper 
or its equivalent. 

A strict construction of the patent would limit the patented invention 
to the permanent interposition of the equivalent material, but such a 
construction would be a limitation of the actual invention. The method 
adopted by the defendant accomplishes the substantial results of the 
plaintiff's invention in substantially the same way in which they are at- 
tained by the plaintiff. The differedce in method is that the material is 
not permanently interposed between the blocks, and this leads to the 
only difference and result, which are, that the defendant's method leaves 
an open joint instead of the tight joint of the plaintiff, which is not the 
material part of the plaintiff's invention. The material part was to 
make a cement pavement separated into blocks by joints. This was the 
end to be accomplished by each party. 

Inasmuch, then, as the plaintift''s actual invention is substantially re- 
produced by the defendant, and there is substantial identity in the 
means by which the material portion of the result is accomplished, I 
am of opinion that the mode of operation which the defendant has 
adopted is within the proper limits of the patent and is included within 
the first claim. 

The well-known and just principle of the courts of this country is 
that a liberal construction is to be giveh to the language of all patents 
and specifications, ut res magis valeat quam pereaL In pursuance of 
that rule, " the technical claims of a patent are to be construed with 
reference to the state of the art, so as to limit the patentee to, and give 
him the full benefit of, the invention he has made." {Estdbrooh vs. 
Dunbar, 10 Patent Office Gazette, 909.) 

It was well understood by both parties upon the argument that the 
object of the motion was not to mulct the defendant in damages, but 
to obtain a decision in regard to the extent to which the plaintiff was 
to be protected in the enjoyment of his patent, which had been decided 
to be valid and to have been infringed. I am of opinion, from all cir- 
cumstances which are disclosed in the affidavits and the testimony be- 
fore the master, that there has been a studied attempt on the part of 
the defendant to obtain the benefit of the plaintift''s invention. But I 
am not disposed to impose a severe fine in view of the fact which has 
been stated. Digitized by vjuu^ic 
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The motion is granted, and a nominal fine of fifty dollars, in addition 
to a sum equal to the fees of the master upon this reference, is imposed 
upon the defendant, to be paid to the plaintiff as partial indemnity for 
his expenses. 



[United States Circuit Court— ^orthera District of Xew York.] 

PAUL DENNIS vs. WALDBN EDDY AND ABRAM EEYNOLDS, 
Survivors of SAMCJEL LANGDON. 

O. G., vol. xi, p. 833. 

In Equity^Be/ore Johxson, J.—D&eided March 22, 1877. 

BEGRRE. 

Johnson, C. J. : 

This cause coming on to be heard upon the pleadings and evidence, 
and it being suggested that the defendant, Langdon, has died since this 
action was commenced, and after hearing E. F. Bullard, counsel for the 
complainant, and E. Cowan, counsel for the defendants, and the court 
having duly considered the same, and being of the opinion that the 
complainant was the first and original inventor of certain new and useful 
improvements in shovel-plows, not known or used before, as described 
and claimed in his patent bearing date June 19, 1866, adjudges and de* 
crees that the defendants, and each of them, have infringed the said 
patent in making and vending shovel-plows with wings, embracing the 
invention and- improvement covered by said letters patent. 

And it is further adjudged that the wings upon the mold-board of the 
plow, made by the defendants and marked " Complainant's Exhibit T, 
Dennis," and referred to in .the complainant's evidence, are in substan- 
tial accordance with the specifications annexed to said patent, and are 
an infringement of the rights secured to the complainant by said patent 
dated June 19, 1866, referred to in said complaint. 

And it is further adjudged and decreed that the said defendants, 
their agents and servants, and each and all of them, be restrained and 
enjoined from making, vending, or using, or in any manner disposing 
of shovel-plows, or mold-boards for such plows, embracing the inven- 
tions and improvements described in said letters patent. 

And it is further adjudged and decreed that this cause be referred to 
E. W. Paige, of Schenectady, as special master, to ascertain and report 
the number of shovel-plows made, and the number sold by the defend- 
ants, or either of them, with steel wings of the form mentioned in said 
^'Exhibit T — Dennis," or substantially of the form covered by the said 
patent, and the damages the complainant has sustained, and the profits 
derived by the defendants, or either of them, by reason of such infringe- 
ments. 

And, upon the coming in and confirmation of the said report, that said 
complainant have a decree and execution for the amqi^jibfoukuAjtapcbim, 
and also for the costs of this suit to be taxed. 
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[Supreme Court of the United States.] 

JOHN ROBERTSON, CHARLES C. MARTIN, AND AUSTIN H. 
SMITE, Appellants, vs. ELI W. BLAKE. ELI W. BLAKE, Ap 
PELLANT, V8. JOHN ROBERTSON, CHARLES C. MARTIN, and 
AUSTIN H. SMITH. 

O. G., vol. xi., p. 877. 

AppeaU from the Circuit Court qf the United Statea f<tr tJie Eastern District of Xew York.— Decided 

October Term, 1870. 

The patent granted to Eli W. Blake for a stone-breaker, June 15, 1358, reissued Janu- 
ary 9, 18CG, and ^tended June 15, 1872, is not anticipated by the earlier patent to 
Hobbs and Brown for '^ improvements in the application of well-known mechanical 
means for the puri)ose of crushing ice," and to Hamilton for "crushing and grinding 
quartz or other substances," they not containing any of the essential elements of 
Blake's invention. 

The substitution for one part of the operating mechanism of a combination the equiva- 
lent of that omitted does not avoid an infriugemeut. 

When an original machine and an improvement upon it are both patented, neither 
patentee can use what does not belong to him without the requisite authority from 
the owner. 

The complainant was found entitled to nominal damages only, the burden of proof being 
upon him, and it appearing that the proof was meager and indefinite, but four ma- 
chines made, no established license fee, the profits made being due in part to inven- 
tions covered by other patents, and no distinction made between profits accruing 
from the use of complainant's invention, and that from the other inventions and 
manufacturers' profits. 

Mr. Justice Swayne delivered the opinion of the court : 

These are cross-appeals in the same cause. Both involve questions 
in mechanics. These being determined, the legal propositions which 
apply are so well settled as to admit of no controversy. 

A patent was granted to Blake on the loth of June, 1858, by the 
United States, for a stone- breaker. On the 9th of January, 18C6, the 
same authority reissued the patent to him, with amended specifications. 
It was extended on the 15th of June, 1872. The bill in this case is 
founded upon the latter patent. It charges infringement. 

The answer avers that the machine described is of no practical utility, 
denies the novelty of the invention, and also the alleged infringement. 

The description in the specification sets forth three things as the 
essential characteristics of the machine : 

(1 ) Two jaws within which the stones are to be broken. Their faces are 
to be so nearly in an upright position that the stones will descend between 
them automatically. The jaws are to be so far convergent that the in- 
terspace at the top will be suflQcient to receive tl^e stones, and that at 
the bottom only such as will allow the fragments to escape when broken 
of the required size. 

(2) A revolving shaft driven by steam or other motive power, impart- 
ing to one of the jaws a continual vibratory moven^^i^^j^Qaft^lpgHJ alter- 
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nately to approach toward and recede from thB other jaw, throagh a 
short and definitely-limited ispace, so that, when a stone is pat in, the 
movable jaw will advance and crash it, then receding liberate the frag- 
ments, which again descend, and, if too large, are rearrested and crashed 
again, and so on until the fragments have passed oat throagh the open 
space at the bottom. The distance between the jaws is to be adjustable 
at pleasure, so that the stone can be broken of any desired size. 

(3) A fly-wheel is combined with the revolving shaft and movable 
jaw for the purpose of rendering the strain upon the power more equal. 

The claim is for — 

A combination of a stone-breaking machine of upright converging jaws with a re- 
volving shaft and mechanism imparting a definite reciprocating movement to one of 
the jaws from the revolving shaft, the whole being and operating as set forth. 

The combination, in a stone-breaking machine, of the upright movable jaw with the 
revolving shaft and fly-wheel, the whole being and operating as set forth. 

In combination with the upright converging jaws and revolving shaft, imparting a 
definitely limited vibration to the movable jaw, so arranging the jaws that they can 
be set at different distances from each other at the bottom, thus producing fragments 
of every desired size. 

A moment's glance at the model furnishes a sufficient answer to the 
objection of the want of practical value. It would be passing strange 
if a machine of that character could have gone through the severe con- 
flicts of litigation which this patent has encountered and have come 
forth victorious from every contest. It has proved equal to every ordeal 
to which it has been subjected. The number sold by the complainant, 
as shown by the record, is conclusive upon the subject. 

The patent to Hobbs & Brown of the 4th of September, 1849, and the 
patents to Hamilton of the 30th of January, 1854, and the 5th of Janu- 
ary, 1855, antedate the patent to Blake. It is insisted that each of them 
is for a machine substantially the same with the one described in Blake's 
patent, and that they are fatal to his claim of the requisit.e novelty of 
his alleged invention. 

The machine of Hobbs & Brown is for — 

Improvements in the application of well-known mechanical means for the purpose 
of crashing ice. * * » The improvements consist in applying a hopper with one 
diagonal fixed side and two paraUel sides to contain the ice, and compressing the ice 
by a movable fourth side, the fixed diagonal side and moving side having within them 
dental projections cat or cast on, to operate downward and prevent the ice from rising 
in the hopper when compressed, and also to enter and split the ice. 

The machine is operated "by the combination with these parts of a 
lever fitted with an eccentric or cam-formed point.'' 

There is in this description neither of the ingredients nor the com- 
pound of the Blake machine. Every element and the combination are 
both wanting. There is no mention of the converging adjustable jaws, 
of the revolving sliaft, nor of the fly-wheel. The differences are as 
marked in the mode of operation as in the structural elements of the 
machine. Digitize 

The Hobbs & Brown machine does its work by the downward and 



268 DECISIONS OP U. S. COURTS IN PATENT CASES. 

sweeping movemeut of the jaw and the grasping and splitting by the 
teeth. The motive power is supplied and applied by a hand-lever, which 
gives a motion irregular and varying with the varying exigencies of the 
ice daring the process to which it is subjected. 

The Blake machine performs its functions by the short, regular, and 
unvarying vibrations of the smooth-faced adjustable jaw driven without 
intermission by the revolving shaft. 

It is obvious that the Hobbs & Brown machine could not be applied 
with effect to the purpose of breaking stones without essential changes 
of principle and details. 

Hamilton's machine was ^'^for crushing and grinding quartz or other 
substances.'' 

la the specification annexed to his original patent, he says : 

My invention consists in the use of a cylindrical nnt or pestle in a similarly-formed 
basin, the pestle having a partial rotary and crashing motion commnnicated to it by 
means of a lever attached thereto. 

A is a basin, the lower part of which is made circnlar, and the sides parallel to each 
other. I h are flat ends or heads secured to the basin by bolts. C is the shaft carrying 
the cylindrical pestle d, E is a lever attached to or formed with the pestle d, the npper 
end being connected by a joint, 2, to a pitman, passing to a crank, eccentric, or other 
suitable mechanical contrivance to give the arm E an oscillating movement, and the 
pestle a partial rotary motion on its shaft C. 

The claim of this patent is for — 

The means herein described and shown for crnshing and grinding metaUio ores, con- 
sisting of the cylindrical pestle d, provided with grooves in its npper part to crack the 
lumps of ore and set a shaft, C, on which it has a partial rotary motion, and operating 
in connection with the basin A, in which said' pestle moves to grind the ore into pow- 
der by the gradual approach of the sides of said basin to the cylindrical pestle, said 
pestle being also provided with a scraper or agitator, 5, in its lower surface, to operate 
as specified. 

The second patent is declared to — 

Consist in providing means for keeping the pestle down with sufficient force to pul- 
verize the material operated on, and also to prevent the pestle from grinding too finely, 
i. 6., to furnish material for simply cracking the ore or other material into small lumps 
of any desired size instead of grinding the same to a powder, thereby adapting the 
machine to different characters of metallic ores or other substances. 

We have here no reflex or embodiment of either of the ideas that found 
expression in the Blake machine. The converging jaws, the revolving 
shaft, and the fly-wheel, are all wanting as in the Hobbs & Brown ma- 
chine. Instead, there is a cylindrical nut or pestle, having a partial 
rotary and crushing motion communicated to it by means of a lever 
attached thereto. The pestle rotates on a central axis within an eccen- 
tric concave. The work is done by this pestle. There is nothing of the 
vibratory motion of a movable jaw, alternately advancing and receding, 
as in the Blake invention. 

The difference is not that of mere mechanical equivalents. It is radi- 
cal and goes to the essence of the organism. These c^siderations are 
so obvious that further remarks upon the subject are unnecessary. 
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The proofs show that but two of the Hamilton machines were ever 
made. Practically the invention was abandoned. 

This brings us to the question of infringement. 

There are numerous points of similarity, and, indeed, of identity, in 
the respondent's machine which are not controverted. It is for breaking 
stone. It has two upright jaws for this purpose, one fixed and the other 
movable. The jaws converge. The breaking is effected by the converg- 
ence. The movable jaw alternately approaches toward and recedes 
from the fixed one. This movement is produced by a short and power- 
ful vibratory motion communicated by a revolving shaft with a fly-wheel 
upon it. There is an opening at the upper end of the jaws where the 
stones are received and one below where they are discharged. 

The only point of diversity insisted upon by the respondents is that 
the vibratory movement in the Blake machine is limited and unvarying, 
while in the machine of the appellants it is not of this invariable 
character. 

In the Blake machine the movable jaw receives its movement from 
the revolving shaft through iron rods and levers. In the respondents' 
machine it is communicated from the revolving shaft through a confined 
column of water. 

In the appellants' model the revolving shaft is not shown. In their 
machine it works the plunger of the pump from which the water is con- 
veyed to a cylinder behind the movable jaw, whence it is applied to 
that jaw by means of a ram, the ram taking the place of the piston in an 
ordinary engine. Thus the vibrating arm, the toggle, the toggle-joint, 
and the pintles in the Blake machine are dispensed with, and their place 
supplied by the hydraulic arrangements we have described. 

What is so employed in the appellants' machine is the obvious and 
exact equivalent of what is so dispensed with in the Blake machine. 
The liability of the packed joints to leakage is a serious objection to such 
use of water. Any considerable leakage would stop the machine. It 
could not be used while that condition existed. Constant care and vig- 
ilance are necessary in such cases to prevent the frequent occurrence of 
this evil. Water does not escape from a safety-valve with the same 
celerity or effect as steam. 

The Blake machine has a decided advantage in the greater simplicity 
and cheapness of its equivalents. 

It is difficult to resist the conclusion that the change had no motive 
or purpose but evasion. 

If there be no extraneous obstruction, the vibratory motion will be 
exactly the same in both cases. If there be such obstruction, the safety- 
valve in the appellants' machine might possibly be brought into use with 
good effect. But if this were so, the valve would be only an addition 
and an improvement of the machine. The valve, therefore, is, in any 
view, quite immaterial to the inquiry we are pursuing. /-./-..-T.^ 

Where an original machine and an improvement upon it ai^e both 
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paten ted^ neither patentee can use what does not belong to bim with- 
out the reqnisite authority from the owner. The appellants having 
embodied all the ideas of Blake's invention in their machine, the valve 
which supplemented it, whether good or bad, is outside of the case, and 
cannot affect the result 

We think the infringement is clearly made out. 

It remains to consider the question of damages. A few remarks 
upon that subject will be sufficient. 

The proof is meager and indefinite. 

The infringers made but four machines. 

No license fee charged by the complainant is shown. The burden of 
proof rests upon him. Damages must be proved ; they are not to be 
presumed. The complainant made a profit of forty dollars an inch on 
the width of the jaws of the numerous machines he had sold. 

But inventions covered by other patents were embraced in those 
machines. It was not shown how much of the profit was due to those 
other patents, nor how much of it was manufacturer's profit. The com- 
plainant was, therefore, entitled only to nominal damages. This the 
court gave him. It was all the state of the evidence warranted. It 
would have been error to give more. 

The decree of the circuit court is affirmed. 

The costs of each appeal are adjudged against the party taking such 
appeal. 



[United Stateci Circuit Coart— District of Maasachasetts.] 

CHARLES E. ASHCROPT vs. WILLIAM HOLLISGS. 

O. G., vol. xi, p. 879. 
In Equity.— Before Shbplet, J.— Decided AprU 13, 1877. 

The patent for a lamp, can, or barrel, packed in part with an absorbent or finely gran- 
ulated material, and over them a body of wire-ganze or perforated thin plate, either 
rolled up like paper scrolls or put flat together like book-leaves, is not infringed by 
the use of a lamp containing cotton covered with a layer of asbestus or porous fire- 
proof cement, and covered with one thickness of wire-gauze. 

The invention patented to William Beschke, August 14, 1866, includes as a necessary 
ingredient wire-gauze or perforated thin plate in the form of scroUs or of layers like 
the leaves of a book. 

OPINION OP THE COURT. 
SHEPLE Y, J. : 

The defense in this case is based upon the alleged want of novelty in 
the invention described in tlie letters patent granted to William Beschke 
and others, August 14, 1866, No. 57,245, <» for an improved method of 
using explosive fluids for the production of light and heat," and also 
upon a denial of any infringment of the Beschke patent. The question 
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of iiifringemeiit depeuds apon the construction to be given to the 
Beschke patent. 

Iii view of the state of the art at the date of the patent, as well as 
upon what is clearly described in his specification and claimed in his 
claims, it appears to be clear that the invention of Beschke is described 
and claimed as consisting in a lamp, or can, or barrel, packed in part 
with an absorbent or finely granulated material (excluding sand and 
including saw-dust, cotton, beads, shot, gravel, asbestus, and their 
equivalents), and over them " a body of wire-gauze or perforated thin 
plate, either rolled up like paper scrolls or put flat together like book- 
leaves.'' 

The defendant sells a lamp for heating purposes, manufactured under 
letters patent issued to Thomas W. Houchin, May 4, 1875, called 
Houchin's patent pocket cook-stove. The lamp is made of metal, and 
is filed with cotton covered with a layer of asbestus, or of porous fire- 
proof cement of which asbestus is an ingredient. The upper opening 
is covered with one thickness of wire-gauze. There is no tube as dis 
tingnlshed from the body of the lamp, and there is no << body of wire- 
gauze or perforated thin plate, either rolled up like paper scrolls or put 
flat together like book-leaves." 

Wherever in the Beschke patent wire-gauze or perforated thin plate 
is alluded to, it is in the form of a scroll or of layers, like the leaves of 
a book, and after constantly repeating this description throughout the 
patent, and never using the words without some description of a scroll 
or layers, except in one instance, and then ^^ wire-gauze combined and 
shaped as mentioned," the patentee adds, ^^I disclaim also the sim- 
ple use of mere wire-gauze or perforated thin plate not rolled up like 
paper scrolls or put flat together like book-leaves." The wire-gauze or 
perforated thin plate, described in the claim of the Beschke patent, must 
be construed as referring to wire-gauze or perforated thin plate rolled 
up like paper scrolls, or put flat together like book-leaves, as described 
in the specification, and upon this construction of the claim in the patent 
the defendant does not infringe. 

Bill dismissed with costs. 



[United States Cirouit Court— Northern District of Illinois.] 

HERMAN VOQLER vs. EDWARD SEMPLE. 

O. a, vol. xi, p. 923. 

In Equity.-^B^ore Blodoett, J. 

The claim in a patent mnst be for something described in the specification, so that any 
person of ordinary mechanical skill, or skill in the art covered by the patent, can, 
from the specification, make a mechanism which will contain the claim. 

The purpose of a reissue is to enable one to secure what he was entitled to in his orig- 
inal patent, but, through inadvertence or mistake, did not obtain ; but it cannot be 
made the means of covering anything which was not in the original invention. 
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The novelty of a patented invention is not impeached by a prior patent which did not 
originally describe the invention^ bat has since been enlarged by reissue so as to 
include it. 

Any device which secures substantially the same results as the patentee's, by the same 
or equivalent mechanism, is an infringement. 

MuNDAif 4& EvARTS for complainan^ 

N. C. Gridley for defendant. 

Blodoett, J.; 

This is a bill ia equity for an itijanctioD, and an accoant of profits 
and damages for an alleged infringement of a patent granted by the 
United States to the complainant, Jannary 11, 1867, for an " improve- 
ment in trunks," being a reissue of an original patent to the same sub- 
stantial purport, dated October 6, 1874. 

The answer denies the infringement, and also denies that complainant 
is the original and first inventor of the device set forth and claimed as 
new in his original and reissued patent. 

^Complainant's patent is for a removably-hinged tray in the body of a 
trunk; the parts being so arranged and combined as to admit of the 
ready removal of the tray fron^ the trunk, and yet so adjusted as to al- 
low the tray to be turned up on its hinges, into, or against, the cover or 
top. This is accomplished by the peculiar form of the hinge, one leaf 
of which is permanently fastened to the tray, and the other so arranged 
as to be inserted in sockets, which are firmly fixed to the back wall of 
the trunk ; the whole being so arranged as to admit of a ready removal 
of the hinged tray from the trunk, and so adjusted as to allow it an up- 
and-down play. 

Three obvious advantages are obtained by this hinged removable 
tray: First, the ready removability of the tray from the trunk when de- 
sired ; second, such a combination or arrangement as shall make the tray 
removable by a straight vertical lift, so as not to disai|:ange the con tents ; 
third, the free up-anddown play or movement of the tray, so that it will 
readily adjust itself to the pressure from the contents above or below: 
this latter is accomplished by giving such length to the loose or free 
leaf of the hinge as may be necessary to attain the result. 

There is no evidence in the case that any one had ever so hinged a 
tray in the body of a trunk as to permit of its removal, or to give a tray 
the peculiar characteristics of complainant's device. . 

In 1866, one Plumer obtained a patent for a tray removably hingea in 
the lid of a trunk. His original device, however, had none of the pecu- 
liar characteristics of complainant's tray. His claim was — 

* ** Attaching the tray C to the npper portion of the trunk by means of slots and 
pins, substantially as described. 

He does not describe a device capable of being applied to the body of 
a trunk, so as to produce a removably-hinged tray like complainant's. 

Between the issuing of the patent sued on and the commencement of 
this suit, one Eomadka (who is defendant's vendor, and, as it was stated 
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on the trial ami uot denied, is defending this suit) obtained an assignment 
of the riuuier patent, and has had a reissue. And in this reissue, dated 
March 21, 1876, he is allowed two claims: 

1. A trunk provided with a removably-hinged compartment-tray. 

2. A trunk, and in combination therewith a Compartment-tray removably hinged by 
meanB of socket-bearings D attached to the trunk, and pins attached to the compart- 
ment-tray, sabetantially as herein described and for the purpose set forth. 

The hinge described in the reissue patent is the same as in the orig- 
inal. And while the first claim allo\^ed iu the reissue ia for '<a trunk 
provided with a removably-hinged compartment- tray," yet there is no 
description or specification by which we are taught how to place a re- 
movably-hinged tray in the body of a trunk. The whole description 
refers to placing the tray in the lid, and nowhere else. 

It is well understood by all patent lawyers that the claim must be for 
something described in the specifications, so that any person of ordinary 
mechanical skill, or skill in the art covered by the patent, can,*from the 
specification, make a mechanism which will contain the claim. Now, 
here is nothing in this Plumer reissue which tells how to put a remova- 
bly-hinged tray in any part of the trunk, except the lid. It does not 
describe how it could be adapted to the body, nor any provision for any 
other hinge than the pintle and socket hinge. The general principle 
involved in all reissues is, that there can be nothing given in the reissue 
which was not in the original specifications or drawings, although some 
minor amendments have been at times allowed in the original specifica- 
tions or drawings, for the purpose of more accurate and specific descrip- 
tion ; that is to say, the reissue cannot be made to cover anything which 
was uot in the original invention. The only purpose of a reissue in to 
enable one who has, by a mistake or inadvertence, not taken what he 
was entitled to in his original patent to obtain it. The reissue was only 
intended tocover omissions of the Patent Office, or of the inventor, in not 
claiming that to which he was entitled as an inventor. It therefore seems 
very clear to me that the defendant takes nothing for the purposes of 
this case by his reissue. Indeed, it is hard for me to understand how 
the broad claim, number one, could have been allowed under the specifica- 
tions in the original or reissued patent, it being manifest that Plumer 
only intended to describe and patent a device for hinging a tray in the 
top of the trunk by his particular pintle and socket hinge. This being 
all the proof as to prior use, I have no difficulty in arriving at the conclu- 
sion that the defense, for want of novelty, is not made out. 

As to the question of infringement, the proof shows that defend- 
ant has sold a trunk with a removably-hinged tray in the body of the 
trunk. His tray responds in a degree to all the peculiar qualities of com- 
plainant's tray; that is, it is removably hinged, so as to admit of being 
taken out by a straight vertical lift, and is adjustable^ iu a degree, to 
the contents of the trunk above or below. He does not use the specific 
form of hinge de^jtcribed by complainant, but complainant does not con- 
18 I) 
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fine himself to any particular form, reserving the right to adopt any 
hinge which will give the substantial results claimed for his device. 

The question is, Does complainant's patent protect him in the exclu- 
sive right to hinge a tray in the body of a trunk so as to secure the 
results obtained by hi^ device, or is he limited to the special mechan- 
ical devices by which those results are obtained ? 

I am of opinion that, as there is no evidence that any one ever made a 
removably hinged tray in the body of a trunk, complainant is entitled to 
the broad claim allowed him in his patent, for — 

1. In a trunk, and in combination therewith a tray, removably hinged in the body of 
the Kaid trunk, substantially as and for the purposes set forth. 

2. In a trunk, a compartment-tray, provided with the strap-hinges in combination 
with sockets attached to the back and inside of the trunk-body, substantially as de- 
scribed, for the purpose of removably hinging the tray. 

That is to say, any device which secures substantially the same results 
as complainant's, by the same or equivalent mechanism, is an infringe- 
ment on complainant's patent. The defendant does not use Yogler's 
strap-hinge and socket, but in place of it he uses a hook and socket or 
roller and socket — not the pintle and socket of Plumer, but a hook 
attached to the back wall of the trunk and a roller fastened to the 
back and upper edge of the tray, so as to engage with and rest upon 
the hook, the two when in juxtaposition making a hinge which performs 
the substantial functions of complainant's hinge, except that for lack of 
the elongated strap it is more readily disengaged ; but when the parts 
are together, it operates in all essential particulars as the equivalent 
of complainant's strap-hinge. I am, therefore, of opinion that defend- 
ant's tray is, in all its material features as a removably-hinged tray, an 
infringement of complainant's patent. 

The defendant's hinge is, as above stated, a roller hook or bar, project- 
ing from the back of the tray, and lying parallel therewith, and a socket* 
like lip or catch fastened to the back wall of the trunk. The bar drops 
upon the lip to make the hinge. It will be readily understood that, upon 
lifting the tray, the parts of this hinge are separated at once, while in 
Yogler's strap-hinge the parts remain engaged until the strap is lifted 
entirely put of the socket. It is in eflfect the same as the Vogler, if you 
should cut off the Yolger strap very short *, so that I can have no doubt 
that the defendant's method of hinging the tray is a method substan- 
tially equivalent to the Yogler method. And while Yogler may not be 
in a position to invoke the broadest doctrine of equivalents, yet he is in 
a position to invoke the doctrine to this extent, at least, that he is en- 
titled to the method of hinging the tray in the body of a trunk by his 
mechanism, or any mechanism operating substantially like his, and which 
produces the same results. 

The doctrine of equivalents in this respect has been elucidated very 
fully and clearly by the Supreme Court in the tnckcreaser cases recently 
decided, and which went up from his honor Judge Drummond. The 



DECISIONS OF U. S. COURTS IN PATENT CASES. 275 

extent to which a patentee is entitled to invoke the doctrine of equiva- 
lents is there very ably and clearly discussed, and I think I am entirely 
within the rule in that case when I say that I have no doubt but that 
the defendant in this case has infringed upon the Vogler patent by the 
adoption of the hinge which is now before me. 

There will be a decree for the complainant, with a reference to the 
master to take proof and report as to damages. 



[United States Circait Court— District of Counecticat. J 

KICHAPwD P. BEUFF, Trustee, vs. WILLIAM A. IVES. 

O. G. vol. xi, p. 924. 
In Equity.— B^ore Shifmam, J.— Decided April 12, 1877. 

The invention secured to James Swan in his reissued patent of October 21, 1S73, con- 
sisting of the method and means for forming auger-lips thus described, is not antici- 
pated by the patent to Ransom Cook, inasmuch as the former bends and swages or 
draws out the lips, while the latter merely twists or bends them. 

Swan's invention consists, generally, in the combination of the two sets of dies holding 
and forming, so that the action of the rotating forming-dies upon the lips clamped 
by the griping-dies may upset and form the lips. 

Claims are to be construed in connection with the specification, and in view of the 
actual invention and of the state of the art. 

Although the patented dies might be used in connection with a previous machine, that 
fact does not permit their unauthorized use, the dies being new in themselves. 
Thomas L. Lfvermore and Benjamin F. Thurston for plaintiff. 
Charles R. Ingersoll and John S. Beach for defendant. 

Shipman, J. : 

This is a bill in eqaity, charging an infringement by the defendant of 
reissaed Letters Patent No. 5,624, dated October 21, 1873, which were 
issued to Kichard P. Bruff, assignee of James Swan, for an improve- 
ment in machinery for manufacturing curved or gage-lip augers. The 
original patent was issued to said Swan on June 9, 1868. Since the 
suit was brought the patent has been assigned by the plaintiff, and no 
injunction is now asked. 

In the manufacture of augers, the end of the bit-blank is first cut out 
into a trident-like shape, and the body of the blank is then twisted into 
the form of an auger. The central prong at the end of the blank be- 
comes the pivot of the auger, and the two other prongs become the 
floor-lips or cutting-edges. Formerly, these cutting-edges were formed 
by hand. The operation of bringing or drawing the cutting-edges so as 
to start from the base of the screw, and to continue in a line with the 
axis of the thread upon the pivot of the auger, was a difficult one and 
required skilled labor. The patentee describes the object and nature of 
the invention as follows : n r . k ^ .i m i^^. ■ i 

Digitized by VjC?<k.>V l^ 
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In making augers or bits of the above description (viz, curved or gage-lip angers), 
it is necessary to leave a sufficient thickness of metal at the bit to admit of the point 
or screw being formed, after which the lips require to be reduced and brought to a 
knife-like edge at their cutting parts, which process is termed upsetting, and has 
hitherto been done by hand ; but the most skillful workman can scarcely obtain a per- 
fect form of cutters, and perfect uniformity in the two lips is rarely ever obtained. In 
my invention I employ griping or damping jaws, that grasp and firmly hold the anger- 
blank just above the lip, the jaws, being fitted to receive the helical threads of the 
auger blank, and, in connection with these jaws, swaging or drawing dies, to which is 
imparted a rotative movement while they are in contact with the lips of the blank, 
such rotative movement upsetting the auger-lips and forming them to shape against 
the griped dies. 

The machine consists, in general, of two jaws, connected at one end 
by a pivot, which have dies inserted in their opposite ends to receive 
and hold the screw portion of the anger while its cutters or lips are 
being operated upon. The specification describes the dies as follows : 
<'The upper surfaces of the dies B B are grooved or hollowed out to con- 
form to the desired shape of the lips or cutters, as shown at G O.'* An 
arbor is fitted upon the socket of a curved standard, which arbor ro- 
tates and moves longitudinally to and from the auger or bit. To the 
lower end of the arbpr the swaging or drawing dies are fitted. These 
dies act upon the lips or cutters of the bit when the arbor is moved, 
and the lips are drawn out to a thin edge against the ends of the jaws 
by the rotative and forward action of the swaging-dies. The mechanism 
by which the various parts are operated is fully described in the speci- 
fication ; but a sufficient description has been here given for the pur- 
poses of this case. 

The first two claims of the patent are alleged to have been infringed. 
These are — 

1. The combination of clamping-jaws, having dies formed to receive the screw- 
thread of an auger, with a rotative die for upsetting the auger-lips, the jaws and die 
acting in conjunction to draw the lips, and the combination being substantially aa 
shown and described. 

2. The described method or drawing of forming the lips of angers, the anger-blank 
being first clamped in jaws formed to receive the auger-screw (the lips extending 
beyond the jaws),. and the lips being then npset and drawn against the ends of the 
jaws by the rotative and forward action of a die, the ends of the jaws being formed 
to shape the lips under the action of the die. 

Infringement by the defendant of these two claims is not denied. 
The defense which was relied upon at the trial was want of novelty of 
the patented machine, resulting from the public use prior to the date of 
the invention of a machine made by Ransom Cook, and known as the 
Cook machine. ^ 

After the end of the blank had been cut or stamped into a trident- 
like shape, and after the body of the blank had been twisted, the Gook 
machine receives the bit-blank in clamping-dies, which fasten into the 
twist of the auger. A die, called upon the trial a forming-die, and by 
the mechanics who operated the machine called a wringer, being a 
transverse bar with a cavity in the center, and with a spiral incline oat- 
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side of the center, was tben brought forward in contact with the end of 
the central prong of the bit and rotated, by which rotation the two out- 
side prongs were twisted, so that they were very nearly at right angles 
with the axis of the blank. At this point the parties were at variance 
upon a question of fact, the defendant contending that, by this rotating 
and forward motion of the forming-die or winged bar, the upper lips or 
cutting-edges were substantially formed as in the Swan machine, and 
that the floor-lip was drawn out abreast of the central prong in a line 
with the thread upon the pivot of the auger. It was agreed that in the 
Swan machine, by the action of the swaging-dies upon the bit held in 
the clamping-dies, the floor-lips were drawn or rolled out, or plated out, 
and spread into their proper shape, and the cutting-edges were brought 
into line with the thread of the pivot. The plaintiff insisted that the 
action of the Cook wringer was nothing more than a twisting of the 
lips, and that subsequently the metal must be drawn into proper shape, 
and the proper position must be given to the lips by a hand operation, 
which required at least one or two reheatings and careful labor. 

I am satisfied from all the testimony that the primary object of the 
rotating action of the wringer was to twist the external prongs into a 
position from which lips could thereafter be formed, and that incidentally 
this rotating action upon the heated metal might have drawn the metal 
to a limited extent; but that, as a rule, it was necessary to take the 
blank from the machine, and complete the drawing out operation and 
the spreading of the metal and the adjustment of the lips in line, with 
a Jiammer upon the horn of an anvil, and that previously to this hand 
operation an additional twist was sometimes given to the lip with a 
pair of tongs after the blank had been taken from the machine, and 
that these hand operations were not resorted to merely to ^' true up" 
or to remedy occasional incompleteness in the effect produced by the 
wringer, but were resorted to in order to accomplish what the Oook 
machine was, from its construction, not able to accomplish. 

It will be remembered that it is necessary to draw the metal out in 
order to form a floor-lip, and that the cutting-edge must start from the 
base of the screw and continue in a line therewith. It is, therefore, 
necessary that the thin places at the root of the screw where the metal 
has been cut out must be corrected. This drawing process is effected 
in the Swan machine by the two dies coming in contact with the metal 
upon its opposite sides and the swaging and rolling action of the swag- 
iugdie. The under side of the metal rests on the holding-die, and the 
upper side is pressed upon by the rotating die, and the heated malleable 
iron is plated out and forced into shape by these two opposing surfaces 
acting together. In order to draw the metal forward into proper shape 
the under side of the lip should rest upon a beveled surface, and be 
supported by that surface, and there must be an opposing pressure upon 
the upper side, as well as a simultaneous forward movement. The Cook 
machine did not draw forward the lips, because there was no adequate 
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support on the ander side. The forming-die or wringer twisted the 
lips, bat did not press them against an opposing sarface, and by the 
simultaneous rotary motion draw forward the malleable metal. The 
superiority of the Swan machine consists in the form of the surfaces of 
the dies, against which the rotating dies press the metal. If the Swan 
dies were substituted for the Cook dies in the latter machine the plat- 
ing-out process could be accomplished, although it is very probable that 
the machine would not be practically successful. It thus appears that 
the Cook machine was not, in fact, an .anticipation of the Swan inven- 
tion. 

But the defendant insists that, inasmuch as the first claim of the 
Swan patent is for a combination of clamping-jaws, having dies formed 
to receive the screw-thread of an auger, with a rotative die for upsetting 
the auger-lips, the jaws and die acting in conjunction to draw the lips, 
and inasmuch as the dies upon the clamping-jaws are not particularly 
described, the claim is broad enough to include any dies which will 
draw or give shape to any portion of the lips, and that such dies have 
been clearly proved to exist in the Cook machine, which coact to some 
extent in giving shape to the lips. 

The object of the invention is stated in the patent to reduce and bring 
the lips by machinery to a knife-like edge at their cutting parts. The 
invention consists, generally, in the combination of the two sets of dies, 
so that the action of the rotating dies upon the lips clamped by the 
griping-dies may upset and form the lips. It is plain, from the descrip- 
tion, that the rotating dies are to act upon the metal upon the upper 
surfaces of the griping-dies, which upper surfaces are grooved or hol- 
lowed out, so as to conform to the desired shape of the lips or cutters. 

The first claim should be construed in connection with the specifica- 
tion, and in view of the actual invention and of the state of the art, and 
is for a combination of clamping jaws with the described dies and a 
rotative die, the two sets of dies so acting in conjunction as to draw — 
that is, to form into shape — the lips, and shaped relatively to each other, 
substantially as shown. The essential feature of this claim is that the 
described combination should so coact that the actual and necessary 
result should be to draw the lips, which result is to be attained in sub- 
stantially the same way in which it is accomplished by the patented 
machine, which is the drawing of the lips against the ends of the jaws 
by the rotative and forward action of a die, the ends of the two sets of 
dies being formed relatively to each other, so as to shape and not merely 
to turn over the lips under the action of the rotating die. If the jaws 
and die are shaped relatively to each other, so as to accomplish this 
result, they are within the patent, notwithstanding a variation in form 
from that which is described. The patent is not, therefore, broad 
enough to include the Cook mechanism, because the result of the coac- 
tiori of the Cook dies is not to form into shape oi;3.|)jljJ;^y<^^|^|^)8, but 
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is generally to twist the lips into a position from which they can subse- 
quently be drawn out into the proper shape. 

And although the Swan dies in the Cook machine might accomplish 
the drawing-out result, that fact does not permit their unauthorized use 
in the combination, because the Swan dies were unknown, and did not 
apparently exist previously to their invention by Swan. 

If the plaintiff is the exclusive owner of the mechanism described in 
the first claim, it is not denied that he has an exclusive right to the 
process described in the second claim. 

Let there be a decree in favor of the plaintiff for an accounting, and 
a reference to a master. 



[Supreme Coart of the United States. 1 

JOSHUA MERRILL, Appellant, vs. DAVID M. YEOMANS 
AND DANIEL J. GOSS, AS D. M. YEOMANS & GOSS. 

O. G., vol. xi, p. 970. 

Appeal from the Circuit Court of the Vnited States for ihe District of Massachusetts.— Decided October 

Term, 1876. 

A patent for a process is not infriuged by the sale of an article similar to that pro- 
duced. 

The claims in a patent are to be considered as distinct from the description contained 
in the specification, and as representing what part of the matter described the 
patentee claims as his invention, and for which he asks protection. 

Inventions or discoveries are usually improvements upon some existing article, process, 
or machine, and are only useful in connection with it. It is necessary, therefore, 
for an applicant to describe that upon which he engrafts his invention, as well as 
the invention itself. 

When the invention is of a new combination of old devices, it is necessary to describe 
with particularity all the old devices, and then the new mode of combining them. 

While it is essential that the specification should describe such matters, both old and 
new, as are necessary to an understanding of the invention, the claim must contain 
a distinct and specific statement of what the applicant claims to be new and of his 
invention. 

One who proposes to secure a monopoly of certain inventions at the expense of the 
public should set forth with clearness and precision the thing which no one but him- 
self can use or enjoy without paying him for the privilege of doing so. 

In a claim to " the above-described new manufacture of the deodorized heavy hydro- 
carbon oils suitable for lubricating and other purposes, free from the characteristic 
odors of hydrocarbon oils, and having a slight smell like fatty oil, from hydrocarbon 
oils, by treating them substantially as is hereinbefore described,'' the word " manu- 
facture " may be used to express the process or the product thereof, but when taken 
in connection with the words " by treating them substantially as is hereinbefore 
described," it renders the claim in effect to the netv mode of manufacturing hydrocar- 
lH>n oils hy treating them as hei'dnhefore described. 

The inventor of an article is entitled to protection therefor, however produced, and 
there is no reason why an applicant for a patent, if he had in his mind a claim for 
the article produced, should limit his claim by a description of the process. 

The courts are inclined to give a patentee the benefit of a liberal construction of the 
patent, and when it appears that a valuable invention has really been made, to up- 
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hold that which was inveDted, and which comes within any fair interpretation of 
the claim ; hnt w^hen there are three inventions desorihed, and hut two claims made, 
each of which is valid and for the invention descrihed therein, the court cannot give 
effect to the third invention, which the patentee has failed to claim. 
The developed and improved condition of the patent law, and of the principles which 
govern the exclusive rights conferred by it, leaves no excuse for ambiguous language 
or vague descriptions. The public should not be deprived of rights supposed to be- 
long to it without being told what it is that limits these rights. 
The interests of the public demand that the claims in a patent should clearly and dis- 
* tinctly define and limit the actual invention claimed by and secured to the pat- 
entee. 

Mr. Justice Miller delivered the opinion of the court : 

The appellant in this case, ^ho was complainant in the circuit court, 
obtained a patent in May, 1869, for a new and useful invention, which 
relates to the heavy hydrocarbon oils, and he sued the appellees, who 
were defendants in that court, for an infringement of his patent. 

The defendants were dealers in oils, and not manufacturers of them. 
If the appellant's patent was for a new oil, the product of a mode of 
treating the oils of that character which he describes in his application, 
the defendants may be liable, for they bought and sold, without license 
or other authority from him, an oil which is proved to be almost if not 
quite indentical with the one which he produced. If, however, appel- 
lant's patent is only for the mode of treating these oils invented and 
described by him — ^in other words, for his new process of making this 
new article of hydrocarbon oil — then it is clear the defendants have not 
infringed the patent, because they never used that process, or any otber^ 
for they manufactured none of the oils which they bought and sold. 

The counsel for appellant here maintain that his patent is for the new 
article, and is not for the process, though he describes it fully, by which 
tliat article is produced. The appellees insist with equal earnestness 
that the patent is exclusively for the process by which the new oil is 
made. 

The issue thus presented must be decided solely upon a correct con- 
struction of the plaintiff's patent, and the accompanying specifications, 
in which, as required by the act of Congress, he makes the statement 
of his invention. 

No such question could have arisen if appellant had used language 
which clearly and distinctly points out what it is that he claims in his 
invention. 

We use the word claim as distinct from description. It must be con- 
ceded that the appellant's specification describes with minuteness and 
precision both the instrumentality and the process by which he makes 
the oil in question. And in regard to a part of the apparatus which he 
uses, he makes a distinct claim for its invention, and that is not in dis- 
pute here. He also describes with fullness and accuracy the process of 
distillation by which he produces this oil. He gives the temperature to 
be used, the mode of heating, the degree of rapidity or delay to be used 
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in distilling, the introdaction, aud the advantage of that introdaction, 
of superheated steam into contact with the oils to be distilled during 
the process. 

He also describes, though in short terms, the article produced, the 
main feature of which he declares to be its freedom from the offensive 
odor which, before his invention, seemed to be an inseparable quality of 
those oils ^ and he mentions some of the more important uses to which 
this deodorized oil is applicable in the arts. 

It is fairly to be inferred from this statement that if all which is de- 
scribed as new in these specifications is really so, the inventor has a 
right to a patent for three inventions : 

1. For a modification or improvement in the distilling apparatus. 

2. For a new process or mode of distilling heavy hydrocarbon oils, by 
which they are deprived of their offensive odors. 

3. For the product of this new process of distillation, namely, the 
deodorized heavy hydrocarbon oils fitted for use in the arts. 

When a man supposes he has made an invention or discovery useful 
in the arts, and therefore the proper subject of a patent, it is nine times 
oat of ten an improvement on some existing article, process, or machine, 
and is only useful in connection with it. It is necessary, therefore, for 
him in his application to the Patent Office to describe that upon which 
he engrafts his invention, as well as the invention itself, and in cases 
where the invention is a new combination of old devices he is bound to 
describe, with particularity all these old devices, and then the new mode 
of combining them, for which he desires a patent. It thus occurs that 
in every application for a patent the descriptive part is necessarily 
largely occupied with what is not new, in order to an understanding of 
what is new. 

The act of Congress, therefore, very wisely requires of the applicant 
a distinct and specific statement of what he claims to be new, and to be 
his invention. In practice, this allegation of the distinct matters for 
which he claims a patent comes at the close of the schedule or specifica- 
tion, and is often accompanied by a disclaimer of any title to certain 
matters before described, in order to prevent conflicts with pre-existing 
patents. 

This distinct and formal claim is, therefore, of primary importance in 
the effort to ascertain precisely what it is that is patented to the appel- 
lant in this case. 

In this part of his application he makes two separate claims, the second 
of which relates to a modification of the distilling apparatus, and is not 
in dispute here. Turning our attention to the first claim, we are com- 
pelled to say that the language is far from possessing that precision and 
clearness of statement with which one who proposes to secure a mo- 
nopoly at the expense of the public ought to describe the thing which no 
one but himself can use or enjoy without paying him for the privilege 
of doing so. It is as follows : Digitized by vjiuugic 
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I claim the above-described new manafactare of the deodorized heavy hydrocarbon 
oils saitable for Inbricating and other purposes, free from the characteristic odors of 
hydrocarbon oils, and having a slight smell like fatty oil, from hydrocarbon oils, by 
treating them substantially as is hereinbefore described. 

The word manafactare in this sentence is one which is ased with 
equal propriety to express the process of making an article or the article 
so made. '^ The manafactare of hydrocarbon oils," means primarily the 
making of hydrocarbon oils. It may mean the thing made also. Are 
there other words in the sentence calcnlated to throw lighten the mean- 
ing of this one f 

I claim the above-described new mannf actnre of hydrocarbon oils * * by treating 
them sabstantially as hereinbefore described. 

It seems to us that the most natnral meaning of these words is that — 
<'I claim this new mode of manafaptaring hydrocarbon oils by treating 
them as hereinbefore described." This is the meaning which would first 
suggest itself to the mind. If the product is meant, the words ^^ by treat- 
ing them substantially as hereinbefore described " are useless. They are 
not only useless, but embarrassing, for by the well-settled rules of con- 
struing all instruments some importance must be attached to them ; and 
if they are to be regarded at all, they must either refer to the process of 
making the oils for which the applicant is claiming a patent, or they are 
intended to limit his claim for a patent for the product to that product 
only, when produced by treating the oils in the manner before described. 

The counsel for appellant disclaim this latter construction, and allege 
that the patent covers the oil described, by whatever mode it may be 
produced. It is necessary to insist on this view, because it is made to 
appear in the case that the oils sold by defendants were produced by a 
process very different from that described by appellant. 

We can see no reason why the applicant for the patent, if he had in 
his mind a claim for the article produced should have intended so to 
limit his claim. If the article was the discovery which he sought the 
es:clusive right to make, use, and sell, he was entitled to that monopoly, 
however produced. 

If, however, he had in his own mind only a claim for the process of 
manufacture by which the article was made, then his reference to the 
mode of ti:eating the oils from which it came was evidently proper and 
intelligible. 

But the language in the specifications aids us in construing the claim. 
In the sentence next preceding this claim he says : 

It will also be evident to those skilled in the art that my invention wiU be ased, if the 
above-mentioned process be worked, to produce the deodorized heavy oils above de- 
scribed from distilled hydrocarbon oils, &c. 

It is very clear that what he here calls his invention is a thing which 
produces the deodorized oils, and not the oil itsel£ So, again, he says: 

From the above it will be obvious that my invention consists in producing heavy 
hydrocarbon oils, suitable for lubricating and other purposes, and free from the oharac- 
teristic odor, hy distilling from them the volatile matter from which ohjeotionahle odore 
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Again, he says : 

la carrying on my new mannfacture of deodorizing heavy oils with this apparatus, 
I place the oil to be deodorized in the still and heat it by the fire beneath to the re- 
qaired temperatare to commence the operation^ the steam being shut off from the coil, 
and the ontlet-cock being opened to admit of the expalsion of any water from within 
the coil. 

Here tbe word " m9»Qnfactare'' is used ia the sense of the word "pro- 
cess," a word which could be substituted for it without a shade of change 
in the meaning. As it can here mean nothing else but process, we have 
a definition of the meaning to be attached to it in other parts of the same 
paper, if that meaning were otherwise doubtful. 

But apart from these verbal criticisms, all of which are just, and tend 
strongly to show what was the invention claimed by appellant, it is im- 
possible to read the four printed pages of specifications in which appel- 
lant minutely describes his invention without observing that they are 
almost wholly directed 1^ the apparatus, the mode of using it, and the 
X>eculiar process of distillation, by which the more volatile parts of the 
heavy oils, which contain the offensive odors, are separated from the 
main body of the oil, pass over in that process, and leave the remainder 
free from this great drawback in its use in the arts. Why should this 
be so if the applicant for the patent was only looking to the products as 
bis invention, the deodorized heavy hydrocarbon oils T If the oil alone 
was to be patented, by whatever process made, this elaborate description 
of one particular process was unnecessary. 

A strong appeal is made by counsel to give the appellant the benefit 
of a liberal construction in support of the patent. Oases are cited in 
which this court has held that rather than defeat a patent where it ap- 
pears that a valuable invention has really been made, this court, giving 
full effect to all that is found in the application on which tbe Patent 
Office acted, will uphold that which was really invented, and which 
comes within any fair interpretation of the patentee's assertion of 
claim. 

We are not disposed to depart from this rule in the present case. 
There is no question here but that the patent is good for the second claim, 
forthe superheating coil, with its steam-pipe, &c. And we are all of opin- 
ion that it is good for the process of distillation described in the specifi- 
cations, by which the heavy hydrocarbon oils are deodorized. It is, 
therefore, a valid patent for two important matters well set forth and de- 
scribed. If the patentee is also entitled to a patent for the product of 
this distillation, and has failed, as we think he has^ to obtain it, the law 
affords him a remedy by a surrender and reissue. When this is done, 
the world will have fair notice of what he claims — of what his patent 
covers — and must govern themselves accordingly. 

The growth of the patent system in the last quarter of a century in 
this country has reached a stage in its progress where the variety and 
magnitude of the interests involved require accuracy, precision, and 
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care in the preparation of all the papers on whicli the patent is founded. 
It is no longer a scarcely-recognized principle struggling for a foot-hold, 
but it is an organized system, with well-settled rales, supporting itself 
at once by its utility and by the wealth which it creates and commands. 
The developed and improved condition of the patent law, and of the 
principles which govern the exclusive rights conferred by it, leave 
no excuse for ambiguous language or vague descriptions. The pab- 
lie should not be deprived of rights supposed to belong to it without 
being clearly told what it is that limits these rights. The genius of the 
inventor constantly making improvements in existing patents, a process 
which gives to the patent system its greatest value, should not be re- 
strained by vague and indefinite descriptions of claims in existing patents 
from the salutary and necessary right of improving on that which has 
already been invented. It seems to ns that nothing can be more jost 
and fair, both to the patentee and to the public, than that the former 
should understand and correctly describe just what he has invented 
and for what he claims a patent. 

In consistency with these views we are of opinion that the applicant 
in this case has described and claimed a patent for the process of deodor- 
izing the heavy hydrocarbon oils, and that he has not claimed as his 
invention the product of that process. 

The judgment of the circuit court is affirmed. 

Mr. Justice Clifford dissenting: 

I dissent from the opinion and judgment in this case upon the ground 
that the invention, when the claim is properly construed, is an inven- 
tion of the described new manufacture, and not merely for the process, 
as decided by a majority of the court. 



[XTnifced States Circuit Court— District of Massachusetts.] 

AUGUSTUS H. WONSOI^ t?«. -SUMIs^ER GILMAN ET AL. 
O. G., vol. xl, p. 1011, 

In Equity. ^B^ore Shepley, J.^ Decided April 13, 1877. 

The patent of A. H. Wonson for an improved paint to prevent the foaling of ships' 
bottoms by the adhesion of barnacles, sea-weeds, i&c, is for a paint composed of a 
soluble vehicle or medium, oxide of copper (of which the other salts of copper are 
not considered the equivalents), and such earthy or mineral matters as separate the 
particles of the oxide and retard its solution, and such patent is not infringed by 
the use of a paint containing in place of the oxide of copper arsenite of copper. 

OPINION OF THE COURT. 

Shepley, J. : 

The patent in this case, so far at least as Division B is concerned, was 
sustained by the court in the case of Tarr et al. vs. Folsom (1 Holmes, 
31^). It was there decided to be for an i({i proved paint to prevent the 
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foaliDg of ships' bottoms by the adhesion of barnacles, sea-weeds, and 
other sabstances, a paint which can be applied with a brash like ordi- 
nary paint, and which is compounded of, first, a suitable vehicle or 
medium ; second, the oxide of copper, yielding a poisonous solution in 
water ; third, such earthy and mineral matters as separate the particles 
of the oxide and retard such solution. That case did not necessarily in- 
volve, nor does the present case, any decision as to Division A, for, if the 
defendants infringe in this case, the infringement is of Division B, as 
defendants use the suitable vehicle, and also earthy and mineral matters 
which retard the solution of the poisonous ingredient, and if that poi- 
sonous ingredient be an oxide of copper, then they use all the elements 
of the combination in Division B. 

The real question presented in this case is one of infringement only, 
and the solution of that question is dependent upon the other question, 
whether the poisonous substance which is used as an ingredient in the 
defendant's paint can, within the limitations of complainant's patent, 
and within the terms also of the contracts between the parties, be prop- 
erly classed as an oxide of copper, or as such an equivalent of the oxide 
of copper as is not disclaimed in the patent or licensed to be used by 
the contract between the parties. 

Certain agreements between the parties, which are in evidence, con- 
tain stipulations that the defendants shall not be prevented thereby 
from ^< the making, compounding, using, or vending of any paint wherein 
metal, copper, or the sulphurets, sulphates, or sulphides of copper are 
ingredients, whether with or without a suitable basis, and whether 
used alone or with any other preservative ingredients except only the 
oxide of copper." 

By the terms of the patent, and according to the principles upon 
which the complainant's patent, in view of the state of the art, was sus- 
tained in Tarr et al. vs. FoUom, the patent is limited to the use of oxide 
of copper, and does not embrace, as equivalents for the oxide, any of 
the salts of copper, however poisonous. 

The defendants use as the poisonous ingredients in their paint the 
arsenite of copper, prepared by precipitating the copper from a solution 
of the sulphate, chloride, or nitrate of copper with arsenite of soda. 

Inasmuch as the salt of copper used by defendants, which was gener- 
ally the sulphate of copper, was a substance composed, according to 
the old nomenclature in chemistry, of oxide of copper on the one side 
and sulphuric acid on the other, or, according to the new nomenclature, 
as sulphuric acid in which two atoms of hydrogen have been replaced 
by copper, the salt being expressed as one whole, consisting of copper, 
oxygen, and sulphur, it necessarily results that as oxide of copper ac- 
cording to the old notation, or oxygen and copper according to the 
new, can be found by analysis of the sulphate of copper, so in like man- 
ner these same elements can, by analysis, be found io the basic arsenite 
of copper prepared by precipitating the copper from a solution of the 
sulphate of copper with arsenite of soda. 
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Accordingly, we find that several chemists of distinction, examined 
as experts in the case, find, by analysis of the defendants' paint, oxide 
of copper; but they admit that the arsenious acid and the oxide of cop- 
per were chemically combined. If sulphate of copper were used in the 
defendants' paint, and such use of sulphate of copper is admissible with- 
out infringement, under the license given both by the disclaimer in the 
patent and the stipulation in the agreements, an analysis of the paint 
would show the oxide of copper. So, after the conversion of the sul- 
phate of copper into arsenite of copper, by the use of arsenite of soda, 
an analysis of the paint, into which the arsenite of copper centers as 
Ian ingredient, will show the presence of copper and oxygen. But these 
elements, in their new chemical combinations in the new substance, a 
basic or tribasic arsenite of copper, cannot strictly be said to exist as 
an oxide of copper, with any more propriety than metallic copper, or 
arsenic, can be said to exist as such in the sulphate of copper or the ar- 
senite of soda ; nor was arsenite of copper a known equivalent for the 
oxide of copper, as a pisonous ingredient in a marine paint, at the date 
of complainants' patent. 

Without undertaking to decide upon the different theories respecting 
chemical combinations maintained by the eminent chemists who have 
been examined by the Respective parties, after a careful examination of 
all their testimony, I am satisfied that this case must be decided on the 
practical views above expressed. The conclusion is that the paint of 
the defendants, manufactured in the manner testified to by Professor 
Ordway, is not an infringement of the complainant's patent. 

Bill dismissed. 



[Supreme Court of tlie United' States.] 

HENRY MEVS, Appellant, vs. JACOB A. CONOVBB. 

O. a, vol. xi, p. 1111. 

Appeal fnym the OireuU Court of the United States/or the Southern Dittrict qf New TorK—Deeided Odo- 

her Term, 1876. 

The proto are nof^all that an infringer made in the business in whioh he ased the 
patented invention, but they are the worth of the advantage he obtained by such 
use ; or, in other words, they are the fruits of that advantage. {^Mowry vs. Whitne^f, 
14 Wall., 651.) 

Thus, where no profits actually resulted from the use by reason of the defective mech- 
anism in combination with which the infringed device was employed, yet, as the 
loss was less than it would have been with the infringed device omitted, this benefit 
is equivalent to an equal gain, and was rightly estimated as a part of the profits for 
which the infringer was responsible. 

The surrender of a patent extinguishes it, and after its surrender pending suits founded 
upon it fall with its extinguishment. 

li a patent is surrendered for reissue after final decree or judgment, the satrender has 
no efii'ect upon a right passed previously into judgment. ThCuflg^t^f it||eiP|1^ntee 
then rests on his Judgment or decree, and not on his patent^ 
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Mr. Justice Strong ikllvered the opiaion of the court: 

The only errors assigaed ia this case are to the con&rmatioii of the 
master's report, and they relate to the ascertaiomeat of the profits 
which the defeudaat had made by his unauthorized use of the plaintiff's 
invention. That the machine employed by the defendant in splitting 
wood was an infringement of the plaintiff's patent is established by the 
decree which sent the case to the master, and no complaint is made of 
that, but it is contended the master erred in reporting <^ there was saved 
to the defendant seventy-five cents per cord in the wood split by him 
and made into bundles." In the ascertainment of profits made by an 
infringer of a patented invention, the rule is a plain one. The profits are 
not all he made in the business in which he used the invention, but they 
ar3 the worth of the advantage he obtained by such use ; or, in other 
words, they are the fruits of that advantage. (Mowry vs. Whitney^ 14 
Wall.,651.) We are not convinced that the rule declared in that case was 
not followed in this. The patented invention infringed by the defendant 
was a new and improved machine for splitting kindling-wood, and a dis- 
tinguishing feature of it, perhaps the principal feature, was a»device for 
the automatic feeding of the wood to the reciprocating splitting-knives 
or cutters, by a movable platform or apron carried forward by an end- 
less chain. That device the defendant used, though it is said he used 
it in another machine, known as Green's. The evidence is full and uncon- 
tradicted that an advantage is gained in splitting kindling-wood by a 
machine with that device of at least seventy-five cents a cord over split- 
ting it by hand or without that device. It was in harn^ony with this 
evidence the master reported and the court decreed. 

It is urged, however, that the Green machine, in which the defendant 
used the plaintiff's invention, was old and defective, and that no profits 
were actually received from such an use. But if such be the fact, if the 
defendant was a loser by splitting wood with the Green machine, his 
loss was less to the extent of seventy-five cents on each cord split than 
it .would have been had be not used the patented invention. Such a 
result was equivalent to an equal gain, and it was rightly estimated as 
a part of the profits for which the infringer was responsible. 

These observations are sufficient for the case. We notice, however, 
a suggestion made on behalf of the appellant, that since the decree in 
the circuit court the patentee has surrendered the patent upon which 
the decree was founded, and obtained a reissue. This does not appear 
in the record, and if it did it would be immaterial. We have held that 
the surrender of a patent extinguishes it, and that, after its surrender, 
pending suits founded upon it fall with its extinguishment. The patent 
must remain unsurrendered, not only when a suit upon it is commenced, 
but at the time of trial and judgment. But a surrender after final 
judgment or decree can have no effect upon a right passed previously 
into judgment. After that there is nothing open for litigation. The 
right of the patentee then rests on his judgment or decree, and not on 
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his patent. The suggestion, therefore, cannot avail the appellant, and 
the decree of the circait court uinst be affirmed. 
Decree affirmed. 



[United States Circuit Court— District of New Jersey.] 

GEORGE CROUCH vs. WILLIAM ROBMER. 

O. G., vol. xi, p. 1112. 

Jn Equity.— B^ore Nixon, Diet. J. 

Letters patent No. 82,606, reissued Maroh 7, 1871, to George Crouch, for a particalar 
coDstructioD of strap to " confine a shawl or similar article in a handle,'' declared to 
he void in consequence of prior knowledge and puhlic use. 

In suits for infringement "the patent is prima facie evidence that the patentee was 
the original and first inventor, and any one who controverts this assumes the burden 
of proof and undertakes to show affirmatively that there was a prior knowledge and 
use of the invention under such circumstances as to give to the public the right of 
its continued use against the i)ateutee." (Crouch vs. Spear et ai., VI Official 
GAZETTBf 187.) 

E. B. Barnum for complainant. 

Akthuk V. Bkiesex for defendant. 

OPINION OF THE COURT. 

NixoN, D. J.; 

This is an action for an alleged infringement of complainant's letters 
patent Ko. 82,60G, dated September 29, 1808, and reissued March 7, 
1871, No. 4,288. 

The subject-matter of the patent is on the reissue described to be a 
strap ^< to confine a shawl or similar article in a bundle," and termed a 
shawl-strap. The 'Schedule attached to and forming a part of the said 
reissued patent states that, before the complainant's invention — 

straps had been used to confine a shawl or similar article in a bundle, and a leather 
cross-piece with loops at the ends had extended from one strap to the other ; and 
above, and attached to this leather cross-piece, was a handle. This leather cross-piece 
or connecting-strap is liable to bind and allow the strap? to be drawn toward each 
other by the handle in sustaining the weight. Hence, the bundle is not kept in a 
liroper shape, and the handle is inconvenient to grasp. 

The invention is then stated to consist of— 

A rigid cross-bar beneath the handle, combined with the snspending-straps that are 
to be passed around the shawl or bundle, such straps passing through loops at the ends 
of the handle. 

No question can be made but that the shawl-straps manufactured and 
sold by the defendant are infringements of the complainant's reissue. 
They consist of a metallic crossbar, with slots at the ends for the re- 
ception of the straps, and which also connect the ends of the handle. 

Several defenses are set up in the answer, but the only one necessary 
to consider is tlie first, to wit, the want of novelty and prior public ase. 
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I had occasion heretofore to inquire into the validity of the complain- 
ant's patent in a controversy between the same complainant and Spear 
€t alj reported in YI Official Gazette, in which, as in this case, the 
principal defense turned upon the novelty of the invention. A prior 
public use was alleged, and attempted to be proved. 

I there said, and now repeat — 

That the patent is prima fade evidence that the patentee was the original and first 
inventor, and that any one who controverts this assames the hnrden of proof and under- 
takes to show affirmatively that there was a priov knowledge and nse of the alleged 
invention under snch circumstances as to give to the public the right of its continued 
nse against the patentee. 

The defense in this case has brought out many facts in regard to the 
public use of the rigid cross-bar in shawl-straps, anterior to the date of 
the complainant's patent, which were not developed in the former suit. 
There is no evideHLce which, in my judgment, affects the honesty of the 
complainant's claim, or which creates any doubt that he really believed 
himself to be the original and first inventor ; but, nevertheless, I am con- 
strained to the conclusion, after a most careful examination of the whole 
testimony, that the proofs show with reasonable certainty that he has 
been anticipated in the invention, and that his patent is void in conse- 
quence of the prior knowledge and public use, and the bill must there- 
fore be dismissed with costs. 



[United States Circuit Coart— District of Massachasetts.] 

THE UNION METALLIC CARTRIDGE COMPANY vs. THE 
UNITED STATES CARTRIDGE COMPANY. 

O. G., vol. xi, p. 1113. 
In equUy.^Before Sheflet, J.— Decided April 13, 1877. 

A patent for a macliioe for forming beads on cartridge-shells, in which the shells are 
carried through a die on the mandrel, and both mandrel and die are moved forward 
together, forcing the closed end of the shell against a stationary header and squeez- 
ing it down to form the flanges, is infringed by the use of a machine in which the 
die is stationary and the header advanced after the mandrel has carried the shell 
into position. 

The fact that there is an advantage in having the die stationary while the header 
moves toward it is not alone sufficient ti show that the machine is not th6 equiva- 
lent of that patented, all the elements of combination existing alike in both and 
operating the same in combination. 

kn inventor, without describing equivalents in his patent, is entitled to be protected 
in their use and to treat their use by others as an infringement. 

Purchasers of patented machines are entitled to repair and pafect them and use the 
same during the extended term of the patent. 

SnEPLEY, J. ; 

The machlQe for making cartridge-cases, described in thje letters pat- 
ent reissued to Ethan Allen, May 9, 1S65, anl subsequently extended, 
19 D 
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forms a flauge on the head of the cartridge for the reception of the fal- 
minate. A mandrel is advanced and inserted into the shell and pushes 
the shell into a die which surrounds the shell, with the closed ead of the 
shell projecting beyond the die a sufficient distance to afford metal from, 
which the flange may be formed. The outside of the shell in this posi- 
tion is thus supported by the die, the inside by the mandrel, and the 
edges of the open end of the shell by a shoulder on the mandrel. The 
mandrel, die, and shell then advance together, forcing the closed end 
of the shell against the bunter, and squeezing the end down so as to 
form the flange of the cartridge. The mandrel then retreats, leaving 
the headed shell in the die, retained there by the flange on the outside 
of the die, on that side of the die farthest from the mandrel. The die 
h&s a gutter, which is a prolongation of the hole in the die, but open on 
top, into which gutter the shell is dropped prior to being acted upon by 
the advancing mandrel. When the mandrel is retracted after the flange 
has been formed on one shell, a second unflanged shell is placed in the 
gutter to be entered and forced forward in turn by the mandrel, the 
advance of this shell on the mandrel driving out the shell which was 
previously headed and remained in the die ; the second shell is then 
headed as before, and so on in succession. The claims in the patent are 
for — 

1. The mandrel which carries the cartridge-shell in combination with the die which 
admits the same, and against which the closed end of the cartridge-shell is headed, 
substantially as described. 

2. The die constractiog and operating for the heading of cartridge-shells, snbstan- 
tially as described. 

In the machine admitted to be used by the defendants are found sub- 
stantially the same die, mandrel, and bunter, operating in the same 
manner to form the flanged head of the cartridge and to expel the shell 
after being headed, except that in defendants' machine the bunter moves 
toward the die to head the shell, while in the Allen machine the die 
moves toward the bunter to head the shell. The fact as proved that, 
especially in the case of cartridges of longer sizes, there is an advantage 
in having the die stationary while the bunter moves toward it, is not 
sufficient alone to show that this latter form of the machine is not an 
equivalent of the other, all the elements of the combination existing 
alike in both, and operating alike in combination. 

It is contended on the part of the defendants that the action of the 
Commissioner of Patents, in requiring a disclaimer of so much of the 
reissued patent as claimed in specific terms the use of the movable 
bunter and the stationary die as an equivalent for the movable die and 
the fixed bunter before granting an extension, is conclusive upon the 
complainants, but we do not so regard it. The patentee, without de- 
scribing equivalents, is entitled to use equivalents, and to treat the use 
of equivalents by others as an infringement, and this, upon the evidence 
in the record, appears to be a clear case of such a use. >^^*^^gi^ 
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There is evidence oi a purchase from the patentees of five machines 
by the defendants. If they have only repaired and perfected these 
machines, the use of these machines is not an infringement. But the 
purchase of these five machines would not, as contended by the defend- 
ants, authorize the use of five machines embracing the patented inven- 
tions unless they are the identical machines so purchased. The facts 
with regard to the extent of the infringement can only be determined 
on the coming in of the master's report. The injunction will be so modi- 
fied as not to enjoin the use of the original five machines purchased by 
defendants until the coming in of the master's report. 

Decree for injunction and account, and reference to a master. 



[United States Circait Court— Bistriot of MasBachusetts.] 

IVOEY W. EICHARDSON vs. WILLIAM F. MILLER ET AL. 

O. G., vol. xii, p. 3. 
In equity—B^ore Sheplet, J.— Decided April 13, 1817. 

A copyrighted design for play iug-oards is infringed by the mannfactare of cards which , 
thoagh differing in some respects, exhibit a striking similarity in those distinctive 
features of the main design wherein the catds registered differ from other playing- 
cards previously used. 

It is no answer to the charge of infringement that the whole of the design has not been 
copied if those features of it have been appropriated which substantially embrace 
the novelty of the conception and the value in the application of the art of the 
designer. 

In some prints the novelty of the design may consist in the form, outline, or grouping; 
in others, iu the use, combination, arrangement, or harmony of colors ; in others, ia 
the combination of some or all of these attributes. 

The doctrine is as applicable to prints and engravings as to books, that one cannot 
take the vital part of another's work, although it may be a small part in qui^ntity , 
or insert distinct and material portions of one work into the general texture of 
another, constituting its chief value, without being chargeable with infringement. 

The fact that the prints (cards) may be used by persons to violate the laws against 
gambling, does not of itself deprive them of the protection of the law. 

Courts of justice will not lend their aid to protect the authors of immoral works; but 
before refusing it must be made to appear either that there is something immoral, 
pernicious, or indecent in the things per se, or that they are incapable of any use 
except in connection with some illegal or immoral act. 

OPINION OP THE COURT. 
SHEPLEY, J.: 

There cannot be a reasonable doabt upon the evidence in this record 
that the assignor to the complainant had perfected and copyrighted his 
designs before the defendants had made much progress in their work of 
getting up their playing-cards. 

The contention on the part of the defendants is, that their prints are 
unlike the cards copyrighted by Eichardson and do not infringe the 
copyright. It is true that there are certain marked differences between 
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the prints of the copyrighted coart-cards of Bichardson and the court- 
cards of the defendants. There is much less space in the center of the 
cards. The faces of the kings and queens are turned in a different di- 
rection. There is a difference in the spaces between the heads on the 
court-cards. There are marked differences in color also, so that the 
cards of the defendants are easily distinguished from those of the com- 
plainant. 

On the other hand, there is a striking similarity in those distinctive 
features of the main design wherein the printed cards of the complain- 
ant differ from other playing-cards previously used. In the court or 
face cards of both complainant and defendants there is a suil-spot in 
the center of a circular card, with five similar heads arranged at equal 
distances from each other around the central suit-spot, with five smaller 
suit-spots near the outer margin of the circle, at equal distances apart 
and intermediate betwixt each pair of heads. These distinctive features 
of the main design being thus reproduced in the impressions of the de- 
fendants' prints, it is no answer to the charge of infringement that the 
whole of the design has not been copied, if those features of it have been 
appropriated which substantially embraced the novelty of the conception 
and the value in the application of the art of the designer. In a print 
or an engraving it is easy, by a change in the tint of the ink or paper^ 
to make an impression obviously distinguishable from the copyrighted 
print or engraving, taken from a block or plate the exact counterpart or 
facsimile of the one from which the copyrighted print or engraving was 
produced. So, the material parts of an architectural design, or of an 
artistic group or figures may be copied, while, by the omission or change 
of some of the accessories in the picture an impression may be made, in 
many respects very different from the original copyrighted design, yet 
reproducing and appropriating all that constituted its novelty and value, 
and all that the designer was anxious to protect. In some prints the 
novelty of the design may consist in the form, outlines, or grouping • 
in others, in the use, combination, arrangement, or harmony of colors; 
in others, in the combination of some or all of these attributes. In de- 
termining the question of infringement or violation of copyright, each 
case must be determined by ascertaining whether the alleged infringing 
print contains any substantial repetitions of any material parts which 
are original and distinctive in the print from which the parts are copied. 
<<The entirety of the copyright is the property of the author, and it is no 
defense that another person has appropriated a part and not the whole 
of any property." (Story, Justice, in Folsom vs. Marshy 2 Story, 116.) 
The doctrine is as applicable to prints and engravings as to books, that 
one cannot take the vital part of another's work, although it may be a 
small part in quantity, or insert distinct and material portions of one 
work into the general texture of another, constituting its chief value, 
without being chargeable with infringement. {Bramwell vs. Holoonibj 
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3 Mylae & Craig, TST-'Sj Saunders vs. Smith, ib., 711; Wilkins vs. Aiken^ 
17 Vesey, 422; Mawman vs. Tegg, 12 Eussell, ^S5.) 

It is al$io claimed that the complaiaaiit's copyright is invalid, for the 
reason that his prints are not the fit subject of a copyright. Courts of 
justice will not lend their aid to protect the authors of immoral works. 
But where there is nothing immoral or improper in the prints them- 
selves, the fact that they may be used by persons to violate the laws 
against gambling, does not, of itself, deprive them of the protection of 
the law. To do this it must appear either that there is something im- 
moral, pernicious, or indecent in the things per se^ or that they are 
incapable of any use except in connection with 9ome illegal or immoral 
act. It is not contended that the playing-cards of the complainant are 
subject to either of these imputations. 

Decree for injunction and account. 



[United States Circuit Court- -Xorthern District of Ohio.] 

JOSEPH C. HENDERSON et al. vs. THE CLEVELAND CO OPER- 
ATIVE STOVE COMPANY. 

O. G., vol. xii, p. 4. 
In Ohaneery.^BefoTB Bbown, X, Diatrxet Judge of the Ecutem Diitriet of Michigan. 

STATEMENT OF THE CASE. 

l?his was a suit for the infringement of a patent. The bill set forth 
that the complainants were the owners of a patent improvement in coal- 
stoves, covered by reissued j^atent No. 3,523^ bearing date June 29, 1869, 
extended seven years from May 9, 1874, and charged that defendants 
had infringed the several claims of said patent, the 5th, 6th, and 7th of 
which are in the following language: 

5. la combination with a hopper saspended over the fire and separate from the fire- 
pot, a circalating current of air around the lower end of the hopper, substantially in 
the manner and for the purposes above described. 

6. In combination with the above-described hopper, a chamber, or its equivalent, in 
the lower end of the same and immediately above the fire, for the purpose of preserv- 
ing the mouth of the hopper and supplying air to the surface of the fire, substantially 
as above described. 

7. The circulation of a current ot air around the lower end or month of a supply, 
cylinder, and entering the combustion-chamber, substantially in the manner and for 
the purpose above described. 

The answer denied that Henderson was the original and first in- 
ventor of the improvements claimed in the patent; denied the novelty 
or utility of the invention, as well as its infringement by defendant; 
avers that the same device had been patented before, and described in 
a number of foreign publications. The case was heard upon pleadings 
and proofs. 

pE«/^/E0. Digitized by V3UU VIC 
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JSelBsne Letters Patent No. 3,523, granted J. C. Henderson, June 29, 1869, for Impzove- 
ment in Coal-Stoves, reviewed and sustained. 

The patentee, having stated that the combination of two certain elements or features 
must be preserved in whatever form of stove his improvements were applied : J3eW, 
that separate claim to each of the elements could, nevertheless, be maintained/ 

No inference of the abandonment of an individual element made the subject of a dis- 
tinct claim can arise from the mere fact that the specification states the invention 
to consist of its c<ni^nati4m with another feature. 

Where an invention is described as consisting of the combination of two elements, and 
one of them proves defective, or is not used by the infringer, he will, nevertheless, 
be restrained from using the remaining one, if the patentee has included it in a sep- 
arate claim. 

The case distinguished from Vance vs. Campbell (.1 Black, 427), in that separate claim 
is made to each element, as well as to their combination, iJthough the entire im- 
provement is said to consist of their combination alone. 

Claims to results construed to intend the means by which the results are accomplished. 
{mtohell vs. Tilghman, 19 Wall., 891.) 

To constitute infringement, there must be, first, similarity of design ; second, substan- 
tial identity of purpose or result. 

Similarity of design being established, an infringement occurs if a result incident to 
the construction of the device is the same as that of the complainant, even though 
the primary purpose of the construction is for a different object. 

Thomas J. Spraoub and Esek Cowan for complainants. 

H. D. Leggbtt for defendants. 

OPINION. 
Beown, J.: 

Many of the defenses set ap iu the answer were abandoned open the 
argument; but it was strenuoasly insisted that the Sth, 6th, and 7th 
claims conld not be supported by reason of their iDConsistency wiih fhe 
specifications, which describe a combination of a combustion^ebamber^ 
and a circulating-air chamber surrounding the hopper, as the substance 
of complainant's invention. The material portions of th^ Specifications 
are as follows : 

Stoves have heretofore b^en constructed, in which thQ.Ael has been placed in the 
hopper or reservoir over the ^te and above the grate, for the purpose of supplying to 
the fire fresh coal as fast as consumption takes place on the grate. 

But hitherto two principal di^culties have attended this method of supplying fad 
to the fire, and it is the principal object of my improvement to remedy them : first, the 
fuel within the hopper is liable to ignite, owing to the great heat sarrounding tlie 
lower part of the same ; and, second, the gases generated pass off without being oon- 
flumed, because not brought in contact with the surface of the burning solid fueL 

The nature of my said invention consists in suspending a hopper above the fire-pot 
to receive and supply coal constantly to the surface of the fire in a condition to ignite 
freely, and over the surface of the fire, and around the mouth or lower part of the hop- 
per, to construct an expanded combustion-chamber for receiving the gases eliminated, 
and detaining them in contact with the surface of the incandescent coals until oon- 
Bumed. 

To prevent ignition within the hopper, I cause a current of air to oironlate in a 
chamber formed around the lower part or mouth of the hopper, as shown in Fig. 1 of 
the annexed dri^wings. I also design this circulating current of air to protect the 
mouth of the hopper by keeping it cool, and also to assist in the combustion of the 
fuel by supplying a blast of hot or warm air to the surfati^ of^ihe incandescent coal 
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and among the nnconsumed gases by confining the gases by means of my oombustion- 
cbamber to the space at and immediately above the surface of the incandesoent coals, 
and by supplying that snrface with a current of air I am enabled to effect very perfect 
combustion. 

In the accompanying drawings I have represented my hopper as round and conical^ 
and as being directly over the center of the grate K, but I do not propose to confine 
myself to the exact shape or location of the hopper as represented in said drawing, 
where the shape and character of the stove to which they are applied require devia- 
tion in that respect ; but in whatever construction of stove my improvement is to be 
applied, the air-chamber^, or its equivalent, and the expanded or conical combustion- 
chamber I above the surface of the incandescent coal and around the lower end of the 
hopper, must be preserved for the purpose already described. 

If, in the construction or application of my improvements to heating and other 
stoves, it should be thought desirable to substitute fire-brick in the place or stead of 
my air-space^, that may be done by filliog this lower portion of said air-chamber be- 
tween the hopper and the cylinder surrounding it with fire-brick, resting upon the 
flanges of the lower end of the hopper and cylinder (shown in the drawings), and the 
operation of the stove substantially preserved, as herein represented, by admitting air 
within the expanded chamber I above and upon the surface of the fire by openings in 
suitable places for that purpose. In such construction the fire-brick would perform 
the office of my chamber g, so far as protecting the fuel within the hoppet from com- 
bustion, and preserving the mouth of the hopper, and the admission of air to the sur- 
face of the fire from other suitable openings in the chamber would promote the com- 
bustion of the fuel and gases. 

In practice, however, the combastion-chamber ^eetns to have proved 
useless — at least, it is not claimed to be iDfringed in this case; but de- 
fendants were charged with usiog the circular air-chamber aboat the 
hopper, and the question is presented whether, after setting forth in 
their specifications that ^Mn whatever construction of stove his im- 
provement is to be applied, the air-chamber <;, or its equivalent, and the 
expanded or conical combustion-chamber I above the surface of the incan- 
descent coal and around the lower end of the hopper, must be preserved," 
complainants are at liberty to claim the circular current of air about the 
mouth of the hopper as a feature separate and distinct from the combus- 
tion-chamber. I find greatdifficulty in disposing of thisquestion. While 
in the case of Vance vs, Campbell (i Black, 427) it is said that, if a patentee 
declares upon a combination of elements which he asserts constitutes the 
novelty of his invention, he cannot, in his proofs, abandon a part of such 
combination and maintain his claim to the rest, nor prove any part of 
his combination immaterial and useless, it does not cover the case of 
one who in his specification sets forth a combination as the thing 
patented, declares that the use of his improvement requires that both 
elements of the combination shall be preserved, and subsequently 
claims both these elements separately. Though the specifications 
describe a combination, there is no doubt that the patentee would be 
protected in claiming each of the elements of the combination sepa- 
rately, if they were in reality new, had he not added that to make use 
of his improvement both elements must be preserved. His claims, how- 
ever, forbid the idea that he intended to abandon the several elements 
and seek protection only for his combination. A person reading th^ 
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patent could scarcely be misled as to the intent of the patentee in this 
regard. Constrained, as the court is, to gi^e this patent such a construc- 
tion as will uphold it if possible, and bearing in mind that specifications 
and claims are frequently drawn by persons unaccustomed to the use 
of accurate legal phraseology, I think the court ought to protect the 
patentee to the full extent of his actual Invention. It is true in his 
specifications he describes his entire improvement as consisting of two 
elements, both of which must be preserved whatever the construction 
of the stove to which the improvement is applied ; but, in the light of 
subsequent claims, I think the court is not bound to infer that he 
intended by his specifications to abandon any portion of that which was 
really new. 

Coal-stoves fed by a hopper, or bascrDurning stoves as they are com- 
monly known, have been used for anthracite coal many years prior to 
complainant's invention ; but a difficulty had attended this method of 
supplying soft coal, owing to its liability to ignite within the hopper. 
To obviate this, complainant constructed his hopper with a double cir- 
cular wall, introducing air from above between these walls, which, natu- 
rally following the draft, descended toward the fire, keeping the hopper 
itself comparatively cool, and at the same time feeding the fire with 
fresh air, descending directly upon its surface. The three claims in 
question were intended to secure protection for this device, and, prop- 
erly considered, are substantially identical. The fifth is for a combina- 
tion of the hopper with a circulating current of air around the lower end 
of the hopper, substantially in the manner and for the purposes above 
described. The circulating current of air, being a result, cannot be 
patented ; but as it is said to be produced substantially in tJie manner 
described in the specifications, the chamber <;, with the inlet i, set forth 
in the specifications, by which this'result is produced, must be regarded 
as the thing patented. (Seymour vs. Oshome^ 11 Wall., 676 ; Fuller vs. 
Zeutzery 11 Official Gazette, 551] Purham vs. The American Sewing- 
Machine Company ^ 4 Fish., 468; Hitchcock vs. Treniains^ 4 Fish., 503; 
Curtis on Patents^ sec, 242 — A.) 

The seventh is, in its terms, for a result, but a result produced iil the 
manner and for the purposes iEtbove described, and, therefore, for the 
means by which this result is produced, for this claim must also be 
interpreted by the rule laid dbwn in Seymour vs. Osborne. In the case 
of Mitchell vs. Tilghman (19 Wall., 891), this principle is still further ex- 
panded, and the rule laid down that in all cases where the claim is for 
the result it must be construed to mean the means by which the result 
is produced, whether there is any reference to the specifications in the 
claim or not. Therefore, the claim must be construed as being one for 
a combination of the supply cylinder or magazine and the means for 
producing a circulation of the air around the lower end of the supply 
cylinder or magazine, which is the exterior cylinder with the inlet i in 
the complainant's drawing of the patent. Digitized by vjuu^ic 
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Thas it will be seeu that these claims are for the same device in effect, 
although clothed in different language, and the device is a combination 
of the supply cylinder or magazine with the air-chamber and the register 
or inlet t. 

I do not find complainant's invention to have been anticipated by any 
of the various devices for which priority was claimed. The English 
patent to Bobertson and the French patent to Ten Brinck were chiefly 
relied upon to establish such anticipation, while, resembling this so far 
as introducing a current of air to the surface of the burning coal con* 
stitntes similarity, they are lacking in an essential feature of the com- 
bination, viz, the hopper suspended over the fire and separate from the 
fire-pot. I do not overlook the fact in this connection that in his speci- 
fications Henderson declares he does not propose to confine himself to 
the precise shape or location of the hopper, as represented in his draw- 
ings, where the shape and character of the stove to which they are ap- 
plied requires deviation in this respect ; but think these words must 
be ponstrued as limited to a hopper separate from the fire-pot, suspended 
over it, and surrounded by an airchamberi though it may not be conical 
or exactly round, or over the center of the fire. The scuttle or hopper 
does not project into the furnace, nor does the circulating current of 
air surround it. These devices scarcely contain suggestion to an or- 
dinary mechanic of complainant's invention. The other devices alleged 
to be anticipations are still further removed from the Henderson patent, 
and consist merely of different designs for introducing fresh air to the 
surface of the fire. Nowhere do the defendants produce, in their list of 
older patents^ the combinations named. Nowhere does Henderson 
broadly claim the use of air; and where they have shown it applied, in 
no case does it enter the fire through the walls of a surrounding cham- 
ber, and where it protects the mouth of the hopper thus exposed from 
the additional heat produced by the ignition of the gases, excepting 
from the fuel. I do not regard the suggestion in the specifications that 
fire-brick, resting upon the flanges at the bottom of the hopper, may be 
substituted for the air-chamber g, the air being admitted into the com- 
bustion-chamber upon the surface of the fire by openings in suitable 
places, as impairing the validity of the three claims in question ; while 
the various devices for admitting air to the surface of the fire might 
hiive been anticipations of the 8th and ''Oth claims, it does not follow 
that they would anticipate the 7tb. 

The question of infringement was argued at great length and with 
much elaboration of detaiL To constitute an infringement there must 
be (1 ) similarity of design; (2) substantial identity of purpose and result. 

It is clear that defendants' stove, known as the Baldwin patent, ful- 
fills the first condition, and in design is an infringement of the three 
claims in question. It is true the air-chamber g does not encircle the 
whole length of the hopper, but it incloses the lower end, so as to be 
capable of admitting a current of air to the surface of the fire, and of 
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keeping the moath of the hopper cool, if the general construction of 
the store will admit of it. It differs from the complainant's device 
chiefly in having the upper part of the magazine or hopper perforated 
with holes through which air passes into or out of the hopper. These 
holes play an important part in determining the question of infringe- 
ment. 

Whether this device effects the same result is open to very consider- 
able doubt. That the encircling air-chamber was originally intended 
for the same purpose, and was supposed to accomplish, practically, the 
same result, is evident from the language of the original patent issued 
May 8, 1875. The material portions of the specifications are as follows : 

/ is a diminished orifice throagh which the gases that may collect in the chamber F 
are discharged into the combustion-chamber B. The operation of the device is as fol- 
lows : Fuel contained in the fuel-reservoir £ will, when the stove is well heated, emit 
gases, which said gases will escape into the room and become obnoziousi unless means 
are provided for their escape or combustion. This is effected by permitting them to 
escape into the chamber E ; thence carried by the draft downward through the dimin- 
utive orifice /, where they are consumed in the combustion-chamber; and to assist 
this combustion, and at the same time furnish more oxygen to the flame in the combus- 
tion-chamber, a register, H, is provided, whereby external air can be admitted when it 
is desired te diminish the heat of the stove, and for that purpose quell the combustion 
in the combustion-chamber B, the damper i in the flue I is opened, and the gas in the 
chamber F permitted to escape directly in the smoke fine D, instead of permitting them 
to descend into the combustion-chamber B. 

It is claimed, however, by the defendant, that Baldwin, the patentee, 
was mistaken in his theory, and described erroneously the real oper- 
ation of his device. This mistake he corrected in three subsequent re- 
issues of his patent, in which he describes its operation as follows : 

The operation of the device is as follows : Fuel contained in the fuel-reservoir £ will, 
when the stove is well heated, emit gases in the process of coking the fuel in the mag- 
azine. These gases will escape into the room, and not only become obnoxious, but will 
be wasted until means are provided for their escape or consumption. This desideratum 
is accomplished by the provisions of the perforations e, made through the magazine, 
whereby the draft, as shown by the arrows in the drawing, is directed from the air- 
space F into the magazine E, whence it passes' down through the fuel, assisting in cok- 
ing the same before it reaches the fire-pot A. The opening or orifice /, at the bottom 
of the air-chamber F, is not intended at all to facilitate the draft, the only practical 
function of the opening/ being to permit the escape of dirt, or the like, that might col- 
lect in the chamber F. 

The substance of defendant's claim is that the operation' of the two 
stoves is radically dififerent ; that the effect of the perforations ia their 
hopper is to create a draft of air from the outer chamber F into the hop- 
per, and down thtough the coal to the combustion-chamber, and that 
this is done for the purpose of coking the coal in the hopper and deliv- 
ering it at the mouth of the hopper free from the gases, the presenoe of 
which, unconsumed, in the combustion-chamber, has hitherto proved 
such an obstacle to the use of soft coal in base-burning stoves. It is 
further claimed in this connection that the double wall around the 
mouth of the hopper serves neither to keep the mouth of the hopper 
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cool nor to supply air to the surface of the fire, but merely to permit the 
escape of the ashes and particles of coal falling ft*om the perforations 
when fresh coal is thrown into the hopper. 

I have no doubt this theory is true to a certain extent, and that the 
operation of the two stoves is considerably different. This was shown 
to iny satisfaction by the exhibition of two stoves, one with a solid and 
the other with a perforated magazine. Kindlings were placed in the 
two magazines, both of which had been emptied of their contents, and 
a fire applied. When the covers were placed on the fire in the solid 
hopper it was at once extinguished, while that in the perforated hopper 
continued to burn with a downward draft, created by a flow of air 
through the perforations. Indeed, so far as empty hoppers are con- 
cerned, this was practically admitted by complainant's counsel to be 
the fact. It was claimed, however, that when the hopper was full of 
coal the air would naturally seek an unobstructed descent through the 
air-chamber surrounding the hopper, rather than attempt to force its 
way through the interstices of the coal in the hopper. Indeed, it was 
insisted that as the coal approached the fire it became viscid, and would 
operate as an almost total obstruction to the passage of air firom above. 
One important fact, however, seems to be well established, in the opera- 
tion of defendant's stove, viz: that the coal becomes partly, at least, 
coked and deprived of its gases before it reaches the mouth of the hop- 
per, and that the hottest part of the stove is in that portion of the hop- 
per just below the perforations, and where the double wall commences. 
To sustain the fierce combustion at this point, the coal must derive its 
oxygen from above, since the air ascending from below, instead of find- 
ing its way up through the coal in the hopper would naturally seek the 
surface of the fire, and be carried off into the chimney of the draft 

The theory of defendant, however, presupposes that all of the air enter- 
ing his register H from above passes into the perforations in the hopper, 
and of these, completely ^' honeycombed," was about nine feet long, one 
and down through the hopper, and that the space between the double 
walls, around the mouth of the hopper, is substantially a dead-air chamber, 
and use less either for preserving the mouth of the hopper or supplying air 
to the surface of the fire, and solely for the purpose of permitting the escape 
of particles of dust and ashes, falling out of the perforations. I cannot 
understand, however, why the air which tikes a downward draft so freely 
through the mass of coal in the hopper would not take the same draft 
through the unobstructed passage around it. In one experiment I wit- 
nessed with defendant's stove, a lighted swab, saturated with alcoh6l, was 
applied inside the chamber F and near tl^ bottom of the perforations. 
The flame descended and came out of certain large holes left at the top 
of the outer wall, and although I could not see the peculiar flame coming 
out of the opening /at the bottom of the double wall, I was satisfied 
that it must have taken that direction. I also examined, with as 
much care as a red-hot coal-stove can be examined, whether in the 
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ordinary operation of the stove air appeared to descend between the 
rings through the opening/ into the combastion-chamber of defendant's 
stove. The month of the hopper was surrounded with a thin sheet of 
descending flame, apparently not coming from the opening/, but inside 
of it, and directly below the inner ring of the hopper. If fresh air 
came down through the circular air-chamber this would be the e£fect 
produced, since the air itself would not burn, but would communicate 
its oxygen to the gases coming out of the mouth of the hopper, which 
would ignite. This was the general result of the experiments conducted 
with stoves having the circular air-chamber about the mouth of the hop- 
per. Defendant's stove, constructed without the circular air-chamber, 
and with a hopper having a single solid bottom, showed the same re- 
sult, though a diflerence was detected in the fact of the flame coming 
out of the mouth of the hopper in jets or spurts, instead of surrounding 
it with a thin sheet of flame, as was observed about hoppers with the 
double bottom. These spurts of flame were still more plainly observed 
in a stove constructed with a hopper corrugated at the bottom^ showing 
that the air passed more readily down through the corrugations. These 
experiments and a careful criticism of the arguments and the testimony 
in this case have satisfied me — 

1. That there is a downward draft through the hopper in defendant's 
stove by which the coal, to some extent, is coked and the gases expelled 
before the coal reaches the mouth of the hopper. 

2. That the air also descends through the unobstructed air-chamber 
surrounding the mouth of the hopper, supplying a current of fresh air 
to the surface of the fire. 

Now, while the theory of defendant's stove does not require that the 
lower part of the hopper should be kept cool, this current of air must 
tend to have that effect, and also to supply fresh air to the surface of 
the coal in the fire-pot. As these are the results accomplished by com- 
plainants' invention, I feel constrained to hold that complainants have 
made out a case of infringement, notwithstanding the difference in the 
practical operation of the two stoves. 

But in view of the fact that defendant's stove, constructed without 
the circular air-chamber^ and with a single solid wall, appears to ope- 
rate as perfectly as those constructed with complainants' device, I am 
inclined to the opinion that the use of this device has been of little or 
no value to the defendant. These questions, however, with regard to 
damages will be reserved for the further opinion of the court. 

The usual decree will be entered for an injunction and referring it to 

commissioner to assess and report the damages. 
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[Sopreme Court of the Uniied States.] 

NATHAN C. RUSSELL, Appellant, vs. ISAAC V. PLACE AND 

JOHN W. PLACE. 

O. G., vol. xii, p. 53. 

Appeal from the Oireuxt Court qf the Vhited States /or the Northern Dittriet 0/ New Tork.—J>eeided 

October Term, 1876. 

In order that a former judgment of a conrt of competent jarisdiction obtained in an 
action between the same parties shall act as an estoppel in a sabseqaent snit, it 
must be certain that the consideration and determination of the particular matter 
sought to be concluded was necessarily inyoived in the verdict an^judgment. 

If this does not clearly appear from the face of the record, extrinsic evidence consist- 
ent with the record may be admitted to establish the fact. 

Where several distinct matters may have been litigated, upon one or more of which 
the judgment may have passed, and it remains uncertain which of them was thus 
litigated, and upon which the judgment was rendered, the whole subject-matter of 
the action will beat large and open to a new contention. 

Complainant having made claim in his patent to an article and to a process in which 
that article was used, and it being uncertain whether judgment was rendered on 
one or both of these claims, the defendant in a subsequent suit was not estopped 
from setting up both the former and new defenses in his answer. 

Mr. Justice Field delivered the opinion of the conrt: 

This is a snit for an infringement of a patent to the complainant for 
an alleged new and useful improvement in the preparation of leather, 
and is similar in its general features to the suit of the complainant 
against Dodge, recently decided. It is submitted upon substantially 
the same testimony, and presents, with one exception, the same ques- 
tions for determination. That exception relates to the operation, as an 
estoppel against setting up the defenses here made, of a judgment re- 
covered by the complainant against the defendants in an action at law 
for the infringement of the patent. 

The bill of complaint sets forth the invention claimed, the issue of a 
patent for the same, its surrender for alleged defective and insufficient 
description of the invention, its reissue with an amended specification, 
and the recovery of judgment against the defendants for damages in 
an action at law for a violation of the exclusive privileges secured by 
the patent. 

The bill then alleges the subsequent manufacture, use, and sale by 
the defendants without the license of the patentee of the alleged in- 
vention and improvement, and prays that they may be decreed to ac- 
count for the gains and profits thus acquired by them, and be enjoined 
from further infringement. 

The answer admits the issue of the patent, its surrender and reissue, 
and as a defense to this suit sets up in substance the want of novelty 
in the invention, its use by the public for more than two years prior to 
the application for the patent, and that the reissue, so far as it differs 
from the original patent, is not for the same invention. The answer 
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also admits the recovery by the complaiuant in the action at law of the 
judgment mentioned, but denies that the same issues were involved, or 
tried, in that action which are raised in this suit. 

The action at law was brought in the circuit court of the United 
States for the northern district of New York, in the ordinary form of 
such actions for infringement of the privileges secured by a patent. 
The defendants pleaded the general issue, and set up, by special notice 
under the act of Congress, the want of novelty in the invention, and 
its use by the public for more than two years prior to the application 
for a patent. The plaintiff obtained a verdict for damages, upon which 
the judgment mentioned was entered; and this judgment, it is now in- 
sisted, estops the defendants in this suit from insisting upon the want 
of novelty in the invention patented, and its prior use by the public, 
and also from insisting upon any ground going to the validity of the 
patent which might have been availed of as a defense in that action; 
and, of course, upon the want of identity in the invention covered by 
the reissue with that of the original patent. 

It is undoubtedly settled law that a judgment of a court of compe- 
tent jurisdiction, upon a question directly involved in one suit, is con- 
clusive as to that question in another suit between the same parties. 
But to this operation of the judgment it must appear, either upon the 
face of the record or be shown by extrinsic evidence, that the precise 
question was raised and determined in the former suit. If there be 
any uncertainty on this head in the record — as, for example, if it appear 
that several distinct matters may have been litigated, upon one or more 
of which the judgment may have passed, without indicating which of 
them was thus litigated, and upon which the judgment was rendered— 
the whole subject-matter of the action will be at large and open to a 
new contention, unless this uncertainty be removed by extrinsic evi- 
dence showing the precise point involved and determined. To apply 
the judgment and give effect to the adjudication actually made, when 
the record leaves the matter in doubt, such evidence is admissible. 

Thus in the case of the Washington^ Alexandria^ and Georgetown 
Steam-Packet Company vs. Sickles^ reported in the 24th of Howard, a ver- 
dict and judgment for the plaintiff in a prior action against the same 
defendant on a declaration, containing a special count upon a contract 
and the common counts, was held by this court not to be conclusive of 
the existence and validity of the contract set forth in the special count, 
because the verdict might have been rendered without reference to that 
count, and only upon the common counts. Extrinsic evidence showing 
the fact to have been otherwise was necessary to render the judgment 
an estoppel upon those points. 

When the same cause was before this court the second time,* the gen- 
eral rule with respect to the conclusiveness of a verdict and judgment in 

a former suit between the same parties, when the judgment is used in 

— ' — 1 . 

Tmket Company vs. Sickles, 5 Wall.,:^)^ed by VjUU^IC 
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pleading as an estoppel, or is relied npoa as evidence, was stated to be 
sabstantially this : that, to render the judgment conclusive, it must ap- 
pear by the record of the prior suit that the particular matter sought to 
be concluded was necessarily tried or determined — that is, that the ver- 
dict in the suit could not have been rendered without deciding that 
niatter ; or it must be shown by extrinsic evidence, consistent with the 
record, that the verdict and judgment necessarily involved the consid- 
eration and determination of the matter. 

Tested by these views, the question presented by the plaintiff in this 
case, upon the effect as evidence of the verdict and judgment in the 
action at law, is of easy solution. The record of that action does not 
disclose the nature of the infringement for which damages were recov- 
ered. The declaration only avers that the plaintiff was the original and 
first inventor of a new and useful improvement in the preparation of 
leather, and that he obtained a patent for the same, and on its surren- 
der a new patent with an amended specification, without describing with 
other particularity the nature and operation of the invention, and al- 
leges as the infringement complained of that the defendants have made 
and used the invention, and have caused others to make and use it. 
The patent contains two claims : one for the use of fat liquor generally 
in the treatment of leather, and the other for a process of treating bark- 
tanned lamb or sheep skin by means of a compound composed and ap- 
plied in a particular manner. Whether the infringement for which the 
verdict and judgment passed consisted in the simple use of fat liquor in 
the treatment of leather, or in the use of the process specified, does not 
appear from the record. A recovery for an infringement of one Claim 
of the patent is not of itself conclusive of an infringement of the other 
claim, and there was no extrinsic evidence ofi'ered to remove the uncer- 
tainty upon the record ; it is left to conjecture what was in fact litigated 
and determined. The verdict may have been for an infringement of the 
first claim. It may have been for an infringement of the second. It 
may have been, for an infringement of both. The validity of the patent 
was not necessarily involved, except with respect to the claim which 
was the basis of the recovery. A patent may be valid as to a single 
claim and not valid a^ to the others. The record wants, therefore, that 
certainty which is essential to its operation as an estoppel, and does not 
conclude the defendants from contesting the infringement or the validity 
of the patent in this suit. 

The record is not unlike a record in an action for money had and re- 
ceived to the plaintiff's use. It would be iupossible to afiirm from such 
a record with certainty for what moneys thus received the action was 
brought, without extrinsic evidence showing the fact ; and of course 
without such evidence the verdict and judgment would conclude noth- 
ing, except as to the iamount of indebtedness established. 

According to Coke, an estoppel must "be certain to every intent"; 
and if upon the face of a record anything is left to conjecture as to what 
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was necessarily iavolved and decided, there is no estoppel in it when 
pleaded, and nothing conclusive in it when offered as evidence.* 

The decree is affirmed. 

Mr. Justice Clifford dissented. 



[United States Cironit Court—Northern distriot of nilnoia.] 

HBNEY A. ADAMS vs. THE JOLIBT MAKUFACTUEING COM- 

PANY. 

O. G., vol. xii, p. 93. 

Letters patent j^ranted Henry A. Adams, October 15, 1872, for " Improvement in com- 
shellers/' sustained, notwithstanding the principal difference from what had pre- 
ceded it in the art was simply in the reverse revolving motion given to the feed-rega- 
lators in the hopper of the machine, it appearing that an improved result was there- 
by attained. 

A patent should never be defeated for a mere technical defect if it clearly appears 
what the inventor has described and claimed as his invention. 

A change of location of a part in a combination, where there is no new function per- 
formed by the changed member in its new location, will not evade a patent. 

The fact that it does its work better than in the position occupied in the infringed 
machine, is merely of degree, and makes no difference so long as the result is the 
same. 

CoBURN & Thacher for complainant. 

Monday & Evarts for defendant. 

Blodgett, J. : 

This is a bill in equity for an alleged infriogemeot of letters patent of 
the United States issued to Henry A. Adams, dated October 15, 1872, 
for an '< Improvement in com-shellers," and prays an account of damages 
and injunction. 

The complainant's improvement consists in the arrangement of a 
winged sht^fty or ^^beatershafty^ m geared as to revolve rapidly in the 
throat of the coru-sheller, for the purpose of driving the ears of corn 
into the machine. 

In his specification his device is described as follows : 

This invention relates to an improvement in a com-sheller patented by Augustus 
Adams, as described in his letters patent No. 54,659, dated May 15, 1866. 

In said patented com-sheller a winged shaft is placed above the opening in the 
sheller, and is worked oppositely to the direction of tbe entering com in such man- 
ner that the said wings strike the upper ear if two ears attempt to enter the throat at 
once, and throw said upper ear back into position to descend properly, but I have dis- 
covered that the ear so thrown back retards the feed, inasmuch as the following ears 
are likely to override the ears so thrown back, and the difficulty is thus continued. In 
the present invention I propose to overcome this objection by forcing all the ears, as 
they approach the throat, to pass rapidly out of the way into the sheller, by means 
presently specified. And to this end I arrange a shaft above the throat with a series 
of wings, wheels, or projections, to revolve in the same direction as the entering com, 
so as to force the corn rapidly forward into the sheller, which is capable of shelling aU 
the com that can be forced through the throat. By this means I avoid any chance of 
clogging the feed under ordinary circninstnncrs. 

*See Aiken vs. Peck^ 22 Vt., 260, and Hooker vs. Hubbaid, 102 Mass., 245. 
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His detailed descriptioa of his device is as follows : 

H is a shaft, which may be surroanded by the hood B. This shaft carries the beaters 
or wings P, arranged to revolve in the direction of the arrows (that is, the direction of 
the feed) shown at Fig. 1 of the drawing. Space enoagh is left between the revolving 
wings and the bottom of the throats B to allow of a single ear, as at n, to pass fireely 
beneath withoat contact, bnt sufficiently near to strike an overriding ear, as at ni, and 
force it and other ears in contact therewith, or in the road thereof, ahead rapidly into 
the sheller, clearing the passage for the corn following. 

His first claim is as follows : 

The combination, with a com-sheller, of a series of wings, wheels, or projections, so 
arranged on a shaft as to revolve in the same direction the corn is rnnniog, and so 
placed relative to the throats as to force into the machine all misplaced or hesitating 
ears, substantially as specified. 

It may be premised that the device in qaestion is applicable to a 
power sheller only, and is intended to operate in connection with the 
endless apron or other feeding device, whereby the ears of corn are 
brought to the throat of the sheller, and the object was to keep the 
throat of the machine from clogging by forcing the ears into the throat 
of the machine instead of allowing them to pile up or override each other 
at that point. 

The object was to secure an operative automatic feed which, without 
the care of an attendant, would keep the stream of ears of corn steadily 
aud uniformly running into the sheller, instead of permitting it to pile 
np or choke in the throat. 

Augustus Adams had two devices in his machine, prior to complain- 
ant's invention, intended to accomplish the same purpose. The first 
were the small picker-wheels, running in the same plane with the shell- 
ing-disks, and intended to catch and carry forward the ears as they fell 
into the throat. 

The second was a winged shaft, or beater-bar, over the throat of the 
sheller, so arranged as to revolve in a direction contrary to the direction 
of the stream of ears of corn, and drive back the overriding ears as they 
approached the throat. This device was found to do but little toward 
securing the desired result, as the ears thrust or knocked back only got 
in the way of others, and the machine was therefore still liable to clog, 
so as to make the feed irregular, and require frequent attention from an 
attendant. 

At this stage of the art the complainant entered the field, and although 
he only reversed the motion of the Augustus Adams beater-bars, yet the 
evidence shows he produced by this comparatively trifling change a 
result, so far as the automatic feed of a corn-sheller was concerned, which 
had not been attained before. 

The defense, firsts denies the novelty of the invention; second, denies 
the infringement. 

Upon the question of novelty, evidence has been put into the record 
of a large number of devices for feeding or regulating the feed of corn- 
shellers, thrashing-machines, straw-cutters, plauing-machines, carding- 
20 D 
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machines, &c. Bat I do not find in any of them anything which seems 
to anticipate the complainant's machine. 

The device of Aagastas Adams in form of construction is almost pre- 
cisely like that of complainants, except that it revolves in a contrary 
direction. But when at rest, and without the gearing by which the 
motion is secured, the two devices would strike the eye as substantially 
alike. Defendant also insists that the first claim of complainant's pat- 
ent is anticipated by the picker-wheels, as they are called, in Auerustas 
Adams's patent; because complainant's claim is for ^'a series of wings^ 
wheels, or projections, so arranged on a shaft as to revolve in the same 
direction the corn is running.^ • • ♦ ^^^d it is argued that the claim 
to use ^^ wheels^ on the shaft necessarily involves the use of wheels 
revolving over the throat of the sheller, as the picker-wheels revolve in 
the throat. It may be admitted that the terms used are somewhat 
unfortunate and may tend to confuse; but the court should never defeat 
a patent for a mere technical defect, if it clearly appears what the 
inventor has described and claimed as his invention. It seems to me 
the word wheels is used in this claim as a synonym for disks. The idea 
of the person who drew the claim, it appears to me, was that the wings 
or beaters might have disks on each side to help in thrusting the com 
forward when they were used. I think, also, the court might, if neces- 
sary to save the patent, reject this word as surplusage, although I do 
not think it necessary to do so in this case, as the patentee in his speci- 
fication evidently intends to suggest that some kind of wheels or disks 
may be fixed upon the shaft to. act with the beaters; but this is more in 
the nature of a suggestion than a specific device by which he is bound 
to construct his machine. 

The principle that it is the duty of the court to uphold and sustain 
the patent, instead of seeking for reasons to overthrow it, is fully sus- 
tained. [Turrill vs. B, B. Go,, 1 Wall., 491; Bubber Company vs. Good- 
year , 9 Wall., 788; Klein vs. Bussell, 19 Wall., 433; Burden vs. Coming j 
2 Fish., 477.) 

I do not, therefore, find the complainant's invention anticipated by 
the picker-wheels of Augustus Adams, nor does it seem to me the first 
claim of the patent should be held void for the use of the word <' wheels. ^^ 

As to the infringement: The proof shows that defendant makes and 
sells a machine — complainant's Exhibit O — with a beater-bar revolving: 
at the entrance to the throat of the machine so as to strike the ears of 
corn on the under side instead of the top, and so force them into the 
sheller. And it is claimed by defendant that the function performed by 
its beater-bar is different from that performed by complainant's. 

Defendant calls its beater-bar a device for forcing the feed, while 
complainant's is only a regulator or device for disposing of the misplaced 
or overriding ears. 

The models of both complainant's and defendant's shellers show that 
the ears of corn are brough^ forward nearly above the throat of the 
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sbeller upon an endless apron, and from that dropped or slid down a 
sharp, almost perpendicular incline, into the throat of the shelling ap- 
paratus. 

It may, T think, be therefore said that no device for forcino: the feed 
is required in either machine, but what both need is a regulator to pre- 
vent the ears from overriding each other and choking up the throat; and 
it is very plain to me that the defendant's beaters under the stream of 
ears of corn perform the same office, and no other, that is performed by 
complainant's. 

A change of location of a part, in a combination where there is no 
new function performed by the changed member in its new location, will 
not evade a patent. 

In the case of Potter vs. SohencJcy before his honor Judge Drummond 
(1 Bissell, 515), an infringement was alleged of the Wilson patent for a 
sewing-machine feed. By the defendant's device in that case the feed 
was secured by the pressure of teeth operating upon the top instead of 
the under side of the cloth, and in reference to this change of mode in 
eifecting the result the learned judge said : 

The question is whether this is a substantial variation, in all or auy of its part'cnlarsr 
from the invention of Wilson, as described in his specifications of 1856. I have already 
stated that it is not, and, as it seems to me, on this ground, viz: that when a mechanic 
has the leading idea which is developed in Wilson's patent once thoroughly under- 
stood and fixed jn his mind, he can carry out that idea in a variety of forms simply by 
the exercise of mechanical ingenuity. Here was a great leading principle in the feed 
of the machine devised and invedted by Wilson. He, to be sure, describes the partic- 
ular manner in which he carries out that idea; but once get that in your mind, and 
it is clear that you can carry it out in a variety of forms. This is, it may be said, an 
ingenious variation or difference by which the idea of Wilson is carried out. 

The shoe or main part of the feeding apparatus is not placed beneath the plate upon 
which the cloth rests, but is on the top of the plate, or, as was contended, and I think 
with a good deal of force, by the counsel for complainant, instead of being placed as 
Wilson describes it, it was merely reversed. It is clear that that does not change the 
principle of the invention, and it is clear, too, as already stated, that a mechanic, once 
having the idea in his mind, could apply it by adopting a great variety of forms and 
devices, and this among others. 

Nor will the fact that the beater does its work even better in the loca- 
tion where defendant puts it than where complainant puts it, jf it does 
the same work, but only in degree better, make any difference. The 
result is still the same. The ears are urged into this shellei by the 
blows they get from these revolving wings, whether they receive them 
on the top or bottom. And it can make no difference, it seems to me, 
that defendant's beaters may strike every ear, while complainant's strike 
only the overriding ones, because, when the stream is running evenly, 
no blows are needed on either side, and when one ear comes along with 
another on top of it, it makes no difference whether the under one or 
npper one is first driven forward into the sheller, so long as that is the 
function of the beater; whether it strikes the top or bottom, the result 
is the same^ and secured by substantially the same mechanism. Both 
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these machines force the feed by driving the com into the sheller and 
preventing clogging, and both of them regulate it It therefore seems 
to me that neither of the points made in the answer is sufficient to de- 
feat the patent ; that, as the proof in this case stands, the patent is for 
a novel and nsefnl invention, and that the defendant by its machine 
infringes the patent. 



[United States Circuit Court— Soathem Distriot of Now York.] 

HAERINGTON V8. LIBBY. 

O. G., vol. xii, p. 188. 
Before Johnson, J.—Trade-i£ark-^Form of Faekage,— February, 1877. 

Held : That complainant could not legally enjoy the exclnsive right to use a decorated 
tin pail as a collar-box, notwithstanding that he was the first to so employ it, and 
had registered it as a trade-mark. 

J. A. Whitney, esq., for complainant. 

£. Wetmore, esq., contra. 

Johnson, J. : 

The plaintiff claims to be entitled to the exclusive use of a tin pail 
with a bail or handle to it, the tin ornamented with a geometrical pat- 
tern, and used to contain paper collars. This claim is made not on the 
ground that he is the inventor and patentee of pails thus made, or of 
the material used in making them, or of the art of selling collars by 
giving away a tin pail with them, but the claim is that the pail is a 
trademark, and entitled to protection as such, either by force of the 
statute of the United States on the subject or by virtue of the general 
law of trade-marks. 

It appears that the ornamented tin which the plaintiff employs is a 
common article in commerce, and that pails made of tin, ornamented or 
unornamented, are, and have long been, in use for all such purposes as 
any one chose to apply them to. 

The question whether any one can seize upon such an article and 
make title to its exclusive use for a special purpose by calling it a trade- 
mark, must be ia>r from clear in favor of the claimant. The forms and 
materials of packages to contain articles of merchandise, if such claims 
should be allowed, would be rapidly taken up and appropriated by 
dealers, until some one, bolder than the others, might go to the very 
root of things, and claim for his goods the primitive brown paper and 
tow string as a peculiar property. It will be observed that it is not a 
mark at all which is claimed, but the whole enveloping package, the 
whole surface of which is covered by the ornamental pattern. There is 
no name, no symbol, no assertion of origin or ownership. The case 
strongly resembles that of Payson's indelible ink (Brown on Trade- 
Marks, 186, 187), where the claim was rejected on the grou||^|^at if 
maintained the effect would be to gradually throttle trade. 
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The case of Moorman vs. Hoge (2 Sawyer, 78), seems to me quite in 
point. In favor of maintaining the right to the barrel in question, in 
that case, all circumstances of fact concurred; but the court held that 
the law did not recognize an exclusive right to an unpatented package, 
nor permit its assertion^ 

I concur in the principles maintained in that case, and think the 
plaintiff has failed to show such a right in the premises as can entitle 
him to a preliminary injunction. 

The motion must be denied. 



[United States Circuit Court— Eastern District of Midugan.] 

THE DETROIT STOVE WORKS, Complainant, v%. THE MIOHF- 
GAN STOVE COMPANY, Defendant. 

O. Gm vol. xii, p. 189. 

In 'Equity.— Before H. B. Brown, D. J". 

DEGBEE OF THE 00T7RT. 

This canse having heretofore been bronght on to be heard apon the 
pleadings filed and the proof taken thereon, and the said pleadings and 
proofs having been read, and Mr. Thomas S. Spragae, of counsel for 
complainant, and Mr. John Miner, of counsel for defendant, having been 
heard, and the court having fully considered the said pleadings, proofs, 
and arguments, it is hereby ordered, adjudged, and decreed that the re- 
issued letters patent granted unto John V. B. Garter and James Dnyer, 
dated March 7, 1876, No. 6,979, are valid; and that the coqiplainaiit is 
the owner of said letters patent; and that the defendant has infringed 
the said letters patent in making, using, and vending to others the im- 
provement in base-burning stoves for heating and cooking, as charged 
in said complainants^ bill of complaint, and that the said complainants 
are entitled to have a perpetual injunction to restrain said defendants? 
its agents, servants, and all holding or claiming under or through them, 
from making, using, or veuding, or in any manner disposing of heatiug 
and cooking stoves embracing the invention or improvements described 
in said letters patent, namely : 

In combination with a heating-stove, haviug revertible and base flues, a calinary at* 
tachment placed directly against the rear flues of said stove, so that the inner wall or 
front of said culinary attachment is adapted to be heated by direct radiation from the 
fire-pot, while the other walls of said attachment are heated by the products of com- 
bustion in their passage from the base to the exit, substantially as audfor the purposes 
Bet forth. 

And, also — 

In a heating-stove, and in combination therewith, a culinary attachment provided 
with suitable openings to allow the products of combustion to be directed from the 
fines of a revertible-flue heating-stove into the inclosed flue-space surrounding the oven, 
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placed between theriDgs, which forms the base of the combostion-chamber proper and 
the base of the stove, all being e£fected substantially in the manner and for the purposes 
described in said letters patent. 

And it is further adjudged and decreed that the cause be referred to 
D. J. Davison, a master of this court, to ascertain and report the num- 
ber of base-burning stoves for heating and cooking containing the said 
improvements, or either of them, made and also the number sold by 
the said defendant since the 7th day of March, 1876, and the damages 
complainant has sustained, or the use and profits defendant has re- 
ceived, by reason of such infringement since the time last aforesaid. 

And upon the coming in and confirmation of the said report that said 
complainant have a decree and execution for the amount due thereon, 
and also for the costs in this suit to be taxed. 



[United States Clrcnit Court— District of New Jersey.] 

LOEIN INGEESOLL vs. MAEY TUENEE AND WILLIAM 

TUENEE. 

O. G., vol. xii, p. 189. 

Letters Patent No. 119,705, granted to E. A. Heath, October 10, 1871, declared to be 
void in view of letters patent granted to William H. Tophanii Angust 2, 1870, for an 
imi)royement in spittoons. 

The fact that one patent is granted for a cuspadore and the other for a spittoon is of no 
importance, as the difference is merely of form, and the form itself is old. 

The characteristic and valuable feature of both articles being their self-righting quality, 
arising from their weighted bottoms, the invention remains the same, notwithstand- 
ing metal may be substituted for papier maoM in their manufacture. 

The substitution of sheet metal for less appropriate material involved no invention, 
and the construction of the cuspadore in three pieces is but obvious mechanical 
skill. 

Nixon, D. J. : 

This is a suit in equity to restrain the infringement of Letters Patent 
No. 119,705, issued to E. A. Heath, on the 10th day of October, 1871, for 
a metallic cuspadore. 

The bill of complainant prays for an injunction, account, and assess- 
ment of damages. 

The answer denies that Heath was the original and first inventor of 
the alleged improvement in cuspadores, described and claimed in his 
letters patent, but that he was anticipated by one William H. Topham, 
to whom letters patent were granted on the 2d of August, 1870. 

The word cuspadore is derived from the Portuguese verb cuspo^ to 
spit; cuspidor J a spitter. The English cuspadore is a spittoon of a peca- 
liar form. 

Not much stress, therefore, can be laid upon the fact that Topham 
calls his patent ^' an improvement in spittoons," and Heath calls his "an 
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improvement in caspadores." The difference between a Spittoon and a 
cuspadore is one of form, and the form of the cuspadore is not new. 

The characteristic and valuable feature of both articles is their self- 
righting quality, arising from their weighted bottoms; the functions of 
the weighted bottoms in each are the same, and Topham has the merit 
of being older. It is in evidence that he made papier mdche cuspadores, 
with weighted bottoms, as early as June and July, 1871, anterior to the 
date of the patent to Heath. What, then, has Heath done? He has- 
improved a cuspadore by increasing the weight of the bottom, whereby 
it is rendered less liable to upset, using the same means that Topham 
applied to spittoons, and producing the same results. He has substi- 
tuted sheet metal for other and, it may be, less appropriate materials 
for the manufacture; but there was no invention in the mere change of 
material. 

And this method of construction, to wit, the putting together the cus- 
padore in three pieces, is so obvious that nothing was claimed for it in 
the patent, and nothing ought to have been. Any skilled mechanic 
would naturally adopt it within the exercise of inventive talent. 

As the defendants justify under the Topham patent, there must be a 
decree in their favor, and it is ordered accordingly. 



[United States Cirouit Court. 1 

ANDREW ALBRIGHT vs. THE CELLULOID HARNESS-TRIM- 

MING COMPANY. 

O. G., vol. xli, p. 227. 
In I!quUy,--B^ore Nixon, J. 

Reissned letters patent No. 5,155, granted to Andrew Albright, November 26, 1872, for 
" improvement in dies for finishing rubber-ooated harness-mountings,'^ reviewed and 
sustained. 

The prohibition of the statute in relation to reissue applications is limited to the adding 
of new matter to the specifications, and there is no obligation upon the patentee to 
claim all things in the reissue which were claimed in the original invention. Carveit* 
vs. Braintree Man, Co, (2 Story, 438). 

The novelty of the device for which the patent was granted does not depend upon the 
question whether the separate instrumentalities are new, but whether any new and 
useful result is produced by their combination. 

The patentability of the dies established, it appearing that by their use a better article 
was brought upon the market, at less labor and expense, than had before befen 
produced. 

A person who merely produces articles experimentally by a device — changes the struc- 
ture of the device itself, and finally does nothing with it until after the grant of a 
patent to another inventor— has neither perfected the device nor adapted it to suc- 
cessful use. It is an abandoned experiment. 

Experimental making and using of a patented invention is a technical infringement 
that may be restrained. 

Defendant having substituted broad bearing-surfaces for the cutting-edges of com- 
plainant's dies, the change held to be colorable as one simply arising from the differ- 
ence in the material upon which the dies were used without variation in result. 
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Nixon, Diet J. : 

There are several suits pending between these parties, and I will first 
consider the case which was denominated <^ No. P on the argament, and 
which has been brought against the defendant corporation for infring- 
ing certain letters patent, nambered 5,155, for ^< improvement in the 
manufacture of rubber-coated harness-trimmings," being a reissue to the 
complainant of the date of November 26, 1872, the original patent hav- 
ing been granted February 13, 1872, and antedated January 27, 1872. 

The only claim of the reissue is for the dies, a tool adapted to do a 
particular work, and the complainant states in his schedule to the reis- 
sue that his invention consists in making and using a pair of dies for 
pressing, finishing, polishing, and trimming the edges of the vulcanized 
coating of harness-trimming, such as rings, buckles, terrets, hooks, and 
like articles. 

The answer of the defendant substantially denies the infringement, 
and that the complainant was the original and first inventor of the dies 
described in the reissue, or any material part thereof, alleging that the 
same was used by a number of persons, whose names and places of busi- 
ness are set forth. It further alleges that the thing patented had been 
described in printed publications prior to complainant's alleged dis- 
covery or invention, and more particularly in a number of English and 
American patents therein enumerated ; that the same had been in pub- 
lic use, or on sale, in this country for more than two years before the 
complainant made application for his original letters patent; and, also, 
that the reissue was not for the same invention as was fully described in 
the original patent. 

Such grounds of defense necessarily involve the construction of the 
complainant's invention; and in order to construe it intelligently, we 
must first examine the original patent, including the specifications, 
drawings, &c., and ascertain, if we can, what the patentee discloses and 
claims therein to be his invention ; then look at the reissue to see whether 
any other or different invention is set up, and next consider the state 
of the art at the date of the patent to learn from thence what the pat- 
entee is entitled to claim as his own. 

The case, as prepared and ably argued by the counsel, covers a very 
extensive field of investigation, and, having given to it the care and 
attention which its importance to the parties seemed to demand, we shall 
proceed to briefly state our conclusions rather than the processes of 
reasoning by which they have been reached. 

In the specification of the patent the patentee states that his invention 
consists of making a pair of dies for pressing, polishing, and trimming 
the edges of the rubber coating of harness trimmings, so as to imitate 
stitching, and to finish each article without hand-labor. In other words, 
he proposes with an instrument or tool to do an old thing in a new and 
better way. 

He was not the first to use dies in the manufacture of rings, 
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backles, terrets, or other harness-mountings, nor the first to imitate 
leather stitching on rabbr-coated articles, nor the first to densify and 
polish with dies plastic compositions surrounding a metal core b}' heat 
and pressure. Numerous English and American patents — as, notabl3''y 
the patent to Thomas Deakiu, December 22, 1842, for the use of metallic 
dies to receive the metal skeleton ; the English patent to Newton, Sep- 
tember 4, 1851, and to Moses Poole, March, 28, 1853, for the Goodyear in- 
vention of applying india-rubber compositions in making and finishing 
parts of harness ; the patent to William Green, August 6, 1857, in regard 
to imitation stitching; and the American patent to Welling, dated 
April 28, 1862, for pressing and solidifying the mass of any plastic com- 
position around an iron ring by means of dies — reveal methods of sepa- 
rately accomplishing these different results. 

The operation of the invention is simple. A metal ring, buckle, or 
other article is coated with the rubber and placed in one of the dies, and 
the other die is pressed down upon it. The dies, or the article itself,, 
are moderately heated, so that the pressure of the polished dies will pol- 
ish or finish the article. The dies are beveled off at a and e of Fig. 2 of 
the drawings, so as to form sharp edges. These edges a cut off the 
waste at the inner side of the ring, while the edges o cut off the 
waste on the outer sida In this way the act of pressing together the 
dies polishes, trims, and finishes each article in the best and quickest 
manner, e shows the indented lines, which produce an imitation of 
stitches. The dies touch each other, a?, y, and z^ so that they cannot 
crush the article placed in them. The claim of the patent in the origi- 
nal is for — 

The ooDdtruotion and operation of the dies A and B, with cntting-edges a and c, sab- 
stantially as described, for dnishing rabber-ooated harness-moantiags. 

On the 26th of November, 1872, the patent was reissued in two divis- 
ions, as is expressly authorized by section 4916 of the Revised Statutes. 
Of these. Division A, numbered 5,155, was for the dies, and Division B, 
numbered 5,156, for the process of manufacturing metallic harness-trim- 
mings covered with rubber or other known vulcauizable gum. Suit No. 
1 was brought for infringement of the reissue No. 5,155. A comparison 
of the specifications, drawings, and claims fails to show that any new 
matter has been introduced into the reissue which did not appear in the 
original patent. It is true that Division A does not embrace everything 
which is found in the original ; but it is not necessary that it should, 
since the prohibition of the act is limited to the adding of new matter 
to the specifications, and there is no obligation upon the patentee to 
elaim all things in the reissue which were claimed in the original inven- 
tion. (Carver vs. Braintree Man. Oo.j 2 Sto., 438.) 

Of what, then, does the invention consist as described in the reissue f 

We have a die in two parts, so constructed as to press, solidify, polish, 

and trim the edges of a partially-made ring with an iron core, and to 

impart to it by a single operation the desired form, rib, and imitatioi^ 
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stiteh, and at the Bainetioie separating the waste material from the anicle. 
It embodies the following features : (1) a central cavity for the body of 
the article to be formed; (2) a recess surroonding the cavity in which 
to form a projecting rib adapted to receive ornamentation ; (3) provision, 
by grooves^ for the escape of the surplus material; (4) cutting or defin- 
ing edges to separate the surplus material on the inner and outer edges 
of the article ; (5) concentric recesses to receive the waste ; and (6) 
bearing-surfaces to determine the thickness of the finished article, and 
to prevent crushing the same. 

Whether this is a new device or not does not depend upon the question 
whether the separate instrumentalities are new, but rather upon the 
question whether any new and useful result is produced by their com- 
bination. 

The evidence seems to be, that the complainant, who is also the 
patentee, has been able by the use of this die to bring upon the market 
a better article of rubber-coated harness-trimming, with less labor and 
expense, than had before been produced. Before its introduction the 
workmen were in the habit of placing the soft rubber around the metal 
core, and as a preliminary step of putting it through the process of vul- 
canization, after which the article was trimmed, polished, and finished 
by hand, and the stitches marked thereon with a sharp-pointed wheel. 
These separate and laborious methods have been suspended by the 
complainant's invention^ 

Not much time need be spent upon the inquiry whether the defendant 
corporation has infringed. 

At complainant's request they produced a pair of finishing-dies, such 
as they used in the manufacture of eelluloid-coated harness-trimmings, 
and the same has been marked Complainant's Exhibit No. 12. Complain- 
ant's Exhibit No. 7 was put in to shDw the die described and claimed in re- 
issue No. 5,155, and the question is whether the use of the former is an 
infringement of the characteristic devices of the latter. Their features 
of resemblance are more numerous than their features of dissimilarity. 
Even where they are not identical in form they seem to be so in function. 
For instance, the sharp cutting-edges described and appearing in Exhibit 
No. 7 are not described and do not appear in Exhibit No. 12. Their 
absence, and the substitution in their ^lace by the defendants of the 
broad bearing-surfaces, was largely commented upon by their counsel 
on the argument, and it was assumed that such a change effected a sub- 
stantial difference in the mode of operation of the two dies ; but actual 
experiments shown do not sustain the assumption. It was found that 
the dividing-ridge in Exhibit 12 — the defendants' die — through bearing- 
surfaces, acted also as cut-offs of the surplus material, and produced 
substantiiftlly the same result as the sharper cutting edges of Exhibit 7, 
the complainant's die. A thicker fin was ordinarily left on the outer 
rim of the article pressed in the one case than in the other, and where 
a coating material was used less dense than the hard rubber, such as 
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celluloid, it seems that the broad bearing surface insured a better finish 
than the cutting-edges by hohling more of the material within the dies 
for aolidification and polish; but the construction and mode of operation 
of the two dies are so substantially alike that the use of Exhibit ^o. 12 
must be held to be an infringement of Exhibit No. 7. 

Nothing was brought forward in the case which cast serious doubts 
upon the originality of the complainant's patent except the Sturges 
die, Exhibit No. 18, produced by the complainant. 

Mr. Sturges says that in the spring or summer of 1865 he made a pair 
of dies to press up a composition with which he wished to coat an iron 
buckle to imitate the stitched leather buckle. He pressed up different 
compositions, experimenting with leather and paper and cloth. He 
never made any quantity, or ever put any in the market, ^^ being a mere 
matter of experimenting." 

It does not appear that these experiments were successful, as he tes- 
tifi^es that he abandoned them and laid the dies away upon the shelf in 
his shop, where they remained until they were brought out for the pur- 
pose of defense in this case. He did not perfect or adopt his invention, 
if he made one, to successful use. His dies were first made as molds or 
stuffing-boxes, with holes at the back, through which he forced the com- 
position around the iron frame previously placed in the die. That mode 
did not work successfully, as the tendency was for the composition to 
force the iron frame out of place. He then closed up the openings with 
solder, and instead of forcing in the composition he placed it above and 
below the iron frame before the die was closed. He experimented alone 
aboat a couple of months, and pressed up, with these different materials, 
probably a half gross of buckles. He fails everywhere in his testimony 
to indicate that he regarded his device, whether used as a stnfflng-box or 
a die, as of any practical value, and he ceased for years all efforts to 
make it successful. Under these circumstances what he did must be 
pat in the category of abandoned experiments. ^^ He is the first in- 
ventor," says the Supreme Gonrt in Whitdy vs. Swayne (7 Wall., 685), 
^^ and entitled to the patent, who, being an original discoverer, has first 
perfected and adapted the invention to actual use." {Gaylor vs. Tfilfter, 
10 How., 477 5 WasMum vs. (?(wW, 3 Story, 133 ; Parham vs. The But- 
ton-Hole Oo., 4 Pish., 468; The Corn-Planter Patent^ 23 Wall., 181.) 

Let a decree be entered in case No. 1 for an injunction and account, 
according to the prayer of the bill of complaint. 

It is not necessary to make any extended reference to case No. 2. 
The suit is brought for the infringement of letters patent No. 137,873, 
issued to the complainant April 15, 1873, for << improvements in the 
manufacture of rubber-coated harness-trimmings." 

The patentee says in the specification that the nature of his invention 
consists in the formation of a die constructed of two or more pieces for 
stamping and finishing harness or carriage trimmings when a metallic 
body is covered with suitably-prepared rubber, or other equivalent sub- 
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Stances, without having any refuse or surplus material in the die when 
the process is done, and he alleges that it is an improvement on the 
patent issued to him February 13, 1872, and reissued in two divisions, 
November 26, 1872. His claim is for— 

The die, constracted sabstadtially as described, for pressing and finishing composi- 
tion-coated harness or carriage trimmings withoat leaving any refuse material in them, 
as set forth. 

The improvement therefore consists in a die that finishes and polishes 
the coated article with no provision for waste or surplus material. 

Have the defendants infringed by making or using such a die f They 
admit in their answer that subsequent to the date of the said letters 
patent Ko. 137,173, among other experiments made, or caused to be 
made, at their factory in !Newark, in the course of perfecting their manu- 
facture of harness-trimmings coated with celluloid, they tried dies of 
substantially the form and construction and having the same operation 
described in said letters patent ; but such use was only experimental, 
and the said experiments demonstrated the fact that harness-trimmings 
coated with celluloid cannot be manufactured in dies thus constructed, 
and that they accordingly abandoned the experiment. 

It should be said, in justice to the candor and frankness of the de- 
fendant corporation, that this admission on their part is quite as full on 
the complainant's proofs. Their superintendent, Lockvc^ood, says that 
prior to July, 1874, he saw in their factory a die similar to Exhibit Ko. 
8, which it is admitted was construeted according to the patent under 
consideration, and the complainant, Albright, testified that he visited 
the defendants' rooms in iNewark in October or November, 1873, and 
"aw there one large oval brace-buckle die and one or two ring-dies con- 
structed on the plan of Exhibit No. 8, and also buckles and rings which, 
from their general appearance, be believed had been pressed in these 
dies. 

That seems to be the extent of the testimony as to the making and 
using the die. It is a technical infringement, and is sufficient to au- 
thorize an injunction restraining their future use; but no reference 
will be ordered, as no damage or profits have been shown or suggested. 



{XToited States Cirooit Conrt-^athern District of Ohio.] 

THE MILLER AND PETERS MANUFACTURING COMPANY 
V8. NAPOLEON DU BRUL. 

O. G., vol. xii, p. 351. 
J3^«re SWAYMB, J, 

[This decision was stenographioallj reported, bat has not been read or revised by 
theJadjKe.] 
The Commissioner of Patents alone is invested with anthority to decide whether a 

patentee is entitled to a reissue, and after he has exercised this power and granted 



DECISIONS OF U. S. COURTS IN PATENT CASES. 317 

the reissne, it becomes a presamption of law that he has done his duty thoroughly, 
faithfully, and properly. 

The action of the Commissioner in granting a reissne is not open for re-examina- 
tion by the conrts, except on the ground of firaud in its procurement. 

The validity of a patent is not determinable by the degree of novelty or invention dis- 
played, but it is sufficient if there exists some novelty and merit, however slight. 

The same novelty and merit that will entitle an applicant to a patent entitles him to 
the judgment of a court upon that point, and the action of the Patent Office in 
making the grant is prima /ocie proof that the requisite novelty and merit exist. 

This is a suit broaght on reissued letters patent for improvement in 
cigar-molds, granted F. 0. Miller, September 28, 1875, as a reissue of 
letters patent originally granted same, October 13, 1874. 

The bill charges the infringement of the first and second claims 
which are as follows : 

1. The series of cups 0, which are constructed with flanges e', and attached to a 
suitable backing, substantially as and for the purpose specified. 

2. The movable half- mold, composed of a series of cups, 0, and attached to a back- 
ing, in combination with the stationary half-mold, having a corresponding series of 
sockets, d'f substantially as and for the purpose specified. 

The defenses relied on are— 

(1.) That the reissne is broder than the original, and not for the same 
invention. (2.) Want of novelty. (3.) Want of patentable invention. 

As to the validity of the reissue, it is delegated, by the act of Con- 
gress upon the subject, to the Oommissioner of Patents carefully to ex- 
amine the question whether the patentee is entitled to a reissue, and to 
decide according to the result of that examination. The presumption 
of law is, according to the authorities, that the Commissioner has done 
his duty thoroughly, faithfully, and properly, and has arrived at a con- 
clusion in accordance with his actioUi 

The question is not open for re-examination, except on the ground of 
fraud. (Battin vs. TaggarU 17 How., p. 84 ; Rubber Co. vs. Ooodyear^ 9 
Wall., p. 796; Seymour vs. OsbomSj 11 Wall., 516, and others.) 

The presumption is that everything is correct and valid touching the 
reissue. 

I have found nothing in this case sufficient to open up the question 
for re-examination. I need not remark further on the subject. 

On looking through the patents which have been introduced on the 
part of the defendant, and examining the models which show the inven. 
tioq, we find nothing that exactly anticipates said invention. In this 
connection it is proper to read a part of the specification : 

The plungers or cups of the upper or movable half-mold are formed separately, and 
subsequently secured to the backing while in the sockets in the lowetor stationary half- 
mold, in order to obtain a perfect register between the cups and the sockets. Hereto- 
fore the cups have been made of the same width, or nearly. «o, from top to bottom ; 
%at is to say, the width at the top at a particular point would be the same, or nearly 
so, as the width at the bottom at this same point, and the face of the backing to which 
they are attached checked their further entrance into the sockets by bringing up 
agains<: the top of the socket-board. By reason of this construction of the cups it ' 
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ezceediDgly diffloalt to secure the backing to it without iojnriog the caps or the sur- 
faces of the sockets by forcing the caps too far into the socket, and in case the caps 
were secured by gluing, either their backing would glue onto the top of the socket- 
board or else it had to be withdrawn before the cups had been previously secured 
To avoid these difficulties is the object of the first part of my invention, which con- 
sists in providing the plungers or cups with laterally-projecting flanges, by means of 
which they are supported on top of the socket-piece while in the sockets, so that the 
backing may be brought down upon them with any requisite force to secure them 
without danger of iiguring the molds proper, and which also serve to form a space 
between their backing and the socket-board, so that, in gluing, the backing may be 
held clamped to the cups for any length of time necessary to make a permanent and 
reliable connection. 

Then, after refering to auother feature not here in controversy, the 
patentee proceeds in describing this invention : 

The cups are made singly and separate from the backboard a, for the reason that it 
is very difficult and very expensive to make them of one piece, and at the same time make 
the whole set or series fit accurately to the corresponding female sockets underneathy 
while, by making them singly, I make them cheaply, and then, by laying them one by 
one into the female sockets d', and while in such position gluing or otherwise unit- 
ing the back-board a to them, I secure a fitting and correspondence of the two sets 
of sockets or cups that is absolutely unattainable in any other manner. Not only 
this, but if one of the cups e be accideutly broken, I can at once and in an inex- 
pensive manner, replace; while, if the cups were in one piece, and then one of the 
cups were to be broken, the whole series would become practically worthless. In 
furtherance of this object, I make each cup e with flanges or shoulders e', which gives 
each cup the broadest practicable base to stand on, yet leaves space between the cups 
for the attainment of the nice adjustment with reference to the socket d', which I have 
spoken of. The grain of the wood of these cups runs, by preference, in the direction 
of their length, and transversely of the length of back-board a. When the shoulders 
ef fit down upon the socket-board d, as shown in Fig. 2, the spaces between the faces 
of the sockets d' and cups e are circular in cross-section, and fitted to give the proper 
cylindrical shape to the cigars. Further, the flanges e* e' on the cups enable me to 
make the molds properly rounded in cross-section, without altering the depth of either 
the male or female cups^ by simply making the male cups with thinner or thicker edges, 
as the case may require. 

In the flanges attached to each upper cap^ at the bottom of the npper 
cup; required to be separate and distinct from the others, and the 
flanges required to be distinct from the backing-board and attached to 
it in the manner described, I find what I do not in any other case. There 
is no description in any patent of exactly the same thing. There is to 
be found in no mold which has been produced by the defendant exactly 
the same thing. In several instances there has been a very near approach 
to the alleged invention of the plaintiff, but in no instance has the mark 
been quite hit. It is neither claimed nor proved that any mold was 
ever made or used exactly as described in the complainant's patent. 
The variations in several instances are exceedingly small, but they are 
sufficiently marked to leave a distinction between them and the require- 
ments and description of the complainant's invention, as set forth in his 
patent. 

The case turns entirely on the complainant's flanges. For the reasons 
which I give I have come to the conclusion that his invention belongs 
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to him as inveDtor, and that it has the requisite novelty. So far, I 
think, his case stands on firm ground. 

Then comes up the question of patentability. I have no hesitation in 
saying that upon the argument it seemed to me that there was no suffi- 
cient novelty and merit. Single cups, attached to a backing, having 
been invented before, it seemed to me that the point beyond this prior 
invention which the complainant has reached was not sufficient to sus- 
tain a patent. In this aspect of the case I thought there was no novelty. 
It is proved that small as these flanges are, inconsequent as they seem, 
little bearing as they have upon the question, there is some merit, some 
utility. 

If that be so, that, united with the novelty which has been found to 
exist, and which is established in the proof, small as that merit is, it en- 
titled the complainant to a patent in the judgment of the Commissioner 
of Patents, in the judgment of the Patent Office, and it entitles him to 
the judgment of this court upon that point. If this be so, the patent 
seems to be supported and the complainant is entitled to the benefit. 
We have no authority to measure the degree of merit in the case in this 
connection. The action of the Patent Office is prima facie proof to that 
effect. The testimony in the record bears upon the proof and sustains 
the judgment of the Patent Office, if this were material. The testimony 
of Miller is full to this effect, and, in my judgment, it has not been effect- 
ively contradicted. The testimony of Peters, one of the complainants, 
is less cogent, but substantially to the same effect. The testimony of 
Tietig and of Heintz bears somewhat in the same direction, but with 
less force. 

Kow, this general reflection strikes me as very material to the solu- 
tion of any doubts upon the subject, and the idea has had great weight 
with me in coming to the conclusion which I have reached, and with very 
considerable hesitation, for the time, of the correctness of my judgment. 
There can be no doubt that, in the distinct conception of the patent, com- 
plainant has done what was not done before. One or two persons have 
suggested that the proper cups can be made single and separate from the 
others, or connected with them — ^the cups being made in sections con- 
sisting of one, two, or more, and the last patent of Du Brul contains, 
perhaps, what may be called the flange, but that flange is inside. I ex- 
amined the model and came to that conclusion. Here the flang eregu- 
lates the depths, and that is set out in the patent. This flange attached 
when properly connected regulates the depth to which it can be pressed, 
^nd that makes the peculiar mold in which lies the merit of the alleged 
invention. 

But, departing from the details, it maybe assumed, I think, from the 
proof that nobody had found or described, or insisted on, Miller's par(;ic- 
ular configuration of these molds. 

Why should not others let his alleged invention alone f They can 
use anything that preceded it— the old German mold f iiiy^of those cov- 
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ered by tbe Da Brol patents. They can use anything in relation to 
which evidence has been given, and which anticipated the alleged inven- 
tion of the complainant. Kow, if his was so worthless or wanting in 
originality, so immaterial, as it is claimed, why shonld not they let it 
alone f 

The conclusion I have here reached in sustaining the patent only re- 
quires that this should be done. It does not interfere with the use of 
any of these inventions, which really seem to be better than his. His 
invention, such as it is, worth much or little, belongs to him, and, un- 
der the patent he is entitled to the exclusive manufacture of it. I am, 
therefore, constrained to come to the conclusion that the plaintiff is en 
titled to the injunction. 



[TTnitod States Cirooit Coart— Northern District of New York.] 

WILLIAM PBRRIGO BT AL. vs. GHAUNOBr B. SPAULDING. 

O. G., vol. xii, p. 352. 
In SquiU^,—B^fifre Johnson, Oir, J.-^Dtefded Jwu 7, 1876. 

A motion for i^janction against the user of a machine refused, becanse damages and 
profits had been recovered for the mannfjEtctnre and sale of the machine from hifc 
vendor. 

When a patentee gets his remnneration by patent or license fees, a recovery of the li- 
cense or patent fee fh>m an InMngeri and its payment, authorizes hiiu to ose the 
particular articles for which such recovery had been had. 

When a patentee gets his remuneration in the exclusive use of his machine and the sale 
of its products a recovery will not give the infringer any right to the farther use of 
the infringing machines. 

When a patentee gets his remuneration by the sale of his patented machine for use by 
others a recovery of profits and damages from the manu£EM>turer of an infringing 
machine is a full compensation for his injury, and places him in the same position 
as if he had made and sold the machine himself, and confers on the machine the 
right to be used while it lasts. 

When a fhll recovery and satis£EM>tion ftom one party has been had the patentee has 
obtained aU that the law gives him, and the particular article or machine becomest 
in efiEect, licensed by the patentee, and may be used, so long as it lasts, free from any 
further claim by the patentee. 

8TATBMEKT. 

[This was a motion for an injunction against the defendant on a bill 
in equity under letters patent granted to one Birdsall, to eiy'oin the use 
of an infringing machine. Prior to this the patentee Birdsall had sued 
the makers and vendors of the defendant's machine and recovered firom 
them their gains and profits for all machines made and sold by them, 
among which was the defendant's machine. The complainants having 
acquired a territorial right from Birdsall now attempt to enjoin the use 
of the defendant's machine.] 

W. W. Harb for the plaintiffs. Digitized by GoOglc 

Edgar P. Glass for the defendant. 
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Johnson, Cir. J. : 

The rights of the defendant become fixed at the date of the decree 
in the suit between Birdsall and Wickson and Yan Wickle, the vendors 
to Spanlding of the machine the nse of which is songht in this sait to 
be enjoined. That decree was made in January, 1875. Its force and 
effect as between the parties and their privies could not be affected by 
a sabseqnent agreement between the plaintiff in that sait, Birdsall, and 
the plaintiffs in the present suit. Their agreement bore date in Sep- 
tember, 1875. It attempted to engraft a clause contained in it upon an 
earlier agreement between them, which bore date in September, 1874. 
This it was competent for them to do, so far as their own rights were 
concerned, but the previously existing rights of third persons could 
not be thus affected. The decree against Spaulding's vendors must be 
ooked to in order to determine whether its effect was to authorize the 
use by Spanlding of the patented machine which he had purchased of 
them until it should be incapable of further use. There is no question 
that the machine now owned by the defendant Spanlding was one of 
those for the making and selling of which Wickson and Yan Wickle 
were sued by Birdsall, and for which he claimed to recover both profits 
and damages ; nor that it was embraced in the decree in that suit ; nor 
that the decree has been fully satisfied in respect to the damages and 
profits awarded. The question is, therefore, what effect is to be given 
to the decree? By its terms it adjudges that the defendants Wiekson 
and Yan Wickle have infringed the patent owned by Birdsall by mak- 
ing and vending the machines manufactured by them, and orders that 
they account to the plaintiff both for the damages sustained by him and 
the profits made by them in consequence of such infringement. It then 
declares that the amount of such damages and profits is adjudged to be 
the sum of one thousand dollars, and directs the mode of payment. 

It seems to be .well established that, when a patentee gets his remuner- 
ation by patent or license fees, a recovery of the license or patent fee 
from an infringer and its payment authorizes him to nse the particular 
articles for which such recovery has been had. On the other hand, 
when a patentee chooses to use his invention himself and find his re- 
mnneration in the sale of the products of its use, and to prevent others 
from using his invention, it is his right, and then a recovery for profits 
and damages will be limited to the profits and damages up to the time 
of the recovery. Such a recovery will not carry with it any right to the 
further use by the infringer of the invention. {Suffolk Co. vs. Hayden^ 3 
Wall., 315 ; Spanlding vs. Page^ 4 Fisher's Pat. Gases, 641, 645, 646.) 
Bat when the patentee sells his^)atented instrument or machine for use 
by others, finding bis remuneration In the profit of the sale of the 
manufactured machine or instrument, it is obvious that his interest is 
promoted by increasing the sale, and that into his profit enters the 
value of the patented invention over and above the cost of manufact- 
ure and the ordinary fair profit of the manufacture. Even if no 
21 D 
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patent or license fee is fixed, tbe value thereof, as a profit, enters 
into the selling price, and, if not capable of exact ascertainment, may 
nevertheless be approximated to, by estimation, when necessary. When 
the patentee sells he receives this profit, and thus obtains fall compen- 
sation for the article sold and for the right to use it while it lasts. 
When for an infringement he obtains both the profits and damages, he 
will be presumed to have obtained a full compensation for all the injury 
he has sustained, and to be placed in as good a position as if he had 
made and sold the article himself. Such is, I think, the presumption 
between parties thus situated, and, if any different rule is sought to be 
applied in any particular case, it should appear that a recovery has not 
been sought or obtained for the whole gains of the manufacture as well 
as for all the damages sustained. {Sjpaulding vs. Page, before cited; The 
Gilbert and Barker Manufacturing Company vs. Btissing, 12 Blatchf. 0. 
C. B., 426.) When a patentee manufactures and sells his patented arti- 
cle for use, the right to use passes by the sale. If an infringer manu- 
factures and sells, he must account for and pay the profits, which are to 
be calculated upon the principle that the gain by the appropriation of 
the patentee's invention is their measure. If there are damages sus- 
tained and proved by the plaintiff beyond the profits made by the in- 
fringer, these also may be recovered. But when a full recovery and 
satisfaction from one party has been had the patentee has obtained all 
that the law gives him, and the particular article or machine, if it be a 
machine, becomes, in effect, licensed by the patentee, and may be used 
so long as it lasts free from any further claim by the patentee. 
The motion for an injunction must be denied. 



[United states Circnit Court— Eastern District of Michij^an.] 

FKANK NORTHRUP ET AL. vs, SAMUEL ADAMS. 

O. G., vol. xii, p. 430. 
In Equity.— Bkowk, J. 

Design patents are sabject to the general principles of constraction applicable to 

mechanical patents. A combination or aggregation of old designs prodacing no 

new appearance is not patentable. 
When, in a design of a rectangular provision-safe, the only originality consisted in 

the use of two vertical panels in each wall and a familiar molding aroand the top 

and bottom, the patent was held invalid. 

Mr. Hunt for complainant. 

Messrs. J. W. McGrath and Geo. H. Lothrop for defendant. 

[This was a bill for tbe infringement of a design patent for a provision 
or cheese safe. The specification describes — 

A rectangalar base, with a top supported by four corner-posts, with an intermediate 
stile or support, dividing each side into vertical panels, all of which are covered vitb 
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wire-cloth of fine mesh. The front side is made to open as a door, which is single, bat 
folds apon itself, the two parts being hinged together at the center stile. Around the 
base is an ogee molding, and a similar one is ran aroand the top to serve as a cornice. 
A lighter molding of the same pattern is ran aroand the edge of each panel, and a 
pleasant effect is produced by staining all df the molding a dark color, varnishing all 
the rest of the wood- work, leaving it in its natural color. 

The claim was as follows : 

As a design for a cheese-safe, the rectangular cage shown, having two vertical panels 
on each wall, a molded top. A, and a molded base, A^ 

The defenses set op in the answer were : First, that the invention 
was in public use for more than two years prior to the application for a 
patent; second, the invention was not patentable.] 

Brown, J. : 

Complainant claims his patent by virtue of that clause of B. S., sec. 
4929, which extends the protection of the patent laws to any new and 
original design for a manufacture, or ^'any new and original shape or 
configuration of any article of manufacture not known or used by others'' 
before his invention or production thereof. The law applicable to this 
class of patents does not materially differ from that in cases of mechan- 
ical patents, and ^< all the regulations and provisions which apply to the 
obtaining or protection of patents for inventions or discoveries * 
♦ * shall apply to patents for designs." (Sec. 4933.) 

The same general principles of constraction extend to both. To en- 
title a party to the benefit of the a<jt, in either case there must be origi- 
nality and the exercise of the inventive faculty. In the one, there must 
be novelty and utility 5 in the other, originality and beauty. Mere me- 
chanical skill is insufficient. There must be something akin to genius — 
an effort of the brain as well as the hand. The adaptation of old de- 
vices or forms to new purposes, however convenient, useful, or beautiful 
they may be in their new role, is not invention. In the case of Bannage 
vs. Phillipij 9 Official Gazette, 1159, the Acting Commissioner of 
Patents decided, I have no doubt correctly, that the use of a small model 
of the main centennial building for paper weights and inkstands was 
not patentable. 

Another apt illustration of this is put by Simons, Design Patents, p. 
194, of one who took a familiar statue of a shepherd boy, thrust a gas- 
pipe through the leg and arm, and applied it to the purposes of a drop- 
light. Here was good taste, undoubtedly, but not invention. He merely 
succeeded in making that which was before purely ornamental serve a 
useful purpose. 

It is true patents have apparently been issued for designs frivolous 
in themselves, or new adaptations of old designs ; but, as remarked in 
an excellent opinion by Commissioner Leggett, in the case of FarJcinaonj 
Simons on Design Patents, p. 101, "the practice of the Office in granting 
design patents has been not only liberal but lax.'' In the later decisions 
of the Office a stricter construction has been given to the law, and one 
more consonant to the familiar principles applied to mechanical patents 
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If a combination of old designs be patentable at all, of which I have 
some doabt, the combination most be snch as to prodace a new appear- 
ance. If the effect produced be simply the aggregation of familiar de- 
6igns, it would be patentable. For example, if one should paint upon 
a familiar vase a copy of Stuart's portrait of Washington it would not 
be patentable, because both elements of the combination, the portrait 
and the vase, are old ; but if ^' any new and original impression or orna- 
menf were placed upon the same vase, it would fall within the express 
language of the section. 

Apply these rules to the case under consideration. Bectangular safes 
essentially similar to complainant's, covered with wire-cloth, have been 
made and used for many years. When constructed of large size, each 
fiide was divided into panels by a vertical stile ; when of smaller size, 
no such division was made. As the difference in size would not be pat- 
entable, so the division of each side into panels is none the more so. 
The only novelty, then, in this patent is the use of an ogee molding 
about the top and bottom, and the combination of this with paneled 
sides is claimed as complainant^s invention. Moldings of this descrip- 
tion, however, have been used for centuries, and applied, not only by 
way of ornament in architecture, but to articles of furniture and the 
decoration of interiors. The embellishment of a provision-safe with this 
ancient design is simply the adaptation of a well-known ornament to a 
new purpose. The result is pleasing in appearance, but not entitled to 
the protection of the patent laws as novel or originaL Bectangular safes 
were formerly used for the exhibition of cheese in shops ; but of late 
years they have been supplanted by a round safe, with the top divided 
and connected with hinges, so as to permit one-half of it to be thrown 
back. The present design appears simply to be a restoratioti of the 
old style with a rolling bottom, for the more convenient handling of 
the cheese, and the addition of a simple molding around the top and 
bottom, giving it undoubtedly a more pleasing appearance. While the 
patentee showed some taste in the manufacture of this article, and while 
it may have become popular and valuable to him, it does not seem to 
me to possess tne originality without which no manufacture can be pat- 
entable. 

It results that the bill must be dismissed with costs. 



[United States Circuit Court-Southern District of New York.] 

EMILB COENELT V8. KOEBEET J. HBNDBBIOKX. 

O. G., vol. xil, p. 431. 

In ^guify.—BLATCHFOBD, J.— Bedded May, 1877. 

OBDEB. 

Blatchfobd, J.; 

On the bill in this cause, and on notice of motion for IA4nterlocutory 
injunction herein, with due proof of the service thereof, together with 
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copies of the bill, and affidavits referred to in said notice on the defend, 
ant herein; and it appearing to this conrt that two letters patent of the 
United States were issued in due form of law, on the 10th day of No- 
vember, 1868, to the plaintiff, as assignee of Antoine Bonnaz, each for 
an 'improvement in sewing-machine for embroidering;'' said letters 
patent being known and distingaished as Kos. 83,909 and 83,910, and 
that the said defendant has infringed the rights secured by the aforesaid 
two letters patent, by making, using, and selling to others certain em* 
broidering- machines, known as ''Petit Machines," and constructed and 
operating substantially as described in the two letters patent aforesaid, 
contrary to the form of the statute in such case made and provided, and 
after hearing Mr. B. F. Lee, of counsel for complainant, and Messrs* 
Coudert Brothers, of counsel for the defendant, on motion of Turner, 
Lee, and McOlure, complainant's solicitors, it is ordered, adjudged, and 
decreed that an injunction issue, commanding and enjoining the said 
defendant, his clerks, attorneys, agents, servants, and workmen, under 
the pains and penalties which may fall upon them, and each of them, 
in case of disobedience, that they forthwith desist from making, using, 
or selling, in violation of said letters patent, any sewing-machines for 
embroidering, constructed substantially as described, and claimed in 
either of the said two letters patent, and particularly any of such ma- 
chines known as "Petit Machines," until farther order in this cause. 



[IJoited States Circnit Conrt— District of Gonnecticat] 

JOSEPH ZANE ET AL. V8. PECK BEOTHERS & CO. 

O. G., vol. xii, p. 518. 
In ^g«%.— Shifman, J.—DtdMi August 11, 1877. 

The patent of Nathaniel Jenkins for a self-closing fancet, issued June 37, 1865, is not 
anticipated by the French patent of Chretien Morand, datedr November 14, 1851. 

Where the change in the faucet made it more simple and economic, and was not formal, 
but in a certain degree structural, patentable invention was exercised, notwithstand- 
ing the general principle of operation was old. 

It was not simply the " carrying forward or new or more extended application of the 
original thought," and was not "a change only in form, propertied, or degree.*' 
(Smith vs. Nichols, 21 Wall., 112.) 
Thomas William Clarke for plaintifis. 
Benjamin F. Thurston for defendants. 

OPINION OF THE COURT. 

Shipman, J.: 

This is a bill in equity to restrain the defendants from the infringe- 
ment of letters patent for a self-closing faucet, which were issued to 
Nathaniel Jenkins on June 27, 1865, and which have been duly assigned 
to the plaintiffs. The defendants admit infringement, and the sole qnes- 
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tion is as to the novelty of the alleged invention. The validity of the 
patent has been sustained by decree of the circuit court for the district 
of Massachusetts in a case where other anticipatory devices than those 
which are here relied upon were set up in defense. The present defend- 
ants are the licensees of the defendants in the Massachusetts case. 

The invention consisted in opening a self-closing faucet by means of 
a quick-threaded screw-follower, the threads of which are inclined at so 
great a pitch that, when the power to turn the screw is removed, the 
pressure of the water and of a spiral spring under the valve forces the 
valve to its seat, where it is held by the pressure of the water. The 
specification says that another part of the invention consists in combin- 
ing with the valve and screw-follower a swivel, so that the rotary move- 
ment of the spindle shall not be imparted to the valve, which shall have 
only an axial movement, and thus twisting or friction of the valve shall 
be prevented. This swivel connection of spindle and valve is frequently 
used in structures where rotation of the valve is not desired. The faucet 
has gone into extensive use. 

The claims of the patent are — 

1. The Bcrew-follower H, in combination with the valve of a self-closiog faucet, sab- 
stantiaUy as set forth, and for the pnrpose described. 

2. The combination of the swivel P, screw-follower H, valve K, and spring O, sub- 
stantially as and for the purpose described. 

Self-closing faucets opening by means of a lever, and also by means 
of a quick-threaded screw, have long been known. The invention in 
this case is the combination of quick-threaded screw, valve and spring, 
substantially as described in the specification. 

In the pre-existing English patent of Moses Poole, dated April 15, 
1845, and in the specification of William Thomas Gheetham, left with 
the English Com^iissioner of Patents March 14, 1860, and in the English 
patent of Thomas Melling, dated October 6, 1857, no spring was used, 
and by reason of that omission those devices did not anticipate the 
Jenkins invention. 

The French patent of Chretien Morand, dated November 14, 1851, is 
chiefly relied upon by the defendants as anticipatory of the plaintiffs' 
patent. The Morand device was designed in part to prevent what is 
called the '' water-hammer,'' or the unpleasant sound which is caused by 
the reaction of the water when the valve is suddenly closed. The 
faucet is of two parts, of unequal size ; the induction- way is of larger 
size than the educt^n-way. There are two valves, also of unequal size. 
The outer valve is in rigid connection with and is turned by a quick- 
threaded screw-spindle. This valve is so connected with the inner one 
that the inner valve is guided longitudinally, and is forced to its seat by 
the same rotation of the screw-follower which operates upon the outer 
valve. The connection of the inner valve with the spindle is not by 
means of a swivel-joint. Below the inner valve is a spring, which, with 
the pressure of the water, causes the valves to be closed when the 
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power that turns the screw is removed. The patentee remarks that 
while he prefers two valves, 'Mt will be amlerstood that in certain cases 
he can employ bat one." The manner in which the faacet will then be 
constracted is not described. By the use of two valves the body of 
water which is between the valves forms a cushion, which checks the 
force of the sound or of the blow of the water-hammer when the faucet 
is suddenly closed. 

The principal elements which are employed to produce a self-closing 
faucet — to wit, the screw-follower with a quick-threaded screw, valve, 
and spring — ^are found in both the Morand and the Jenkins patents ; 
but the double valves of Morand, and the general method in which the 
mechanism of the inner valve and the spring was arranged, with refer- 
ence to each other and the water- way, caused his faucet to be cumber- 
some, and lacking in simplicity and economy. It was a contrivance of 
many parts, and lacked general utility. Jenkins omitted one of the 
valves, and of course discarded the connection between the two, and 
made the passage-ways for the entrance and discharge of the water 
of the same size, and connected the valve and the screw-follower by a 
swivel, and generally materially simplified the construction and arrange- 
ment of the valve and spring mechanism. He thus made a simple and 
economical self-closing faucet, which has gone into general use. He has 
produced the old result of Morand in a more economical and beneficial 
manner. The invention of Jenkins is subsidiary to that of Morand ; but 
he has essentially changed the Morand device in such manner that, by 
the change, the thing which is produced is practically a new structure, 
and his improved device is therefore patentable. 

This change was not merely formal, but was, to a certain degree, a 
structural change and modification of the parts of the Morand faucet, 
which change required inventive and not merely mechanical skill, and 
required a sufficient exercise of the inventive faculty to justify the grant 
of an exclusive right to the use and sale of the article which was pro- 
duced. 

It was not simply the "carrying forward or new or more extended 
application of .the original thought,'' and was not "a change only in 
form, properties, or degree." (Smith vs. Nichols^ 21 Wall., 112.) 

Let there be a decree for an injunction and an account. 



f United Statea Circnit Court— District of Massachasetts.] 

GOODYEAR DENTAL VULCANITE OOMPANr vs. CHARLES G. 

DAVIS. SAME V8. DEFENDANTS IN SIXTY-SEVEN OTHER 

OASES. 

O. G., vol. xii, p. 1. 

In Eqwity.^B^ore Sheflbt, J.-^Decided October 5, 1877. 
The validity of the Cammiiigs patent, as well as its constraction, must be considered 
as settled by the decision of the Supreme Court of the United States in Smith vs. 
Goodyear Dental Vulcanite Company, 
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Cammings's invention includes alone the article or manufacture made by tbe process 
described, and is only infHnged by using the materials described by him, or their 
known eqnivalentSy in the described process, or such as in the process are mere sub- 
stitutes of one material for another without change in process or effect, producing 
thereby a product the equivalent of his in the properties and functions described. 

The Cummings patent for a plate of hard rubber or vulcanite is not infringed by a 
plate made of celluloid, the product and process being essentially different. 

The courts will endeavor to give such construction to a patent as will support tbe 
invention, and will not unnecessarily adopt one that would render the patent 
invalid. 

Edward N. Dickbrson and Benjamin F. Lee for complainants. 

Wm. D. Shipman, Henry Baldwin, jr., and E. Luther Hamilton for defendants. 

OPINION OF THE COUBT. 
Shepley, J. : 

The patent and its reissaes granted for the invention of John A. 
Gnmmings of <^an improvement in artificial gnms and palates," or, as 
described in the claim, "the plate of hard rnbber or its equivalent for 
holding artificial teeth, or teeth or gams, substantially as described," 
have been tbe subject of extensive and prolonged litigation. Since the 
afBrmance by the Supreme Court of the United States in Smithy appel- 
lantj vs. Goodyear Dental Vulcanite Company^ 3 Otto, 486, of the decree 
of the circuit court in the test case of Ooodyear Dental Vulcanite Com- 
pany vs. Smithy the validity of the reissued patent has been fully estab- 
lished. The decision of the Supreme Oourt in that case must be con- 
sidered as final, not only as to the validity, but as to the construction 
of the patent, which was carefully considered in that case, both in the 
circuit and the appellate court, as it had previously been in the Weth- 
erbee and the Gardiner cases. 

In Vulcanite Company vs. Smithy in the first circuit, this court decided 
that the patent was not for a process or art, but for the new product 
resulting from the manipulation by the dcocribed new process, and for 
one of those products in which the process so inheres that the described 
product can only be made by the described process, and that the inven- 
tion was one in which the process by which it is made is a part of the 
substance, the thing made, the manufacture. What the new product 
was, and wherein the novelty consisted in the proeess, we shall here- 
after have occasion to consider. In the opinion (by Mr. Justice Strong) 
in the Supreme Oourt in the same case, the invention patented is thus 
described: 

The invention, then, is a product or manufacture made in a defined manner. It ii 
noi a product alone sq^rated from the process by which it is created. The claim refers in 
terms to the antecedent description, without which it cannot he understood. Tbe pro- 
cess detailed is thereby made as much a part of the invention as are the materials of 
which the product is composed. 

If the defendants, by practicing the process described by Cummings, 
using the materials described by him, or such materials as are equiva- 
lents and were known equivalents at the date of his invention, in the 



DECISIONS OF U. S. COUBTS IN PATENT CASES. 329 

described process, or such as, in the process, are mere substitutes of one 
material for another without any change in the process or in the effect, 
have produced a product the equivalent of his in the described prop- 
erties and for the described functions, then, and only then, have they 
infringed. 

The product, the new article of manufacture patented, was a set of 
artificial teeth, consisting of a plate of hard rubber or vulcanite, with 
teeth or teeth and gums, secnrad thereto in the manner described in the 
patent, by embedding the teeth and pins in the vulcanizable compound, 
so that it shall surround the teeth and pins while the compound is in 
a soft state before it is vulcanized, so that when the compound is vuL 
canized the teeth are firmly secured by the pins embedded in the vul- 
canite, and there is a tight joint between the vulcanite and the teeth. 

This product was a new product, not alone because it substituted one 
material for another, the material, vulcanite, rigid enough for purposes 
of mastication, yet pliable enough to yield a little to the mouth, and at 
the same time light and inexpensive, in place of the hard, unyielding, ex- 
pensive, and heavy metals previously used, but also in the additional 
fact that it was made by a process which, taken as a whole, was a new 
process, by the use of which process <Hhe teeth can easily be baked 
into the gums, which form one piece with the plate. 

The next question to be considered is, what was there new in the de- 
scribed process f The whole process of forming and making a set or case 
of teeth, including the plate, gums, and teeth, is fully described in the 
Cummings patent, and this process is so fully described in the case of 
Vulcanite Company vs. Smith that it becomes unnecessary to repeat it 
here. It is sufficient to state that in view of the state of the art there 
was nothing substantially new in that process until we reach this part 
of the description : 

The teeth are provided with pins proJectiDg therefrom in aach manner that the rub- 
ber which IB to constitute the plate will close around them, and by means of them 
hold or secure the teeth permanently in position. The plaster-mold, with the teeth 
adhering therein, as Just described, is now filled with soft rubber, a little at a time, 
pressed in with the linger, or in any other convenient way ; and care is to -be taken 
that the rubber is made to completely fit into the cavities and around the protuberances, 
including the pins, and is filled in to the thickness or depth desired to form the plate. 
I then lock the rubber plate in position by shutting the other half of the plaster-mold 
oTer it to insure its retaining its exact form while warming, and then heat or bake it 
in an oven, or in any other suitable way. The soft rubber or gum, so inserted in the 
mold, is to be compounded with sulphur, rubber, &c., in the manner prescribed in the 
patent of Nelson Qoodyear, dated May 6, 1851, for making hard rubber, and is to be 
subjected to sufficient heat to vulcanize or harden it, substantially as directed in that 
patent. It is also to be colored in imitation of the natural gums, by mixing it with 
Vermillion, or other suitable coloring matter, while in the soft state. After the plate 
has been heated sufficiently to harden it or convert it into hard rubber or " vulcanite," 
so caUed, the mold is removed and the plate is polished ready for use. 

It will thus be seen that an essential element of the described pro- 
duct is "a plate of hard rubber or vulcanite,'^ in which the teeth are 
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embedded ; and an essential ingredient in the described process is the 
soft robber or gum, componnded with snlphnr, rnbber, &c., in the man- 
ner prescribed in the patent of Nelson Goodyear for making hard rub- 
ber, and that an essential step in the described process is the subjecting 
the compound of soft rubber or gum with sulphur <' to sufficient heat to 
vulcanize or harden it, substantially as described in that patent " {i. e. 
the patent of Kelson Goodyear, of May 6, A. D. 1851). 

The equivalent of that product thus made by that process must there- 
fore contain the equivalent of the plate of hard rubber, made and 
manipulated by a process equivalent to the described process of «K>m- 
pounding a gum with sulphur, and applying it, and molding it, and 
incorporating it with the teeth and gums when in a soft state, and then 
subjecting it to heat, to harden and vulcanize it, in the manner described 
in the Goodyear patent, or in some equivalent manner, or by some 
equivalent process. 

The defendants use, in making their set of artificial teeth, a plate 
made of <^ celluloid," substantially a new material, discovered and pat- 
ented since the date of the Oummings invention. This substance is 
compounded of cellulose or vegetable fibre and camphor. No rubber or 
other equivalent gum, and no sulphur or equivalent for sulphur in the 
process, enter into its ingredients. It is not a vulcanizable compound, 
and contains no vulcanizing agents in its composition. The camphor in 
its composition, instead of being a vulcanizing agent, causes the com- 
position to soften instead of harden under the influence of heat. The 
product when compounded, and before being subjected to heat, is not 
soft, like soft rubber under like conditions, but hard. In the manipu- 
lation of this material, the process of making a set of teeth, composed 
of the plate and teeth and gums, is an entirely different process from 
the process described in the Cummings patent, when compared with 
that part of the Cummings process which was new in the state of art^ 
and the novelty of which part gave to the Oummings process, when 
.considered as a whole, the ingredient of novelty and patentability. It is 
not placed in the mold in a soft, plastic condition, '^ a little at a time, 
preaseii in with the finger, or in any other convenient way," but in a 
hard, rigid condition, like horn, or bone, or ivory. It is then subjected 
to heat, not to vulcanize or harden, but to soften it. It afterward, on 
being cooled or restored to its original temperature, returns to its orig- 
inal condition as a hard substance, as when first placed in the mold. 
2^0 vulcanizing process, or even process of hardening by heat, and no 
equivalent for any such process, is practiced. In the light of these 
comparisons it appears evident to the court that the use of celluloid in 
the manufacture of sets of artificial teeth, as practiced by the defend- 
ants, and the manufacture itself, the set or plate of teeth, differ as much 
both as to process and product, from the process and product described 
and claimed in the Cummings patent, as that process and that product 
differed from those previous manufactures which existed before the Gam- 
mingr invention, and were unsuccessfully relied upon as anticipating it. 
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It is true that this constraction of the dental valcaiiite patent narrows 
the scope of the patent. It is arged, with much force, that if this be 
the true constraction, it woald follow that if an inventor invented at the 
same time a new process and a new prodact he woald by such a construc- 
tion of his patent lose the benefit of it, unless the infringer used his pro- 
cess or an equivalent one to produce his product or an equivalent one* 
One answer to this objection is that in the case supposed the inventor 
might patent both the new process and the new product, and thus fully 
protect himself. In its application to this case it is believed that the 
objection is without force, for the reason that such a construction of the 
claim of this patent is the only one which makes the claim a valid claim- 
To abandon the construction which makes the product patented the new 
manufacture, when made by the described process, is to abandon that 
which gives it its vitality. It is better to adopt that construction which, 
although limiting the scope of the claim, secures to the inventor all that 
he actually invented, and no more, than to adopt one which would ren- 
der the patent invalid, or one which, being broader than the invention 
of the patentee, should be a barrier in the way of future progress in dis- 
covery and invention. 

Bill dismissed. 



[United Stateg Circuit Conrt— District of Massachasettg.] 

THE ATLANTIC GIANT POWDER COMPANY vs. GEORGE W. 

MOWBRAY ET AL. 

O. G., vol. xii, p. iii. 
In Equity.— B^ore Shbplet, J.^Decided October 5, 1876. 

The subBtitation in a patented mixture of an ingredient which, although not precisely 
the same in its action, produces all the valuable and beneficial results attending 
that for which it was substituted, and in substantially the same manner, is to be 
regarded as an equivalent and an infringement of the patent. 

Nobel's patent for dynamite describes a mixture of nitro-glycerine and a substance 
which possesses a very great absorbent capacity, preferring infusorial earth, render- 
ing the mixture more safe and convenient for transportation, storage, and use than 
nitro-glycerine, without loss of explosive power. These advantages are attained by 
the defendants by employing, instead of absorbent substances, mica scales, which 
become coated ^ith the liqnid. Although admitted to be an improvement, still it is 
subsidiary to Nobers invention and an infringement of this patent. 

Causten Browne and Jabez S. Holmes for complainants. 

Charles F. Blake for defendants. 

OPINION OF THE COURT. 

Sheplby, J,: 

This bill is founded on three patents, one being reissae No. 5,798, for 
an improvement in methods of exploding nitro-glycerine, the claims ia 
which are for a process or certain described modes of utilizing nitro- 
glycerine as an explosive by means of fire, heat, electricity, or an initial 
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explosion, commanicated to the mass ander a condition of confinement, 
80 as to produce an instantaneous explosion of the entire mass, and 
generally by effecting an impulse of explosion by the detonation of an 
explosive substance communicated to the mass under such condition as 
to produce an instantaneous explosion of the whole mass. This may be 
briefly described as the process patent. The second one is reissue No. 
5,800y in which there are seven claims for as many different igniters or 
exploders for initiating the impulse of explosion in a charge of nitro- 
glycerine. This will be styled, for the sake of brevity, the exploder patent. 
The third patent, reissue No. 5,799, for an improvement in explosive 
compounds, is for the combination of nitroglycerine with infusorial 
earth, or other equivalent absorbent substance, as a new explosive com- 
pound. This compound is generally spoken of as dynamite, and there- 
fore this may appropriately be called the dynamite patent. This last- 
named patent will first be considered. 

In 1847, Ascagne Sobrero (soon after the discovery by Schoabein, in 
the same year, of gun-cotton) invented nitro-glycerine, an explosive 
substance prepared by treating glycerine with a mixture of nitric and 
sulphuric acids. For a long time after the invention of nitro-glycerine 
by Sobrero in 1847, in fact until 1863, when Nobel's inventions began, 
although nitro-glycerine was well known to be a very powerful explos- 
ive as compared with gunpowder and gun-cotton, it was very little used 
for blasting purposes. Tbis delay in the introduction of nitroglycerine 
as an explosive to practical use appears to have been attributable, first, 
to the enormous danger to life and property attending its manipulation, 
transportation, and use in its fluid state ; and, secondly, to a practical 
dijQ&culty, amounting almost to an impossibility, of exploding the whole 
mass of fluid nitroglycerine, no instantaneous decomposition of the 
whole mass following from the application of heat or of a blow, as in 
case of gunpowder or gun-cotton when fire is applied. To overcome 
this last objection was the object of the exploder and the process pat- 
ents. The object of the dynamite patent was to remedy the first ob- 
jection of enormous danger to life and property, and to combine the 
nitro-glycerine with some absorbent substance, whereby the condition 
of the nitroglycerine is so modified as to relider the resulting compound 
more practically useful and effective as an explosive, and far more safe 
and convenient for handling, storage, and transportation, than nitro-glyc- 
erine in its ordinary condition as a liquid. Objection is made to the 
reissue of the dynamite patent, on the ground that the description of 
the invention is broader in the reissue than in the original patent ; but 
the description of the invention in the original patent appears to de- 
scribe in general terms, although without minutely demonstrating all 
the peculiarities of operation in the new compound, all that is more 
specifically described in the reissue. The invention is described in gen- 
eral terms to << consist in mixing with nitroglycerine a substance which 
possesses a very great absorbent capacity, and which at the same time 
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is free from any qaality which will decompose, destroy, or injure the 
nitroglycerine or its explosiveness.'' A certain kind of siliceous earth, 
known under the several names of siliceous marl, tripoli, rotten stone, 
&c.,.the preferred variety being infusorial earth, is described as the inert 
matter which he mixes with the nitroglycerine. The described advan- 
tages are, that it will, by reason of its great absorbent capacity, take up 
about three times its own weight of nitro-glycerine, and still retain its 
powder form, thus leaving the nitro-glycerine so compact and concen- 
trated as to have nearly its original explosive power. The patent also 
points out the result of insensibility of the compound to ordinary con- 
cussions without loss of the great explosive power of the liquid nitio- 
glycerine, where it describes it <'as being far more safe and convenient 
for transportation, storage, and use, than nitro-glycerine." It is true 
that the original patent does not undertake to enunciate the law of the 
explosion of nitro- glycerine by concussion, or to explain fully the pecu- 
liarities of operation attending the use of the compound. This was 
not necessary to the validity of the patent any further than might be 
requisite to instruct others as to the qualities to be inherent in other 
substances to be used as equivalents for the siliceous earth described, and 
I hardly think essential for that purpose. If in this respect there was 
any need of more specific detailed description in addition to the general 
words in the patent, it has been corrected, and, as far as I can judge, 
properly corrected, in the reissue. Without giving that extended com- 
parison and collocation of corresponding passages in the original and 
reissue which would be necessary to properly answer all the objections 
raised in the argument, I must content myself with stating that such 
careful comparison has failed to satisfy me that the reissued dynamite 
patent is open to objection on the ground of its being for an invention 
broader than, or different from, the one described in the original. The 
omission of the word '' inexplosive" might seem to indicate, as it perhaps 
does, a disposition to enlarge the scope of the patent; but, as I think, 
when a question shall arise on that expression in the patent, the court 
will look to the specifications in both the original and the reissue, in aid 
of the true construction of the reissue^ as stated in Forsyth vs. Clapp^ 1 
Holmes, 283-4. I do not think the omission of that word renders the 
reissue defective. The construction which the court would give as to 
what would be an equivalent for the siliceous earth would be the same 
under the reissue as on the original patent. 

The patent to Shaffner for a mode of tamping, and for a combination 
of sand with nitroglycerine in the blast-hole, does not anticipate the 
invention of Nobel. It does not approach any nearer to it than the ex- 
plosion of nitro-glycerine in the sand and gravel, in front of the stable 
at Titusville, approaches Mowbray's perfected invention of mica powder, 
although it suggested the train of experiments which resulted finally in 
that invention. 

The defendants have used mica powder, an invention of the defendant 
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Mowbray, a great improvement in the art of blasting with uitro-gljcer- 
ine, the valuable properties of which have been signally demonstrated 
in the ase which has been made of it in blasting operations in the 
Hoosac Tunnel, attaining the result of the highest efficiency and great- 
est economy consistent with perfect safety as compared with all other 
highly-explosive substances. 

Mica powder, so called, is prepared by pouring tri-nitroglyceriue, at a 
temperature of about seventy degrees, in the proportions of about fifty- 
two and one-half pounds of tri-nitroglycerine to forty-seven and one- 
half pounds of mica scales, over mica scales prepared by triturating 
mica or Muscovy talc into scales of about one-thousandth of an inch in 
thickness, and exceedingly minute surfaces, and free from the powder 
or dust of mica, in such a manner that the surfaces of the minute mica 
scales are painted or coated with the tri-nitroglycerine, and the mass of 
forty-seven and one-half pounds of mica scales retains or holds in sus- 
pension the fifty-two and one-half pounds of tri-nitroglycerine. To de- 
termine whether this, which must be admitted to be a great and patent- 
able improvement upon the dynamite of Nobel, be an independent or a 
subsidiary invention, we must look carefully into the nature and scope 
and the limitations of the reissued dynamite patent, treating it, as we 
have already shown, as a valid patent for the invention described therein 
and in the original. 

The invention is described in the original as consisting <Mn mixing 
with nitro-glycerine a substance which possesses a very great absorbent 
capacity, and which at the same time is free from any quality Jwhich will 
decompose, destroy, or injure the nitroglycerine or its explosiveness," 
thus forming out of the two ingredients <^ a composition which, without 
losing the great explosive power of nitro-glycerine, is very much altered 
as to its explosive and other properties, being far more safe and con- 
venient for transportation, storage, and use than nitroglycerine.'^ In 
the original and the reissues there is a statement, in different forms of 
expression, and with more x)articularity in the reissues than in the origi- 
nal, of the advantage of the use of this compound, enabling the miner to 
fill up the bore-hole with the compound, while the cartridge containing 
the fluid nitroglycerine must be of less diameter than the bore-hole, thus 
obtaining as much nitroglycerine in the same height of bore-hole with 
this powder as with nitro-glycerine in the pure state, increasing the 
safety of the miner by preventing leakage into the seams of the rock. 

The claim in the original patent is for the composition of matter made 
substantially of the ingredients and in the manner and for the purposes 
set forth. The reissues claim the combination of nitro-glycerine with 
infusorial earth or other equivalent absorbent substance as a new explo- 
sive compound. It is not perceived that the claim in the reissues is any 
broader than in the original. The defendants' explosive compound is 
prepared by mixing the nitroglycerine with the mica scales before de- 
'^iribed. Are the mica scales an equivalent in the compound for the 
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infasorial earth or other substance which possesses a great absorbent 
capacity, and which at the same time is free from an j quality which will 
decompose, destroy, or injure the nitro-glycerine or its explosiveness f 
I am forced, upon mature reflection, to the conclusion that in tbis com- 
poand the mica scales possess all the properties which render the infu- 
sorial earth elQ&cient and useful in the compound, as well as some addi- 
tional properties of greater elasticity and resiliency, which add to their 
value. It is true that the infusorial earth is described as a porous sub- 
stance, and is supposed to hold the nitro-glyoerine suspended in the 
pores by capillary attraction, but it must also hold it in suspension by 
coating and adhering to the exterior surfaces of the particles. The mica 
scales, on the other hand, are supposed to hold the nitro-glycerine 
in suspension only as it is painted or coated on the exterior surfaces 
of the minute scales; but they each in the compound perform the 
same function as an absorbent of the nitro-glycerine. They each take 
up and hold by cohesive or molecular action, and each without chem- 
ical action or reaction, the nitro-glycerine in the compound. The 
mixture is a mechanical one, and it Is not material to the function 
of the compound or its properties whether the absorption be effected by 
that mode of absorption by which a sponge or the lacteals of the body 
suck in or draw up a liquid, or that by which some pulverulent sub- 
stances absorb gases or moisture, whether the liquid is held absorbed 
or suspended in the inner surfaces of minute capillary tubes or on the 
outer surfaces of minute scales. I have seen diatomes, small siliceous 
scales, called animalcules, yet of vegetable origin, so minute that four 
hundred different forms catalogued and classified are arranged within 
the space of less than one-fourth of an inch square on the surface of 
the glass slide of a microscope. These small siliceous scales make up the 
substance of large tracts and mounds of earth. If used as the inert 
matter with a mixture of nitroglycerine, it would be difScult to say 
whether they were more closely the equivalent of the infusorial earth 
of Nobel or the mica scales of Mowbray. The Kieselgurgh or infusorial 
eatth of Nobel is composed of the minute scales of the Diatamacece. Each 
one of the properties and qualities ascribed by Nobel to the inert matter 
in his compound pertains to the mica scale in the mica-powder, and 
the functions are the same in each. Nobel uses nitro-g ycerine manu- 
factured by a process which, with acids of the gravity used by him, pro 
duces mono- or dinitro-glycerine. Mowbray uses nitro-glycerine pre- 
pared by processes which yield substantially pure tri-nitro-glycerine, 
which is only another more concentrated and more highly nitrated form 
of nitro-glycerine — in mono-nitro-glycerine one of the hydrogen atoms of 
glycerine being replaced by nytril (constituting nitric acid); in dinitro- 
glycerine two of the hydrogen atoms being so replaced by nytril ; and 
in tri-nitro-glycerine three being so replaced. For the purposes of the 
compound the substances are substantially the same in kind, though 
differing in degree. lu strictness, either by the old or the new graph-^ 
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ical system of chemical notation, they would be differently described and 
represented. Bat notwithstanding this difference in chemical nomen- 
clature, the practical fact remains, that the only difference is in the 
degree to which the glycerine is nitrated, and the three resulting prod- 
ucts, as to the properties which constitute the peculiar character of 
nitro-glycerine as an explosive and as one of the elements of the pat- 
ented compound, differ only in degree and not in kind. 

As to the other two patents — the exploder and the process patent- 
without any elaborate statement of reasons, I must content myself for 
the present with a very brief statement of the conclusions to which I 
have arrived. Initial exploders— the use of one explosive compound or 
substance to communicate the impulse or action of explosion to another 
— are old. These initial exploders have been made of fuses of gunpow- 
der or other ignitable compounds, and different forms of tubes or 
capsules, containing ignitable or explosive compounds, which commu- 
nicated snJQ&cient heat directly or Indirectly by a shock adequate, when 
arrested, to produce sufficient heat to explode the mass by detonation or 
deflagration, or both. These initial exploders have been used to explode 
gunpowder and gun-cotton, both of which can be exploded by detona- 
tion. In this state of the art, if there was anything patentable in the 
initial exploders of Nobel, the claims of the patent must receive so nar- 
row a construction as would not charge the defendants as infringers. 

Decree for injunction and account as to infringements of reissued 
patent No. 5,799, for an improvement in explojsive compounds, and that 
no infringement is proved of reissues 5,798 and 5,800. 



[CJnited States Circuit Court— District of Connectiont.] 

B. MILLER & CO. V8. BRIDGEPORT BRASS COMPANY. 

O. G., vol. zii, p. 667. 

Where the specification of the original patent snggested no invention,, save one 
contained in the entire combination, the claim in the reissue for a lesser number of 
elements than it embraced was declared void. 

Had it been intimated in the original patent that the lesser number of elements could 
be used in combination, this would have justified a claim to them on reissue. 

Without such suggestion the claim is invalid, as a departure from the original inven- 
tion. 

John T. Beach, attorney for plaintiffs. 

Charles B. Inoersoll, attorney for defendants. 

Shipman, J. : 

This is a bill in eqaity to restrain the alleged infringement by the de- 
fendants of reissued letters patent, which were issued on January 11, 
1876, to the plaintiffs as assignees of Joshna E. Ambrose, for an improve- 
ment in lamps. The original Ambrose patent was dated October 16, 
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1860, and was reissaed May 20, 1873; aod the patent as reissaed wa 
extended for seven years from October 16, 1874. The principal defenses 
are that tbe reissue is not for the same invention which was described 
and claimed in the original patent, and that the patent is void for want 
of novelty. 

In the original patent the patentee declared the object of his invention 
to be to obtain a lamp which will burn, withont a chimney and without 
danger of explosion, those hydrocarbons which are volatile and contain 
an excess of carbon, and stated that ^Hhe invention consists in the em- 
ployment or use of a perforated cap, vapor-tube, heaters, and deflecting- 
plate, arranged" as described, and in a wicka^justing mechanism, which 
last named element is immaterial in this case. 

In the specification the invention was, in substance, described to be 
the upper part of the body of a lamp, which received at its upper end a 
cap, O. This cap was of cyliodrical form, and might be constructed of 
perforated sheet-iron, the upper end having a perforated plate, c, fitted 
in it. The wick-tnbe was within the cap, a perforated cylinder. Ad- 
joining the wick- tube is a tube, F, the lower end of which communicated 
with the interior of the body of the lamp, the upper end of said tube being 
covered by the perforated plate o. 

On the upper end of the cap was placed a copper dome shaped 
heater, O, slotted at its upper end. A longitudinal bar in the center of 
the slot divided it into two parts. 

The wick-tube E extends some distance above the perforated plate c. 
and on its upper end a collar,^, is fitted, said collar having plates y pro- 
jecting from it, slightly inclined from a horizontal plane. Between the 
inner ends of the plates y and the collar p there are openings r. 

On the outer side of the heater G- there are vertical ribs «, at the lower 
ends of 'which there are projections t These projections t serve as 
bearings for a heater, H, which is similar to G in form. The ribs and 
projections t admit of a space, u^ being between the two heaters, and the 
upper end of the heater H is slotted, as shown at v, and has a plate, Wj 
extending upward from each end of it, and inclined at an angle of about 
forty-five degrees. 

The tube F admits of all vapor generated in the body A of the lamp 
escaping up into the heaters O and to the flame, the perforated plate c 
preventing the ignition of the vapor below the orifice of the tube. 

The plates y of the collar 2> and the openings r cause a draft to ascend 
directly upward to the flame, and air is also deflected directly against 
the inner sides of the heater O, and becomes intensely heated, so as to 
supply the flame with warm oxygen. The bar o in the slot n of heater 
G serves to divide the flame, and prevents it from ascending up through 
the slot n before the carbon is consumed. Between the two heaters G 
H oxygen passes and becomes highly rarefied, and unites with the carbon 
in the flame, insuring perfect combustion. r^^^^T^ 

The plates w^ at the ends of the slot v of heater H, serve to spread the 
22 D 
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flame and diminish its height, thereby keeping the flame at the point 
where the heat is most intense. The flame at the slot n in heater G is 
merely a gas-generating flame, the illuminatiog-flame having its base 
at the slot v of heater H. 

By this arrangement the flame is supplied with sufficient oxygen with- 
out a chimney to support proper combustion and produce a brilliant 
illuminating flame, and the vapor which passes up through tube F is 
consumed without danger of being ignited below the orifice of said tube. 

The patentee, after stating that he was aware that dome-shaped 
heaters had been previously used, and also that perforated caps had 
been used in connection with said heaters, and disclaiming said parts, 
where separately considered, claimed as his invention — 

1. The arraugement of the heaters G H, with a space between them commanicating 
directly with the exterDal air, id connection with the collar p and plates g g, fitted on 
the top of the wick-tabe £, and the perforated cap C, substantiaUy as and for the pur- 
pose set forth. 

2. In combination with the parts aforesai !, the vapor-tabe F, placed within the cap 
C, and adjoining or contigaoas to the wick-tnbe, as and for the purpose specified. 

This lamp was not a success as a lamp which would burn without a 
chimney, and did not go into general use ; but it contained valuable 
features. The tube F conducted the gas from the fount to a point near 
the end of the wick-tube, so that the gas was conveyed to the flame and 
was consumed, and thus the danger of explosion was materially dimin- 
ished. 

In addition, the upper part of the perforated cap G was a minutely- 
perforated plate or disk, which extended transversely over the entire 
top of the cap below the frame (foriuing the floor of what is styled in 
the reissued patent combustion-chamber), and prevented the return of 
lighted gas to the lamp-fount below, or the ignition of gas within the 
cap 0, upon the principle of Sir Humphrey Davy's safety-lamp Thus 
the combination of the tube and the perforated plate prevented danger 
of explosion. The perforated plate also performed the office of a dis- 
tributer of air into the space where the wick was lighted and to the 
flame. 

Lamps having these characteristics, in connection with the other well- 
known parts of volatile-oil lamps, a wick-tube, a dome-shiii>ed chamber, 
which serves to direct the air to the flame, and is generally called a " de- 
flector,'' and a chimney, were sut)sequently manufactured by the owners 
of the patent, and went into general use. The patent was reissued for 
a second time in 1876. The speciflcation of the reissue declares that 
the invention consists — 

Secondly, in combining, in a lamp-bomer, a deflector, or perforated air-distribater, 
with the deflector forming the combustion-chamber, a wick-tube extending from the 
fount to the combustion-chamber, an adjusting device to regulate the elevation of the 
wick, and a tube to conduct the gas from the fount to the chamber above the air-dii- 
tributer. I 

The descriptive portion of the reissued specification does not sub- 
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Stan tidily differ from the laugaage of the descriptive portion of the 
original specification. In the new specification prominence is given to 
the perforated plate c, which is called *' a perforated air-distributer," 
which, with the deflector, forms the combustion-chamber. 

The second claim, which is the only one which is alleged to have been 
infringed, is as follows : 

2. The oombinatioQ, in a lamp-burner, of the following elements : First, a deflector ; 
second, a perforated air-distribater, which, with the deflector, forms the combustion- 
chamber ; third, a wick-tabe extending from the foant to the combustion-chamber ; 
fourth, a tube or passage to conduct the gas from the fount to said combustion-cham- 
ber, substantially as described. 

The lamps made by both plaintiffs and defendants contain the heater 
G, without the ribs, or projections, or longitudinal bar — ^in other words, 
an ordinary deflector, the perfor<')tdd plate, its vapor-tube, and a wick- 
tabe, and are in great demand by the public. The utility of the lamp 
consists in its safety. 

A tube which conducted the vapor from the fount to the flame was 
used in its simplest form in the lamp of William Pratt, patented in 
1857. In this lamp the flame was not to be protected from the external 
air. The wick-tubes were the long diverging tubes now in common use. 

Air-distributers had long been known in lamps of the Ambrose class; 
bat I am of the opinion that the minutely-perforated transverse-plate c, 
extending across the lower part of the chamber below the flame, thus 
forming a i)erforated floor, and performing the double office of prevent- 
ing the lighted gas from communicating with the gas in the lamp-fount, 
and also of distributing air to the combustion-chamber, had not been 
anticipated in the defendants' exhibits. But it is not necessary to de- 
termine whether either the tube or the air-distributer was novel in itself, 
as the combination only is claimed ; and I am satisfied that the combi- 
nation of the vapor-tube to conduct the gas from the fount to the com- 
bustion-chamber, and the perforated plate, constructed as in the Am- 
brose patent and performing its double office, with a wick-tube, and 
with either the heater or deflector of Ambrose, or the ordinary deflector, 
was unknown prior to the date of the patent. 

The important question in the case is whether the lamp which is de- 
scribed and claimed in the second claim of the reissue is the same in- 
vention which was described and claimed in the specification of the origi- 
nal patent. 

The principles upon which the decision of this question rests are stated 
in Oill vs. Wells (22 Wall., 1), and in Stevens vs. Pritchard (10 Patent 
Office Oazbttb, 505). In the former case, the court, after declaring 
the rule to be that where a patentee who has invented a new and useful 
oombination of several ingredients also claims to have invented new and 
useful combinations of fewer numbers of the ingredients, the inventor 
is entitled to a patent for the several combinations, and may give a 
description of the several combinations in one specification, and may 
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secure the benefit of each of the inventioDs by separate claims, aod, 
if by inadvertence he shoald fail to claim one of the described combina- 
tions, may surrender the original patent, and obtain a reissne for any 
combinations which were omitted in the claims of the original patent, 
proceed to say : 

Very different rules, however, apply in a case where ibe only inveotton described in 
the original patent is the one which inolndes all the ingredients of the machine, pro- 
vided there is no saggestion, indication, or intimation that any other invention of any 
kind has been made. Such a patentee as the one last mentioned may snbseqnently 
discover that he can* accomplish a new and useful result by a combination embracing 
lese than the whole number of the ingredients included in the prior paented combina- 
tion ; but he cannot secure the right and privilege of a patentee in the combination of 
the smaller number of the ingredients by a surrender of his first patent, and a reissne 
of the same, which shall include the second combination as well as the first, because 
the reissued patent in that event would not be for the same invention as the surrendered 
original. 

The original patent states the object of the invention to be a lamp 
which would burn without a chimney, and the entire mechanism is di- 
rected to accomplish that object. It consisted, generally, of a wick-tube 
with collar and plates, perforated cap ,for the conveyance of air, the 
vapor-tube, and two peculiarly constructed heaters, the lower one, G, 
provided with ribs and projections, which serve as bearings upon which 
the ni)per heater E was placed. The two heaters are related to each 
other, and the entire arrangement of the two with their various parts is 
particularly described in the specification to be designed to supply the 
flame with sufficient oxygen to support proper combustion without a 
chimney. The invention, so far as the heaters were concerned, consisted 
in their joint use. The lamp of the second reissued claim is without this 
complex arrangement of heaters. It contains one deflector, and is the 
ordinary lamp with a chimney for burning volatile hydrocarbons plus the 
vapor-tube and the perforated plate. 

The specification of the original patent suggested no invention save 
the one contained in the entire combination. A combination of the 
vapor-tube and perforated plate, either with one heater or with the other 
well-known ingredients of a lamp, was not indicated as a distinct part 
of the invention. The second claim of the reissued patent described an 
article materially differeptfrom the article which was originally patented. 
The claim contained a combination of a lesser number of ingredients than 
the combination which composed the original invention. One of the 
heaters and all of the cap, except the perforated plate, have disappeared. 
The deflector of this claim is not the heater G of the original specifica- 
tion, because no single deflector was thecein described, except in its 
relations to, and as connected with, the upper heater. The two heaters 
are described as to be used together, and as necessarily related to each 
other. The whole scops and object of the invention was to produce a 
lamp by the combined use of the two heaters. 

Had the patentee in his original specification suggested that a lamp 
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containing the modified combinatiou of the second claim of the reissue 
was feasible, and within the scoi>e of his invention, or that the com- 
bination of the vaportabe and the air-distributer with the other well- 
known parts of a lamp would accomplish a beneficial result, the claim 
of the reissue would not have been in violation of the rule of law which 
has been quoted. But upon the face of the two patents, I am of opinion 
that the claim of the reissued patent is for a different invention from 
anj combination which is indicated or suggested in the original specifi- 
cation as capable of embodiment so as to compose either an organized 
structure or a distinct part of an organized structure. 
A decree should he entered dismissing the bill. 



[Sapreme Court of the United States.] 

THE ILLINOIS CENTRAL RAILROAD COMPANY, Appellant, 
V8. SAMUEL B. TURRILL; THE MICHIGAN SOUTHERN AND 
NORTHERN INDIANA RAILROAD COMPANY, Appellants, 
V8. SAMUEL H. TURRILL; THE CHICAGO AND ALTON RAIL- 
ROAD COMPANY, Appellant, vs. SAMUEL H. TURRILL ; THE 
CHICAGO, BURLINGTON AND QUINCY RAILROAD COM- 
PANY, APPELLANTS, V8. SAMUEL H. TURRILL; THE PITTS- 
BURGH, PORT WAYNE AND CHICAGO RAILWAY COM- 
PANY, Appellants, vs. SAMUEL H. TURRILL. 

O. G., vol. xii, p. 709. 

Appeait from the Cireuit Court qf the United States for the Northern Dittriet of lUinoie.— Decided October 

Term, 1876. 

The scope of the Cawood patent (1 Wall., 491) more fully defined and its yalidity 
sastained. 

The words " or in any other oonvenient manner/' oonstraed to mean, by means adapted 
to the work the machine is intended to perform. 

That the omission of certain elements in a prior patented machine might enable a 
mechanic to alter and employ the remnant, like the infringed machine, is no test of 
the patentability of the latter. / 

This is to be determined by the qnestion whether the information necessary to con- 
struct and nse the latter machine can be read out of the prior specification. 

Because the invention has been used in an imperfect condition, or altered slightly in 
one particular without serious loss, it is no proof that it was no invention, or that 
the use of it in its altered condition was no infringement. 

In settling an account for infringement the question is not what profits the infringed 
has made in his bosiness, or from his manner of conducting it, but what advantage 
he has derived from the us^of the infringed invention. 

Mr. Justice STBONa delivered the opioiou of the court : 

These five cases may very conveniently be considered together, since 

they all present, in the main, the same questions. 
The Oawood patent, for alleged infringements of which the suits were 

brought, has heretofore been the subject of consideration in this court 
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where it has been at least constraed, and its limits have been defined. 
(1 Wall., 491.) It is a patent '^for an alleged new and nsefal improve- 
ment in the common anvil or swedgeblock, for the pnrpose of welding 
up and reforming the ends of railroad rails when they have exfoliated 
or become shattered from uneqaal wear." Such is the general descrip- 
tion given by the patentee in his specification, followed by a more 
detailed one, which needs careful consideration in order to discover 
what the invention claimed distinctively was. The patentee refers to 
an annexed drawing, made a part of the specification, and claimed as 
giving a perspective view of the machine or invention. It represents a 
bed-sill on which is placed an anvil or swedge-blook of cast iron, across 
the face of which there are recesses or dies shaped like the side of the 
rail to be repaired. A solid and fixed block, cast as a part of the anvil, 
is also represented with its side face shaped to the side of the rail when 
placed in its natural position, and a movable press-block held down 
upon the anvil by dovetailed tongues and grooves, and operated by two 
eccentric cams, moving it back and forward, toward and from the fixed 
block. The face of the movable block is also shaped to fit the side of 
the rail next to it, and the two blocks grasp the rail on each side 
while its ends are being reformed, the movable one having sufi&cient 
travel to allow the rail to be extricated without altering its vertical i)08i* 
tion. A rail of the T form is also represented in position between the 
two press- blocks. 

Having thus exhibited his invention by the drawing, the patentee 
proceeds to describe how be usually makes it and the manner of its 
use. After having stated that he usually makes his improved anvil and 
swedge-block between four and five feet long, and sixteen inches wide 
across the face, with two forms or recesses at one end, right and left, of 
a form corresponding to the sides of thq rail, he adds: 

Close to these is a cast or raised block nearly as high as the rail, and with its farthest 
edge also shaped to fit the sides of the rail, when it lies across the anvil in its natural 
position. Next this (says he) I attach to the face of the anvil, by dovetailed tongnes 
and grooves, or in any other convenient manner, what I call a movable press-block, 
with a similar bnt reversed shaped edge, lying opposite the other, so as to inclose the 
rail between the two, as in the Jaws of a vise. The blocks I work by eccentric cams 
on a shaft which is attached to the anvil by two standards, with bearings either cast 
on or bolted to the ed<;e of the same, so that half a turn of the crank wiU move the 
press-block over a space a little more than half the width of the rail. 

The mode of use is then described. The rail and the piece of iron to 
be welded on having been heated, the former is swung from the fire into 
the space between the blocks, when, by hall a turn of the cams, the 
blocks are closed upon it. The welding-piece is then laid on top of the 
rail and leveled up by a swage held by the smith, of the form of that 
section which projects above the blocks. Such is the description. It is 
succeeded by the claim, as follows : 

I do not claim the anvil-block nor its recesses, bnt what I do claim as iny invention ^ 
and desire to secure by letters patent, is the Movable press-block, having its edges 
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formed to the sides of the rail, in combinatioa with another block with its edge of a 
similar but reversed form (the movable block to be operated by two cams, or in any 
other convenieDt manuer), for the purpose of pressing between them a X or otherwise 
shaped rail, thereby greatly facilitating the difficalt operation of welding and renew- 
ing the ends of sach rails after they have been damaged, in the manner herein de- 
scribed and set forth. 

What, then, iu view of this specification and claim, was the invention 
patented? In Turrill vs. Railroad Company (1 Wall., 491), this court 
declared it to be ''such a movable press-block as is described, having 
its edge formed to the side of the rail, in combination with such other 
block as is described, with its edge of similar but reversed form, ar- 
ranged as described, and combined and operating in the particular way 
described, for the special purpose of effecting the desired result This 
was enough for that case as it then appeared ; but the present case re- 
quires a more minute analysis. Viewing the claim as interpreted by the 
preceding description, to whicli it refers, and by the drawing it is not 
difficult to discover what the patentee supposed he had invented. It 
was not any kind of movable press-block combined and operating in 
any way, with any kind of fixed block, to effect any useful result. Its 
avowed purpose waste form a mechanism for welding up and reforming 
the ends of exfoliated and crushed rails, or, rather, to hold them in a 
convenient position for such welding and reforming, at the same time 
preserving their shape. His manner of accomplishing this result was 
evidently considered by him as of the very essence of his invention. 
On one side of the rail, when on the anvil, it is to be supported by a 
fixed block, part of the anvil itself, shaped reversely so as to fit the 
shape of the rail ; and on the other it is to be supported and held in 
place by a movable block with a face adjusted to the shape of the rail 
on that side, the movable block capable of advance toward the fixed 
block, and of retrogradation after, the rail is placed on the anvil. 
The rail is also, when in place, to be supported under itfi base by the 
anvil. This is fairly deducible from the manifest purpose of the in- 
ventor, from his drawing, and from his specification. It is necessary to 
the result supposed to have been obtained, for, unless supported at the 
base, the heated end of the rail would be in danger of being driven 
downward between the blocks by the blows of the sledge or hammer 
used in welding, while the part of the rail not operated upon being 
cooler, would remain suspended between the blocks. And that the in- 
vention contemplates a bottom support for the rail on the anvil id made 
clear by the drawing. That shows no space between the anvil and the 
base of the rail. On the contrary, it exhibits a bottom support on the 
anvil, as well as lateral support by the modeled faces of the two blocks. 
The rail is thus confined on three of its sides, as in a mold ; and the 
words of the specification, fairly construed, convey the same meaning, 
Thus it is said the fixed block is cast nearly as high as the anvil, with 
its farthest edge shaped to fit the side of the rail when it lies across the 
anvil in its natural position. The rail, then, is to lie upon the anvil, 
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having the aDvil as a bottom support. Unless it does, the shaped edge 
of the blocks cannot fit its side. 

Having thus endeavored to ascertain what is the trae idea of the pat- 
ent, we are prepared to examine the devices which the appellants con- 
tend were in existence and use before Oawood made his invention. Of 
these there are three only that have been pressed niK)n our attention. 
The first is the angle-iron machine. Between this and the Gawood 
machine there are points of resemblace, but there are also very substan- 
tial differences. The purposes and objects sought to be accomplished 
by the machines nre entirely unlike. It is always of importance to con- 
sider the object an inventor of a machine had in view, because thus the 
operation of its different parts and the functions performed by each 
can be better understood. The purpose of the angle-iron machine is to 
facilitate making angle-iron. That of the Gawood is to aid in mending 
rails already made. The angle-iron machine is a device to assist in 
welding together, at right angles with each other, two iron bar8,. making 
a fillet in the interior angle to strengthen the rail when made. To effect 
this, the fixed block on the anvil has necessarily a peculiar construction, 
unlike that in the Gawood machine. It is beveled or rounded off at the 
top of the face opposite the movable block, so as to give room for the 
formation of the fillet. Gonseqnently, that face cannot answer reversely 
to the face of the movable block. And not only is the face of the fixed 
block uniformly and necessarily unlike that of the fixed block in the 
Gawood machine, but its function is entirely dift'erent. It is to furnish 
support for one of the two bars designed for the formation of the angle- 
irou. One entire limb of the angle iron is laid upon top of the block, 
unconfined laterally, and there exposed to the hammer, the block being 
the anvil. The iron is thus left tree to spread out in both directions, 
instead of being prevented from spreading laterally by the press-block, 
as in the Gawcjbd machine. There is nothing to preserve a sliape already 
formed. The other bar of the angle-iron, or its other limb, hangs sus- 
pended from the upper edge of the fixed block, and is not supported 
against the blows of the hammer at any other part of its height than 
the under side of the limb which lies on the block, instead of being sup- 
ported concurrently at two parts of its height by the grasp of the two 
blocks, and supimrted also under its base. In the Gawood machine the 
hammering is not over the blocks or upon them, but exclusively on the 
rail between them. The fixed block in that is not cast quite so high as 
the rail, and the new piece is welded on and shaped, not on or over either 
block, but yet above the surface of that part of the anvil that constitutes 
the block. The patentee, after stating that the raised block of the anvil is 
casf nearly as high as the rail" (the two blocks thus being made to sup- 
port the under side of the crown of the rail, and confining the lower half 
of the crown laterally), says, Hhe welded piece is laid on top of the rail in 
the usual way, and leveled up and shaped by a swedge held by the smith, 
of the form of that section which projects above the blocks.'' Thus the 
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iron is not permitted to spread laterally ander the blows of the hammer 
over the press-blocks and down between them. In faot, the blocks have 
nothiug to do with the formation of that section of the rail that projects 
above them. It is very evident, therefore, that the fixed block in the 
an^le-iron machine is not intended or adapted to perform the office 
which the fixed block does perform in the Gawood. In fact, it cannot 
perform it. Besides, in the angle-iron machine, no provision is made 
for a bottom support of a rail. The height of the blocks above the body 
of the anvil is not regulated with reference to any bottom support, and 
the bar between the jaws is held as in a vise. Support beneath the 
flange or base of thef ail when in place for reparation is, as we have seen, 
afeature of the Cawood improvement. It would defeat the purposes and 
usesof theangle-iron machine. The bottom serves for an anvil in the Ca- 
wood to resist the downward force of the blows on the top of the rail, and 
to prevent forcing the heated iron into the neck of the rail and increasing 
its length. But one of the objects, and a result secured in the angle- 
iron machine, is increasing the length and width of that portion of the 
bar operated upon by the hammer — the part which lies upon the fixed 
block. There is, also, a wide difference in the functions of the movable 
blocks of the two machines. That of the angle-iron machine is princi- 
pally to act as one of the jaws of a vise to hold the bar against the fixed 
block or raised part of the anvil while the welding is being m^de and 
while the fillet is being formed in the interior angle. It is not to pre- 
serve the shape of an already termed rail, or to resist the lateral pressure 
caused by the hammering. Yet such are the functions of the Gawood 
movable block. We think, therefore, that if the purposes of the two 
devices be considered, as well as their possible modes ot use, the arrange- 
ment of their several parts respectively to each other and the difierent 
functions of those ])arts, it cannot be held that the angle-iron machine 
contained the invention or involved the principle of the fnvention de- 
scribed in the patent granted to Gawood. 

The second device which the appellants insist anticipated the Gawood 
invention is what is denominated the bayonet- machine, used at the 
Springfield armory before 1850, and since, for forging parts of bayonets. 
In some particulars there are resemblances between the devices ; but 
there are obvious dissimilarities, not only in the purpose and results 
sought to be obtained, but in the relation of the parts to each other, in 
the work to be done by those parts, in the manner and effect of their 
combination, and in their mode of operation. The differences are suffi- 
cient, in our opinion, to justify the conclusion that the machines are 
different devices^ embodying distinct principles. The bayonet machine 
is in form and in substance nothing but a hinge-vise with a peculiar 
shape of the jaws, intended to facilitate operations upon the shank and 
socket of a bayonet. The jaws are fitted to hold the bayonet in place while 
the shank is turned upward through and above their upper surface, in 
order that a flat piece of iron may be welded upon the shank and prepared 



346 DECISIONS OF U. S. COURTS IN PATENT CASES. 

to be afterward converted iulo a socket. The lateral surfaces of the jaws 
come into actual contact with each other, except for a short space equal 
to the diameter of the bayonet-shank. They hold only the lower seg^ment 
of the shank, allowing the upper segment to project a considerable dis- 
tance above the upper surface. The inner surfaces do not constitute a 
mold. They do not maintain the shape of the shank inclosed within 
and between them during the process of top-welding and Rhaping. 
They are intended for no such purpose, nor are they fitted for it. 
Their sole function appears to be to sustain the shaft of the bayonet in 
an upright position while a flat piece of iron is being welded upon its 
end. It is only in a very limited sense that the machine can be called 
an anvil. One side of it is stationary, the upper portion of its front 
forming what may be called a fixed jaw. The other side, being merely 
an arm, vibrates upon a hinge, or upon journals attaching it to the 
fixed side, at or near its base. Such are the leading features of the 
machine. CompHring them and the operation of the machine with those 
of the Cawood, it is very evident the devices are not substantially the 
same. The (Jawood is an improved anvil, not a vise. It has a fixed 
block cast upon an anvil, and its movable block rests upon the anvil, 
attached to it, and moving toward and from the fixed block horizontally, 
in a plane parallel with the anvil's upper surface, instead of moving 
on the arc of a circle. The two blocks together form a mold, and they 
are combined with each other through the anvil. These are very sub- 
stantial differences from the bayonet-machine. The combination through 
the anvil is essential for the work intended to be done. It gives the 
immediate support of the anvil to the bottom of the rail as its tread or 
crown is being hammered, while in the bayonet-machine the iron in- 
closed is supported from beneath, during the process of welding, exclu- 
sively by the jaws, at a considerable distance from the point of connec- 
tion between them. Again, in the Cawood the inner surface of the 
blocks are designed and fitted to maintain the shape of the rail while it 
js hammered — an office not conteinplated for the jaws of the bayonet- 
machine. The bayonet-socket is fashioned to its desired shape after 
the release of the iron from the jaws. So, also, the relation of the 
blocks and jaws to the rail or iron when in place to be operated upon 
is different in the two machines. In the Cawood the blocks come nearly 
to the top of the rail, affording lateral support to almost the whole of 
each side, while in the other there is no such lateral support ; and the 
hammering is entirely between the blocks instead of being partly over 
or upon them. 

Still another important difference is apparent. In the bayonet-ma- 
chine the movable jaw is pushed back by a spring interposed between 
the two arms of the vise, and forced forward by leverage sufficient to 
overcome the resistance of the spring, and hold it compressed while 
the jaws are in contact with each other. It is obvious that no means 
^f moving the movable block would answer for Cawood's machine. It 
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is true be did not claim operating it by cams exclasively. He claimed 
moving the block by cams or "in any other convenient manner'' ; but 
that meant by means adapted to the work the machine was intended to 
perform. The several differences are too many and too great to be con- 
sidered merely formal. Not only the object of Gawood's device was 
novel, but so, also, was the function of the blocks, their combination 
with each other, and the mode of operation. The general appearance 
of the bayonet-machine, and, as we have said, its distinctive character, 
was that of a vise. We think, therefore, it cannot be regarded as con- 
taining the principle embodied in the Cawood invention. We cannot 
think it could teach how to make the improvement in the common 
anvil or swage-block for reforming and welding the ends of railroad 
rails, which was devised by Gawood, and which has gone into large use. 

It is next contended that the patent was anticipated by the Ghurcb 
machine, patented in England in 1846. We have before us the specifi- 
cation and a model constructed from that specification. It requires but 
little attention. It is described as a machine which may be usefully 
employed for straightening and flattening the rails for railways, as well 
as other similar uses. As the model represents it, the machine is totally 
incapable of performing the work of the Gawood machine. It is not 
an anvil. There is no fixed block cast as a part of an anvil. There is 
a stationary die, part of a frame, against which one side of the rail is 
placed to resist the lateral pressure exerted upon it by a sliding lateral 
die on the other side of the rail, and above is a horizontal bar, which 
is forced downward by a series of jointed levers, carrying another die 
upon the upper surface of the rail. It is plain this description and 
this model could never have informed any one of the device Gawood 
invented. It does not show how the blocks or jaws can be combined so 
as to leave the upper face of the rail to be repaired exposed for the 
action of a swage and a hammer. It is said, however, if the upper 
horizontal bar with its die and jointed levers were taken away, a me- 
chanic might understand how the remnant could be altered and em- 
ployed as a Gawood machine is employed and for the same uses. That, 
however, evades the question to be answered, which is, whether the 
specification was sufficient to enable a mechanic skilled in mechanical 
arts to construct and carry into practical use the Gawood machine, or, 
in other words, whether whatever is essential to the Gawood machine 
could be read out of the prior specification. We think no such infor- 
mation was given by the English patent. 

That the old slide- vise contains the principle of the Gawood machine 
has not been contended with much earnestness, and certainly it cannot 
be successfully. Nothing, then, is found in the case sufficient to show 
that the patent is void for want of novelty of the invention, and the 
court was not in error in holding it valid. 

We come next to the question whether machines employed by the 
defendants in repairing the ends of railroad rails are infringements of 
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the patent. Those which have been used by the several companies 
defendants, and which are claimed to have been infringements, were, in 
addition to the Gawood, seven in namber. They were '' The Illinois 
Central," "The Btheridge," "The Whitcomb or Cleveland block.'' "The 
Michigan Sonthern," " The Bayonet vise," " The Beebee and Smith," and 
** The Blaine reversible rolls," all of which, except the last, were held by 
the circuit court to be infringements. Of these the Illinois Central Bail- 
road Company has used only the Illinois Central, the Bayonet vise^ and 
the Beebee and Smith ; the Pittsburgh, Fort Wayne and Chicago Bail- 
road Company has used the Whitcomb or Cleveland block ; the Chicago 
and Alton Bailroad Company has used only the Wbitcomb; the Chi- 
cago, Turlington and Qnincy Bailroad Company has used only the 
Cawood and the Etheridge; and the Michigan Southern and Northern 
Indiana Bailroad has used ouly the Beebee and Smith, the Bayonet vise, 
and the Whitcoiob. We have had before us models auil drawings of 
them all, and we have considered the testimony respecting them which 
is found in the records. It is bnt faintly contended, if at all, that the 
Illinois Central, the Etheridge, and the Whitcomb machines are not 
infringements of the Cawood. The principle of each of them, the object 
sought for, the combination and arrangement of the parts, and the mode 
of operation for the purpose of eftecting the described result, are so 
manifestly the same as that described in the complainant's patent that 
a detailed examination of tbem is unnecessary. But it is earnestly 
insisted that neither the use of the Bayonet vise, nor that of the Michi- 
gan Southern machine, nor that of the Beebee and Smith, used by some 
of the defendants, can rightfully be held to infringe the patent, and such 
is our opinion. 

We have already called attention to the fact that a very limited con- 
struction must be given to the claim of the Cawood patent, in view of 
the state of the art when the patent was granted and of the explanations 
contained in the specification. It was said in Turrill vs. Railroad Cwn- 
jpan^, «t(pra, " special devices are described »s combined and arranged 
in a particular manner, and operating only in a special and peculiar 
way, for a special purpose, and to effect a special result." To repeat 
the definition of the invention given in that case, it is " of such a mov- 
able press-block as is described, having its edge formed to the side of 
the rail, in combination with such other blocks as is described, with its 
edge of similar but reversed form, arranged as described, and combined 
and operating in the particular way described, for the special purpose of 
effecting the desired result." 

If the claim be thus limited, if -snch was the invention Cawood made 
the use of the Bayonet vise and of the Michigan Sonthern cannot, we 
think, be regarded as an infringement. Both the machines were mani- 
festly copied from the Springfield machine, which we have endeavored 
to show did not anticipate or contain the principle of Cawood's inven- 
tion. Each is substantially a vise and not an aniW.^ ^^The combination 
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of the blocks is unlike that of the Gawood improved anvil. It is not 
through the anvil, and the rail when in place for welding and shaping 
does not rest on the anvil. The iron to be hammered rests upon the 
jaws, and consequently it is much more liable to displacement than it 
would be if arranged as des(Tibed by Oawood. In each, only a part of 
the force of the blows reaches the anvil, for the movable block is sup- 
ported by an arm attached by a hinge or by journals to the base of the 
block. It is true that by the change in the shape of the jaws one of the 
functions of the Oawood machine is secured — that of preserving the 
shape of the rail during the process of hammering; but that is only one 
of the elements of the Gawood. Neither of these two machines can be 
said to be an improved anvil or swag^block. In neither are the two 
blocks combined by means of an anvil. In neither is a raised block 
cast as a part of the anvil. In neither is there any such movable press- 
block attached to the anvil as is described in the Gawood patent, com- 
bined and operating with the other parts of the machine in the manner 
described ; and in neither of them is there any part of an anvil imme- 
diately below and fitted to support the rail when in place for being re- 
paired. Each of them has, however, all the parts and substantially the 
arrangement and combinations of the Springfield machine, and in prin- 
ciple they are identical with it, the only appreciable difference being in 
the shape of the jaws. If, therefore, they are infringements of the Ga- 
wood patent that patent is void for want of novelty, for it was antici- 
pated by the Springfield. If, on the other hand, the Gawood machine 
was novel, as we think it was, if it was not anticipated b^^ the Spring- 
field, the conclusion is inevitable that neither the Michigan Southern 
nor the Bayonet vise is an infringement. 

Much of what we have said is applicable to the Beebee and Smith 
machine, the use of which the circuit court also held to be an infringe- 
ment of the Gawood patent. To the inquiry, what constitutes an infringe- 
ment of that patent, it is indispensable to keep in mind what the inven- 
tion patented is. It is not, we repeat, any mode by which the result 
sought and obtained is secured, but a machine that attains the desired 
end by means of described agencies, combined in a described manner, 
and operating in a described way. Thus the patent was considered in 
1 Wallace. Now, we think, the Beebee and Smith machine, though 
arriving at the same result, does not profess to attain it by means of 
the agencies described in the Gawood patent, or any agencies that can 
be regarded as equivalents combined in the manner described by Ga- 
wood, and operating in the same or an equivalent way. True, it is a 
machine for holding a rail while the^exfoliated or crushed end thereof 
is undergoing reparation ; but it performs its functions in a manner 
peculiar to itself, unlike the mode in which the Gawood operates. The 
construction of the two machines is very dissimilar. In the Beebee and 
Smith there is no fixed block or jaw a part of the anvil. Neither is there 
any movable block or jaw attached in any manner to the anvil, or con- 
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nected in any manner with a fixed block or with the anviL There are 
two jaws sliding ap and down in a V-shaped notch in an anvil entirely 
unconnected with each other, and kept in place only by their own weight 
and that of the superincumbent rail. They are not advanced toward 
each other or retired by cams or any equivalent mechanism. When by 
force of gravity they descend into the V-shaped cavity, and thus ap- 
proach each other, the rail rests upon them and not on the anvil, and 
when grasped by them all the force of the blows necessary in welding 
is expended upon them through the rail, and only remotely upon the 
anvil. Bringing the jaws together by their gravity cannot be said to 
be an equivalent for cams or levers or any other mt'tchanical device. 
The Beebee and Smith machine, then, has neither such a fixed block 
nor such a movable press-block as is described in the Cawood machine, 
nor are the two blocks combined in substantially the same way, and the 
mode of operation is substantially unlike that described by Cawood. It 
is impossible, therefore, to hold that its use is an infringement of the 
complainant's patent. 

We do not care to expend much time iu refuting the argument of the 
appellee that a bottom support for the rail in the use of the Cawood in- 
vention is injurious, that it is, therefore, no essential part of the device 
patenff'd to him. Considerable evidence has been given tending to show 
that the face of the anvil under the jaws has been chipped off or cut out, 
and that thus altered the thing invented works as well, if not better, than 
it would if the alteration had not been made. In the nature of things 
this is impossible, and no amount of testimony can convince us that 
such is the fact. Manifestly, the chipping off was made to evade the 
patent. The best mode of using the device would doubtless be to construct 
the blocks so as to fit exactly the sides of the rail. Thus, its shape and 
its height would be maintained during the process of hamtnering and 
shaping the crown. But this exact fit may not always occur, and when- 
ever it does not, the bottom support on the anvil is of importance. This 
is made evident by the fact that when experiments have been made by 
chipping off the anvil at the bottoni of the blocks or jaws, if more than 
about three-eighths of an inch was removed, it has been found advisable 
to support the rail by a roller, as in the Cleveland vise, or by introduc- 
ing a key. It proves nothing to show that rails may be repaired with- 
out any support at their base. Because the invention has been used in 
an imperfect condition, or altered slightly in one particular without seri- 
ous loss, is no proof that it was no invention, or that the use of it in its 
altered condition was no infringement. 

It follows, from what we have said, that the decrees must be reversed 
and set aside, so far as the defendants have been held accountable for 
the use of the Beebee and Smith machine, or the bajonet-vise, or the 
Michigan Southern. But so far as the Whitcomb, the Etheridge, the 
Cawood, or the Illinois Central have been used, the defendants are 
answerable to the complainant. ° Q^^^^ ^^ v^uugic 
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We come, then, to the inqairy whether there was error in the ascer- 
tainment of the profits made by the use of those devices. This inqairy 
is exceedingly embarrassed by the very nnasaal manner of proceeding 
in the court below. After having determined that the Gawood patent 
was valid, the coart, instead of deciding whether there had been any 
infringement, by a decretal order referred to a master to find what ma. 
chines used by the defendants were infringements, and to state an 
account between the parties. In obedience to this order the master re- 
ported that seven machines used by the defendants infringed the pat- 
ent, and on that assumption he returned stated accounts. This report 
the court corrected, holding that one of the seven machines was not an 
infringement, and sent the case back to the master to report the damages 
sustained by the plaintiff from the use by the defendants of the other 
machines, giving him liberty to reconsider his finding as to the cost of 
fuel and lalK>r in repairing rails on the common anvil and the plaintiffs 
machine, with liberty also to bear additional evidence and report such 
conclusions as might be warranted by the whole testimony. Under 
this second reference the master submitted another report, to almost the 
whole of which exceptions were taken. The court sustained those 
which related to the ascertainment of profits made by the defendants 
and the measure thereof, and also sustained those which related to the 
allowance of profits for the use of the complainant's machine by the de- 
fendants before he had title to the patent or any part or interest therein. 
The efifect of this was to set aside the entire report of the master, so far 
as it stated an account between the parties. That subject was then all 
at large, and without further reference the court proceeded itself to find 
the amount of profits the defendants had respectively made by the use 
of the invention owned by the plaintiff, and found the same to be that 
for which the final decrees were subsequently entered. The decree in 
each of the cases was for much less than the master had reported ; but 
how it was made up we are not informed. No account was stated ac- 
companying the.decrees. Though the bill prayed for an account, and 
though an account was decreed, the record shows no account. Nothing 
in the decree shows us how many rails had been repaired, or what 
portions of the rails. Nothing in the decree exhibits what was the 
comparative cost of repairing with the patented machine and with 
the common anvil. The cases have come to us, therefore, in such 
a condition that we are called upon to perform the duties of a 
master. This ought not so to be, and probably we would be justified 
in reversing all the decrees and sending the cases back for a state- 
ment of accounts. But the litigation has been long protracted at 
great expense to the parties, and this consideration has induced us to 
examine the evidence submitted to the master and reported by him, 
in order to discover whether there has been an overestimate of profits 
in those cases where the defendants used only the machines the use of- 
which was a plain infinngement of the Gawood patent. Without enter- 
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ing iDtx> details, we are oonstrained to say that, in oar opinion, there has 
been no such overestimate. We think the weight of the evidence leads 
to the conclusion that the number of t^t mended on the infringing ma- 
chines, the gain in mending, compared with the cost of mending on the 
common anvil (which the court must have determined was about thir- 
ty-six cents per foot), considering the saving of labor and fuel, were such 
as justified the decrees that were made. There is undoubtedly great 
differences in the statements of the witnesses, but we think it is not diffi- 
cult to see where is the preponderance of the evidence. The master's esti- 
mate was manifestly too high. We cannot say that of the court was. 
And after the action of the court upon the master's first report it must 
be presumed that no profits were allowed ft>r any use of the Oawood 
patent before the plaintiff became its owner. 

There is nothing more in these cases that we feel called upon to notice, 
except the suggestion that repairing railroad rails was unprofitable com- 
pared with what might have been done. It h^s been argued that it 
would have been better for these defendants if, instead of repairing the 
crashed and exfoliated ends of the rails, they had cut off the ends and 
relaid the sound parts, or had caused the rails to be rerolled. Experi- 
ence, it is said, has proved that repairing worn out ends of rails is not 
true economy, and hence it is inferred that defendants have derived no 
profits from the use of the plaintifi''s invention. The argument is plausi- 
ble, but it is unsound. Assuming that experience has demonstrated 
what is claimed, the defendants undertook to repair their injured rails. 
They had the choice of repairing them on the common anvil or on the 
complainant's machine. By selecting the latter they saved a large part 
of what they must have expended in the use of the former. To that ex- 
tent they had a positive advantage growing out of their invasion of the 
complainant's patent. If their general business was unprofitable, it was 
the less so in consequence of their use of the plaintiff's property. They 
gained, therefore, to the extent that they saved themselves from loss. In 
settling an account between a patentee and an infringer of the patent 
the question is not what profits the latter has made in his business, or 
from his manner of conducting it, but what advantage has he derived 
from his use of the patented invention. 

We will pursue the subject no farther. It follows from what we have 
said that in those cases in which the defendants have been charged 
with the profits made from the use of the Bayonet Vise, or the Michigan 
Southern machine, or the Beebee and Smith machine, the decrees of the 
circuit court are erroneous, while in the other cases, the defendants hav- 
ing used only the Gawood, or the Etheridge, or the Illinois Central, or 
the Whitcomb (the infringing machines), we discover no error. Our 
judgments, therefore, are as follows : 

The Illinois Central Railroad Company vs. Turrill. 

The decree of the circuit court is reversed, and the cause is remanded 
for further proceedings in accordance with this opinion.>^^*^*^g^^ 
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The Michigan Southern and ITorthern Indiana R. B. Co, vs. Turrill. 
The decree of the circuit court is reversed^ and the cause is remanded 
for further proceeding in accordance with this opinion. 
The Chicago and Alton B, B. Co. vs. Turrilh 
The decree is affirmed. 

The Chicago^ Burlington and Quincy B, B. Co. vs. Turrill 
The decree is affirmed. 

The Pittsburgh^ Fort Wayne and Chicago B. B. Co. vs. Turrill. 
The decree is affirmed. 



Field, J. — Mr. Justice Swayne and myself dissent from so much of 
the opinion and judgment in these cases as approves the estimate of 
damages made by the court below. 



I United States Circait Court— Southern District of New York.] 

ISAAC EPPDJfGBR vs. HENRY A. EIOHEY AND JOHN J. BONI- 
FACE. 

O. G., vol. xii, p. 714. 
In SquUy ^B^ore Shifman, J.^DecUed September 1, 18T7. 

The patent of Isaac Eppinger for bunch and plug tobacco, granted June 17, 1873, is 
valid, notwithstanding the essential difference from what preceded it in the art lies 
solely in the shape or form of the coil of tobacco. 

The difference in form being productive of new and valuable results, it could not be 
said to be a matter of fancy or the exercise of mechanical iskilL 

Invention is evidenced from the long-existing evil which was thereby remedied, and 
which would have been cured long since in the art had it depended simply on me- 
chanical skill. 

The utility of the article shown from its extensive sale, and the unanimity with which 
rivals engaged in its manufacture. 

Benjamin F. Lee, attorney for plaintiff. 

Samuel J. OlasseY, attorney for the defendants. 

Shipman, J.; 

This is a bill in equity to restrain the defendants from the infringe- 
ment of letters patent, dated Jane 17, 1873, for an improvement in plug 
and bunch tobacco. The infringement is admitted. The novelty of 
the alleged invention and its patentability are denied. 

Licorice, or some other moist and sweet substance, is nsed in the man- 
ufacture of plug or bunch chewing tobacco, in order to impart moisture 
and sweetness to the manufactured article. The preservation of these 
qualities is greatly desired by the consumer. When tobacco is thus 
prepared there is danger that the moist tobacco, if exposed to the air, 
will ferment or will mold and "dry-rot." 'It is, therefore, important to 
23 d 
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make tbe ping or bunch as compact as possible, in order to preserve 
moisture and to prevent mold. 

Before tbe date' of the invention this kind of chewing tobacco was 
made by inclosing strands of sweetened '^filler" tobacco in a binder. 
The wrapped tobacco was then spun upon a wheel, or twirled or rolled 
by hand into a roll, and, after being incased in a wrapper, was coiled 
and packed for market ; or was subjected to extreme heat, and after- 
ward to pressure, before being put up in packages. Moisture was re- 
moved by this *' hot-house " process, and thus the danger of fermenta- 
tion was obviated, but the quality of the tobacco was made inferior. 
Another method of manufacture was by incasing the sweetened filler- 
strands in an unsweetened binder and also in a wrapper. The rope 
was then bent and braided, and the two ends of the braid were fastened 
by a cap of wrapper-tobacco. The braids were subjected to sidewise 
pressure, but could not be subjected to pressure endwise, in consequence 
of their shape, and therefore were not compressed sufficiently to exclude 
the air, and tbe tobacco was liable to become moldy. Each braid soon 
became quite dry in the pocket of the consumer and lost its flavor. 

The patentee gives, in his specification, the following description of 
the patented improvement : 

Improved mode of maunfacturlDg plug or bnnch tobacco of the kind above stated 
consists in forming the strand of '*iilJer'' tobacco, which is treated with licorice or 
other sweetening substance in the usual manner. I envelop this filler in a ** binder," 
which is a brighter and larger leaf, and around the binder I wrap what is called a ** bright 
wrapper-leaf/' which is used in its natural condition without treatment. The rope 
thus formed is, in fact, a long flexible cigar, with a sweetened filler. It is not twisted 
or spun. It is dry and clean on the exterior, the binder effectually isolating and sep- 
arating the filler from the exterior wrapper. It does not require to be sweated, and it 
can be shipped and transported for long distances by water or land conveyance with- 
out danger of molding or spoiling. 

The wrapper is of little use for chewing purposes. Therefore, in order to make good 
chewing-tobacco, the filler and binder should be of such proportions to the wrapper 
that, while the wrapper will suffice as a protector and preserver of the filler, there will 
be no appreciable loss in the plug or bunch for chewing purposes. 

In Figure 1 is shown a rope or strand such as I have described, a being the filler, h 
the binder, and c the wrapper. The rope or strand thus made is coiled into a bnnch 
around a central core, one end of the rope, either single or doubled, serving for the 
core, and the remainder of the length being coiled around this coil, as represented in 
Fig. 2, the central core d and external coil e being thus in one piece, and constituting 
part of the same continuous strand or rope. The coil or bunch thus made by hand is 
not, however, completed, nor is it fit for sale or use, being loose and unfinished in appear- 
ance and condition. 

The next step is to finish it, which is effected in the polishing-pot or finisher — a 
strong receptacle, of suitable shape and size to contain a number of plugs, provided 
with a follower forced down upon the plug or plugs in the pot by hydrostatic pressure, 
or other sufficiently powerful agency. 

The bunches are first placed in the pots on end, and the follower is then forced down 
with great pressure upon them. After being allowed to^set for about twenty minutes, 
the follower is removed and the bunches are taken out and replaced in the pot on their 
sides, and side by side, and pressed again in like manner. They can then be pressed 
on their edges ; but this, however, is optional, and not absolutely necessary, as the 
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t\70 pressinga have compacted and solidified the plug sufficiently for all ordinary par- 
poses. 

The ping thns compacted is represented in Fig. 3, and is ready for packing. 

In conclnsion, I wish to state that I do not here broadly cla'm plug or bunch tobacco 
put up in coils, with a central core, and then subjected to pressure ; nor do I claim, sep- 
arately, the combination of a filler, binder, and wrai)per. 

The claicu of the patent is for — 

Plug or bunch tobacco made as herein described, the same consisting of a rope or 
strand composed of a sweetened or prepared filler inclosed in a binder, in turn enveloped 
in a wrapper, the said rope being coiled around a central core, forming a continuous 
part of the rope, and the bunch thus made being subjected to a pressure, as and for the 
purposes set forth. 

The advantages of this improved or new article of manafacture are 
very marked. Tbe moisture of the tobacco is preserved. Air and damp- 
ness are excluded by the compactness into which the tobacco is pressed. 
It can be shipped to warm or damp climates without liability to deteri- 
oration by mold, and a single coil can be carried in the pocket of the 
consumer without becoming dry or friable. 

The article has had a very large sale, and has commanded a much 
higher price than the same quality of tobacco when put up in any other 
form. The price of the patented article has been fif]by-one or fifty-two 
cents ])er pound, exclusive of government tax, while the same qualities 
of twist or braid tobacco are sold at twenty-seven cents per pound, ex- 
clusive of tax. The utility of the article is indicated by its remarkable 
success as an article of merchandise ; a success which is not attribut- 
able to the quality of the tobacco of which it is composed, or to the 
novelty of the style of manufacture, but to the inherent advantages 
which it possesses in the particulars which have been mentioned. 

Tbe novelty of the invention was clearly proved. It manifestly differs 
from the ordinary spun or rolled plug tobacco in this : that in such to- 
bacco the filler and binder are rolled together, while in the patented article 
the binder simply encircles the filler. "Twist'' or "braid'' tobacco was 
made in the same manner as the patented article is made, by encircling 
the sweetened filler with two separate wrappings of unsweetened tobacco ; 
but twist-tobacco is simply braided and subjected to lateral pressure. 
Each plug is a flat braid, into tbe interstices of which air freely enters, 
and, having a comparatively thin and flat surface, the plug cannot be 
made compact by endwise pressure. The shape and tbe method of the 
formation of the coil, which rentier endwise pressure practicable, and 
which enable the coil to be compactly compressed without injury to the 
strands of the filler, constitute tbe particulars in which tbe patented 
article differs from braid-tobacco. 

The iuiportant question which arises in the case is as to tbe pntenta- 
bility of the invention. A rope of strands of sweetened filler, inclosed 
in a binder, which in turn is enveloped in a wrapper, antedated tbe 
patent, and is disclaimed. Plug-tobacco has always been coileil and 
braided in various forms, and has been subjected to pressure. The 
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peculiarity of the inventiou is in the form and shape of the coil. Can 
any particular method of coiling, although both endwise and sidewise 
pressure are thereby made available for the purpose of excluding air, 
and although the method enables the consumer to use the whole coil 
in its desired state of moisture, be the subject of a valid patent f 

The argument of the defendants' counsel is that the combination of 
filler, binder, and wrapper is old, and is disclaimed, which is true ; and 
that subjecting a coiled rope of such tobacco to pressure is old, and is 
disclaimed, which is true ; that coiling or twisting a moist rope of to- 
bacco has always been practiced, which is also true j and that the par- 
ticular form of the coil is a matter of fancy, and that the form of the coil 
cannot involve the exercise of the inventive faculty. This is the precise 
question which is at issue. 

The article of plug-tobacco has been long in use, and has been in con- 
stant demand. As it has been prepared for market it has been liable to 
spoil in warm and damp weather and to grow moldy in any tempera- 
ture. 

It is fair to presume that the ingenuity of tobacco manufacturers and 
tobacconists has been exercised in an attempt to find a remedy for this 
liability to pecuniary loss. The evils were notorious, but no remedy was 
found until this invention was made. 

If the remedy consists in the shape of the coil, and if the particular 
twist of the coil requires no greater exercise of the inventive faculty 
than is involved in the shape of a bow, into which a ribbon may be 
twisted, it is strange that an evil which had long existed hpd not pre- 
viously been avoided. Two facts exist in this case. One is that an im- 
portant improvement has been attained. The second is that the improve- 
ment is in a staple article, which has been manufactured in this country 
for a long series of years. Without the testimony of the patentee and 
the first manufacturer in regard to the number of experiments which 
were required before the invention was hit upon, and in regard to the 
difficulty which was experienced in perfecting the manufacture, it is 
manifest from the length of time during which tobacco has been manu- 
factured, from the constant demand for it, and from the well-known evils 
to be overcome, that the inventive f^iculty must have been brought into 
exercise, or else that mechanical skill would long since have avoided any 
danger of fermentation or mold. 

The utility of the patented article has been evinced by its large sales, 
and by the unanimity with which rival tobacconists have commenced its 
manufacture. The inventorevidently gave to the public an article which 
it wanted, and which it had not previously known. Without giving to 
the general use of the invention, as a test of its patentability, any greater 
importance than the Supreme Court in the case of Smith vs, Ooodyear 
Dental Vulcanite Go. (11 O. G., 240) indicate should be given to this cir- 
cumstance, I am of opinion that the facts in the (j^ai^e fully establish the 
conclusion (1) that however simple the change in the method of mana- 
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factare apparently may have been, yet it was a change which required 
invention for its accomplishment ; and (2) that the improvement resalt* 
ing from the changed method of manufactare has been so great that the 
article which is prodaced is^ within the meaning of the patent acts, a 
new and useful article of manufacture. 
Let there be a decree for an injunction and an account. 



[tlnited Stotes Clronit Court— Northern District of New York.] 

HORACE M. EUGGLBS vs. CHARLES EDDY AND JACOB 

SHAVER. 

O. G., vol. xii, p. 716. 
In Equity.— B^ore Wheeler, J.— Decided June term, 1877. 

The exceptions to the masters report on extent of infringement and amount of dama£:es 
declared to be well taken, it appearing that a narrower constraotion of the patent 
had been made by him than was warranted. 

The infringement held to be not merely of the now parts or elements, bat of the com- 
bination of new and old, as a whole. 

If the invention, as an entirety, was infringed, then the whole profits ate the profits of 
infringement. 

After defining the scope of the patent, reference was again made to the master to ascer- 
tain infringement and damages, with leave to the parties litigant to introduce^addi- 
tioual evidence because of the new construction placed upon the patent. 

Whbelee, J. : 

Upon hearing in this cause on the master's report therein, exceptions 
of the orator thereto, and argument of counsel, it seems to me that the 
master has placed a too narrow construction upon the orator's patent, 
and has left the case differently from what he would if he had placed 
what seems to be the proper construction upon it The decree hereto- 
fore made in the cause has, of course, established fully the validity of 
the patent, whatever it was, in all its parts, and since that the extent 
of it has not been open to be Varied by proof, or to be effected in that 
way further than to apply its specifications and descriptions to the sub- 
jects of it The extent of it, as gathered from the schedule annexed to 
the letters, is that of a monopoly of the combination and arrangement 
of cylinders, chambers, cornices, partitions, and flues into a stove in two 
stories, according to the plan of the Inventor set forth, as a whole, and 
not merely that of a monopoly over any of the parts separately, or any 
combination or arrangement of any number of them less than all to- 
gether. The master appears to have construed it as applying only to 
some of the several parts that are new, and to the arrangement or com- 
bination of these new parts. This is materially different from the extent 
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of the patent as it appears to me to be, aud so the basis on which he has 
proceeded would seem to be erroneous. The extent of the monopoly 
must first be correctly defined, then the extent of the infringement as- 
certained, and from that basis theconsequent profits or damages found. 
Here the monopoly is of the combination of those several parts, old or 
new, into that style of stove, and not merely of the new parts, and the 
infringement was of that combination as a whole, whatever the extent 
of the infringement may have been. The extent of the infringement 
was a fact to be found by the master from the pleadings and proofs 
before him, and he has, necessarily, found it to be of a small part only 
of the stove, because he considered the monopoly to be of a small part 
only of the stove. Had he considered the patent to be as extensive as 
it is now considered to be, as stated, he must have found the infringe- 
ment much larger than he did, and might have found the whole of the 
defendants' stove to have been such, according to his views of the proofs. 
If he had found the whole stove to beau infringement, the whole profi^ts 
would have been the profits of the infringement. If not, he might be 
able to find the profits accruing from the infringement ascertained on 
this basis, although he could not on the basis he took. The fourth and 
fifth exceptions raise this question, and as the decision of it by the mas- 
ter according to these views might, on the evidence before him, have 
led him to a different and further result, the case must go back to him 
for further examination and report. 

On account of the construction put upon the patent by the master, 
the parties may have varied their proofs from what they would other- 
wise have produced, although it does not appear that they have^ aud it 
may be necessary, in order to do full justice, to take further proofs. 
And it may save future expense, in case the master shall find the in- 
fringement to be less than the whole stove, to report the whole profits, 
as well as the profits of the infringements he finds. 

The case is, therefore, referred back to the Hon. Charles Mason, master, 
for further examination upon the pleadings aud proofs already taken 
before him, and such further evidence as may be offered by the parties 
and admitted by him, and for further report of the profits or damages 
on account of such infringement as he shall find of the orator's patent 
according to the foregoing views of its extent, aud the whole profits of 
the ten thousand and ninety-seven stoves mentioned in the answer of 
the defendants, in case the profits on account of the infringement found 
by him shall be less than the whole profits, to be proceeded with pur- 
suant to the decretal order filed in this cause on the *33d day of June, 
1872. 
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[Unitod Stofces Ciroait Coart— Northern Distriot of New York.] 

JAMES W. HERRING AND OTHERS vs. WILLIS 8. NELSON AND 

OTHERS. SAME V8. WILLIAM G. GAGE AND OTHERS. 

O. a, vol. xii, p. 763. 

In Equity. —Before Johnson, J.— Decided S^pUmber^ 18T7. 

Reissue letters patent, granted Jofan Denchfield April 20, 1872, examined and sustained. 

Sub-combinations of elements that coact in the production of a perfected Joint result 
can be rightfully claimed in coigi^i^^^^ioi^* They constitute a true combination in the 
sense of the law, and not a case of juxtaposition. 

A reissue patent need not be rigidly confined in description to whafc was described be- 
fore. It may include whatever else was suggested or substantially indicated as part 
of the original patented invention. 

Diiferences in the descriptions and claims of the old and new specifications are not the 
tests of substantial diversity. The description may be varied and the claim restricted 
or enlarged, provided the identity of the subject-matter of the original patent is pre- 
served. 

The doctrine of Fano^ vs. Camphell, 1 Black, that the use of a lesser number of elements 
than are contained in the patented combination is no infringement because not the 
same invention does not apply to the practice of reissuing patents. It is true the 
law requires that reissues shall be for the same invention as the originals on which 
they are based, but it is no departure to make separate claims to sub-combinations 
which were originally joined in on^. 

The validity of a unitary combination which contained a lesser number of elements 
than was stated and claimed in the original patent, upheld in the reissue. 

A reissue patent being valid on its face, the presumption is that the patentee is the 
first inventor of that which the patent purports to secure. 

The presumption is not a mere formal one, but if to be overthrown by parol testimony 
it must be done upon clear and satisfactory proof. A case of doubt upon the evidence 
is not enough, for that leaves the presumption operative. 

Assuming its similarity to the Deuohfield (the patentee) device, the rejected applica- 
tion does not make out that the thing described was ever used, nor is such a descrip- 
tion a patent or publication within the statute. 

That an infringer has added something to the devices combined by a patentee does not 
enable him to use the combination without being answerable. 

Jamks a. AXiLEN and Geo. F. Comstock for plaintiffs. 
Henrt R. Selden for defendants. 

Johnson, J.; 

The bills in these causes were exhibited by the plaintiffs, as assignees, 
for the coanty of Oswego, of certain reissaed and extended letters patent, 
originally granted to John Denchfield April 20, 185S, and numbered 
19,984, for the term of fourteen years. The letters patent were reissued 
to Denchfield January 16, 1872, and were extended April 17, 1872, for a 
further term of seven years from the expiration of the original and re* 
issued patent, April 20, 1872. The defendants are charged with infring- 
ing the first claim of the reissue patent. 

In defense, it is insisted that the reissued letters patent are not for 
the same invention as the original patent, and that new matter has been 
introduced into the specification, contrary to the provisions of section 
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53 of the patent act of 1870. In the second place, it is claimed that the 
patentee was not the first inventor of what, if anything, was new in the 
invention claimed under the first claim of the reissaed patent. This 
position is sought to be sustained by proof, first, that some one else 
made the invention, if any ; second, by proof of several patents which, 
it is claimed, anticipate the Deuchfield patent; and third, by proof of 
what is alleged to have been the prior use, in various instances, of that 
which is claimed as the invention of Deuchfield. 

The reissued patent, No. 4,712, dated January 16, 1872, is for an al- 
leged new and useful improvement in cooling and drying meal, which 
Deuchfield claimed to have inveuted. The amended specification, an- 
nexed thereto, stated that Deuchfield had invented a new and improved 
arrangement of means for cooling and drying meal, and declared the 
invention to consist in tbe peculiar arrangement of a suction-fan, con- 
veyor or conveyors, and elevators, as thereinafter described, whereby 
the meal, during its passage from the grinding-stones to the bolts, is 
thoroughly dried and cooled within a limited space, the whole forming 
a simple and economical device. 

The specification was accompanied by lettered drawings, which are 
referred to in the description : 

A represents millstones, and A' are the curbs. The stones are arranged in the ordi- 
nary way. B represents the beds on which the stones are placed. C represents the 
spouts which convey the meal from the stones, and D is a chest which is placed hori- 
zontally in the flooring E, and with which the lower ends of the spouts C communi- 
cate. Within the chest D a longitudinal shaft, F, is placed, having a spiral flange, 6, 
on it, as shown clearly in Fig. 1. The chest D is equal in length to the bed B, so that 
all the spouts C of the several stones A may communicate with it. Within the chest 
D there is also placed a zigzag partition, E, provided with opening c, having slides d, 
and with one end of the chest D elevators F' communicate, Siid elevators discharging 
their contents at 6, as ehown in Fig. 2. G is a fan, which is placed within a suitable 
box, H. The box H communicates with a spout, I, the lower end of which commani- 
cates with one end of the chest D, as shown at /. •''The upper end of the spout I com- 
municates with one end of a chest, J, as shown at g. The chest J contains a longitu- 
dinal shaft, E, having a screw or spiral flange, h, on it, as plainly shown in Fig. 1, and 
within the chest J a series of vertical plates, i, is placed and arranged, as clearly shown 
In Fig. 1, to form a zigzag passage, as indicated by ariows 1. The end of the chest, 
opposite to that where the spout I communicates, is provided with an opening, j. Both 
shafts F K are rotated by any proper means in the direction indicated by the arrows 2, 

The operation is next described as follows: 

The meal passes from the stones A down the spouts C and into the lower part of the 
chest D, and is conveyed by the spirally-flanged shaft F into the elevator F', the. shaft 
F, which is a conveyer, moving the meal in the direction indicated by the arrows 3. 
The meal is carried up by the elevators and discharged at e directly into the bolts, or 
into troughs, and may be conveyed by hopper-boys, or any suitable conveying device, 
into the bolts. While the meal is thus passed through the stones A, spouts G, and the 
chest D, a suction-blast is produced by the fan G, said blast absorbing the moisture or 
vapor which the meal contains, and which is heated or warmed by the friction of the 
stones A. The meal, therefore, is dried and cooled, and, in consequence of the time 
consumed during its passage through the spouts C and chest D, will be perfectly 
acted upon by the blast, so that all free moisture will be absorbed. A portion of th& 
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finer and lighter particles of floar will follow the blast, and will be ejected up through 
the spoat I^ and through the serpentine or winding passage formed by the parts I, and 
will settle in the outer end of the chest J, and be conveyed by the conveyer or flanged 
shaft K to a spout, J, through which it falls into the elevators F', and unites with the 
meal which is received by the elevators direct from the chest D. 

This compound arrangement for operating on the meal while passing through the 
chest D and on the escaped flour in the chest J, returning the latter to the elevators, 
while it is extremely well adapted for large flouring-mills, running at high speeds and 
with a strong suction -blast, may not be either necessary or even practicable in all cases. 
When the grinding friction evolves only a moderate degree of heat the chest J and its 
apparatus may be dispensed with , for the blast being moderated to correspond, so small 
a quantity of the fine flour will be drawn through the spout I that such flour may be 
ejected on the mill-floor, and may be disposed of in any convenient way, so as to enter 
the bolts. 

I do not claim forcing a current of air between a pair of millstones while the same 
is in operation for the purpose of keeping the stones in a cool state and preventing the 
heating of the grain, for such means, althoughjnot very efiQcient, have been previously 
used; but I am not aware that parts arranged as herein shown, so as to allow the meal 
to be subjected to the blast during its entire or nearly entire passage from the stones to 
the bolts, and insure the perfect drying and cooling of the meal, have been previously 
used. 

I claim, therefore, as new, and desire to secure by letters patent— 

1. The arrangement and combination of the suction-fan and the spout I with the 
meal-chest D, receiving the meal from the griuding-stones, and provided with a con- 
veyer-shaft, F, and elevator, F', substantially as and for the purpose set forth. 

2. The arrangement and combination of the chests D J, shafts F K, elevators F', fan 
G, and spout I, substantially as and for the purpose herein shown and described. 

The specificatioD annexed to the patent as originally issued April 20, 
1858, differed in some respects from that attached to the reissued patent. 
In the original, Deuchfield declares himself to have invented a new and 
improved arrangement for cooling and drying meal during its passage 
from the grinding-stones to the boltSj the nnderlined words being omitted 
in the reissae. In the original it is declared that the Invention consists 
in the pecnliar arrangement of a saction-fan, conveyers, and elevators ; 
the reissue by the insertion of the word "conveyer" in the singular is 
made to read "conveyer or conveyers," and thus the way is prepared 
for the omission of one feature of the combination originally claimed. 
This severance of the combination is further prepared by the paragraph . 
of the reissued specification, commencing as follows: "This compound 
arrangement, &C.,'' which is inclosed by quotation-marks in the state- 
ment of the reissued specification. The proposed severance is consum- 
mated by the insertion of the first claim, under 'which, as framed, are 
claimed only the arrangement and combination of the suction-fan G and 
spout I with the meal-chest D, receiving the meal from the grinding- 
stones, and provided with a conveyer-shaft, F, and elevator, F', substan- 
tially as and for the purpose set forth. The other and original claim, 
now in the second, embraces the arrangement and combination of both 
chests D and J, both (conveyer) shafts F and E, and Elevators, fan, and 
spouts connected therewith, substantially as and for the purposes there- 
in shown and described. Under the patent as originally issued it is, 
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therefore, qaite plain that no infringement could be made oat without 
showing a use of the complete combination with all its elements, for that 
was the thing patented. Ko device was claimed as the invention of the 
patentee which entered into the combination. The invention claimed 
consisted only in the combination, and in this sense, at least, it is trae 
that in such a case the combination disappears when any element is 
omitted, as was said by Mr. Justice Nelson in Vance vs. Campbell^ 1 
Black, 429, and as since has been frequently repeated. Under the first 
claim of the reissued patent, if it be valid, an infringement may be made 
out by showing a use of the combination specified in that claim, which 
omits a number of elements combined in the second or original claim. 
Under the first claim, therefore, the operation of the reissued patent is 
greatly enlarged beyond that of the original patent. It, according to 
is terms, entitles the patentee to exclude everybody from using the 
combined elements of that claim, while the original claim would be 
effectual only to exclude the use by others of the elements of the first 
claim, when combined with the other elements of the original claim. 
The learned counsel for the plaintiffs is, therefore, in error when he con- 
tends that the change produced by the introduction of the first claim of 
the reissued patent is a narrowing of the claims of the patentee, by aban- 
doning to the public the use of a part of that which, under the original 
claim, was secured to the patentee. Such is not the operation or effect 
of that which has been done by the alteration of the specification. Under 
the original claim two things were necessary to an infringement, each 
of which was expressed in the single original claim. Under the reissue 
and its first claim, one only of those two things being done works an 
infringement, so that the enlargement is of the right of the patentee, 
the narrowing is of the right of the public. It is further claimed on the 
part of the plaintiffs that the claim under the original specification was 
not of a true combination, producing a result from the coaction of the 
elements, but that the results were the'donsequence of the successive 
and independent action of the parts, each producing its own result In 
a certain sense this would seem to be true, because the cooling of the 
meal may be conceived of as one independent result, and the saving and 
restoring to the common mass that part of the meal which, in the cool- 
ing process, has been mechanically separated from the rest, may also 
be conceived of as another independent result. But this, in my opinion, 
is an over-refinement n*ot required by the principles of the patent law. 
When regarded as part of a practical improved arrangement of means 
for converting grain into flour, both results, the cooling and the saving, 
contribute to the one common result — cooling without waste, and thas 
getting the largest practicable amount of merchantable flour. It cannot 
be doubted that, if the whole process of reducing grain to floor were 
new, the complete^machinery employed, even including the combined 
Deuchfield device, could be included and maintained in a single patent 
or in a single combination. This view is, as I understand it, supported 
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by tbe decision of Mr. Justice Curtis in Furhusk vs. Oook^ 20 Law Eep,, 
664, cited in Curtis on Patents, section 111, note 2. The learned judge 
says : 

To make a valid claim for a combiDation it is not necessary that the several ele- 
mentary parts of the combination should act simultaneously. If those elementary 
parts are so arranged that the successive action of each contributes to produce some 
practical result, which result, when attained, is the product of the simultaneous or suc- 
cessive action of all the elementary parts, viewed as one entire whole, a valid claim 
for thus combining those elementary parts may be made. 

In the original arguments on the part of tbe plaintiffs the combina- 
tion was sought to be sustained as a patentable combination; but in 
the further argument the attempt is made to treat this arrangement of 
means, claimed in the original patent, and in the second claim of the 
reissued patent, as not patentable, upon the ground that it constitutes 
only an aggregation of several results, within the doctrine of Hailes vs. 
Fan Warmer (20 Wallace, 353, 358) and Beckendorfer vs. Faher (22 Wal- 
lace, 347); but what has been already said on that topic seems to me to 
be sufficient to show that the combination for which the original patent 
was granted was not liable to the objection that the results of the com- 
bination were an aggregate of separate results, and not the joint product 
of the several elements of the combination. The case is one, not of 
juxtaposition merely, but of combination in the sense of the law. 

The next question to be considered is that which arises upon the con- 
sideration of the two patents, with their specifications and drawings, 
whether the reissued patent is for the same invention as that for which 
the original was issued, and thus within the authority of the Commis- 
sioner of Patents, under section 53 of the patent act of 1870. That the 
original patent was inoperative or invalid, by reason of a defective or 
insufficient specification, or by reason of the patentee claiming as his own 
inveution or discovery more than he had a right to claim as new, and 
that the error arose by inadvertence, accident, or mistake, and without 
any fraudulent or deceptive intention, has been conclusively established 
by the action of the Commissioner, to whom alone the decision of these 
questions belonged. (Seymour vs. Oshorne^ 11 Wall., 516, 543, % '5.) 
But this decision leaves undetermined ^Hhe question whether there is 
such a repugnancy between the old and the new patent that it must be 
held as matter of legal construction that the new patent is not for the 
same invention as that embraced in the original patent." I purposely 
omit the additional word used in the decision cited, which says, '^ em- 
braced and secured in the original patent," because one of the very 
plain grounds of reissue specified in the statute is that the original 
patent fails to secure the invention by reason of the imperfection of the 
claim, or description of the invention. (Curtis on Patents, section 282, 
b., note 1, and cases there cited.) Moreover, the statute, in the section 
cited, allows the new patent to be issued with corrected specifications^ 
and, in case of a machine patent, reference to be had for this purpose 
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to the drawings and model, the only prohibition in that behalf being that 
they may be only amended by each other. There is also a general pro- 
hibition that no new matter shall be embraced in the specification. A 
farther provision is made that, where there is neither model nor draw- 
ing, amendments may be made upon proof satisfactory to the Commis- 
sioner that snch new matter or amendment was a part of the original 
invention. It results from these provisions, taken together, that what 
is found in the specification, drawing, or model of the original patent 
may be embraced in the reissued patent. {Seymour vs. Osborne^ 11 Wall., 
516.) That in redescribing his invention the patentee is not rigidly 
confined to what was described before, but that he may include in the 
new description whatever else was suggested or substantially indicated 
in the old, provided it was embraced in the invention as actually made 
and perfected. Differences in the description and claims of the old and 
new specifications are not the tests of substantial diversity, but the de- 
scription may be varied and the claim restricted or enlarged, provided 
the identity of the subject-matter at the original patent is preserved. 
Within this range whatever change is required to protect and effectuate 
the invention is allowable. {Parham vs. Am. Button Hole^ &c , Oo., 4 
Fisher Pat. Oases, 468; BalUn\%. Taggartj 17 How., 84.) In the case 
of Stevens vs. Pritchard (10 Official Gazette, 505), Mr. Justice Clif- 
ford has stated the docrine with great clearness and precision, so as to 
afford a plain guide in the application of the law as to reissues. The 
learned justice says : 

Kei88ued patents are presnmed to be for the same iDvention as the original, unless 
the contrary appears. Matters of fact are not open under such an issue in a suit for 
infringement. Instead of that the conclusion in such case must always be in favor of 
the validity of the reissued patent, unless it appears, upon a comparison of the two 
instruments, that the reissue, as matter of legal construction, is not for the same inven- 
tion as the original. 

Surrenders are allowed, in order that what was imperfect before may be made per- 
fect, and in order that what was before ambiguous may be made clear and certain ; 
and, for that purpose, the patentee may add whatever was substantially suggested or 
indicated in the original specifications, drawings, or Patent-Office model. New features 
may not \}e introduced, for the reason that every interpolation of the kind is forbidden 
by the act of Congress. Errors and defects may, however, be corrected under the con- 
dition specified ; and the prohibition that new features shall not be introduced must 
not be understood as taking away the right to include in the reissue whatever was 
substantially suggested or indicated in the surrendered specifications, drawings, or 
Patent Office model. 

In the case now before the court the drawings attached to the reissued 
patent are the same as were annexed to the original. The mechanical 
structure, so far as the machine comes under the first claim of the reissue, 
is exactly the same as was described io the original specification up to 
that point. Nor is anything added to the description of the further 
mechanical structure of the machine as originally described. Looking 
at the mode of operation of the machine, as set tbrth in the original 
specification, the reissued patent makes no alteration in it so far as the 
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machine falls under the first claim of the reissue. The whole contro- 
versy upon the question turns upon this. The mechanical arrangements 
are all unchanged, the mode of operation of the several parts is correctly 
described. The results of the action of the whole are correctly stated, 
and it is obvious that while the combined action of all the parts produces 
the complete result, yet that the mere cooling and drying of the meal is 
the result of that part of the machinery which is now covered by the 
first claim of the reissued patent. All that has been added is the new 
claim which embodies in words that which the specifications and draw- 
ings could not fail to disclose to any intelligent examination. The verbal 
addition to the specification of the paragraph which declares that the 
collection of the separated fine part of the meal and its return to the 
general mass may or may not be made, as circumstances make desirable, 
is not, in my opinion, new matter within the prohibition of the statute. 
If to the original specification only a new claim had been added, sub- 
stantially like that which forms the first claim of the reissued patent, 
the legal eifect of the original patent would have been the same as that 
now asserted for the reissued patent. The remarks with which Mr. 
Justice Clifford commences his opinion in the case already cited of 
Stevens vs. Pritchardj I think, substantially sustain this view. The 
learned justice says: 

Cases arise where a patentee having invented a now and useful combination, con- 
sisting of several elements, which, in combination, compose an organized machine, also 
claims to have invented new and useful inventions, consisting of fewer members of the 
same elements, and in such cases the law is weU settled, that if the several combina- 
tions are new and useful, and will severally produce new and useful results, the inventor 
is entitled to a patent for the several combinations, provided he complies with the 
requirements of the patent act, and files in the Patent Office a written description of 
each of the alleged new and useful combinations, and of the manner of making, con- 
structing, and using the several inventions. He may, if he sees fit, give the descri[.tions 
of the several combinations in one specification, and in that event he can secure the 
full benefit of the exclusive right to each of the several inventions by separate claims, 
referring to the specification for the description of the invention, without the necessity 
of filing separate applications for each of the inventions. Separate descriptions of the 
respective inventions in one application are as good as if made in several applications; 
but the claims must be separate; and it would follow that if the patentee, by inadvert- 
ence, accident, or mistake, should fail to claim any one of the described combinations, 
he might surrender the original patent, and have a reissue not only for the combination 
claimed in the original specification, but for any which were so omitted in the claims 
of the original patent. 

For this proposition is cited as authority the case of Oill vs. Wells 
(23 Wall., 24). It is mainly upon what is said in that case that the de- 
fendants rely to sustain their proposition that the reissued patent is 
void, as not for the same invention as the original patent. The position 
is this, that where a patent is for a combination of old elements, pro- 
ducing a new and useful result, the invention consists only in the com- 
bination, and that, therefore, when one element is relinquished, the 
combination being gone, the invention is gone like wi^ts by This proposi- 
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tion is in a certain sense trae and accurate in reference to a patentee of 
such a combination bringing an action for an infringement. There is 
no infringement when all the elements are not employed, leaving oat of 
view the consideration of equivalents, which, for the present purpose, is 
not material. Numerous cases sustain this view and the law is unques- 
tioned. . ( Vance vs. Oampbellj 1 Black, 429 ; Prouty vs. Buggies^ 16 Peters, 
341; and Gould vs. Rees^ 15 Wall., and many others.) But upon tbe 
doctrine of these cases in respect to actions for infringements it is sought 
to establish a distinction between patents for combinations of old ele- 
ments and all other patents in regard to reissues, and to deny the power 
to reissue such a patent for a combination of any fewer elements than 
were contained in the original combination. Kpw, the patent act makes 
no such distinction. Its terms are general and relate alike to all patents. 
The position is set up and rests upon this argument, viz : the reissue must 
be for the same invention. This consists in the combination, which dis- 
appears when one element is omitted. But this argument, true or un- 
sound, does not apply to a case in which among the old elements some 
are single and some are subcombinations entering into the general and 
larger combination. This doctrine was necessarily affirmed, because 
acted upon in judgment in the corn-planter case (23 Wallace, 181). 

To the opinion of the majority of the Supreme Court in that case was 
opposed the iable statement of the learned judge who delivered the opin> 
ion of the court in QUI vs. Wells (22 Wall., 1), of the grounds on which he 
had in that case maintained the view that is now sought to be applied 
to and to control the decision of the present case. But the majority of 
the court did not apply those views to the decision of the corn-planter 
case, but held that the reissues were for things contained within the 
machines and apparatus described in the original patents, and were 
therefore not subject to the objection, of diversity of invention. 

In Oill vs. Wells^ above cited, the reissues omitted one well-described 
ingredient of the patented combination, and substituted in its place 
several other devices not equivalents for the omitted element nor 
claimed to be such, and the court held that this was inadmissible, and 
that the reissues were not for the original invention. (22 Wall., p. 28.) 

The case of Campbell vs. Vance j before cited, does not, as a judgmenf|. 
settle any doctrine material to the question of reissues. There was no 
reissue in the case, and the decision granting a new trial was put upon 
the ground that the plaintiff had been improperly excluded as a wi^ 
ness. 

lnBu88ellvs. Dodge (93 U. 8., 460), the only point decided was that the 
alleged invention or inventions contained in the original and reissued 
patent lacked novelty, and were not, therefore, patentable. 

After a careful examination of all the cases which have been cited, I 
am of opinion that upon a comparison of the original and reissued pat- 
ents it cannot be held as matter of legal construction that tbe reissued 
patent is for an invention not contained in the original patent, and that 
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the reissued patent is therefore not void upon that ground. The 
decision of the Patent Office in granting the reissue covers the grounds 
of fact upon which the action of the Goinmissioner could, in the pro- 
ceedings before him, have been contested. 

The reissued patent being valid upon its face, the presumption is that 
the patentee was the first inventor of that which the patent purports to 
secure. {Seymour vs. Osborne^ 11 Wall., 638 5 Tucker vs. Tn-cJcer Manufac- 
turing Co.j 10 Official Gazette, 464, Clifford, J.) And this is not 
a mere formal presumption; but if to be overthrown by parol testimony, 
must be overthrown upon clear and satisfactory proof. A case of doubt 
upon the evidence is not enough, for that leaves the presumption oper- 
ative. [Brady vs. Atlantic Works, 10 Official Gazette, 702.) 

The prior patents adduced by the defendants to show an anticipation 
of the plaintiff's invention do not appear to me in their principles and 
modes of operation to approach near enough to the plaintiff's invention 
to require particular comment. No one of them shows a current of air 
created by a suction-fan, and drawn through the opening of the mill- 
stones, down the meal -spouts, and into and along the enlarged meal-box 
shown in the drawings, and the conveyer or shaft, and accompanying the 
meal in its progress to the elevators, and by its operation taking away 
the heat and moisture of the meal, which is the substance of the plain- 
tiff's invention. 

The rejected application of Mann for a patent is not to be considered 
as a bar to the patent represented by the i)laintiffs. The corn-planter 
patent (23 Wall., 209-211), assuming its similarity to the Deuchfield's de- 
vice, the rejected application, does not make out that the thing described 
was ever used ; nor is such a description a patent or publication within 
the statute. 

The defense of want of novelty, by reason of the alleged prior inven- 
tion by one Striker, does not appear to me to have any serious basis. 
The story which he tells of Deuchfield's application to him at a grocery 
store, on a Sunday evening, February 1, 1857, to contrive some way of 
keeping the mill (the Ulhorn) dry ; that, after a brief conversation, 
Deuchfield employed him to come on the next day to begin the work ; 
that on a Monday morning he went to the mill and made the drawing 
which he produces, dated and signed by him on that day, as he testifies, 
and then proceeded with the work, having as his guide this working- 
drawing, which represents the mill as having five run of stones, while upon 
the overwhelming proof it never had but four, makes a story incredible 
enough upon the face of it to be disbelieved. But it is shown to be 
necessarily untrue by the evidence of several persons with whom 
Deuchfield had previously conversed respecting a plan which he had 
devised for drying the meal, and thus freeing the mills from the inju- 
rious effect of moisture, and also by his consultation with the owners of 
the mill, and the final consent on their part that he might proceed to 
put in the contrivance which he had devised, as he proceeded to do on 
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the 2d of Febraary, 1867, employing Striker for the purpose. It is trae 
that Deachfield was not called as a witness, bat the proof shows that he 
was a man broken in health and aged at the time of the examination, 
and as there was other independent proof apon the point satisfactory ia 
character, the omission is not material. It only calls for closer scrutiny 
of the question. 

The other questions of anticipation rest upon oral proof, either of 
the time when certain* contrivances were introduced into particular 
mills, or the substantial identity of such devices with that covered by 
Deuchfleld invention. 

I am satisfied, upon the most careful examination which I am capable 
of, that in each case the weight of the oral evidence is with the pat- 
entee, and that without the presumption arising from the patent I should 
be constrained to hold upon these questions with the plaintiffs. But I 
can, with difficulty, understand how it can be supposed that in any of the 
cases of alleged anticipation the proof for the defense can be taken to go 
beyond a case of doubt, and in such a case the presumption arising from 
the patent must stand. To discuss these several questions in detail 
can be of no public service, and I have not the time to devote to it. 

The infringements by the defendants are clearly made out by the tes- 
timony on the part of the defendants as well as by that of Bignall on the 
part of the plaintiffs. In each case the first claim of the reissued patent 
is infijnged by by devices in all material respects like those contained in 
the reissues, and embracing all the elements of that combination. That 
the defendants have added something to the devices combined by the 
patentee does not enable them to use his combination without being 
answerable. 

A decree in favor of the plaintiffs must be made in the usual form 
restraining farther infiringement, establishing the reissue, and directing 
a reference to a master to take an account and ascertain the profits made 
by the defendants and the damages suffered by the plaintiff^ by reason 
of such infringements. Either party has leave to apply fq^ farther di- 
rections and, upon the coming in and confirmation of the master's report, 
for a final decree. 
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term, Ibrr. 

Where the patent described in the bill of complaint is introduced in evidence, the 
patentees or assignees are presumed to be the original and first inventors of the 
described improvement. ° 9'^'^"^ by v^^ug ic 
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Haying proved the alleged infringement, the burden of proof Ib cast upon the respond- 
ents to show that the patent is invalid unless the patent is materially defective in 
form. 

Parties defendants sued at law for infringement are not allowed to set up the defense of a 
prior invention, knowledge, or use of the thing patented, unless written notice 
thereof is given thirty days before the trial. 

Such notice must state the names of the patentees and the dates of their patents 
alleged to have been invented, and the names and residences of the persons alleged 
to have invented, or to have had the prior knowledge of the thing patented, and 
where and by whom it has been used. 

Since the passage of the act of July 8, 1870, the regulation in equity suits is, that de- 
fenses such as decribed in section 61 of that act may be pleaded in any equity suit 
for relief against an alleged infringement, and that proof of the same may be given 
upon like notice in the answer of the respondents, and with like effect. 

On appeal, questions not involved in the assignment of errors will be passed over 
without examination. 

An agreement with a complainant not to manufacture the device of a certain firm does 
not work an estoppel, it being a controverted fact as to the identity of such device 
with that alleged to be infringed. 

Proof of prior use in a foreign country will not supersede a patent granted here unless 
the alleged invention was patented in some foreign country. 

Proof of such foreign manufacture and use, if known to the applicant for a patent, may 
be evidence tending to show that he is not the inventor of the alleged new improve- 
ment. 

The respondents having giten due notice of the defense of prior invention and use, 
stating the names and residences of the persons having the prior knowledge, and 
where and by whom the alleged invention had been used, added further that it had 
been known to and used by others to them unknown, and prayed leave that when 
discovered they might be permitted to insert and set forth their names in the answer. 
ffMf that on motion to insert, in accordance with the notice, and no objection made, 
the court was Justified in entering the additional names and residences nunc pro tunc, 

Mr. Justice Cliffobd delivered the opinion of the coart. 

Patentees or assignees in a suit for infringement, where the patent 
described in the bill of complaint is introduced in evidence, are presumed 
to be tbe original and first inventors of the described improvement, and 
if they have proved the alleged infringement the burden of proof is cast 
upon the respondents to show that the patent is invalid, unless the pat- 
ent is materially defective in form. 

Parties defendants sued as infringers are not allowed, in an action at 
law, to set up the defense of a prior invention, knowledge, or use of the 
thing patented unless they have given notice of such defense in writing 
thirty days before the trial, and have stated in that notice << the names 
of the patentees and the dates of their patents alleged to have been in- 
vented, and the names and residences of the persons alleged to have 
invented or to have had the prior knowledge of the thing patented, and 
where and by whom it had been used.'^ (16 Stat, at Large, 208 ; Eev. 
Stats., section 4920; Seymour vs. Osborne^ 11 Wall., 639 j Blanchard vs. 
Futmanj 8 id., 427.) 

Since the passage of the act of the 8th of July, 1870, the regulation 
in equity suits is that defenses such as are described) Ixizaection 61 of that 
24 D 
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act ^^may be pleaded in aoy eqaity salt for relief against an alleged in- 
friDgement, and that proof of the same may be given npon like notice 
in the answer of the respondent, and with like effect." (16 Stat, at 
Large, 208.) 

Service was made and the respondents appeared and filed an answer 
in which they deny that they have ever in any way infringed the letters 
patent described in the bill of complaint, and they also set np several 
other defenses, as follows : (1) That the specification filed in the Patent 
Office contains lees than the whole truth relative to the invention, or 
more than is necessary to produce the described effect. (2) That the 
patent was surreptitiously and unjustly obtained for that which was, in 
fact, invented by another. (3) That the alleged invention had been 
patented prior to the supposed invention by the complainant. (4) That 
the alleged invention had been described in a certain publication prior 
to the alleged invention by the patentee. (5) That the complainant was 
not the original and first inventor of the supposed improvement, that 
the same had been previously invented and known and used by the per- 
sons named in the answer, and by many other persons whose names are 
unknown to the respondents, which, when discovered, the respondents 
pray leave to insert and set forth in the answer. 

Proofs were taken on both sides, and the parties went to hearing apon 
bill, answer, replication, and the proofs exhibited in the record. Both 
parties were fully heard, and the court entered a decree in favor of the 
respondents, dismissing the bill of complaint, and the complainant ap- 
pealed to this court. 

Three errors are assigned, in substance and effect as follows: (1) That 
the court did not give due effect to the agreement between the parties, 
which was introduced in evidence by the complainant. (2) That the 
evidence introduced by the respondent to prove use and knowledge of 
the thing patented prior to the patent granted to the complainant was 
insufficient to establish that defense. (3) That the court erred in ad- 
mitting evidence to prove such prior use and knowledge, of which no 
notice had been given in the answer. 

Questions not involved in the assignment of errors will be passed over 
without examination. 

1. By the articles of agreement the respondents agree that/Hhey will 
not manufacture or use the clasp or catch manufactured by a certain 
firm therein mentioned without the consent of the complainant, his exe- 
cutors, administrators, or assigns." They did not agree not to manu- 
facture or use the thing patented in the complainant's patent. Instead 
of that the charge in the bill of complaint is, that the respondents have 
manufactured and sold to others large quantities of traveling-bags in 
violation of the complainant's rights and privileges under his letters 
patent. Attempt is made to show that the clasp or catch manufactured 
by the firm referred to in the agreement is the same as that of the com- 
plainant; but that is a question of fact open to controversy, which is 
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sufficient to show that the agreement does not work an estoppel, as sap- 
posed by the respondents. (Curtis on P., 4th ed., section 217.) 

Much reference to the specificatiou is unnecessary, as the defense that 
the respondents have not infringed the supposed invention is not pressed 
in the argument for the appellee. ^^ My invention," says the patentee, 
^^ consists in the application of two staples or clamps, one at or near 
each end, to the frame of a traveling-bag in such a manner that when 
the bag is packed full the staples or clamps shall fasten the ends or 
corners together." In the same connection he also describes a mode^of 
fastening the staples or clamps to the frame of the bag by a strap ^ich 
passes over the center of each staple, and he adds that the staple or 
clamp <^is made of strong iron, turned down at each end." Sufficient 
description is given of the staple or clasp, but the strap is not described 
except by being exhibited in the drawings. 

Clamps, the patentee admits, have before been applied to small and 
fancy bags instead of a lock at or near the center of the frame, and, 
therefore, he does not claim the application of clamps or staples, broadly; 
'<but," says the patentee, "what I claim as my invention, and desire to 
secure by letters patent, is a frame for traveling-bags having staples 
and straps," meaning the described staple and strap adjusted at the top 
thereof, relieving the lock from strain, as combined, arranged, and de- 
scribed. 

Suffice it to say that it is obvious from an inspection of the specifica- 
tions that the real invention, if any, is in the staples or clamps, and, 
perhaps, in the arrangement of two of them at the top of the frame. 
Doubtless one method of arrangement may be better than another ; but 
the particular method of attachment to the frame cannot be very mate- 
rial, as any mechanic, if furnished with the clamps, could affix the device 
in various eqnivalent ways. 

Five witnesses, admitted to be credible, were examined by the re- 
spondents, whose testimony clearly shows that the thing patented had 
been previously known and used very extensively in this country by the 
persons named in the answer and by many others. 

Exclusive rights of the kind are granted only to inventors or dis- 
coverers of some new and useful art, machine, manufacture, or compo- 
sition of matter, or some new and useful improvement thereof, and the 
law is well settled that nothing short of invention or discovery will sup- 
port a patent for any such alleged new and useful improvement. Cer- 
tain other important conditions are also annexed to the exercise of the 
right to obtain such a muniment of title for such an invention or dis- 
covery — as, for example, the improvement must not only be new and 
useful, but it must be one not known or used by others in this country, 
and not patented or described before the invention or discovery in any 
printed publication in this or any foreign country, and must not have 
been in public use or on sale more than two years prior to the applica- 

Digitized by VjUUV IC 
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tion for a patent. (16 Stat, at Large, 201; Bev. Stat., section 4886; 
Collar Co. vs. Van Dtwen, 23 Wall., 663; Dunbar vs. Myers, 4 Otto, 196.) 

Antecedent patents here or elsewhere are not set np in the answer, 
and it is clear that proof of prior nse in a foreign country will not super- 
sede a patent granted here, anless the alleged invention was patented 
in some foreign country. Proof of such foreign manufacture and use, if 
known to the applicant for a patent, may be evidence tending to show 
that he is not the inventor of the alleged new improvement, but it is not 
sufficient to supersede the patent if he did not borrow his supposed in- 
vention from that source., unless the foreign inventor obtained a patent 
for his improvement, or the same was described in some printed publi- 
cation. 

Doubt upon that subject cannot be entertained ; but it is equally clear 
that if the alleged improvement had been previously patented here or in 
a foreign country, or if it had been previously known or used by others 
in this country, or if it had been in public use or on sale for more than 
two years prior to his application for a patent, the letters patent cannot 
be sustained. (16 Stat, at Large, 201.) 

Competent proof of a prior patent anywhere is entirely wanting, nor 
is there any satisfactory evidence that the invention was previously de- 
scribed in any printed publication; but the evidence shows beyond any 
reasonable doubt that the thing patented was known and used exten- 
sively by others in this country before the invention or discovery made 
by the patentee, as set forth and described in the bill of complaint 
Such was the finding of the court below, and the evidence is so full to 
the point, and is so fully set forth in the record and in the opinion deliv- 
ered in the circuit court, that it is not necessary to reproduce it in the 
present opinion. 

Suppose that is so, still it is insisted by the complainant that the tes- 
timony of two of the witnesses should have been excluded, because their 
names and residences were not set forth in the answer as persons alleged 
to have had a prior knowledge of the thing patented. 

Written notice of the names of the witnesses intended to be called by 
the defendant or respondent to prove such a defense is not required by 
the act of Congress. Instead of that the requirement is, that the de- 
fending party shall state the names of the patentees and the dates of 
their patents, and when granted, and ''the names and residences of the 
persons alleged to have invented or to have had the prior knowledge of 
the thing patented, and where and by whom it had been used." (16 
Stat, at Large, 208.) 

Notice of the kind is required, in order to guard the moving party 
from being surprised at the trial by a defense of a nature which he could 
not be presumed to know or be prepared to meet, and to prevent such 
consequences the defendant or respondent is required to state '< the 
names and residences of the persons alleged to have previously invented 
^he improvement or to have the prior knowledge of the thing patented, 
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and where and by whom it had been used.'^ (Teese vs. Huntington^ 23 
How., 10.) 

Prior ase and knowledge of the thing patented may be pleaded as a 
defense to a snit for infringement ; but the respondent cannot be allowed 
to give evidence to support sach defense, if seasonable objection be made, 
unless it appears that he gave notice in his answer of the names and 
re)3idences of the persons alleged to have had such prior knowledge of 
the thing patented. {Blanchard vs. Putnam^ 8 Wall., 427.) 

Seasonable objection was made in that case by the plaintiff, the suit 
being an action at law, and the court held that the evidence was not 
admissible without an antecedent compliance with the conditions of the 
patent act; but the case before the court is clearly distinguished from 
that in several particulars. Due notice was given in the answer that 
the invention and every material and substantial part thereof had been 
previously invented and used by, and was known to, certain persons 
therein named, twelve in all, and the respondents, in due form, stated 
the names and residences of the persons alleged to have had such prior 
knowledge, and where and by whom the invention had been used. 
Superadded to that they also alleged that the supposed invention had 
previously been known to and used by many other persons to the respond - 
ents unknown, and they prayed leave, as before remarked, that when 
discovered they might be permitted to insert and set forth their names 
in the answer. Pursuant to that reservation two witnesses were exam- 
ined upon that subject by the respondents without objection, nor does 
the record, irrespective of the opinion of the court, show that any objec- 
tion to the admissibility of the evidence was ever made. 

Previous notice of the examination of these two witnesses, it seems, 
was not given, but the presiding justice states that if seasonable objec- 
tion had been made the evidence would have been excluded. Kone 
such was made, and it is well-settled law that the failure to interpose 
any such objection before the final hearing is a waiver of the required 
notice in an equity suit. {Brown vs. Hallj 6 Blatch., 405.) 

Explicit notice was given in the answer that such a defense would 
be made, and that leave to amend the answer would be asked in case 
th|9 names and residences of other persons having like knowledge in 
that regard should be discovered, and when such a discovery was made 
the respondents in due form applied to the court for leave to insert their 
names and residences in the answer. Viewed in the light of these cir- 
cumstances, we are all of the opinion that it was clearly competent to 
allow the proposed amendment. {Teese vs. Huntington^ 23 How., 10.) 

Authority to grant the amendment being established, it follows that 
the court might properly allow it to be entered nunc pro tunc, as origi- 
nally prayed in the answer. Due notice was there given that such de- 
fense would be made, and that the respondents would move to insert the 
names and residences of other persons when discov^f^^ ^^_^^|^l^tice 
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prevented sarprise, and fully justified the court in allowing tlie amend- 
ment and making the order in the form exhibited in the record. 

Suppose the rule were otherwise, still a new hearing would not benefit 
the complainant, as the testimony of the other three witnesses is abun- 
dantly sufiScient to establish the defense of prior knowledge and use. 

Decree afidrmed. 
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B.y the a^eDt of the patentee, authorized the firm of H., C. &> N., for a valuable consid- 
eration, to conBtrnot for use, at their place of bosiness,- the device (a famace) in- 
volved in the patent. The defendants, who had acquired all the rij^hts of the firm 
of H., C. d:^ N., were sued for infringement, because of the use of the device : Meld^ 
first, that after the transaction with H., C. & N. the patentee had no right or interest 
with respect to the particular device and its use during the time of his original pat- 
ent, and acquired none by the extension of his patent afterward ; second, that those 
who constructed the device under the authority of the patentee, and the defendants 
who acquired it of them, have had and still have the right to use it at the particular 
place clear of any claim of infringement by the patentee or his representatives. 

Although the right to use may not have been acquired by lawful conveyance (accord- 
ing to the statutes) of that right as a subject of conveyance by itself, it was acquired 
by constructing the device for use, with the consent of the patentee obtained and 
paid for. 

Wheeler, J.; 

This canse has been heard on bill, answer, replication, testimony^ and 
argument of coansel. In Bloomer vs. Millingerj 1 Wall., 340, the Supreme 
Court, in considering the right to use a thing patented, acquired of, or 
made by authority of, the patentee, both during the time of the original 
and also of an extention of the patent, by Oliffobd, J., delivering the 
opinion of the court, says : 

Patentees acquire the exclusive right to make and use, and tavend to others to be 
used, their patented inventions for the period of time specified in the patent ; but when 
they have made and vended to others to be used one or more of the things patented, to 
that extent they have parted with their exclusive right. They are entitled to but one 
royalty for a patented machine, and consequently, when a patentee has himself con- 
structed a machine and sold it, or authorized another to construct and sell it, or to oon- 
struct and use and operate it, and the consideration has been paid to bkn for the right, 
he has then to that extent parted with his monopoly and ceased to have any interest 
whatever in the machine so sold, or so authorized to be constructed and operated. MThen 
such circumstances appear, the owner of the machine, whether he built or purchased it, 
if he has also acquired the right to use and operate it daring the life-time of the patent, 
may continue to use it until it is worn out, in spite of any and every extension subae- 
qnently obtained by the patentee or his assignees. 

In this case it clearly appears, from the testimony of Lewis Bider and 
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Charles North, that Rider was agent or attorney of the patentee of the 
invention in question, and that as such agent he authorized Hubbard, 
Coman & North, in consideration of one hundred and fifty dollars paid, 
to construct a furnace, involving the patent, for use at their tannery, and 
that such a furnace was constructed there in pursuance of that license, thQ 
use of which at that place is the infringement complained of. Upon the 
principles stated applied to these facts, after that transaction, the pat- 
entee, Moses Thompson, the orator's intestate, had no right or interest 
in respect to the furnace so built, or the use of it there, during the time 
of bis original patent, and acquired none by his extension afterward. 
And those who constructed it under his authority, and the defendants 
who acquired it of them, have had and still have the right to use it at 
that place clear of any claim for infringement by him or by the orators 
who are his representatives. ( Wooster vs. Sidenberg^ 13 Blatch., 88.) 
And the construction of the furnace under that authority, although prior 
to the patent for improvement in bagasse furnaces, obtained December 
15, 1857, would, according to those principles, as well as by force of the 
express provisions of the statutes (Rev. Stat. TJ. S., section 4899), give 
the right to use the furnace there against that patent. 

It is objected, in argument, that there is not sufficient proof of the loss 
of the power of attorney to Rider ; nor of the written instrument executed 
by him to Hubbard, Gomau & Xorth, to lay foundation for proof of their 
contents; nor sufficient proof of their contents, if admissible, to show 
any lawful conveyance of the right to use this furnace. But in the view 
taken of this case these objections are immaterial. Hubbard, Coman & 
l^orth may not have acquired the right to use the furnace by lawful con- 
veyance, according to the statutes, of that right as a subject of convey- 
ance by itself. The defendants do not stand upon such a conveyance. 
They acquired the right to use it by constructing it with the consent of 
the patentee obtained and paid for, to such construction, for use. To 
make out their defense it is only necessary for the defendants to show 
the construction with such consent by competent proof. These are facts 
that might be proved by any evidence ordinarily competent to prove 
such facts. The testimony of Bider, when credited, abundantly shows 
that he was the agent of the patentee, in a general way, to dispose of the 
right to use the furnaces. This would include the right to part with the 
monopoly by consenting to the construction of furnaces involving the 
invention. The testimony of both him and North shows that this furnace 
waa constructed with his consent, given on behalf of Thompson, the pat- 
entee, and the consideration for it paid. And the testimony of North 
further shows that the defendants acquired all the rights of Hubbard, 
Goman & North in the furnace, which would carry the right to use that 
furnace there as long as it should last. For these reasons it is considered 
that the orators have not maintained any claim against the defendants 
as set up in their bill of complaint. juv i^ 

The bill of complaint of the orators is dismissed with costs. 
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(United Stfttos Circuit Coiirt-Di»triet of New Jeney.] 

REISSNER & FRAY V8. ANNBSS & BLAUVBLT. 

O. G., Yol. zii, p. 842. 

In Squitif.^By Nixov, DitL J. —Dtcidtd Novtmber, 1677. 

Where, in aoBwer to a bill of complaint for infringement, the defendants filed a plea 
involving three distinct grounds of defense, such plea was held bad for duplicity. 

The several matters, although relating in a general way to but a single defense, viz, 
the invalidity of the complainants' patent, were essentially independent of one an- 
other, and by their retention destroyed the very office of the plea, which is to secure 
singleness in the issue. 

The general rule is that a plea must not contain more defenses than one. It is not 
limited to one fact. It may embrace various facts ; but they must all conduce to a 
single point on which the defendant rests his defense. (Stor. Eq. PI., section 654.) 

If there is more than one distinct ground of defense to be urged, the defendant should 
set the matter forth by way of answer and not by plea. 

The defendants were accordingly permitted, either (1) to set down the pleas that had 
been filed as an answer, or (3) to elect within a time specified which of the several 
grounds of defense they would stand upon, and when such election had been made, 
the other grounds would be overruled. 

6. F. Lee for complainants. 

A. y. Bribsen for defendants. 

NrxON, J.; 

The bill of complaint is filed against the defendants for infringement 
of certain letters patent, No. 7,751, reissaed to John A. Fray, June 19, 
1877, for <^ improvements in coal-oil stoves," to which the defendants 
have pnt in a plea embracing three distinct defenses, and which are, in 
effect, three several pleas, substantially as follows : 

(1) That the reissne to Fray was unlawful, because he had previously 
obtained a patent in Canada for the same invention, granted May 15, 
1873, for the term of five years, and the reissue here was not limited to 
expire at the same time with the foreign patent. 

(2) That new matter was introdnoed into the reissue which was not 
shown and described in the original patent. 

(3) That, for the purpose of deceiving the public, the description in the 
reissued letters patent was made to contain less than the whole truth 
relative to the alleged invention. 

The plea or pleas were set down for argument, and the first question 
raised was whether the same were not bad for duplicity. 

The counsel for the defendants insist that they are not, because, al- 
though three distinct matters are alleged against the right of the com- 
plainants to recover, they all relate to a single defense, to wit, the inva- 
Idity of the complainants' patent. 

The office of a plea, in equity practice, is to present to the court a tin- 
gle paint of defense. The rule is not a harsh one for the defendant, be- 
cause, when he desires to avail himself of more than one matter of 
defense, he can resort to an answer, which affords him ample opportu- 
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nity ; whereas, in common law proceedings, double pleas are allowed 
for the reason that the defendant has no other mode of presenting his 
yarions defenses to the court. 

The nse of a plea, and the reasons for its allowance are, that it saves 
time, trouble, and expense; but if parties are permitted to multiply 
pleas, setting up different facts in avoidance of the plaintiff's claim, 
nothing is gained in these respects, and an answer is the proper course 
of pleading. 

The general rule is that a plea must not contain more defenses than 
one. It is not limited to one fact. It may embrace various facts; but 
they must all conduce to a single point on which the defendant rests his 
defense. (Sto. Eq. PL, section 654.) 

The counsel for the defendants claims that be has only one plea, and 
that he has the right to allege therein three grounds of invalidity of the 
complainant's patent 

The trouble about this view of the case is, that each one is an inde- 
pendent defense, having no relation to the other, and that, although 
included in one plea, their allowance involves all the consequences of 
three separate and distinct pleas. If they may set up three, then why 
not one hundred, upon each of which, if the complainants put in repli- 
cations, there will be an issue joined, and we shall be in the midst of 
the complications and difiBcnlties which a single plea was designed to 
prevent. 

The counsel for the complainants on the argument assumed that the 
defendants were obligied to stand upon the first ground of defense al- 
leged, and that the two remaining grounds should be stricken out. 
But I think the true rule of practice in such cases was indicated by 
Oh. Kent in SalttM vs. lohiasy 7 John, ch., 216, where he allowed the 
defendant to elect which plea he would abide by. 

The proper order in the case is, that the pleas as filed may be set 
down as an ianswer at the option of the defendants; and, if they do not 
choose to do this, that ten days be given to them to elect which of the 
several grounds of defense they will stand on, and, when such election 
is made, that the other grounds be overruled. 

And it is ordered accordingly. 



lUnited States Cironit Conrt-^oathern District of New Yorlr.J 

WILLIAM S. THOMPSOlSr, OHAELBS H. LANGDON, and 
GBOEGE 0. BATCHELLEE vs. SOLOMON L. JACOBS, ABEA- 
HAM STEOUSE, EEBEOOA MAYEE, AND MAX ADLEE. 

O. G., vol. xii, p. 890. 
In Equity.— B^or« Blachfobd, J,— Decided November, 1877. 
Beissne Letters Patent No. 6,100, granted H. A. Lyman, October 27, 1874 (Thomson, 
Langdon & Co., assignees), declared to be valid, in view of the preyioas state of the 
art and of the inyentionrexeroised in prodacing its sabject-matter. . ... ... ,.^ 

^ ^ ^ Digitized by Vji<J»U VIC 

George Gifford and J. C. Clayton for complainants. ^ 

Starr & Ruggles for defendants. 
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STATEMENT OF THE CASE. 

This was a suit brought under reissue No. 6,100, granted to the as- 
signees, Thomas, Langdon & Co., October 27, 1874, for "improvements 
ill corsets." The corset is known to the trade as " Thomson's Glove- 
Fitting Corset.'' 

OPINION. 

Blatciiford J.: 

I think that the claim of the reissued patent, No. 6,100, covers a pat- 
entable improvement, and involved and required invention to arrive at 
it, in view of the state of the art; that what is embodied in such claim 
was not a mere change in form, proportions, and degree; and that the 
invention is not anticipated by any of the earlier articles produced in 
evidence. As the infringement is conceded, the plaintiffs are entitled 
to the usual decree with costs. 

DECREE. 

This cause having come on to be heard upon the bill of complaint 
herein, the answer thereto of all the defendants, the replication thereto 
of the complainants to such answer, and the proofs, oral, documentary, 
and written, taken and filed in said cause, and having been argued by 
counsel for the respective parties — 

Now, therefore, in consideration thereof, it is ordered, adjudged, and 
decreed, and the court doth hereby order, adjudge, and decree, as fol- 
lows, viz: That the letters patent reissue No. 6,100, granted and is- 
sued on the 27th day of October, 1874, to William S. Thomson, Charles 
H. Langdon, and George C. Batcheller, the complainants herein, as as- 
signees of Henry A. Lyman, for improvements in corsets, being the let- 
ters patent referred to in the bill of complaint herein, are good and 
valid in law; 

That the said Henry A. Lyman was the first and original inventor 
and discoverer of the improvements in corsets described and claimed 
in the said reissued letters patent No. 6,100, and the specification an- 
nexed thereto, and that the said William S. Thomson, Charles H. Lang- 
don, and George C. Batcheller, the complainants herein, are now, and 
ever since the 27th day of October, 1874, have been, the exclusive 
owners of said reissued letters patent No. 6,100, and of all claims for 
infringing the same at any time; 

That the said Solomon L. Jacobs, Abraham Strouse, Bebecca Mayer, 
and Max Adler, the defendants herein, have infringed upon the said re- 
issued letters patent No. 6,100, and upon the exclusive rights of the com- 
plainants under the same — that is to say, by making and selling corsets 
containing and embodying the invention, discovery, improvements, and 
combinations, substantially as set forth and claimed in the aforesaid re- 
issued letters patent No. 6,100, in manner and form as charged in the 
said bill of complaint. "'^^'^'^^' by V3uugic 
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And it is fur her ordered, adjudged, and decreed that the complain- 
ants do recover of the defendants the profits and gains which the said 
defendants have received or made, or which have arisen or accrued to 
them from the infringement of the said reissued letters patent No. 6,100, 
by the manufacture, use, and sale of corsets, as described and claimed 
in said reissued letters patent since the 27th day of October, 1874 ; and 
also the damages which the complainants have sustained by reason of 
the said infringement of said reissued letters patent No. 6,100. 

And it is further ordered, adjudged, and decreed that it be referred 
to Joseph Gutman, jr., esq., of New York City, who is hereby appointed 
and constituted master of this court j>ro hoc vic€j to ascertain, and take 
and state, and report to the court an account of the number of infring- 
ing corsets made, and also the numbers used and sold by the said de- 
fendants, and also the gains and profits which the said defendants have 
received, or which have accrued or arisen to said defendants from in- 
fringing the said exclusive rights of the said complainants, by the 
manufacture, use, or sale of the said improvements patented in the said 
reissued letters patent No. 6,100 ; and also to assess, ascertain, and state 
the amount of the damages which the complainants have sustained by 
reason of said infringements. 

And it is further ordered, a(^'udged, and decreed that the complain- 
ants on such accounting have the right to cause an examination of the 
said defendants, ore tenus or otherwise, and also the production of the 
books, vouchers, and documents of the said defendants; and that the 
said defendants attend before the said master, from time to time, within 
this district, as said master shall direct. 

And it is also further ordered, adjudged, and decreed that a perpetual 
inj auction be issued in this suit against said defendants, restraining 
them and their agents, clerks, servants, and workmen, and all claim- 
ing or holding under or through them, from making, using, or selling, 
or in any manner disposing of corsets constructed according to or em- 
bodying the invention or improvements described and claimed in the 
said reissued letters patent No. 6,100, pursuant to the prayer of the said 
bill of complaint. 

And it is further ordered, adjudged, and decreed that the complain- 
ants do recover of the defendants the costs of this suit to be taxed^ 

And it is ordered that the question of increase of damages, and all 
other questions, be reserved until the coming in of the master's report. 



[iTnited SUtes Circait Coart— Eastern District qf Missoari.J 

ADAMS & WESTLAKE M ANUFAOTTJEING COMPANY vs. SAINT 
LOUIS WIRE GOODS COMPANY. 
O. G., vol. xii, p. 940. 
In EquUy.^Bffore Tbbat, J.—Decided SepUmber Ttrm, 18T7. f^ ^^ ^\ ^ 
The swaging of the several parts of the sieve together being an essential element of 
the invention set forth in plaintiff's patent, a preliminary injunction was refused, it 
appearing that the defendant accomplished the joininoj by drtnWe-sejiming. 
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Doabted whether it is a proper sobject for a design patent to make sieves with a flare, 
so that they can be nested, one within another ; and, if so, the design lacks novelty. 
CoBURN Sl Thacher for plaintiff. 
S. S. Boyd for defendant. 

MOTION FOB PBELimNABT INJUNCTION. 

Treat, J.; 

The bill was based on letters patent No. 106,597, Angust 23, 1870, 
for ** improvement in sieves,^ and on letters patent No. 4,637, Febrnary 
7, 1871, for << design for sieves," granted Robert J. Mann. This opinion 
was stenographically reported, and afterward revised by the jadge. 

I have received a note from counsel for plaintiff, in which they desire 
the resnlt of the action of the conrt to be certified to them. I have not 
had time to write an opinion in this matter. But as this case has been 
presented in a hurried way, as the court was very much occupied at the 
time, and as it will come up hereafter on its merits, I will merely state 
the conclusions so far as this motion is concerned* 

The claim in the patent is for — 

The combination of the loop a and sieve-cloth o, when the edge of the sieve-oloth is 
clasped in the hoop and there fastened by swaging, substantially as shown. 

Without going into an elaborate disquisition with regard to these 
matters, it must suffice that this patent has been twice established as a 

valid and subsisting patent, and for the purposes of this motion roust 
be so treated by this court. 

Thereupon only one inquiry is presented : Is the sieve, as used by de- 
fendant, an infringement thereout 

[Illustrating.] This is defendant's sieve separated into parts. 

If we go through the mechanical combination involved in their use 
by the defendant, and into the mechanical combination for which the 
plaintiff as assignee has a patent, we will find, ace ording to the claims 
of the patent, the essential element is, that the sieve is placed into 
proper position with regard to the loops and swaged, which results in 
tightening the sieve below, and produces this convenient effect in the 
form indicated, whereby the riin remains, so that the plaintiff's sieve, 
thus produced, may effect results which sieves of this charact'Cr are in- 
tended to produce. Now, plaintiff does not claim, and cannot claim, 
that the wire sieve is, simply in connection with the rim, patentable, 
because both of those things existed anterior to his patent. 

What, then, is his patent? It is that, in connection with a metallic 
rim, he produces a curve by swaging, which works out the results here 
shown. On the other hand, defendant takes the wire sieve, which is 
not new at all, connected with the rim, which is fastened by what is 
known in the mechanical arts as '^ double-seaming." There is nothing 
new in double- seaming. It is a mode known long before this patent as 
one for fastening not only lid-heads of cans, &c..j butfoc^a jvariety of 
other purposes. ^ "^ ^ ^ 

Hence, for the pWposes of the present motion, it is only necessary for 
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this court to determine, first, that the essential element in plaintiff's 
patent is a combination of a loop with a sieve-cloth, whereby the edge 
of the sieve-cloth is clasped within the loop and fastened by swaging. 

^ow, the connection of a sieve-cloth with the loop in itself is not his 
patent unless the swaging follows. And he had no patent, except for 
the combination. It is a combination patent. Swaging is the impor- 
tant element in determining this patent. 

What is swaging ! It is a mechanical device whereby compression is 
produced in a variety of forms other than a plane surface, whether it 
be curved, hexagonal, or otherwise. The essential element and advan- 
tage of the patent of the plaintiff is, that by swaging he fastens his 
sieve to the rim by a swaging process, which tightens the sieve itself, 
and thereby necessarily produces the rim below, so that the sieve itself 
does not rest on a line with that rim. Thus, if it were brought over 
externally with regard to it, the sieve would rest on the rim ; but, by 
being swaged in the mode here indicated, not only produces the rim, 
but tightens the sieve-head by but one operation, and, so far as the 
swaging is concerned, produces the required result. 

The defendant simply resorts to an old and well-known mode of double- 
seaming, which is entirely distinct and different from plaintiff's mode. 
Double-seaming is simply double-bending a metallic material so that 
the wire of the sieve passes through one loop with another over it, and 
thus, by fastening the sieve together, retains its position without any 
swaging at all. There is nothing new in the double-seaming process as 
a mode of fastening. You may fasten a preserve or any other can by 
the double-seaming process, which is entirely simple in itself— old and 
well known to every housewife and every mechanic. But swaging is an 
entirely different matter. It is the producing of a given form and given 
result by the use of what are known as " swaging-tools,'' which tools 
produce from the two parts any form that you desire produced. Thus 
a straight impression [illustrating] parallel, as two books, produced by 
compression, is no swaging at all. By swaging you may make them 
take any desired form. If you wish to produce a curved form, and one 
tool is pressed convex against a concave surface, the material between 
will take the curved form. 

There is nothing new at all or strange in placing two things parallel 
with each other, and with sufficient application of force squeezing them 
together. There is nothing new in that. It is as old as the use of two 
parallel forces. But by the use of swaging you may give any form you 
desire, consequent upon the use of swaging-tools. This patent, then, is 
for the use of a swaging-tool, in the manner described in the claim, 
which accomplishes the result therein stated. 

The defendant uses no swaging-tool, but resorts to the old and well- 
known mode of doable-seaming. This is the essential element on which 
this bill is founded. , ...,.,.. 

Digitized by Vj^UVI^ 

The second element is for a design patent. * ^ 
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Bat before passing on that I will remark that, looking at the affidavits 
filed by the plaintiff and defendant with regard to the alleged infringe- 
ment of the combination patent, if the matter rested solely on the affi- 
davits, the weight of testimony would be entirely against the plaintiff. 
Bat there are certain matters, as' the Supreme Oourt of the United 
States has decided, as consonant with right reason, which the court can 
always consider independent of affidavits — of sach general principles 
as are supposed to be known to every one of ordinary intelligence. 
Now, every one of ordinary observation and intelligence has known for 
a long period of time what double-seaming is, and though he may not 
have known the name he may or may not have known what swaging is. 
The testimony before the court shows what swaging is, and in the light 
of these matters the court determines that it is an essential element to 
plaintiflPs patent that swaging should be used in connection with his 
loop and tightening process. 

The second matter involved in his bill is what is called a ^^ design 
patent,'' concerning which there are one or more affidavits presented. 
This is the question to be considered first. What is a design patent ! 
Complainant insists that he is assignee of the design patent, whereby 
through flaring — a conical section— these sieves may be nested. With- 
out going into the discussion whether this is, within the meaning of the 
patent law, a design patent, which is extremely doubtful, it must suffice 
to say that, in the light of the affidavits and common experience, the 
alleged design is nothing new. And even if it fell within the meaning 
of the patent law — a patentable design — there is no novelty in it. Put- 
ting one thing in another, and making it a little flaring instead of rec- 
tangular, is an old matter. 

Third. Plaintiff claims that this defendant has infringed his trade- 
mark. He says that his product is called a *' metallic sieve," and puts 
it on the market as '^ Mann's metallic sieve." This is his trade-mark. 

Defendant's sieve bears the name of this corporation — "The St. Louis 
Wire Goods Company." Defendant sends its product on the market 
under its specific brand. So far as any pretense exists here that the 
trademark exists in the words '* metallic sieve," disconnected from the 
words "Mann's metallic sieve," there can be no foundation for an injunc- 
tion. The metallic sieve is nothing new. It is well known. But if this 
defendant had designated his sieve " Mann's metallic sieve," he would 
have infringed his trade-mark. He stamps on the metallic sieve his own 
name, thns indicating that it is his own manufacture, and consequently 
he does not fall within any rule known to trade-marks. 

This matter has been thrust upon me in the midst of other business, 
and I have not had time to write an opinion ; but it is immaterial in this 
stage of the inquiry. I treat the patent as valid, and I treat as an 
essential element of that patent the swaging process whereby plaintiff's 
result is produced. As defendant's result is obtained by other than the 
swaging process, there is no inriiiigement. Digitized by vjuu^ic 



DECISIONS OP U. S. COURTS IN PATENT CASES. 383 

The defendant's prodact is produced by doable-seaming, which is en- 
tirely distinct and separate from swaging, and known long before this 
patent was issued. 

As to the design patent, it is doubtful whether it falls within the pur- 
view of the patent law. If it does it has no novelty. 

As to plaintiff's trade-mark, it is not used by defendant, and hence 
the motion for proTisional injunction is refused. 



[United States Circuit Court— Northern District of New York.] 

THE GOULD'S MANUFAOTURING COMPANY vs. JOHN P. 

COWING ET AL. 

O. a, vol. xii, p. 942. 
In Equity.—B^ore Johnson, J, —Decided September 14, 1877. 

The scopo of a patented invention having been defined, and the court having declared 
that the damages could not exceed the profits arising fh)m the use of the improve- 
ment, a failure to show any such profits makes nominal damages alone recoverable. 

It is no compliance with the requirement of the court that the profits arising from the 
nse shall be proven to show that wherever the particular patented improvement was 
introduced, other kindred devices could not be sold. 

The report of the master which gave to such showing the erroneous effect of proof of 
profit arising from the use and estimated damages accordingly was consequently 
overruled. 

Mr. Perkins for complainant. 

Mr. FooTE for defendant. 

Johnson, J. : 

This case came up on exceptions taken by the defendants to the re- 
port of the master under the interlocutory decree directing an account 
upon the infringement of the plaintifTs patent. This decree was made 
in March, 1874, Judge Woodruff presiding. Under it an account was 
taken before Mr. Pomeroy, acting as master. Upon his report excep- 
tions were taken by the defendants, which were heard before Mr. Justice 
Hunt. The learned judge allowed the exceptions, and in the first in- 
stance ordered that the plaintiffs were entitled only to nominal dam- 
ages, but subsequently allowed the plaintiffs a further opportunity to 
produce evidence. Upon the decision of the case an elaborate opinion 
was delivered, which is to be found in 12 Blatchford's Beports, 343. 

It was held that the invention was one only of an improvement in the 
pump, and not of the entire pump. I^umerous parts of the pump were 
in general use prior to the patent, and were not claimed therein, and 
were free to be used by the defendants. The patented invention claimed 
was a special construction of a side chamber, whereby the same was 
adapted to use with the valve-casings bolted on the outside, and the 
damage)} could not exceed the profits upon such improvement. 

It was further held that, as the plaintiff failed to fiiHtow^^e profits or 
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damages arising fh)in the ase of the improvementy the master should 
have decided that nominal damages only could be recovered. This de- 
cision furnishes the law of this circuit upon the questions involved, and 
in an especial sense it furnishes the law of this case, which no judge 
has a right to review or modify except upon appeal. Being convinced 
of its correctness, I have as little inclination as I have right to depart 
from it. Upon the further reference the report which is now before the 
court on exceptions, taken by the defendant, the clerk of this court, 
acting as master, has made substantially the same report as was made by 
the first master, founding his decision upon proof that after the plain- 
tiff's pump had been introduced into certain oil-regions other pumps 
could not be sold in those regions. This is relied upon as taking from 
the former decision all its force, and absolving the party from the neces- 
sity of giving proof, as that decision holds, of the profits or damages 
arising from the use of the improvement. The force of the former deci- 
sion cannot thus be avoided. The fact newly introduced has no bearing 
upon the question, but leaves the rule announced in the former decision 
of Mr. Justice Hunt uncomplied with. The attempt to get rid of that 
decision in this way must necessarily fail. To a court which has decided 
that evidence of a particular fact is necessary it is no answer to say that 
it cannot be given. The consequence of that state of things is, that 
the party on whom the burden rests must fail. This is the situation of 
the plaintiffs in the case before the court. They have not given the 
evidence which the court has held they must give to entitle them to 
more than nominal damages. It must be attributed to the impossibility 
of showing any damages within the rule laid down by the court. The 
exceptions must be allowed and the report reduced to nominal damages, 
and there must be a final decree on that basis. If the views of the plain- 
tiff are to prevail, the only remedy is in the Supreme Court upon appeal. 
To the decision of Mr. Justice Hunt, heretofore made in this cause, is 
now to be added the decision of the same learned judge, made in this 
court in Black, administrator, vs. Munsanj filed June 19, 1877, in which 
the same doctrine laid down by him in this case is reaffirmed and 
applied to the circumstances of Black vs. Munson. 
Let there be a decree for the plaintiffs with nominal damages only. 



[Sapreme Coart of the United States.] 

THE KEYSTONE BRIDGE COMPANY, Appellant, vs. THE 
PHGSNIX lEON COMPANY. 

O. G., vol. ii, p. 980. 

JppecU from the CHreuU Court t/ the United StaUt for the Eattem Dittriet qf Penn8ylvania,^J>eeidBd 

October Term^ 1877. 

The specification and claim in both of complainants' patents having clearly iqdi- 
cated that certain characteristic features were regarded as of the essence of the 
invention, the court declined to enlarge the scope of the patents beyond what was 
thus explicitly set forth. ^ 9'^'^^^ ^y VjuUg ic 
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If the patentees have not claimed the whole of their invention, and the omission has 

been the result of inadvertence, the error can he corrected by the remedy of reissae. 
It is the daty of the Patent Office to examine, scrutinize, limit, and make the claim 

which an applicant is reqnired to present nnder the law to conform to what he is 

entitled to. 
The courts have no right to enlarge a patent beyond the scope of its claim, as allowed 

by lawful authority. 
When the terms of a claim in a patent a^-e clear and distinct (as they always shonld 

be), the patentee in a suit brought for infringement is bound by it. (Morill vs. Yeo- 

man8f 94 U. S., 573.) He can claim nothing beyond it. 
Upon suit brought patentees cannot show that their invention is broader than the terins 

of their claim; or, if broader, they must be held to have surrendered thesnrplus to 

the public. 

Mr. Ju.stice Bbadley delivered the opinion of the court. 

The appeal in this case is brought to review the decree of the circait 
court disikiissiug the bill of complaint, which charges an infringement 
of two certain patents belonging to the complainants. These patents 
were for improvements in iron truss-bridges. The first was granted 
to J. H. Linville and his assignee, J. I. Piper, January 14, 1862 ; the 
second to the same parties, October 31, 1865. The particular claims 
upon which the contest arises before us are the first claim in the former 
patent, and the third in the latter. Both of these claims relate to the 
lower chords of the truss, the primary office of which is to hold the 
lower parts of the structure together and keep them from spreading, 
but which are also employed in the construction of the patentees to sus- 
tain the cross sills which support the railroad. 

We do not think we ought to disturb the decree of the circuit court 
in this case. We regard the construction of the claims in question, in- 
sisted upon by the appellee, as substantially correct. Those claims are 
the first in the patent of 1862, and the third in that of 1865. It is mani- 
fest that, in the former, the form of the chords is deemed material, or, 
at least, it is made so by the terms of the specification and claim. They 
are flat bars placed on edge, so as to sustain superincumbent weight, as 
well as perform the office of tension-braces. They are made in this form 
in order that the floor-beams of the railroad may be directly laid on 
them. This is apparent from the whole tenor of the specification. The 
patentee, in describing his invention, commences by saying : 

My invention consists, first, in a novel oonstraction of the lower chords and mode of 
applying the same in comhination with the posts and other parts of the truss. 

Again : 

The bottom chords are each: composed of a series of wide thin eye-bars, of wronght- 
iron, of a length corresponding with the distances between the posts on one side of 
the truss, placed on edge to enable them to give vertical support to the roadway, &c. 

Then, after showing that these eye-bars or chords are made wider at 
the ends where the eye-holes are made for inserting the connecting pins 
or bolts, which connect the different sections together, and explaining 
the general construction of the l^ridge and its different parts, he con- 
cludes with the following claim : Dgtzed by ^^ u^ic 
25 D 
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I do not claim the use of eye-bars or links as chains of saspension-bridges ; bat what 
I claim as my invention, and desire to secare by letters patent, is — 

1. The construction of the lower chords of trass-bridges of series of wide and thin 
drilled eye-bars, C C, applied on e<i^0 between ribs S S on the bottoms of the posts, and 
connected by pins P P, sapported in the diagonal tension braces D and E, all sabstan- 
tially as herein described. 

Words cannot show more plainly that the claim of the inventor does 
not extend to any other eje-bars or chords than such as are made wide 
and thin and applied on edge. As those constructed by the defendant 
are cylindrical in form, only flattened at the eye for insertion between 
the ribs or projections of the posts, it is plain that no infringement of 
this claim of the patent has been committed. 

The other claim in qnestion — namely, the third claim of the patent of 
1865 — is for the employment in truss-bridges of just such wide and thin 
chords as above described, whose ends are enlarged or widened by being 
upset (when heated) by compression into molds, in the manner described 
in the specification of the patent. The mode of' upsetting, widening, and 
shaping the ends of the bars is by placing the ends, after the bars have 
been rolled into proper shape and size, and the ends heated, into a die- 
box of the regular form, and then firmly locking them in place, and with 
great power pressing them up endwise with a movable head die until 
the hot iron fills the die-box. By this pressure the ends are upset, wid- 
ened, and compressed into the desired shape. It is claimed that by 
this process the ends are made stronger, and better able to sustain the 
great strain to which they are subjected when in place in the trnss. 
The defendant upsets the ends of the chords made by it before putting 
them into the die- box, then places them in the box and flattens them 
into shape in much the saiue way that is described in the patent. The 
process is not in all respects the same, but perhaps sufficiently alike to 
constitute an infringement if the claim of the patent were only for the 
process of forming the widened ends. But it is not so, and probably 
the patent could not be sustained if it were, for spike heads, nail-heads, 
bolt-heads, and many other things of that sort are formed by upsetting 
and compressing hot iron in the same way. It id only the use in trass- 
bridges of flat bars or chords, with the ends upset and widened in this 
manner, which the patentees claim as their invention. Their claim is 
for a particular product, made by a particular process, and applied to a 
particular use. The patent of 1865 refers to that of 1862, and the in- 
vention sought to be patented is claimed as an improvement on the 
prior one. The patentees say : 

Our invention consists of certain improvements in the constrnction of the wrooght- 
iron trnss-bridge for which letters patent of the United States were jipranted to ns on 
the 14th of January, 1862. In the trnss-bridge shown in the accompanying drawings 
the general arrangement of the parts is similar to that shown in our previous patent 
just referred to — the improvements forming the snbject-matter of this invention relat- 
ing to the foUowing particulars : [Then, after specifying certain improvements in the 
posts, and in the upper chords of the truss, the patentee proceeds as follows:] Third, 
the use of bottom chords of thin wronght-iron plates, the eye of which at each endi 



DECISIONS OF U. S. COURTS IN PATENT CASES. 387 

nstead of bein^r cat out. of a rolled plate and drilled or forged into shape, is upset 
under strong compression, so as to give at the eye of the bar a degree of strength 
equal ur superior to that of the bar at any point between the eyes. 

Then, describiug the vaHoas parts of the trass in its improved con- 
straction, in speaking of the bottom chords (which are those iQ qaes- 
tioD), the patentees say : 

The bases of the posts A are connected at their bases luugitadinally by the lower 
chords D, of which four may be placed paralled to <*ach other, on each side of each 
panel. They are made of thin hara of rolled ironf of sutUcient depth, and placed on edge, 
80 as to support the roadway, and are attached to the bases of the posts by the con- 
necting-pins N, which pass through the hole or eye near the end of these bars. 

Again, in samming up, the patentees say : 

The lower chords D consist of voide thin rolled iron bars, with enlarged ends, which 
are made by upsetting the rolled bars by compressing them into the desired shape in 
molds into which the heated iron is forced under immense pressure, &c. 

And then, in order to exclude the idea that they claim the mode of 
compressing the ends, they add : 

We do not claim the upsetting of iron bars in the manner described, nor any peculiar 
mode of performing the operation, but merely the use of chord-bars for bridges, the 
eyes of which are thus formed so as to give additional strength to the bar where it is 
so much needed. 

The claims are then net forth categorically in the asual manner, the 
third claim (the one in question) being in these words : 

3. The use for the lower chords of truss-frames of wide and tkin rolled bars with en- 
larged ends, formed by upsetting the iron, when heated, by compression into molds of 
the required shape, for the purpose of increasing the density, toughness, and strength 
of the eye of the rod, and enlarging the eye, without diminishing its transverse sec- 
tion, substantially as hereinbefore described. 

Here, again, the patentees clearly confine themselves to ^' wide and 
thin " bars. They claim the use in truss-bridges of such bars when the 
ends are upset and widened in the manner described. It is plain, there- 
fore, that the defendant company, which does not make said bars at all, 
but round or cylindrical bars, does not infringe this claim of the patent. 
When a claim is so explicit the courts cannot alter .or enlarge it. If the 
patentees have not claimed the whole of their invention, and the omis- 
sion has been the result of inadvertence, they should have sought to 
correct the error by a surrender of their patent and an application for a 
reissue. They cannot expect the courts to wade through the history of 
the art and spell out what they might have claimed, but have not 
claimed. 

Since the act of 1836 the patent laws require that an applicant for 
a patent shall not only by a specification in writing fully explain his in- 
vention, but that he " shall particularly specify and point out th«> part, 
improvement, or combination which he claims as his own invention or 
discovery." This provision was inserted in the law for the purpose of 
relieving the courts from the duty of ascertaining the exact invention 
of the patentee by inference and conjecture, derii^ pdeJrp^ a laborious 
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examination of previoas inventions, aud a comparison thereof with that 
claimed by him. This duty is now cast upon the Patent Office. There 
his claim is, or is supposed to be, examined, scrntioized, limited, aud 
made to conform to what he is entitled to. If the Office refuses to allow 
him all that he asks, he has an appeal. But the courts have no right to 
enlarge a patent beyond the scope of its claim an allowed by the Pat- 
ent Office, or the appellate tribunal to which contested applications are 
referred. When the terms of a claim in a patent are clear aud distinct 
(as they always should be) the patentee, in a suit brought upon the pat- 
ent, is bound by it. (Merrill vs. TeomanSj 94 U. S., 573.) He can claim 
nothing beyond it. But the defendant ujay at all times, under proper 
pleadings, resort to prior use and the general history of the art to assail 
the validity of a patent or to restrain its coustruction. The door is then 
opened to the plaintiff to resort to the same kind of evidence in rebut- 
tal ; but he can never go beyoud his claim. As patents are procured ex 
parte^ the public is not bound by them, but the patentees are. And the 
latter cannot show that their invention is broader than the terms of 
their claim ; or if broader, they must be held to have surrendered the 
surplus to the public. 

The construction which we have felt bound to give to the patent ob- 
viates the necessity of expressing any opinion upon the other point 
made by the court below, namely, that the patents only covered the use 
of the chords in question in truss-bridges, and not the making of such 
chords, which latter is all that the defendant company is shown to have 
done. 

The decree of the circuit court must be affirmed with costs. 



[Uoited States Circuit Coartr-Eastem District of Missouri.] 

In re JOHN J. SQUIBB. 

O. G., vol. xii, p. 1025. 
In BquUy.^B^ore Tbbat, J.—Dedded OetoW 89, 1877. 

The suit in equity authorized under section 4915 B. S. is an original and not an appellate 
proceeding. It is conducted according to equity rules, and a party contesting hi9 
right to a patent thereunder need not be confined to matters existing of record in 
the Patent Office or in the supreme court of the District of Columbia. 

A motion to appoint a special examiner, under the rules of the court, for the purpose 
of taking addition al testimony, was accordingly granted. 

The statement in ex parte Greeley, 6 Fisher, 575, that the suit under the section "is vir- 
tually an appeal," construed to mean that the party seeks to obtain a different result 
from that which had before been allowed, and in such sense alone does he pursue a 
virtual appeal. 

The case of Atkinson vs. Boardman, (MS.,) Nri^son, J. (Law's Digest, 666)> considered 
and approved. 

STATEMENT OP THE CASE. 

[Squire, a citizen of Missouri, and one McDouough, a citizen of Wis- 
consin, were interfering applicants. The decision of tbfbPammissioner 



- DECISIONS OP U, S. COURTS IN PATENT CASES. 389 

was adverse to Sqaire, who at once brought his bill under section 4915 
Bey. Stat., serving the proper notice on McDonongh at his home in 
Wisconsin, who appeared and answered. Oounsel differing as to the 
power of Squire to introduce new testimony, in order to test the matter 
a motion was made by Squire for the appointment of a special exam- 
iner, under the amended 67th rule, which motion was opposed by 
McDonongh.] 

S. S. Boyd for the motion. 
West Sl Boin> contra. 

OPINION. 

Treat, J. : 

It appears that Squire and McDonough made separate application for 
a patent substantially for the same device. The Examiner of Interfer- 
ences decided in favor of Squire. Upon appeal, the Board of Exami- 
ners-in-Chief, sustained by the Acting Commissioner, reversed the 
Examiner of Interferences. Thereupon Squire instituted this suit, 
under section 4915 of the United States Revised Statutes, for a decree 
in his favor for a patent for his invention, as specified 4n his claim, or 
for such part thereof as he may be found entitled, to. The petitioner 
now moves for an examiner to take testimony ; to which motion Mc- 
Donough, who has received due notice, being the "adverse party," 
appears and objects, on the ground that the proceedings in this suit are 
substantially an appeal from the Patent Office, to be determi^ied solely 
by the matters of record in that Office, with no new or independent 
testimony admissible. It is, therefore, for this court to decide what, 
nnder the United States patent laws, is the appropriate mode of pro- 
ceeding in such a case, and what testimony can be received. Section 
4886 prescribes fop/what and under what facts and circumstances a 
patent may be procured. Section»4893 states what preliminary steps 
are to be had for the purpose. Section 4904 provides the course to be 
pursued when, in the opinion of the Commissioner, an interference may 
exist. The Primary Examiner must first pass upon the case ; then, if 
appeal is had, the Board of Examiners-in-Chief must decide. Section 
4909 gives the right to appeal in cases like that now before the court to 
the Board of Examinersin-Chief, and section 4910 from said Board to 
the Commissioner in person. There is a marked distinction running 
all through the patent laws between cases where interferences are sup- 
posed to exist and where applications for patents are made, no inter- 
ferences appearing. Thus, section 49II reads: "If such party (appli- 
cant), except a party to an interference^ is dissatisfied with the decision 
of the Commissioner, he may appeal to the supreme court of the Dis- 
trict of Columbia, sitting in banc." Section 4915 . must be construed 
distributively, viz: When application is refused by the Commis- 
sioner (as in case of interferences), or by said supreme court (as in 
other cases), " the applicant may have remedy by bill in equity, and the 
court having cognizance thereof, on notice to adverse parties, and other 
due procedings had, may adjudge," &c. 
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Sach a case having been presented by a ^^bill in eqaitj," and notice 
given as prescribed, the '' due proceedings " to follow must be sach as 
pertain to equity causes. Beference to section 4918 Supports this vievr, 
for it provides for relief by a "suit in equity" — notice and "due proceed- 
ings had according to the course of equity.^ The system permits appeals 
to run the indicated course to the supreme court of the District of Co- 
lumbia in all cases except those of interferences. In the latter, if the 
Gommissioner decides against either of the applicants, he may have his 
remedy by "bill in equity," with "due proceedings had," as in the other 
cases he may proceed by such a bill after said court, on appeal, has 
passed upon the controversy. So, when interfering patents have been 
granted, remedy by "suit in equity," under section 4918, is allowed, "on 
notice to adverse parties, and other due proceedings had according to 
the course of equity." 

It would seem, therefore, that the course of proceeding in either case 
is clear, viz, "acconling to the course of equity." Even in the absence 
of these explicit terms it would be apparent that a suit in equity would 
have to be governed in its proceedings by equity rules. A manuscript 
decision by Justice Nelson, in the case of AtTcinson vs. Boardman^ has 
been produced, wherein section 16 of the act of 1836 (5 U. S. St., 123), 
and section 10 of the act of 1839 (5 U. S. St., 354), were under consid- 
eration. ' So far as the point now before this court is concerned, those 
sections and the opinion of Justice Nelson are very pertinent and appli- 
cable, for sections 4915 and 4918 contain substantially the same lan- 
guage, and are in reference to the same subject ; indeed, a revision 
mainly of those sections of the prior acts. 

Justice Nelson held : 

The qaestion before the Commissioner and Chief Justice contested wais a qaestion 
of fac*-, namely y which of the parties Nvas the first and original inventor. The same 
question is now before ns, resting npon the proofs which were before the Commissioner, 
and also additional teatiimny taken since the filing of the hill. • * *' The pro- 
visions of the acts of Congress already referred to, allowing the party failing in bis 
application to file a bill, do not restrict the hearing, in this ooart, to the testimony used 
before the Commissioner. Either party, therefore, is at liberty to introduce additional 
evidence, or, rather, to speak more accurately, the hearing is altogether independent 
of that before the Commissioner, and takes place on such testimony as the parties may 
see fit to produce, agreeably to the rules and practice of a court of equity. The evi- 
dence before the Commissioner is not evidence here, except by consent of parties. It 
is taken, generally, without much regard to formality, and is ex partem and, even if per- 
mitted to be used here, is not entitled to the credit of proof taken in the usual way. 

In ex parte Greeley (6 Fisher, 575), a decree for a patent was sought 
after an appeal had to the supreme court of the District of Columbia. 
The bill was filed under section 52 of the act of July 8, 1870, being the 
same as section 4915 of the Revised Statutes, and the United States 
circuit court, in stating the case and referring to the foregoing section 
52, incidentally remarked that *4t is virtually an appeal from the decree 
of the supreme court of the District of Columbia, rejecting the appli- 
cation for a patent." So far as ascertainable from the reported case, 
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only the records of the Patent Office, the proceediDgs in the supreme 
court of the District of Golumbia, and the affidavit of the complainant 
in support of his bill, were before said circuit court. 

Section 43 of the act of July 8, 1870, now section 4905 of the Revised 
Statutes, authorizes the Oommissioner of Patents to ^'establish rules 
for the taking of affidavits and depositions required in cases pending in 
the Patent Office ; and such affidavits and depositions may be taken 
before any officer authorized by law to take depositions to be used in 
the courts of the United States or of the State where the officer resides.'^ 
The sections following provide the modes of enforcing the attendance of 
witnesses. 

Hence, all the proceedings had before the Patent Office should he re- 
ceived, together with such other testimony as may be taken in the prog- 
ress of this suit. When the United States circuit court for the district 
of Massachussetts spoke of the case before it as << virtually an appeal,'^ 
it did not determine that no new testimony was allowable, nor that the 
cause was to be governed solely by the rules pertaining to an appeal. 

In stating that the case was ^' virtually an appeal," no more was meant 
than that the object of the bill was to secure a different result from that 
which the Patent Office and the supreme court of the District of Colum- 
bia had allowed. In that sense alone was there a virtual appeal. 

The case before Justice Nelson was, in the then condition of the stat- 
utes, for an allowance of a patent which had been refused, the sections 
of the then existing statute being what, under subsequent legislation, 
have become sections 4915 and 4918 of the Kevised Statutes. This is a 
case, however, as was that before Justice Nelson, for a patent which had 
been refused. The refusal here was on the ground of interference. Ir- 
respective of the ground of refusal, and irrei!»[»ective of the fact that an 
appeal may or may not lie to the supreme cojrt of the District of Ool- 
umbia, and, also, irrespecti ve of the fact that interfering patents mny have 
been issued, the complaining party may have his remedy in equity under 
section 4915 or 4918, as the case may be, and the proci^edings will be 
of the same character. The court will receive all the proceedings had 
before the Patent Office, and when an appeal lies to the supreme court 
of the District of Columbia, all the proceedings had before that court, 
together with all new and additional testimony taken in the equity proceed- 
ings. If this be not so, then no force is given to the legislative will, 
which permits suits in equity after decision by the Patent Office and 
the appellate court. A United States circuit court proceeds not as an 
appellate tribunal, but as a court of original jurisdiction. 

The motion is granted. 
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LUnited States Circuit Coart— Northern District of New York.] 

ELIZA G. HALSBY vs. ALFRED S. GARLIOK, FEEDERIOK 
COLEMAN, AND NOAH R. OSGOOD. 

O. G., vol. xi, p. 1026. 

In Equity.— Bedded August S2, 1877. 

Reissue letters patent No. 6,660, granted Edgar Hason, September 28, 1875, for im - 
provemeut in wagon-gearing, examined and sustained. 

OPINION. 

Wheeler, J. ; 

This cause has been submitted on bill, answer, replication, proofs, 
and briefs of counsel. The only point insisted on in behalf of the de- 
fendants is, that the patent is void, because the patentee was not the 
original inventor of the improvement in wagon gearing for which he 
obtained the patent, and because it was in actual use at the time he 
claimed to have invented it. Upon consideration of the evidence it is 
not found that he was not the original inventor, nor that it was in actual 
use at that time. It is therefore considered that the patent of the ora- 
trix is valid, and that the defendants have infringed it. Wherefore it 
is ordered that a decree be entered for the oratrix to restrain the defend- 
ants from further infringement, and for an account of the profits received 
by the defendants, and of the damages sustained by the oratrix by rea- 
son of the infringement, and appointing the Hon. Charles Mason special 
master to take the account, and, on the coming in of his report, for 
the payment of the sum reported by the defendants to the oratrix, 
with costs. 

DECRETAL OUD^^.—August 23, 1877. 

This cause having heretofore been submitted on bill, answer, replica- 
tion, proofs, and briefs, by counsel for the respective parties, on the 
pleadings and proofs, and the court having considered the same, and 
being of the opinion that Edgar Huson was the first and original in- 
ventor of Huson's improved platform-wagon gear, as described and 
claimed in the patent set forth in the complainant's bill of complaint, 
adjudges and decrees that the defendants have infringed the said patent 
in making and vending the said improved platform wagon gear, as 
charged in the bill of complaint, and that the said complainant is en- 
titled to have a perpetual injunction to restrain said defendants, their 
agents, servants, and all claiming or holding under or through them, 
from making, vending, or using, or in any manner disposing of, wagouR 
embracing the invention or improvements described in said letters patent, 
namely, "Htison's Improved Platform- Wagon Gearing." And it is fur- 
ther adjudged and decreed that the cause be referred to the Hon. Charles 
Mason, esq., the clerk of this court, as special master to ascertain and. 
report the number of wagons made, also the number sold by the defend- 
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ants embracing within their construction the platform In the patent 
described, since the 28th day of September, A. D. 1875, and the damages 
complainant has sustained, or use and profits the defendants have de- 
rived, by reason of snch infringement since the time last aforesaid, and, 
upon the coming in and confirmation of the said report, that said com- 
plainant have a decree and execution for the amount found due to her, 
the said complainant^ and also for the costs in this suit to be taxed. 
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[The names of ooart oasea are designated, by an asterisk, (*)] 
ABANDONED APPLICATIONS. 

1. An applioation for letters patent haying been acted upon lor the last time Janu- 
ary 27, 1869, by the Board of Examiners-in-Cbief, who affirmed a preyioas rejection of 
the Primary Examiner, a motion 'to reopen the case and dispose of it on its own merits 
was denied, it having been abandoned under the law of 1870, and not pending at the 
date of the passage of said act. 

[John P. Mygatt, 59. 

2. Cochran's application was filed January 11, 1859, withdrawn February 20, 1860, 
and not renewed until after a period of eight years bad elapsed. He, in the mean time, 
made numerous other inventions of a kindred nature and obtained twenty-two patents 
thereon, constantly engaged in their development, and though poor, not thereby de- 
terred from prosecuting his other inventions, and could have obtained a patent on this 
or at least kept the application alive, had he so desired. Meanwhile the invention was 
patented by others, and finally introduced in 1867, a year before Cochran filed his sec- 
ond application. Held, that while the new petition did not of itself sever the second 
ai^lication from the first, his acts and conduct show that the proceeding had been 
abandoned, and there was no continuity in the two applications. 

L*The United States Bifle and Cartridge Company et ol. vs. The Whitney 
Arms Company ei ol., 197. 

3. The case distinguished from Smith vs. Dental Vulcanite Company, where the first 
application had never been withdrawn, and the inventor was unremitting in his en- 
deavors to obtain a patent. 

[•Ibid., 197. 

(See Construction of Statutes, 1 ; Interferences, 27,28,31 ; Jurisdiction, 2.) 

ABANDONED EXPERIMENT. 

1. The unsuccessful embodiment of preconceived ideas of an invention, afterward 
reduced to pratice, and completed in substantially the form first attempted, although 
not constituting proof of Invention, may be considered as evidence of the conception. 

[Warner vs. Anders, 8. 

2. When a person, in his endeavors to devise a machine for performing certain oper- 
ations, constructs a mechanism incapable of producing the results aimed at, and after- 
ward branches off in another direction, and attempts to create a new and different 
machine for performing the same operation, his first attempt must be regdurded as an 
abandoned experiment. 

[Wicks V8. Du Bois, 22. 

3. A machine differing radically from one which was previously made and aban- 
doned, involving new operations and mechanisms, although designed to accomplish 
the same end, cannot be regarded as a continuance of such experiments, so as to entitle 
the party to go back to his first endeavors to establish the date of conception of his 
invention. 

[Ibid., 22. 
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4. The oast tin base held, in yiew of its defects, to have been an abandoned experi- 
ment, although several sets had been made. 

[•Smith V8, The Goodyear Dental Vulcanite Company et al., 171. 

5. A person who merely produces articles experimentally by a device— changes the 
structure of the device itself, and finally does nothing with it until after the grant of 
a patent to another inventor — has neither perfected the device nor adapted it to suc- 
cessful use. It is an abanoned experiment. 

[*Albright V8. The Celluloid Harness Trimming Company, 311. 

(See Presumptions, 1.) 
ABANDONED INVENTION. 

1. Under section 4897 Revised Statutes, an applicant who fails to renew his case 
within two years after its allowance is effectually debarred from doing so, nor can he 
make the invention the subject of a new application. 

[P. J. Hardy, 110. 

2. The cases under this section distinguished from the adandoned applications cov- 
ered by section 4894, and which may be revived or new applications filed in their stead 
nnder certain conditions. The former have been passed upon and allowed ; the latter 
have never had final action. 

[Ibid., 110. 

3. The provisions of section 35 of the act of 1870, that upon the hearing of the re- 
newed applications therein referred to, abandonment should be considered as a ques- 
tion of fact, does not render delay of itself conclusive evidence of abandonment, but 
makes the decision of such cases depend upon the peculiar circumstances as a question 
of fact and not of law. 

[*The United States Rifle and Cartridge Company et al vs. The Whitney 
Arms Company et al., 197. 

4. Forfeiture or abandonment may be inferred from the acts of an inventor who, 
without substantial reason or excuse, neglects the use of his invention and sleeps upon 
his rights for a number of years, while others in the meantime produce the same thing 
and give the public the benefit thereof; and the same is true whether the device be 
patented or had gone into use without a pateiit. 

[•Ibid., 197. 

5. No inference of the abandonment of an individual element made the subject of a 
distinct claim can arise from the mere fact that the specification states the invention 
to consist of its combination with another feature. 

[•Henderson et al, vs. The Cleveland Co-operative Stove Company, 293. 

(See Continuing Application, 1 ; Defenses, 3; Evidence, 2, 7; Interference, 6; Laches. 

1; Patents, 7.) 

ABSTRACT OF TITLE. 

(See Reissue, 1.) 

AGGREGATION. 

(See Designs, 2 ; Invention, 7.) 

AMBIGUOUS PATENTS. 

1. The developed and Improved condition of the patent law, and of the principles 
which govern the exclusive rights conferred by it, leaves no excuse for ambigaous 
language or vague descriptions. The public should not be deprived of rights supposed 
to belong to it without being told what it is that limits these rights. 

[• Merrill vs. Yeomans et at., 279. 
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ARTICLES OF MANUFACTURE. 

1. The procens of mannfactare is of no moment in considering the patentability of the 
article itself. 

[J. Arkell, 73. 

2. At tides new to the trade are not necessarily patentable. Invention mnst be exer- 
cised in their prodnotion. 

[Thomas Phillips, 93. 

3. The inventor of an article is entitled to protection therefor, howev«*r prodnced, 
and there is no reason why an applicant for a patent, if he had in his mind a claim for 
the article prod need, should limit his claim by a description of the process. 

[* Merrill ra. Yeomans et al, 279. 

(See Construction of Claims, 12; Construction of Specifications and Patents, 9, 10; In- 
fringement, 19, 33,34; Novelty, 1; Patents, 4, 8; Patentability, 5.) 

ASSIGNMENTS AND LICENSES. 

1. Inventions may be assigned before they are patented. 

[* Cammeyer and Lewis ra. Newton et ah, 182. 

(See Infringement, 29, 32.) 
BURDEN OF PROOF. 

1. The bnrden of proof is npon complainant to show that the defendant has infringed 
the patent under which he claims. 

[* Fuller and Bamum vs. Yentzer et ah, 227. 

2. Having proved the alleged infringement, the burden of proof is cast upon the re- 
spondents to show that the patent is invalid unless the patent is materially defective 
in form. 

L* Roemer t». Simon et ah, 368. 

(See Evidence, 8.) 

CASES COMMENTED UPON. 

X. The case of Smith vb. Perry ei aZ., (9 Official Gazette, 688,) considered and ap- 
proved. 

[Miller vs. Miles, 15. 

2. The case of Klein V9, Russell, reported in the 19(h of Wallace, stated and qualified. 

[* Russell vs. Dodge et dl., 162. 

3. The case of Atkinson vs, Boardman, (MS.,) Nelson, J.y (Law's Digest, 666,) con- 
sidered and approved. 

[*/« re Squire, 388. 

(See Construction of Specifications and Patents, 10, 25 ; Pleadings and Practice, 30 ; 
Reissue, 27; Res Judicata, 2; Trademarks, 19.) 

Caveats. 

It is sufficient if a caveat is signed by only one of two or more Joint inventors. As 
the only object in filing a caveat is to obtain notice of interfering applications, the 
right of one joint inventor to this notice should not be subject to the control of his 

* ^ •* "^ Digitized by VjiI^U VIC 

co-inventors. o 

[G. A. Gray, 44. 
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CIRCUIT COURTS. 

(See JariadictioD,5.) 

CLAIMS. 

1. Claims which recite definitely the article inveDted, aod contain, in addition, mat« 
ter deacriptiye of the fnnctions of certain parts, are not objectionable. 

[J. J. Gray, 18. 

2. The fanltineas of claims which, for the pnrpoee of securing an interference with 
an adverse party, enumerate important elements of a combination only in the most 
general language, commented upon and deemed a sufficient warrant to dismiss an 
appeal 

[Sargent V8. Surge, G2. 

3. The Csct that in one instance a claim is for a single device, and in another for a 
series of them, does not constitute difference of invention. The state of the art, and 
the Office latitude in allowing claims, may level the distinction. 

[Martin vs. Bogle, Runyan, and Patric, 106. 

4. The claim in a patent must be for something described in the specification, so that 
any person of ordinary mechanical skill, or skill in the art covered by the patent, can, 
from the specification, make a mechanism which will contain the claim. 

[• Vogler vs. Semple, 271. 

5. The claims in a patent are to be considered as distinct from the description con- 
tiuned in the specification, and as representing what part of the matter described the 
patentee claims as his invention, and for which he asks protection. 

[* Merrill vs, Teomans et ah, 279. 

6. The iifiterests of the public demand that the claim in a patent should clearly and 
distinctly define and limit the actual invention claimed by and secured to the patentee. 

[* Ibid., 279. 

7. While it is essential that the specification should describe such matters, both old 
and new, as are necessary to an understanding of the invention, the claim must con- 
tain a distinct and specific statement of what the applicant claims to be new and of 
his invention. 

[• Ibid., 279. 

8. One who proposes to secure a monopoly of certain inventions at the expense of the 
public should set forth with clearness and precision the thing which no one but him- 
self can use or enjoy without paying him for the privilege of doing so. 

[•Ibid., 279. 

(See. Abandoned Invention, 5, Construction of Claims; Construction of Specifications 
and Patents, 24 ; Reissue, 20.) 

COMBINATIONS. 

1. A clock-lock and combination or key lock applied independently of each other to 
the same bolt-work of a safe or vault door held to be a patentable combination. 

[Little vs. Sargent, 88. 

2. Combinations consisting of old elements are not the same when none of the devices 
employed in one can be substituted for those in the other, so as to ronder the apparatus 
operative to effect the described result without reconstruction and invention. 

['Fuller and Bamnm vs Yentzer and Scates, 218. 

jitized by V^ 

-3. Sub-combinations of elements that coact in the prodi(ction of a perfected joint 
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resalt can be rightfally claimed in coqjaDction. They constitute a true combination 
in the sense of the law, and not a case of Jn^taposition. 

[* Herring et al, vs. Nelson et dL Same vs. Gage et oZ., 359. 

4. The validity of a unitary combination which contained a lesser number of elements 
than was stated and claimed in the original patent upheld in the reissue. 

[* Ibid., 359. 

(See Abandoned Tnyention, 5; Equivalents, 2 ; Infringement, 1,6,7, 9,16, 38; Inter- 
ferences, 13 ; Reissue, 14, 23.) 

CONSTRUCTION OF CLAIMS. 

1. A claim to a scroll-saw havipg a U-shaped frame, A, the arms of which are adapted 

to be lengthened or shortened in such manner as to increase or diminish the distance 

between the bend or cross-bar, 1, of 4;he frame and the saw-blade B as set forth, is not 

a claim to a function but to a saw, the arms of which are adjustable to suit different 

material. 

[J. J. Gray, 18. 

2. Probable advantages arising from particular coustruction disregarded, the claim 
being laid broadly, and without apt words of limitation to express them. 

[John D. Murray, 90. 

3. To describe the mode of using a device is not ordinarily descriptive of the device 
itself, and a claim containing a phrase of such charact-er isnot limited in scope thereby. 
It does not state any element in the machine, the leading feature, nor even the gen- 
eral principle upon which the machine is constructed. 

[Charles C. Doten, 115. 

4. Prior to the inventiou of Pearl unsuccessful attempts had been made to reduce the 
weight of the ring-spindle and bobbin in general use, and thus diminish the amount of 
power required to run them. The patentee effected this desideratum by making the 
blade shorter than the bobbin, which was provided with a bearing therefor in the cen- 
ter. The bobbin was made light, and a plug or bushing inserted in the upper end to 
strengthen it. The upper bushing forms no function in the combination of the bobbin 
and spindle, and the words " the described bobbin,'' occurring in the claims, must be 
construed not solely with reference to the words in the specification, but with refer- 
ence also to the limitations in the context of the claim. 

[* Pearl et al. vs. The Ocean Mills et al, 133. 

5. Claims should be so construed, if possible, as to embrace the invention actually 
made and described. 

[* Clark vs. The Kennedy ManufiEbcturing Company, 152. 

6. Claims which would be void as being functional should be so construed as to em- 
brace the described means for effecting the result. 

[* The Swain Turbine and Manufacturing Company vs. Ladd, 166. 

7. The claims in a reissued patent are to be construed so as not to embrace any inven- 
tion broader in its scope than the Invention described, or substantially suggested or 
indicated in the original. 

[* Ibid., 166. 

8. Where the claim immediately follows the description of the invention, it may be 
construed in connection with the explanations given in the description, and if the claim 
contains words referring back to the specification it cannot properly be construed in 
any other way. 

[* Fuller and Bamum vs. Yentzer and Scates, 218. 

9. It being understood that a result is not patentable, claims which read " forming 
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one, two, or more creases ia cloth, by means of, «feo.," and " marking a line on the sur- 
face of cloth or other material sewed in a sewinK-machine, by Ineans of, &c.,'' con- 
stmed to be for the described apparatus for producing the results named. 

[* Ibid., 218. 

10. A result is not patentable, and claims nominally for results will, if possible, be 
construed to be for the apparatus or certain portions thereof, as described in the speci. 
fication of the patent. 

[* Fuller and Banium vs, Yentzer et a/., 2-27. 

IL Cbuine are to be construed in connection with the specification, and in view of 
^Ine actnal invention, and of the state of the art. 

[* Bruffr*. Ives, 275. 

12. In a claim to '* the above-described new manufacture of the deodorized heavy 
hydrocarbon oils suitable for lubricating and other purposes, free from the character- 
istic odors of hydrocarbon oils, and having a slight smell like fatty oil, from hydro- 
carbon oils, by treating them substantially as is hereinbefore described,'' the word 
" manufiicture " may be used to express the process or the product thereof, but when 
taken in connection with the words " by treating them substantially as is hereinbefore 
described," it renders the claim in effect to the nefc mode of manufaeturing hjfdrocarhon 
oiU by treating them as kereinbtfore described, 

[* Merrill ve. Yeomans et aZ., 279. 

13. Claims to results construed to intend the means by which the results are accom- 
plished. (Mitohell V8, Tilghman, 19 WalL, 891.) 

['^ Henderson et al, ve. The Cleveland Co-operative Stove Company, 293. 

14. The words '*or in any other convenient manner'' construed to mean,' by means 
adapted to the work the machine is intended to perform. 

[* The Railroad Companies va, Turrill, 341. 

(See Claims; Construction of Specifications and Patents, 2S^ 7.) 
CONSTRUCTION OF SPECIFICATIONS AND PATENTS. 

1. Reissue letters patent No. 4418, granted Henry Voelter, June 6, 1871, for "im- 
provement in reducing wood to paper-pulp," declared valid in view of the state of the 
art, with the exception of the third claim. 

[Henry Voelter, 100. 

2. A description that sets forth the general theory of a process invention, but fails 
to disclose some one method of carrying it into effect, is insufficient. So, likewise, is a 
claim that is not tangible or well defined. 

[A. D. Elbers, 123. 

3. The invention described in the original patent to William J. Clark consists in the 
manner in which he applied lateral compression to the manufacture of an angular neck 
and in the manner in which he permitted the shaping mechanism to become anvil ends 
upon which the header could operate to form a head upon the bolt. 

[ * Clark v«. The Kennedy Manufacturing Company et aZ., 152. 

4. He did not discover that swaging round iron would form an angular neck, and 
that upsetting would form a head, and that both operations would form a bolt ; but he 
did invent what was before unknown — the mechanical means by which swaging would 
form an angular neck from round iron, which mechanism could be used in connection 
with upsetting. 

[* ibid., 152. 

r 

5. The thing invented and patented was not any mode of swaging combined with 
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upsetting; bat it was the employment of specified means, or their equivalents, for the 
accomplishment of a desired end. 

[* Ibid., 152. 

6. The claims for the process of forming the angular neck and protuberant head, as 
contained in the reissue, construed to be to use substantially of the dies described in 
the specification, or their equivalents. 

[* Ibid., 1.52, 

7. The claim in the reissued patent does not include any machine for making bolts 
from round iron, in which machine the two operacious of forming the angalar neck by 
dies which will swage, and forming the head by upsetting, are combined. 

[^ Ibid., 1.52. 

8. The patent of John Dalton for '<a head or hair net composed of a main set of 
meshes fabricated of coarse thread, combined with an auxiliary set or sets of meshes 
fabricated of fine thread," is void, bticaase there is no invention in it, and because 
various fabrics had been made and were in public use for a l6ng time before his appli- 
cation, which are precisely and accurately described by Dalton in the specification and 
claim of his patent. 

[* Dalton V8. Jennings,' 15*3. 

9. The claim of the Cummings patent, reissue No. 1,904— "the plate of hard rubber^ 
or vulcanite, or its equivalent, for holding artificial teeth, or teeth and gums, substan- 
tially as described'' — is for a set of artificial teeth, as a new article of manufacture, con- 
sisting of a plate of hard rubber with teeth, or teeth and gums, secured thereto in the 
manner described in the specification, by embedding the teeth and pins in a vulcaniz- 
able compound so that it shall surround them while it is in a soft state, before it is 
vulcanized, and so that when it has been vulcanized the teeth are Hrinly and insep- 
arably secured in the vulcanite, and a tight joint is eftected between them, tbe whole 
constituting but one piece. 

[* Smith V8. The Goodyear Dental Vulcanite Company et al,^ 171. 

10. It is for a new product, difiering from all that had preceded it not merely in 
degree of usefulness and excellence, but difiering in kind, having new uses and prop- 
erties. It was different in kind or species from all other devices. Devising and form- 
ing such a manufacture by such a process and of such materials was invention, although 
sets of artificial teeth had been previously mounted upon bases of other materials. 
The case of Hotchkiss vs. Greenwood (11 How., 248) considered. That case does decide 
that employing one known material in place of another is not invention if the result 
be only greater cheapness and durability of the product. But this is all. It does not 
decide that no use of one material in lieu of another in the formation of a manufacture 
can, in any case, amount to invention, or be the subject of a patent. If such a sub- 
stitution involves a new mode of construction, or develops new uses and properties of 
the article formed, it may amount to invention. The substitution may btf something 
more than formal. It may require contrivance, in which case the mode of making it 
would be patentable ; or the result may be the production of an analogous, but sub- 
stantially different, manufacture. 

[* Ibid.-, 171. 

11. The invention claimed in the reissued patents of Lacy and Cornell for improve- 
ments in bushes and wrenches for their insertion in beer-barrels, held to be patentable. 

[Cornell r«. The Downer and Bemis Brewing Co. et al.j 194. 

12. Where there is a slight change in a machine, by which a new result is brought 
about, and which might be the subject of a patent, courts do not feel inclined to ex- 
tend the invention beyond the mere change, although they may be inclined to sustain 
the patent ; but where something elementary has been discovered and constitutes fairly 

26 D 
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a part of the invention of the patentee, no other inventor or mannfactarer on^ht to he 
permitted to nse that elementary part without paying tribute to the first inventor or 
originator. 

[• Ibid., 194, 

13. Charles Seidler's reissued patent of October 34, 1876, oonstrned to embraee the 
impressment of a hard or metallic lai>el upon either the inner or outer face of a plug 
of tobacco. 

[* Lorillard Sl Co. v«. McDowell <& Co., 237. 

14. The inventor entered a disclaimer to that portion of his specification referring 
to the omission of the tar-paper and the formation of the blocks without interposing 
anything between their joints, and further disclaimed *' the forming of blocks from 
plastic material without interposing anything between the Joints while in the process 
of fcrmation." Hetd^ that this disclaimer left the patent for a pavement wherein the 
blocks were formed by the interposition of some separating material between the 
Joints, and in the specification the patentee ha? described tar-paper or its equivalent. 

[* Schillinger r«. Gunther, 260. 

15. The improvement effected by the patentee consisted in dividing the pavement 
into blocks, so that one block might be removed and repaired without injury to the 
rest of the pavement. 

[•Ibid., 260. 

16. A liberal construction is to be given to the language of all patents and specifi- 
cations, so as not to limit the actual invention of the patentee. 

[* Ibid, 260. 

17. The patent granted to Eli W. Blake for a stone- breaker, June 15, 1858, reissued 
January 9, 1866, and extended June 15, 1872, is not anticipated by the earlier patent 
to Hobbs and Brown for '* improvements in the application of well-known mechanical 
means for the purpose of crushing ice," and to Hamilton for ^* crushing and grinding 
quartz or other substances/' they not containing any of the essential elements of 
Blake's invention. 

[* Robertson et ah vb, Blake, 266. 

18. The invention patented to Wm. Beschke, August 14, 1866, includes as a neces- 
sary ingredient wire-gauze or perforated thin plate in the form of scrolls or of layers 
like the leaves of a book. 

[* Ashcrof t V9, Hollings, 270. 

19. The invention secured to James Swan in his reissued patent of October 21, 1873, 
consisting of the method and means for forming auger-lips thus described is not antici- 
pated by the patent to Ransom Cook, inasmuch as the former bends and swages or 
draws out the lips, while the latter merely twists or bends them. 

[*Bruflft7«. Ives, 275. 

20. Swan's invention consists, generally, in the combination of the two sets of dies 
holding and forming, so that the action of the rotating forming dies upon the lips 
clamped by the griping-dies may upset and form the lips. 

[•Ibid., 275. 

21. The courts are inclined to give a patentee the benefit of a liberal construction of 
the patent, and when it appears that a valuable invention has really Ikbcu ma^e, to 
uphold that which was invented, and which comes within any fair interpretation of the 
claim ; but when there are three inventions described, and but two claims made, each 
of which is valid and for the invention described therein, the court cannot give effect 
to the third invention, which the patentee has failed to claim, ti^ed by \^ 

[ ' Merrill v«. Teomans, 279. 
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22. Letters Patent. So, 8*2606, reissued March 7, 11871, to Geurg^e Crouch, for a par- 
icnlar construction of strap to *^ confine a shawl or similar article in a bnndle," de- 
clared to be void, in conseqneuce of prior knowledge and public use. 

[* Crouch V8, Roemer, 288. 

23. Reissue Letters Patent No. 3523, granted J. C. Henderson, Jnne 29, 1869, for '< im- 
provement in coal-stoves/' reviewed and sustained. 

[* Henderson et al. vs. The Cleveland Co-operative Stove Company, 293. 

24. The patentee having stated that the combination of two certain elements or 
features mnst be preserved in whatever form of stove his improvements were applied. 
Reldf that separate claim to each of the elements could, nevertheless, be maintained. 

[•Ibid., 293. 

25. The case distinguished from Vance vs. Camphtllj (1 Black, 427,) in that separate 
claim is made to each element, as well as to their combination, although the entire 
improvement is said to consist of their combination alone. 

[* Ibid., 293. 

26. A patent should never be defeated for a mere technical defect, if it clearly ap- 
pears what the inventor has described and claimed as his invention. 

[* Adams V8, The Joliet Manufacturing Company, 304. 

27. Letters Patent No. 119705, granted to E. A. Heath, October 10, 1871, declared to 
be void, in view of letters patent granted to Wm. H. Topham, Augast 2, 1870, for an 
improvement in spittoons. 

[* IngersoU r». Turner & Turner, 310. 

28. Reissue Letters Patent No. 5155, grant* d to Andrew Albright, November 26, 1872, 
for ^'improvement iu dies for finishing rubber -coated harness -mountings," reviewed 
and sustained. 

[•Albright vs. The Celluloid Harness-Trimming Company, 311. 

29. The patent of Nathaniel Jenkins for a ^' self-closing faucet,'' issued June 27, 1865, 
is not anticipated by the French patent of Chretien Mt>rand, dated November 14, 1851, 

[ * Zane et al va. Peck Bros, d^ Co., 325. 

30. The courts will endeavor to give such construction to a patent as will support 
the invention, and will not unnecessarily adopt one that would render the patent 
invalid. 

[Goodyear Dental Vulcanite Company vs, Davis. Same vs. Defendants in 
sixty-seven other cases, 327. 

31. The scope of the Cawood patent (1 Wall., 491) more fully defined, and its validity 
sustained. 

[* The Railroad Companies vs. Tnrrill, 341. 

32. Reissue letters patent, granted John Deuohfield, April 20, 1872, examined and 
sustained. 

[• Herring et al vs. Nelson et al Same vs. Gage et al, 359. 

33. Reissue Letters Patent No. 6100, grant<>4'H. A. Lyman, October 27, 1874 (Thom- 
son Langdon d& Co., assignees), declared to be valid, in view of the previous state of 
the art and of the invention exercised in producing its subject-matter. 

[* Thompson et al vs. Jacobs et aly 377. 

34. The specification and claim in both of complainants' patents having clearly in- 
dicated that certain characteristic features were regarded as of the essence of the 
invention, the court declined to enlarge the scope* of the patents beyond what was 
thos explicitly set forth. ti^g^ ^^, ^ 

[* The Keystone Bridge Company vs. The Phoenix Iron Company, 384. 
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35. The courts have no right to enlar^^e a patent beyond the scope of its claini as 
allowed by lawful authority. 

[Ibid., 384. 

36. When the terms of a claim Id a patent are clear and distinct (as they always 
should be) the patentee in a suit brought for iufriuj^emeut is bound by it. (Met^rill vs. 
Yeomana, 94 U. S., 573.) He can claim nothing beyond it. 

[Ibid., :J84. 

37. Upon suit brought patentees cannot show that their invention is broader than 
the terras of their claim ; or if broader, they must be held to have surrendiered the sur- 
plus to the public. 

[Ibid., 384. 

3^. Reissue Letters Patent No. 6660, granted Edgar Hnson, September 29, 1875, for 
improvement in wagon-gearing, examined and sustained. 

[* Halsey vs, Garlick et aL, 392. 

(See Claims, 4, 5,6, 7, 8; Construction of Claims, 5, 7, 8, 11, 12; Disclaimers; Equiv- 
alents, 3, 5 ; Function and Result ; Infringement, 4, 11, 14, 20, 34, 35 ; Patents 5, 
Practice in Patent Office 20, 21.) 

CONSTRUCTION OF STATUTES. 

1. Section 35 of the act of 1870, which declared all applications to be abandoned that 
had been rejected or withdrawn prior to the date of its passage, and that had neither 
been renewed nor a new application filed within six months thereafter, construed to be 
modified by section 111 of the same act, so as not to include applications pending at 
the date of its passage. 

[John P. Mygatt, 59. 

2. The word ** pending ^* is used in the section In the same sense as it is applied to a 
suit — that is, it is pending so long as it remains undecided or in suspense. 

[Ibid., 59. 

3. Acts of limitation will be construed prospectively only, unless a contrary inten- 
tion clearly appears. 

L*yaughn V8, The East Tennessee, Virginia, and Georgia Railroad Company, 256. 

(See Abandoned Invention, 1, 2, 3; Defenses, 3; Jurisdiction, 5, 6, 7; Patents, 1, 2; 
Pleadings and Practice, 3, 18, 28 ; Process, 1 ; Reissue, 3, 10.) 

CONTINUING APPLICATION. 

Cummings applied for a patent on April 12, 1855. His application was rejected 
twice, and on February 3, 1856, a third rejection followed a reconsideration. From 
that time until the patent was finally granted the applicant was in ill health and poor. 
He did not withdraw his application, nor acqniesce in the action of the Patent Office. 
He made frequent applications to his friends for advances to enable him to prosecute 
his application. In February, 1859, an attempt was made for an appeal to the Board, 
but the Commissioner refused to allow it. On March 1, 1864, he presented a petition 
for the grant o :' a patent for the same Invention. The patent was granted on Jane 7, 
1864. The invention went into public use in 1859. Held (Justices Bradley, Miller, 
and Field dissenting), that the proceeding to obtain a patent was a continuous one from 
1855 until it was granted ; that the application of 1855 not being severable from that 
of 1864 there was no foundation for the allegation that the invention was abandoned 
to the public, and that it was in public use or on sale for more than two years prior to 
the inventor's application. There' was no abandonment, actual or constructive. 

[* Smith V8, Goodyear Dental Vulcanite Co. ei aZ., 171. 

(See Abandoned Application, 2 ; Jurisdistion, 2.) 
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DAMAGES. 

1. The amount of profits on a liianufactured article is not always the rale of damages 
for an infringement. The conrt should endeavor to ascertain the damages which re- 
sulted to the plaintiff by the unauthorized use of his invention. 

[Magic Ruffle Company vs. Elm City Company, 212. 

2. The infringement being of a patent for an improved chain composed of alternate 
closed links and open spiral links formed of one or more coils of gold tubing, the dis- 
tinctive feature of the invention consisting in the constrac\;ion of the open spiral links 
from a specified material, viz., gold tablng, the damage sustained is not the advantage 
derived from the use of open links or open spiral links of gold tubing over what would 
have ensued from the use of closed links or tubing or open spiral links of solid gold, as 
the two elements of utility and novelty wbicli the new article possesses do not exist in 
a soldered chain of tubiug, or in a chain made of split gold rings of solid wire. 

[* Mnlford ef dl. r». Poarce e/ ul.^ 254. 

3. The patented and unpatented articles are entirely distinct from each other, and 
the result which is found in the former cannot be obtained from the latter ; therefore 
the principle decided in Mowry V8» Whitney is not applicable. 

r* Ibid., 254. 

4. The complainant was found entitled to nominal damages only, the burden of proof 
being upon him, and it appearing that the proof was meager and indefinite, but four 
machines made, no established license fee, the profits made being due in part to inven- 
tions covered by other patents, and no distinction made between profits accruing from 
the use of complainant's invention, and that from the other inventions and manufac- 
turers* profits. 

[ * Robertson et al, vs, Blake, 266. 

5. The scope of a patented invention having been defined, and the court having de- 
clared that the damages could not exceed the profits arising from the use of the im- 
provement, a failure to show any such profits makes nominal damages alone recovera- 
ble. 

[* The Gonld's Manufacturing Company V9. Cowing et ah, 383. 

(See Infringement, 31 ; Pleadings aod Practice, 14.) 
DECREE. 

1. The sale of articles made under the sanction of a patent, not considered at the trial 
of the case, cannot be regarded as covered by a decree In such suit, unless a strong 
and obvious case of infringement, beyond all question or mere colorable difference, is 

jnade out.- 

[*Baerk vs, Imhaueser etah^ 161. 

2. A decree for infringement was entered against Wright and a co-defendant, and, 
pending the report of the master, the former associated another party with him as 
partner, and engaged in the manufacture of the patented article in another district : 
S^ld, that Wright's present partner is so far in privity with the former case by his part- 
nership relation to Wright that he is bound by the decree. 

[* I^ayton vs, Wright & Herring, 170. 

3. The purchaser of a patent stands in full pr ivity to a decree obtained by the former 

owner in a suit for infringement. , 

1^» Ibid., 170. 

4. If a patent is surrendered for reissue after final decree or judgment, the surrender 
has no effect upon a right passed previously into Judgment. The right of the patentee 
then rests on his judgment or decree and not on his patent. Digitized by VjJl_iiJV ic 

[* Mevs vs, Conover, 286. 
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DEFENSES. 

1. Pablio eraploynient is no defense to the employ^ for having converted the pri- 
vate property of another to the pablic nse without his consent and without Jast com- 
pensation. 

L^Cammeyer and Lewis v$, Newton et a7., 182. 

2. Private property, the Constitution provides, shall not be taken for public nse with- 
out just compensation, and it is clear that that provision is as applicable to the gov- 
ernment as to individuals, except in cases of extreme necessity in time of war, and of 
imminent and impending public danger. 

[•Ibid., 182. 

3. All the defenses which the statute authorizes may be made rs well in respect to 
patents granted upon applications renewed under the 35th section of the act of 1870 
as in respect to those issued upon original applications. Lapse of time, per $e, does 
not constitute abandonment. 

[* The United States Rifle and Cartridge Company ei al vs. The Whitney 
Arms Company et at., 197. 

(See Pleadings and Practice, 16, 17, 18, 20, 21, 22, 23, 24.) 
DESIGNS. 

1. In some prints the novelty of the design may consist in the form, outline, or 
grouping ; in others, in the use, combination, arrangement, or harmony of colors; in 
others, in the combination of some or all of these attributes. 

[•Richardson v$. Miller et aL, 291. 

2. Design patents are subject to the general principles of construction applicable to 
mechanical patents. A combination or aggregation of old designs producing no new 
appearance is not patentable. 

[•Northrop et aL vs. Adams, 322. 

3. When, iu a design of a rectangular provision-safe, the only originality consisted 
*n the nse of two vertical panels in each wall and a familiar molding around the top 
and bottom, the patent was held invalid. 

[• Ibid., 322. 

4. Doubted whether it is a proper subject for a design patent to make sieves with a 
flare, so that they can be nested one within another ; and, if so, the design lacks 
novelty. 

[Adams & Westlake Manufacturing Company r«. Saint Louis Wire Goods 
Company, 379. 

(See Infringement, 22, 23, 24.) 
DILIGENCE. 

1. The same degree of diligence is not required of an inventor who has completed 
his invention as of one whose invention has not been reduced to practice. • 

[Freund ve. King, 6. 

2. The diligence required of the one first to conceive, in order to make out a supe- 
rior title to the invention as against one first to reduce the same to practice, is an 
absolute and not a relative matter, and must be shown to be reasonable under the 
circumstances. 

[Mill ward V8. Barnes and Barnes, 34. 

3. It is a well-settled principle of law that diligence on the part of the party fimt to 
conceive the invention constitutes an essential element of the title of first and origi- 
nal inventor. 

[Gross v$, Sargent, 37. 
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4. The theory of the patent law requires that an inventor shoald be diligent in giv- 
ing his efforts to the public, and a private corporation cannot be substitated for the 
public as the recipient of the inventor^ efforts. 

ribid., 37. 

(See Abandoned Application, 3; Priority of Invention, 1, 2.) 

DISCLAIMERS. 

1. A disclaimei^ properly made, attested, and recorded, becomes a part of the specifica- 
tion to the extent of the interest of those who malce it, but will not affect any action 
pending at the time of its being filed, except as Co unseasouable neglect or delay in 
filing it. 

[* Dunbar and Hopper vs, Myers, ex., et ah, 140. 

2. Th^ disclaimer niUHt be talcen into account in coostruiug tlie patent, except when 
its effect is to enlarge the nature of the invention aud prejudice the riglits of the 
respondent. 

[•Ibid., 140. 

3. Matters properly disclaimed cease to be part of the invention, aud render the 
patent tlie same as if such matters bad never been included. 

[* Ibid., 140. 

4. A disclaimer limiting the nctnal invention of the patentee, the result of an error 
or mistake on the part of the Office, may be omitted in a reissue. 

[*Tbe American Shoe Tip Company vs. The National Shoe Toe Protecto 
Company, 251. 

(See Construction of Specifications aud Patents, 14.) 
DIVISION OF APPLICATIONS. 

1. The mere fact that an article can be made upon an improved machine, capable of 
geueral use, and not specially adapted for the production of this particular article, is 
not sufficient to establish such unity of invention as to warrant their being included 
in the same application. 

[Junker aud Wolf, 10. 

2. Separate and distinct inventions, that do not co-operate or depend upon each othe 
for their operation, cannot be included in one application. 

[C. F. Dieterich, 14. 

3. The retort-charging mechanism, the coke-removing mechanism, and the coke- 
transporting hopper, although capable of being employed together in the manufacture 
of gas, cautiot for that reason alone, there being no patentable combination between 
them, be included in the same application 

[Ibid., 14. 

4. The requirement of a division of an application presupposes the existence of mat- 
ters which might become the subject of separate patents. 

[R. Pintsch, 43. 

5. Where claim was made in the same application to a process of manufacture, the 
article produced, the mechanism employed, aud also to certain additional steps in pro- 
cess treatment, together with the modified article thereby obtained, the application 
was held to be duplex, and the varied process and article required to be expunged. 

[A. D. Albers, 55. 

6. Separate independent inventions, whicd are not ueces.<»arily connected with the 
apparatus described or article naturally produced thereby, but which may be u 
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with other apparatus and in conuection with the article prodaoed in other ways, can- 
not be included in the same application with them. 

[Ibid., 55 

7. A domestic application, made up from a number of foreign patents, will be divided, 
for the purpose of restricting the term, if the subjects-matter separated are not properly 
in combination. 

[C. W. Siemens, 75. 

8. A device for opening and closing window-blinds cannot be incli\ded in the same 
application with another for locking and unlocking the blinds, it appearing that there 
is no community or dependence of operation between the two. 

[Henry Law, 119. 

9. The fact that the two devices would probably be used together because of their 
convenience is no test of their right to be included in a single application. 

[Ibid., 119. 

10. There must be intercommunication of parts or mutual dependence of the distinct 
devices to entitle them to be thus incorporated. 

[Ibid., 119. 

(See Joinder of Invention, Joint Invention, 1 ; Oaths, 1 ; Practice in Patent Office, 16.) 
ENLARGED INVENTION. 

1. Where the specification of the original patent suggested no invention save the one 
contained in the eutire combination, the claim in the reissue for a lesser number of 
elements than it embraced was declared void. 

[* Miller & Co. vs. Bridgeport Brass Company, 336. 

(See Construction of Claims, 7; Construction of Specifiations and Patents, 34, 35, 36, 
37 ; Novelty, 2 ; Reissue, 16, 17, 18, 21, 24.) 

EQUIVALENTS. 

1. Notches or " cutaways'' being common in plain- edged paper bags to facilitat<e the 
opening of the mouth, it is mere double use to provide '^ jagged-edge'' bags with the 
same feature. 

[J. ArkeU, 73. 

2. A combination claim held to be mtst by the reference cited, where the elements in 
both were identical in arrangement and also in ki'n^, with the exception of a single 
one, which, though differing in form, was the same in function and effect as the corre- 
sponding element of the reference. 

[John D. Murray, 90. 

3. An inventor is supposed to describe in his patent the best mode of practicing his 
invention, but is not necessarily limited to the precise construction shown, so as to ex- 
clude a method differing from it only in a single detail, but producing the same result. 

[** Lorillard & Co. vs, McDowell & Co., 237. 

4. The fact that there is an advantage in having the die stationary while the header 
moves toward it is not alone sufficient to show that the machine is not the equivalent 
of that patented, all fhe elements of combination existing alike in both, and operating 
the same in combination. 

I* The Union Metallic Cartridge Company va. The United States Metallic Cart- 
ridge Company, 289. 

5. An inventor, without describing equivalents in his patent, is entitled to be pro- 
tected in their use and to treat their use by others as an infringemei^rstuL 

[* Ibid., 289. 
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6. The fact that one patent is granted for a caspadore and the other.for a spittoon 
is of no importance, as the ditterenoe is merely of form, and the form itself is old. 

[* IngersoU w. Turner & Turner, 310. 

7. Defendant having substitated broad bearing-surfaces for the cutting-edges of 
complainant's dies, the change held to be colorable as one simply arising from the 
difference in material upon which the dies were used without variation in result. 

[* Albright vs. The Celluloid Harness Trimming Company, 311. 

(See Infringement, 8, 9, 12, 13, 16, 18, 34, 35, 38; Invention, 5 ; Substitution, 5.) 

ESTOPPEL. 

1. In order that a former judgment of a court of competent jurisdiction obtained in 
an action between the same parties shall act as an estoppel in a subsequent suit, it 
must be certain that the consideration and determination of the particular matter sought 
to be concluded was necessarily involved in. the verdict and judgment. 

[* Russell v«. Place & Place, 301. 

2. If this does not clearly appear from the face of the record, extrinsic evidence con- 
sistent with the record may be admitted to establish the fact. 

[•Ibid., 301. 

3. Where several distinct matters may have been litigated, upon one or more of which 
the judgment may have passed, and it remains uncertain which of them was thus liti- 
gated, and upon which the judgment was rendered, the whole subject-matter of the 
action will be at large and open to a new contention. 

[•Ibid., 301. 

4. Complainant having made claim in his patent to an article and to a process in 
which that article was used, and it being uncertain whether judgment was rendered 
on one or both of these claims, the defendant in a subsequent suit was not estopped 
from setting up both the former and new defenses in his answer. 

[•Ibid., 301. 

5. An agreement with a complainant not to manufacture the device of a certain firm 
does not work an estoppel, it being a controverted fact as to the identity of such device 
with that alleged to be infringed. 

[• Boemer V8. Simon ei al., 368. 

EVIDENCE. 

1. Full credit must be accorded to the testimony of an unimpeached witness. 

[Freund vs. King, 6. 

2. Obtaining a patent for an invention is presumptive evidence that the party has 
not abandoned the same. 

[Ibid., 11. 

3. Testimony in a cause must be confined to the point in issue, and all not bearing 
directly or indirectly thereon is subject to be stricken out. 

[Miller vs. Miles, 15. 

4. Testimony as to public use taken in an interference in no manner connected with 
or ancillary to the matter at issue, but relating to the acts of parties not in interest, is 
not competent evidence, and cannot be received. 

[Ibid., 15. 

5. Sketches, drawings, models, oral and written descriptions, and experiments, all 
oonstitute evidence to be considered in determining the question of priority of invention. 

[Withington vs. Locke, 27. 
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6. The grantiDg of a patent is^mafaeie bat not conolnsive evidenoe that the right 
to the invention has not been sorrendered to the pnblio, and the same is true in regard 
to abandonment npon renewed applications which were made under the 35th section 
of the act of 1870. 

[♦•The United States Rifle and Cartridge Company et al r». The Whitney 
Arms Company et al.f 197. 

7. The filing of an application is conclnsiye evidence that at its date the inventor did 
not intend to give his invention to the public, bnt it is not conclusive evidence that he 
did not subsequently do so. 

[•Ibid., 197. 

8. In suits for infringement ^Hhe patent is i^rtma/ac/e evidence that the patentee 
was the original and first inventor, and any one who controverts this assumes the bur- 
den of proof and undertakes to show affirmatively that there was a prior knowledge 
and use of the invention, under such circumstances as to give to the public the right 
of its continued use against the paten tee.'' (Crouch V8, Spear et al., 6 Official Ga- 
zette, 187.) 

[Crouch v$. Roemer, 288. 

(See \bandoned Experiment, 1 ; Abandoned Invention, 3 ; Foreign Use, 2.) 

EXTENSIONS AND EXTENDED PATENTS. 

1. In an application for extension jsufficiency of remuneration is a matter of fact, and 
not one npon which the judgment of the Commissioner can be informed by expert tes- 
timony. 

[Henry Voelter, 100. 

2. Purchasers of patented machines are entitled to repair and perfect them, and use 
the same during the extended term of the patent. 

[* The Union Metallic Cartridge Co. V8. The United States Metallic Cartridge 
Co., 289. 

(See Infringement, 39; Jurisdiction, 2.) 

FOREIGN PATENT. 

1. An invention is not patented in England s'o as to anticipate an invention patented 
in this country, until the completed specification has been filed. The date of filing the 
provisional specification is not to be considered. 

[* Smith V8, The Goodyear Dental Vulcanite Company et al., 171. 

2. A foreign patent in order to invjtlidate an American patent mnst antedate the in- 
vention patented. 

[Cochrane et at ve, Deener et al,, 242. 

CSee Division of Applicatiofis, 7. 

FOREIGN USE. 

1. Proof of prior use in a foreign country will not supersede a pateutr granted heie 
unless the alleged invention was patented in some foreign country. 

[* Roemer vs, Simon et al, 368. 

2. Proof of such foreign manufacture and use, if known to the applicant for a patent, 
may be evidence tending to show that he is not the inventor of the alleged new im- 
provement. 

Digitized by Vjt>\B^4v:368, 
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FORM AND LOCATION. CHANGES IN. 

1. The chaufi^ of looatioo of an element in a combination, where that ohmge pro- 
dnces in snbetanoe no new combination nor a new operation, is not patentable. 

[H. Gross, 3. 

2. Mere change of form or location in a mechanical stractnre is not the subject of a 
patent without showing that some new or materially- improved result is obtained. 

[ * Pea^rl el al ««. The Ocean Mills et dl., 1.33. 

3. The greatly-improved result attending a change in the form or location of parts 

when viewed in connection with the failure of the many experiments previously made 

to accomplish similar results by mere structural changes, has a grealb tendency to 

prove that they involve some functional difference beyond mere mechanical perfection 

and adjustment. 

[•Ibid., 133. 

4. When changes of form involve functional differences, producing dew or better re- 
sults, they are patent-able. 

[*The Swain Turbine and Manufacturing Company vs, Ladd, 166. 

5. A change of location of a part in a combination, where there is no new function 
performed by the changed member in its new location, will not evade a patent. 

[* Adams vs. The Joliet Manufacturing Company, 304. 

6. The fact that it does its work better thaa in the position occupied in the infringed 
machine is merely of degree, and makes no difference so long as the result is the same. 

[* Ibid., 304. 

7. The patent of Isaac Eppinger for ''bunch and .plug tobacco,'' granted June 17, 
1873, is valid, notwithstanding the essential difference from what preceded it in the 
art lies solely in the shape or form of the coil of tobacco. 

[* Eppinger vs, Richey & Boniface, 353. 

8. The difference in form being productive of new and valuable results, it could not 
be said to be a matter of fancy or the exercise of mechanical skill. 

[*Ibid., 3.«>3. 

9. Invention is evidenced from the long-existing evil which wa3 thereby remedied, and 
which would have been cured ling since in the art had it depended simply on mechan- 
ical skill. 

[*Ibid., 353. 
FUNCTION AND RESULT. 

1. Where a new combination of old elements, produciug new and useful results, is 
patented, it is the established rule that the invention, if any, within the meaning of 
the patent act, consists in the means or apparatus by which the result is obtained, and 
not merely in the mode of operation independent of the mechanical devices employed. 

[* Fuller and Barnnm v$, Yentzer and Scates, 218. 

(See Construction of Claims, 1, 6, 9, 10, 13; Construction of Specifications and Patents, 
5,7; Infringement, 10; Invention, 8; Novelty, 3; Patentability, 14.) 

FRAUD. 

1. Fraud is never to be presumed, but must be strictly proved ; and particularly is 
this the case when record evidence is sought to be impeached. 

[Merrill and Merrill vs, Glidden, 11. 
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INFRINGEMENT. 

1. A patented oombination is not infringed by a machine in which one of the in^Tpre- 
dients is omitted. 

[*Danbar and Hopper v$. Myers, Ex., et al,, 140. 

2. The patent covers dies oonstraoted with the roand and square portions of similar 
area, whereby the lateral swaging is effected before the header operates ; and it is not 
infringed by the use of dies, the sqnare portion of which is of greater area than the 
ronnd, and the swaging and upsetting operations are simaltaneously performed. 

[*Clark V8, The Kennedy Manufacturing Company et al,, 152. 

3. It does not constitute a new infringement to sell part of a patented device neces- 
sary to its operation, but not covered by the patent, when they have already been 
charged in the accountings for the sale of the patented portion. 

[*Buer]c vs, Imhaueser et ah, 161. 

4. Birdsell's invention, construed to be for the combination of a pure thrashing-cyl- 
inder with pure hulling-cylinder, and defendant's present machine, a combination of 
two hnlling-cylinders, and although the first cylinder may separate the straw from the 
heads by a rubbing action, it is not a pure thrashing-cylinder, and therefore not an in- 
fringement of BirdselFs claim. 

['Birdsell vs. The Hagerstown Agricultural Implement Company, 203. 

5. Where the invention is embodied in a machine, the 'question of infringement is 
best determined by a comparison of the machine or apparatus constructed or used by 
the respondent with the mechanism described in the specification of complainant's 
patent. 

[* Fuller and Bamum vs, Yentzer and Scates, 218. 

6. A patent may be granted for a new combination of old elements or ingredients if 
it produces a new and useful result ; but in such case the invention consists merely in 
the new combination, and the patent therefor is not infringed by a substantially dif- 
ferent combination, even though it includes the exact same elements or ingredients. 

[•Ibid., 218. 

7. The rights of a patentee for a mere combination of old ingredients are not in- 
fringed unless it appears that the alleged infringer made, used, or sold the entire com- 
bination. 

[•Ibid., 218. 

8. The substitution of a known equivalent for one of the ingredients of a patented 
invention is not a good defense for an infringer ; but if the ingredient was a new one 
or performed a substantially different function, or was not known at the date of the 
patent as a proi>er substitute for the one omitted, there is no infringement. 

[•Ibid., 218. 

9. The infringement of a patent is not avoided by the substitution for one member 
of the combination of an old ingredient performing the same function, and well known 
at the date of the patent as a proper substitute for the one omitted. But the rule is 
otherwise if the ingredient substituted is a new one, or performs a substantially dif- 
ferent function, or was not known at the date of the patent as a proper substitute for 

the one omitted. 

[•Fuller and Baraum vs. Tentser et dl,, 227. 

10. A claim for **& tuck-creasing mechanism, such as described, having its upper and 
lower parts connected, and together adjustable as to its relations with the needle of a 
sewing-machine, and operated by the sewing-machine, as set forth," is not infringed 
by every form of mechanism by which a creaser is attached or a^Jnsted to a sewing. 
machine by which unity of adjustment is accomplished. 

[• Fuller and Barnum «a. Tentser ei ol., 287. 
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11. The patents granted to David C. Price for linprovemeDts in portable show an^ 
circns seats are not infringed by the use of chair-seats placed upon every alternate 
board of the ordinary circns-seats. 

[* Price V8, Kelley, 235. 

12. One device may be the equivalent of another in the general combination with 
other elements, and yet, when taken by themselves as separate pieces of machinery 
they may not be the same, and the use ot one not the infringement of a patent for the 
other. 

[* Cochrane et aL V8, Deener et aL, 242. 

13. While the parts of machinery which go to make up a combination could not, 
when separately considered, be regarded as identical or conflicting with those described 
in a patent, yet having the same purpose in the combination, and effecting that pur- 
pose in substantially the same manner, they are the equivalents of each other in that 
regard. 

[* Ibid., 242. 

14. The construction of a concrete pavemient in sections, by forming each section 
against the adjoining one, and while the material is still soft inserting a trowel to make 
a joint between them, is an infringemeut of the patent granted to J. J. Schillinger, 
May 2, 1871, for an improved concrete pavement. 

[* Schillinger vs. Gnnther, 260. 

15. The patentee forms his joints by the permanent interposition of some material 
between the blocks, ^hich material also serves in some degree to make a tight joint, 
while the defendant forms a joint by the Insertion of a cutting-instrument between the 
blocks, and then removing the instrument, leaving the joint an open one for the time. 

[* Ibid., 260. 

16. The substitution for one part of the operating mechanism of a combination the 
equivalent- of that omitted, does not avoid an infringement. 

[* Robertson et al, V8, Blake, 266. 

17. The patent for a lamp, can, or barrel, packed in part with an absorbent or finely- 
granulated material, and over them a body of wire-gauze or perforated thin plate 
either rolled up like paper scrolls or put flat together like book-leaves, is not infringed 
by the use of a lamp containing cotton covered with a layer of asbestus or porous fire- 
proof cement, and covered with one thickness of wire-gauze. 

[*Ashcroft V8. HoUings, 270. 

18. Any device which secures substantially the same results as the patentees, by the 
same or equivalent mechanism, is an infringement. 

[•Vogler V8, Semple, 271. 

19. A patent for a process is not infringed by the sale of an article similar to that 
produced. 

[* Merrill V8, Yeomans et al.^ 279. 

20. The patent of A. H. Wonson for an improved paint to prevent the fouling of ships' 
bottoms by the adhesion of barnacles,- sea weeds, d^c, is for a paint composed of a sol- 
uble vehicle or medium, oxide of copper (of which the other salts of copper are not 
considered the equivalents), and such earthy or mineral matters as separate the par- 
ticles of the oxide and retard its solution, and such patent is not infringed by the use 
of a paint containing in place of the oxide of copper arseuite of copper. 

[* Wonson V8. Oilman et al,, 284. 

21. A patent for a machine for forming heads on cartridge- shells, in which the shells 
are carried through a die on the mandrel, and both mandrel and die are moved forward 
together, forcing the closed end of the shell against a stationary header and squeezing 
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it down to form the flaoges, in infringed by the aae of a machtne in which the die is 
stationary and the header advanced after the mandrel has carried the shell into p isitiou . 
[*The Union Metallic Cartridge Company vt. The United States Cartridge 
Company, 289. 

22. A copyrighted design for playing-cards is infringed by the manufacture of cards 
which, though differing in some repects, exhibit a striking similarity in those distinc- 
tive features of the main design wherein the cards registered differ from other plaving- 
cards previously used. 

[* Richardson vs. MilW et a!., 291. 

23. It is no answer to the charge of infringement that the whole of the design has 
not been copied, if those features of it have been appropriated which substantially 
embrace the novelty of the conception and the value in the application qf the art of 
the designer. 

[* Ibid., 291. 

24. The doctrine is as applicable to prints and engravings as to books, that one can- 
not take the vital part of another's work, although it may be a small part in quantity, 
or insert distinct and material portions of one work into the general texture of another, 
constituting its chief value, without being chargeable. with infringement. 

[* Ibid., 291. 

25. Where an invention is described as consisting of the combination of two ele- 
ments, and one of them proves defective, or is not used by the infringer, he will, never, 
theless, be restrained from nsing the remaining one, if the patentee has included it in 
a separate claim. 

[* Henderson et ah vs. The Cleveland Co-operative Stove Company, 293. 

26. To constitute infringement, there mnst be, first, similarity of design; second, 
substantial identity of purpose or result. 

[* Ibid., 293. 

27. Similarity of design being established, an infringement occurs if a result incident 
to the ooDstmction of a device is the same as that of the complainant, even though the 
primary purpose of the construction is for a different object. 

[* Ibid., 293. 

28. Experimental making and using of a patented invention is a technical infringe- 
ment that may be restrained. 

[* Albright V8, The Celluloid Harness-Trimming Company, 311. 

29. When a patentee gets his remuneration by patent or license fees, a recovery of 
the license or patent fee from an infringer, and its payment, authorizes the defeiidant 
to use the particular articles for which such recovery had beeu had. 

[* Perrigo e< aZ. V9. Spaulding, 320. 

30. When a patentee gets his remuneration in the exclusive use of his machine and 
the sale of its products, a recovery will not give the inf 'inger any right to the further 
use of the infringing machines. 

[* Ibid., 320. 

31. When a patentee gets his remuneration by the sale of his patented maehine for 
use by others, a recovery of profits and damages from the manufacturer of an inMnging 
machine is a full compensation for his ii^jury, and pUoes the patentee in the same po- 
sition as if he had made and sold the machine himself, and confers on third parties the 
right to use the machine while it lasts. 

Digitized by VjBI.^^^^^- 
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32. When a fall recovery and satisfaction from one party has been had the patentee 
has obtained all that the law gives him, and the particular article or machine becomesi 
in eifect, licensed by the patentee, and may be used so long as it lasts, iree from any 
farther claim by the patentee. 

[•Ibid., 320. 

33. The Cammings patent for a plate of hard rnbber or vulcanite is not infHnged by 
a plate made of cellaloid, the prodact and process being essentially different. 

[* Goodyear Dental Vnlcanite Company v$, Davis. Same v«. Defendants in 
sixty -seven other cases, 327. 

34. Cnmmings's in vention inclndes alone the article or manafactnre made by the pro- 
oesM described, and is only infringed by asing the materials described by him or their 
known equivalents, in the described process, or sach as in the process are mere snbsti- 
totes of one material for another without change in process or effect, producing there- 
by a product the equivalent of bis in the properties and functions described. 

[•Ibid., 327. 

35. Nobel's patent for dynamite describes a mixture of nitro-glycerine and a sulA 
stance which possesses a very great absorbent capacity, preferring infusorial earth, ren- 
dering the mixture more safe and convenient for transportation, storage, and use than 
nitro-glycerine, without loss of explosive power. These advantages are attained by the 
defendants by employing, instead of absorbent substances, mica scalec, which become 
coated with the liquid. Although admitted to be an improvement, still it is subsidiary 
to Nobel's invention and an infringement of this patent. 

[* The Atlantic Giant Powder Company r«. Mowbray $t oZ., 331. 

36. Because the iuveution has been used in au impeifect condition, or altered slightly 
in one particular without serious loss, it is no proof that it was no invention, or that 
the use of it in its altered condition was no infringement. 

[• The Railroad Companies V8. Turrill, 341. 

37. The infringement held to be not merely of the new parts or elements, but of the 
> combination of new and old, as a whole. 

[• Ruggles V8. Eddy & Shaver, 357. 

38. That an infringer has added something to the devices combined by a patentee 
does not enable him to use the combination without being answerable. 

[•Herring ei al, V8, Nest n etal. Same V8, Gage et aL, 359. 

39. R., the agent of the patentee, authorized the firm of H., C. & N., for a valuable 
consideration, to construct for use, at their place of business, the device (a furnace) in- 
volved in the patent. The defendants, who had acquired all the rights of the firm of 
H., C. & N., were sued for infringemen, because of the use of the device : F«Zd, first, 
that after the transaction with H., C. & N., the patentee had no right or interest with 
respect to the particular device and its use during the time of his original patent, and 
acquired none by the extension of his patent afterward ; second, that those who can- 
ttruded the device under the authority of the patentee, and the defendants who acquired 
it of them, have had and still have the right to U8e it at the particular place, clear of 
any claim of infringement by the patentee or his representatives. 

[• Black and Fitzgerald V8. Hubbard and North, 374. 

40. Although the right to use may not have been acquired by lawful conveyance (ac- 
cording to the statutes) of that right as a subject of conveyance by itself, it was 
acquired by constructing the device for use, with the consent of the patentee obtained 
and paid for. 

[• Ibid., 374. 

41. The swaging of the several parts of the sieve together be|^|g ^i]^e§^^|ti^|i^ement 
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of the invention set forth in plaintiff's patent, a preliminary injanotion was refused, it 
appearing that the defendant accomplished the joining by doable seaming. 

I* Adams and Westlake Mannfiftctaring Company v$. Saint Louis Wire Goods 
Company, 379. 

(See Burden of Proof; Constructipn of Specifications and Patents, 12; Damages; De- 
cree; Defense; Equivalents, 5,7; Estoppel; Form and Location, Changes in, 5, 6 ; 
Patents, 6, 11, 12.) 

INJUNCTIONS. 

1. It is not the established practice in the second and third circuits to stay injunc- 
tions upon application of the defendant until the coming in of the master's report. On 
the contrary, the ordinary practice is for an injunction, as a matter of course, to follow 
a decree in favor of the com'plainant on the merits, unless the defendant is able to 
show that the equities between the parties demand the withholding of the injunction 
until after an accountin£; has been had. 

[*The Rumford Chemical Works V8. Heoker, 192. 

2. A party whose patent is about to expire, seeking a preliminary injunction against 
infringers, is not chargeable with laches, where, being obliged to maintain his rights 
in the courts, he had but recently obtained an abjudication in their favor. 

[* The Rumford Chemical Works v«. Vice and Fifty-Six Defendants, 233. 

• 3. The suggestion, in defense, that the grant of a preliminary injunction will work 
injury in an indirect way to third parties, affords no ground for denying the plaintiff 
that which he has been adjudged entitled to. 

r* Ibid., 233. 

4. A long public acquiescence in the complainant's patent, together with the abjudi- 
cations in favor of its validity, Are prima facie sufficient reasons for the grant of a pre- 
liminary injunction when the infringement is palpable. 

[*The American Shoe Tip Company vs. The National Shoe Toe Protector Com- 
pany, 251. 

5. A motion for injunction against the user of a machine refused, because damages 
and profits had been recovered for the manufacture and sale of the machine from his 
vendor. 

[* Perrigo et al. v$. Spaulding, 320. 

(See Infringement, 41 ; Pleadings and Practice, 2, 3.) 
INTERFERENCES. 

1. In an interference all questions affecting the patentability of the subject-matter, 
the propriety of the interference, and the form of the declaration must be disposed of 
before the expiration of the time for filing preliminary statements, and all such matters 
are within the jurisdiction of the Primary Examiner. 

[Anson v$, Woodbury, 4. 

2. Failure to make objections before the expiration of the time for ^ling preliminary 
statements will be considered as a waiver thereof and .consent to the interference. 

[Ibid., 4. 

3. During an interference the Ifrimary Examiner may request its suspension for the 
purpose of considering new references. 

[Ibid., 4. 

4. The Examiner of Interferences may, in his decision upon the merits, notice any 
matters affecting the patentability of the subject in dispute, and th|) Primary Examiner 
is authorized to consider the same after the interference has been finally disposed of. 

Digitized by VjUI^IjIjJ^^^ 
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5. It being intimated at the hearing of the motion that there were other patents 
showing the sabject-matter at issue, the case was suspended and returned to the Pri- 
mary Examiner for report upon that point. 

[Ibid., 4. 

6. If, in the course of the interference proceeding, either party in taking testimony 
relating to the history of his invention should introduce proof relevant to the issue of 
priority, and which, at the same time, shows a statutory bar as against either party, 
such testimony will be tal^en notice of and considered in the manner prescribed in Rule 
59. 

[Wicks and Wyman V8, Enowles, 13. 

7. Priority awarded the party who made and applied the invention before his oppo- 
nent entered the field as a competitor. 

[Miller V8, Miles, 15. 

8. The issue in an interference is priority of invention, to which the question of 
originality is sometimes germane. 

[Ibid., 15. 

9. In computing the thirty days in which an appeal may be taken from the decision 
of the Board, the date of the notice of the decision is to be included. 

[Wright and Bryant va, Reese, 16. 

10. Parties should take notice of delays in the arrival of mails when the same are of 
public notoriety, and not by negligence in acting subject themselves to such ordinary 
risks. 

[Ibid., 16. 

11. When the final fee has been paid by the successful party in an interference, and 
nothing remains to be done but to issue the patent, it will not be withheld for the pur- 
pose of declaring another interference with an application filed subsequent to the ren- 
dition of the judgment. 

[Ibid., 16. 

12. The same principle is applicable to a motion to reopen an interference after the 
limit of appeal has expired and the case gone to issue, and everything been done except 
the delivery of the patent. 

[Ibid., 16. 

13. It is not necessary to an interference that the combination of each party should 
consist of elements identically the same in form so long as the combinations as entire- 
ties are the equivalents in arrangement and mode of operation. 

[Withington V8. Locke, 27. 

14. Although an interference is not the same in nature as an action for infringement, 
or a suit in equity to uphold or defeat a patent, the character of proof required to show 
the fact of invention is the same. 

[Ibid., 27. 

15. Notice of an adverse claim is to be presumed where one of two rival companies, 
engaged in the same line of business, having manufactured and introduced a valuable 
invention, the other suddenly commences to perfect and manufacture the same article 
which it had previously been solicited to take hold of, but had shown no desire or in- 
tention of so doing until after the other parties had been some time manufacturing. 

[Gross V8, Sargent, 37. 

16. An applicant as against an interfering patentee must show that his invention 

was complete, not simply for experimental but for successful practical use, prior to the 

invention of his adversary. , 

[Sargent V8. Burge, 62. 

27 D 
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17. Where devices in ioterference differ from each other in important particulars of 
oonstraotiony the sacoessfnl ose of one cannot be inferred from that of the other, which 
is established. 

[Ibid., 62. 

18. Snch SHCcessfal use involves n it only the snccessfhl mechanical operation of the 
invention in the single instance, or in a nnmber •f instances, bat its actual utility in 
every other respecr-. 

[Ibid., 62. 

19. In order to defeat a patent, a prior machine must have some commercial value, 
be worth mannfactnring for public sale, and worth baying for practical use. 

[Ibid., 62. 

20. A machine which is abandoned by its inventor, tested only experimentally by 
his assignee, and declined by the public, is conclusively of no value. 

[Ibid., 62. 

21. The rule confining the parties in their proofs to the dates set up in the prelimi- 
nary statement is specially applicable where the departure is made under suspicions 
circumstances. 

[Merrill and Merrill V8, Glidden, 11. 

22. In interference controversies, where the adverse party is a patentee, the applicant 
must show conclusively that he fully reduced the invention to a form or condition capa- 
ble of standing the test of actual practical use prior to the invention by the patentee. 

[Stover V8. Clark, 92. 

23. An experimental reduction — the illustration of a theory by a model — will not suf- 
fice of itself to establish this fact. 

[Ibid., 92. 

24. The preliminary statement rigidly adhered to, where there was substantial de< 
parture therefrom in the* interference contestant's testimony. 

[Martin, Bogle, Runyan, and Patric, 106. 

25. It does not follow that because an applicant has proceeded so far in developing 
#>^ invention as to be entitled to a patent, ex parte, he should also receive it as against 
a contesting patentee who was subsequent in conceiving of the invention. Adequate 
redaction to practice at the time the adverse patentee made the invention is essential 
to establish lack of novelty, and to overthrow the patent in court. Proof of this fact 
failing, a new grant was refused. 

[Hallidie vs, Paine, 112. 

26. An interference contestant, the first to conceive of the invention and to make a 
model of the device, failed to reduce it to practice or to file his application for patent 
until after the grant of a patent to his adversary. There being nothing to excuse the 
lack of diligence, priority was decided against him. 

[Ibid., 112. 

27. A, the successful contestant in an interference proceeding between pending appli- 
cations, suffered his case to be forfeited subsequently by the non-payment of the final 
fee. If other parties come into the office thereafter who claim the subject-matter of 
the award, A can neither be notified nor joined in any new controversy that may arise. 

[Practice in Interference Cases, 121. 

28. His application is no longer "pending" in the sense of the law, which permits 
pending applications to be placed in interference. 

^ ribid, 121. 

Digitized by VjOOQ IC 
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29. His former adversaries, however, although debarred by the award from making 
title in themselves, shonld, if their cases are still pending, be made parties to the new 
interference with the sabseqiient applicants in order to fix the rights and status of the 
latter. 

[Ibid., 121. 

30. If such new contest resnlts in favor of the subsequent applicants, a patent should 
issue, notwithstanding the date of completed invention is later than that found for A. 

[Ibid., 121. 

31. In event A renews his forfeited application, as provided by law, he will be sub- 
ject to contest with any new and successful party whose application has been filed in 
the interval. 

[Ibid., 121. 

(See Claims, 2 ; Diligence; Evidence, 3, 4 ; Fraud; Laches. 1,2,3; New Trial, 1 ; Pat- 
entability, 7 ; Priority of Invention ; Reduction to Praciiice ; Res Judicata, 1; Trade- 
marks, 7, 8, 9.) 

INVENTION. 

1. A person does not assume the rdte of an inventor until he has devised the means 
whereby his ideas are to be made available to the public. 

[Wicks V8, Dii Bois, 22. 

2. The mere knowledge that certain things might be done and would be valuable 
without being accompanied with a knowledge of the means or method whereby useful 
results could be produced, does not amount to the concepticn of an invention. 

[Ibid., 22. 

3. A compound paper in which a layer of bleached pulp is superposed upon one of un- 
bleached is anticipated by a paper having layers of fine and coai-se pulp correspondingly 
arranged — the result, a paper of good finish and having the requisites of cheapness and 
durability, being the same in both cases. 

[Thomas Phillips, 93. 

4. No invention was necessary to substitute bleached pulp for the light-quality pulp 
previously employed, the characteristics of the substitute material being well known 
in the art, and the present use without discovery of any peculiar fitness therefor. 

[Ibid., 93. 

5. It requires no invention to wind belt-lacing on a spool, in the manner and for the 
purpose common to threads, yarns, d^c. 

[HoratioN. Cook, 124. 

6. The degree of skill and ingenuity required in making or applying an alleged im- 
provement must be more than is possessed by an ordinary mechanic acquainted with 
the business in order to constitute invention. 

[* Dunbar and Hopper r«. Myers, Ex., et al., 140. 

7. It appearing that one deflecting-plate, in combination with a circular saw, was 
old, and that it required only mechanical skill to apply one to the opposite side: Held, 
that the claim of the improvement described as the employment or use of two cfeflect- 
ing-plates, one placed on each side of the circular saw, for the purposes set forth i ii the 
specification, is void, because it does not constitute a patentable' invention. 

[* Ibid., 140. 

8. Letters patent granted Henry A. Adams October 16, 1872, for ''improvement in 
corn-shellers,'* sustained, notwithstanding the principal difference from what had pre- 
ceded it in the art was simply in the reverse revolving motion ||^j^ ^O^I^Jt^^egula- 
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tors in the hopper of the machine, it appearinfi; that an improved resalt was thereby 
attained 

[* Adams vs. The Joliet Manafactaring Company, 304. 

9. Where the change in the faucet made it more simple and economic, and was not 
formal, but in a certain degree structural, patentable invention was exercised, notwith- 
standing the general principle of operation was old. 

['^ Zane et ah vs. Peck Brothers & Co., 325.' 

10. It was not simply the ** carrying forward or new or more extended application of 
the original thonght," and was not ''a change only in form, properties, or degree." 
(Smith V9. Nichols, 21 Wall., 112.) 

•Ibid., .325. 

(See Claims, 3 ; Construction of Specifications and Patents, 10, 12 ; Patents, 3.) 
JOINDEE OF INVENTION. 

1. Several specific devices embodying the same general features of construction may 
be retained in a single application, provided a generic claim, is made which will cover 
each, and which is patentable. 

[E. O. Rowland, 120. 

2. A generic claim of such scope and character is indicative of the same basis of in- 
vention for each device, and, where it cannoi be maintained, there is such diversity as 
will require a division of the application. 

[Ibid., 120. 

3. Notwithstanding they may be all retained, the applicant is not at liberty to 
make specific claim to more than one of the devices. 

[Ibid., 120. 

4. To size sheets of mineral wool after the wool fibers have been protectively coated 
according to the invention is not a distinct process in the sense of necessitating a di- 
vision of the application. 

[A. D. Elbers, 123. 

5. The sizing is resorted to as a simple expedient to fit the wool for certain of its 

uses. There is no departure froih the essential invention in suggesting it. 

[Ibid., 123. 
(See Division of Application.) 

JOINT INVENTION. 

1. While in an application by a sole inventor, the oath referring to separate and 
distinct inventions there, included may suffice to cover a division consisting of the 
part eliminated from the original, it is not so with joint applicants, whose oath goes 
to the inlfention considered as a whole and not to separate parts. 

[Tieman, Simpson, and Collins, 1. 

2. A joint patent having been granted in England : Heldj that the oath of single 
inventorship accompanying an application was sufficient to warrant the issue of ^ 
sole patent, in view of the different qualifications in that country and this with rela- 
tion to*joinc patents. 

[C. W. Siemens, 41. 
JURISDICTION. 

1. After a patent has been issued the office has no power to Investigate or deter- 
mine whether or not the patentee has made false suggestions in his oath ; nor is it a 
proper subject of investigation in an interference proceeding. 

Digtzej^ S. Gillen, 20. 
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2. The decision of the CommissioDer in regard to the qaestidns which have been 
eommitted to his exclasive Jarisdiction is final— snch as the saffioienoy and competency 
of the formal acts and proofs which the statute provides shall be a prereqaisite to the 
issaing of a patent ; the existence of those facts upon which a reissne is to be granted 
or an extension made; and the sufficiency of the reasons for delay exceeding two 
years in prosecuting an application made since the act of 1870. 

[*The United States Rifle and Cartridge Company et al. v$. The Whitney 
Arms Company et al,f 197. 

3. Where the relief to be ultimately rendered is the payment of damages, and the 
aid of a court of equity is needed for discovery in a case not of trusteeship or agency, 
but where the ascertainment of damages is complicated and intricate, and the action 
at law cannot be adequately tried without great difficulty, a court of equity assumes 
jurisdiction of the whole case and proceeds to a final decree upon the merits. 

[* Magic Ruffle Co« va. Elm City Co.,4212. 

4. The powers of the supreme court of the District of Columbia, in patent cases, are 
the same as those of the circuit courts of the United States. 

[* Cochrane et al, V8, Deener et aL, 242. 

5. The Jurisdiction of the circuit courts in oases arising under the patent and copy- 
right laws is not changed by the Revised Statutes, and consequently the original cog- 
nizance of the circuit courts sitting as courts of equity in patent cases is retained. 

[*Ibid., 242. 

6. Since the Revised Statutes a bill in equity will not lie solely tp recover damages 
for the infringement of a patent, but if it pray for an injunction, or for a discovery 
and account of profits, it will be maintained. 

[* Vaughn va. The East Tennessee, Virginia and Georgia Railroad Com- 
pany, 256. 

7. Notwithstanding the repeal of the limitation clause in section 55 of the act of 
1870, an action will lie upon a patent expiring before the adoption of the Revised 
Statutes, if brought within six years after the expiration of the patent. 

[• Ibid., 256. 

8. The Commissioner of Patents alone is invested with authority to decide whether 
a patent-ee is entitled to a reissue, and after he has exercised this power and granted 
the reissue it becomes a presumption of law that he has done his duty thoroughly, 
faithfully, and properly. 

r* The Miller and Peters Manufacturing Company va, Du Brul, 316. 

9. The action of the Commissioner in granting a reissue is not open for re-examina- 
tion by the courts, except on the ground of fraud in its procurement. 

[• Ibid., 316. 
See Pleadings and Practice, 4, 7, 8 ; Practice in Patent Office, 1, 2, 4, 5 ; Reissues, 19, 20.) 

LABELS. 

1. Arbitrary matter properly constituting a trade-mark must be registered as such 
before it can be included in a label. 

[ Jno. D. Park, 45. 

2. His legal right to use it as a trade -mark must be first established by the applicant 
before it can be registered in a label. 

[Ibid., 45. 

LACHES. 

1. A delay of eight years in reducing the invention to practice and giving it to the 
pnblic, unaccompanied by extenuating circumstances, but resulting from indiflfereno^ 
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toward the iDTention, is not saffioient to defeat the oUim of one who, in the mean 
time, had independently perfected his indention and created a demand for it in the 
market. 

[Gross vff. Sarfi^nty 37. 

2. The case under consideration distingaished from that of White v$, Allen, the rea- 
sons alleged in excuse of the delay not being analogons. 

[Ibid., 37. 

3. The law does not look with favor npon a party who withholds the knowledge of 
his invention from the public by a negligent postponement of his claim until alter 
others have made and introduced the same. 

[Ibid., 37. 

4. Parties may forfeit their claim to receive the aid of a coart of equity to the extent 
of its powers by their laches in restraining known violations of their rights and ac- 
qniesiSence in the assertion of adverse rights. 

[* Magic Ruffle Company V9. Elm City Company, 212. 

(See Abandoned Invention, 4; Injunction, 2; Interferences, 6.) 

MECHANICAL SKILL. 

An improvement of an existing device rendering its parts more adjustable in a man- 
ner well known, and by the exercise of mechanical skill and judgment alone, is not 
patentable. 

[H. Gross, 3. 

(See Form and Location, Changes in, 3, 5, 8, 9 ; Invention, 6; Patentability, 3.) 

MODELS AND DRAWINGS. 

(See Evidence, 5; Interferences, 26; New Matter, 2; Priority of Invention, 5; Re- 
duction to Practice, 1 ; Reissue, 8, 9, 10, 11.) 

NEW MATTER. 

1. Great care is to be exercised in not allowing new matter to be incorporated into a 
reissue application in cases where there is neither model nor drawing ; but where the 
ambiguity in the patent is explained in a manner not inconsistent with the original 
invention, and the patent is clearly inoperative by reason of such ambiguity, the dis- 
cretion reposed by law in the Commissioner should be exercised in fevor of the patentee 
upon the production of satisfactory evidence that the niatter to be introduced was part 
of the original invention. 

[P. R. Gottstein, 47. 

2. An application primarily for a process irvention, but containing matter capable 
of illustration, was subsequently amended to include such matter instead, a drawing 
being filed and a description inserted relative thereto. Both were much more minute in 
detail and feature than was warranted by the language originally- employed: JSeldf 
first, that the amendment was rightly objected to as ** new matter," it coaforming to no 
part of the case, as it existed at the time of its filing (Rule 32, Office Practice) ; second, 
that the clause of Rule 32, Office Practice, permitting the admission of an amendment 
on satisfactory proof that it is part of the original invention, does not apply, becaase 
the matter is one capable of illustration by drawing and model. 

[Jesse H. Temple, 114. 

3. The prohibition in Rule 32 against the introduction of '< new matter " is not a 
mere question of Office fees, but is to limit the power of amendment, so that it ia 
possible to determine when an application is compteted. 

jitized by VjUPbid., 114. 

(See Presumptions, 2 ; Reissue, 3, 5, 6, 17, 22, 26. ) 
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NEW RESULTS AND USES. 

1. The right to coyer, after discovered aaes and resalts, is apon the assamptioa that 
the mechanism for which a patent is granted is invariable, so that there is permanency 
and certainty in the resnlta accomplished. 

[Nicholas Seibert, 95. 

2. Doubted whether a result which is not common to all machines oonsfcructed under 
a patent can be appropriated on reissue since it is in its nafcure special or fugitive. 

[Ibid., 95. 
NEW TRIAL, 

An application for the reopening of an interference on the ground of newly-dis- 
covered evidence cannot be allowed where it appears that the testimony was not newly 
discovered, but was within the possession of the party from the beginning of the pro- 
ceedings. ' 

[W. S. Gillen, 20. 
NOVELTY. 

1. Casting sets of teeth on a tin base by a process similar to the process described 
in the complainants' patent was not an anticipation of the invention, it being shown 
that vulcanite may be used by dentists as a base for artificial teeth in many ways that 
oonld not be accomplished by tin, and that, therefore, the cast tin base was not sub- 
stantially the same product as the Cummings manufacture. 

[* Smith v$. The Qoodyear Dental Vulcanite Company et al., 171. 

2. The novelty of a patented invention is not impeached by a prior patent which 
did not originally describe the invention, but has since been enlarged by reissue so as 
to include it. 

[* Vogler V8. Semple, 271. 

3. The novelty of the device for which the patent was granted does not depend upon 
the question whether the separate instrumentalities are new, but whether any new 
and nsefiil result is produced by their combination. 

["Albright vs. The Celluloid Harness-Trimming Company, 311. 

4. The validity of a patent is not determinable by the degree of novelty or invention 
displayed, bnt it is sufficient if there exists some novelty and merit, however slight. 

[*The Miller and Peters Mannfacturing Company v«. Du Brul, 316. 

5. The same novelty and merit that will entitle an applicant to a patent entitles 
him to the Judgment of a court upon that point, and the action of the Patent Office in 
making the grant is prifnafade proof that the requisite novelty and merit exist. 

[* Ibid., 316. 

, OATHS. 

A separate oath is reqnired when a new application is filed as a division of an 
original application made and sworn to by Joint inventors. 

[Tieman, Simpson^ and Collins, 1. 

(See Joint Invention, 1, 2; Jurisdiction, 1.) 

OFFICE RULES. 

(See Practice in Patent Office, 6.) 

PATENTS. 

1. Section 16 of the act of 1861 does not repeal eeotion 6 of the act of 1839, but so 
modifies it as to extend the life of a patent granted thereunder to seventeen instead 
of fourteen years. Digitized by Vj uu v ic 

[C. W. SiemeS^, 41. 
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2. Section 4887, Revised Statates, oonstraed as an exception to section 4884, with 
respect to the term of patent gprants, and the language of the section, "so limited as 
to expire,'' held to require that the limitation shall appear upon the face of the patent. 

[C. W. Siemens, 75. 

3. Invention or discovery constitutes the foundation of the right to obtain a patent, 
and nothing short of this will support it. 

[* Dunbar and Hopper v$, Myers, ex., et al,f 140. 

4. Patented articles are presumed to be paten tably different from those covered by 
other patents. 

[•* Buerk vb, Imhaueser et al., 161. 

5. Where a useful result is produced in any art, manufacture, or composition of 
matter by the use of certain means for which the inventor or discoverer obtains a pat- 
ent, the means described must be the essential and absolutely necessary means, and 
not mere adjuncts, which may be used or abandoned at pleasure. 

[* Russell vs. Dodge et al., 162. 

6. A patent is private property, and the government cannot, after it is issued, make 
use of the improvement, any more than a private individual, without license of the in- 
ventor or making him compensation. 

I* Cammeyer and Lewis vs, Newton et aZ., 182, 

7. A patent is invalid if the invention claimed is found to be patented or described 
in a printed publication prior to the patentee's invention or discovery thereof; and it 
is enough if the thing patented is described, and not the steps neoessairily antecedent 
to its preduction. 

[* M. Cohn v$. The United States Corset Company et al,, 205. 

8. Thus, when the invention claimed is an article, it is not necessary, in order to 
render the patent void, that the prior publication should also contain a description of 
the process by which such article was made. 

[• Ibid., 205. 

9. Unless the earlier printed and published description does exhibit the later-pat- 
ented invention in such a full and intelligible manner as ta enable persons skilled in 
the art to which the invention is related to comprehend it without -assistance from the 
patent, or to make it, or repeat the process claimed, it is insufficient; to invalidate the 
patent. 

[• Ibid., 205. 

10. It does not detract from the validity of a pateut that the inventions of others 
are made use of in carrying out the patented invention. One invention may include 
witliiu it many others, and patents for each and all be valid at the same time, but in 
such case each inventor would be precluded fro n using the inventions made and pat- 
ent d prior to his own, except by license from the owners thereof. 

[* Cochrane et al, v$. Deener et at., 242. 

11. When an original machine and an improvement upon it are both patented, 
neither patentee can use what does not belong to him without the roquicite authority 
from the owner. 

[* Robertson et al. v$. Blake, 266. 

12. Although the patented dies might be used in connection with a previous ma- 
chine, that fact does not permit their unauthorized use, the dies being new in them- 

Bdlvf^S 

[•Bruffr*. Ives, 275. 

(See Ambiguous Patents, 1; Constructions of Specifications and Patents, 35; Exten- 
sions and Extended Patents, 2; Foreign Patent; Foreign Use, 1; Jnrisdiction.S; 
Novelty, 4, 5 ; Pleadings and Practice, 13 ; Practice in Patent Office, 17, 18 ; Reissnei 2.) 
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PATENTABILITY. 

1. The substitatioQ in a oan-opeuer of one form of cattinj^-edgd far another, withoat 
thereby prodacing a new combination or resnlt as proof of mvantion, is not patentable. 

[L. Cutting, 9. 

2. The osefal resnlt claimed for the invention was economy of material ; but it not 
appearing that snch was the natural result of its use, nor that any improvement had 
been effected in the art, a patent was refused. 

[J. Gerson, 19. 

3. New arrangements of printed matter on tickets, cards, dtc, the resnlt of fancy or 
simple mechanical skill, are not proper subjects for patents, however convenient such 
arrangement may be. 

[Ibid., 19. 

4. Both rotating and vibrating folding-blades being old, and it being common to com- 
bine them, as well as successive sets of vibrating folding blades, in one machine, held 
to be a mere duplication of parts and without invention to provide a series of rotating 
folding-blades in their stead. 

[Chambers and Mendham w. Tucker, 32. 

5. Combining with an old form of ticket a scheme of making one or more of the 
tickets redeemable, it being old to make all of them redeemable, does not constitute 
a new article or amount to a patentable invention. 

[W. W. Bierce, 46. 

6. Doubted whether a plan or method of trAusacting business is patentable under 
the statute. 

[Ibid., 46. 

7. Affidavits of adverse parties cannot be received to impeach the patentability of an 
applicant's invention. 

[Anson vs. Woodbury et aL, 49. 

8. The mere fact that devices cited as references have little commercial value is of 
no significance in determining their pertinency. 

[Sargent vs. Burge, 62. 

9. The substitution of polygonal shafts and corresponding sleeve-shaped revolving 
bearings for round shafts and splines on tHe cylinders of a carding-engine is a patenta- 
ble one. 

[James Greaves, 80. 

10. Although the two devices are generally well-known equivalents where the pur- 
pose is to impart a revolving and a longitudinal reciprocating motion to the body whicli 
the shaft supports, in the present adaptation a new and highly important function is 
performed, not contemplated nor called for by any of the previous uses. 

[Ibid., 80. 

11. A concave flange, coated on its under side with chalk, and applied to a table-leg 
or similar article to prevent the march of insects, is lacking in patentable novelty ; 
the peculiar property of chalk being well known and concave flauges for similar pur- 
poses being old in the art. 

[Strong et al, vs. Cruikshank, 87. 

12. It is the exercise of simple intelligence to put the chalk on the under side of the 
flarge, where it is best protected from being rubbed. 

[Ibid., 87. 

13. The advantages of the particular arrangement being clear from an «- lamination 
the previous state of the art, and its patentability ha^liii'^^j^^iki^ Unquestioned 
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through nniueroDS contests before the office tribanals, are strongly oonolasive facts as 
to its merits. 

[Little M. Sargent, 88. 

14. A patent will not be snstained if the claim is for a resnlt, a principle) an idea, or 
any other mere abstraction. 

r* Fnller and Bamnm v«. Tentzer and Scates, 218. 

15. A patent for improvements in an apparatus may be valid if they are new and 
accomplish a new and asefol resnlt, even though all the elements of the same are old, 
provided the combination or arrangement of such elements is new and of such a char- 
acter that it involved invention to construct the same. 

[* Fuller and Bariium v«. Yentzer et al., 227. 

16. The fact that the prints (cards) may be used by persons to violate the laws against 
gambling does net of itself deprive them of the protection of the law. 

[* Richardson vs. Miller et ah, 291. 

17. Courts of justice will not lend their aid to protect the authors of immoral works, 
but before refusing it must be made to appear eifcher that there is something immoral, 
pernicious, or indecent in the things p^ m; or that they are incapable of any use ex- 
cept in connection with some illegal or immoral act. 

[•Ibid., 291. 

18. The patentability of the dies established, it appearing that by their use a better 
article was brought upon the market at less labor and expense than had before been 
produced. 

[* Albright va. The Celluloid Harness- Trimming Company, 311. 

19. That the omission of certain elements in a prior patented machine might enable 
a mechanic to alter and employ the remnant like the infringed machine, is no test of 
the patentability of the latter. 

[• The Railroad Companies V9. Turrill, 341. 

20. This is to be determined by the question whether the information necessary to 
construct and use the latter machine can be read out of the prior specification. 

[•Ibid., 341. 

21 The utility of the article shown from its extensive sale, and the unanimity with 
which rivals engaged in its manufacture. 

[* Eppinger va, Ricljey and Boniface, 353. 

(See Article of Manufacture, 2; Form and Location, Change in, 3, 4, 7, 8, 9; Novelty, 

5 ; Substitution, 2.) 

PENDING CASES. 

(See Construction of Statutes, 2; Interferences, 27, 28 ; Practice in Patent Office, 11, 

12.) 

PLEADINGS AND PRACTICE. 

1. The question whether or not an alleged improvement is or is not patentable is, in 
an equity suit, a question for the court. 

[* Dunbar and Hopper v$. Myers, Ex., et dL, 140. 

2. In a motion for commitment for contempt for violating an injunction issued upon 
a patent the question as to whether the new machine is the same as the old is a qnes- 
tion of fact to be determined on the evidence. 

[*Bircl8ell va. The Hagersto^n Agricultural Implement Company, 203. 
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3. The rule is that courts of eqaity will never attach unless the yiolation of the in- 
junction is plain and dearly proYen to the court. 

[•Ibid., 203. 

4. Where a bill is brought for a discovery and for other equitable relief within the 
appropriate jurisdiction of a court of equity, and the ultimate object of the plaintiff 
is to obtain damages in such case, the court, having granted a discovery, will proceed 
and give the proper relief in damages. 

[* Magic Ruffle Company v$. Elm City Company, 212. 

5. Where a bill is brought for discovery in a case which is not the proper subject of 
an action or bill for account, the fact tt]|kt the plaintiff is entitled to a discovery does 
not necessarily entitle him also to an account. 

[•Ibid., 212. 

6. Interlocutory orders and decrees are subject to revision until a final decree is 
made, and if, after an interlocutory decree, t&e master's report discloses facts properly 
heard by him upon the order of reference, which, in the opinion of the court, should 
be further investigated, it is competent for the court to direct such an investigation.. 

[•Ibid., 212. 

7. It is generally true that a court of equity ought not to sustain a bill which 
although it may contain matter which can give the court jurisdiction, is merely for th» 
assessment of damages for a breach of contract. 

[•Ibid., 212. 

8. Upon a biU in equity for the infringement of a patent it is a matter of discretion, 
and not of jurisdiction, whether a case shall be first tried at law; and in this matter, 
the courts of the United States, sitting as courts of equity in patent cases, are much 
less disposed than the English courts are to sead parties to a jury before assuming to 
decide upon the merits. 

[•Cochrane et al. v$. Deener et aZ., 242. 

9. Where it is discretionary with a court of equity whether it will first send a case 
to be tried at law, and it exercises its discretion to decide the case upon its merita 
without the aid of a jury of any sort, such action is not a ground of appeal. 

[•Ibid., 242 

10. But if the appellate court were convinced that the case was not properly decided,, 
and could not be properly decided without such reference, it might, in the exercise of 
its own discretion, remand it to the court below for that purpose. 

[•Ibid., 242. 

11. A bill of discovery may be maintained against a corporation, although, in order to 
compel a discovery on oath, the officers of the corporation must be made parties. 

[•Vaughn vs. The East Tennessee, Virginia and G^rgia Railroad Company, 
256. 

12. As a general rule a bill in equity will not lie to settle an account on one side only, 
except when A discovery is prayed, or when the nature of the account is such it can- 
not be readily inyestigated in a court of law. 

[•Ibid., 256. 

13. The surrender of a patent extinguishes it, and after its surrender pending suits 
founded upon it fall with its extinguishment. 

[Mevs vs, Cono^er, 286. 

14. The exceptions to the master's report on extent of infringement and amount of 
damages declared to be well taken, it appearing that a narrower construction of th» 
patent had been made by him than was warranted. 

[•Ruggles V9. Eddy and Shaver, 357. 
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15. After definiog the scope of the patent reference was again made to the master to 
ascertain infringement and damages^ with leave to the parties litigant to introduce ad- 
ditional eyidence because of the new construction placed upon the patent. 

[•Ibid., 357. 

16. Parties defendants sued at law for infringement are not allowed to set up (he 
defense of a prior invention, knowledge, or use of the thing patented, unless written 
notice thereof is given thirty days before the trial. 

[* Roemer v«. Simon et al., 368. 

17. Such notice must state the names of the patentees and the dates of their patents 
alleged to have been invented, and the names ^nd residences of the persons alleged to 
have invented or to have had the prior knowledge of the thing patented, and where 
and by whom it had been used. 

[•Ibid.. 368. 

18. Since the passage of the act of July 8, 1870, the regulation in equity suits is, that 
defenses such as are described in section 61 of that act may be pleaded in any equity 
suit for relief against an alleged infringement, and that proof of the same may be 
given upon like notice in the answer of the respondent, aod with like effect. 

[•Ibid., 368. 

19. On appeal, questions not involved in the assignment of errors will be passed over 
without examination. 

[* Ibid., 368. 

20. The respondents having given due notice of the defense of prior invention and 
use, stating the names and residences of the persons having the prior knowledge, and 
where and by whom the alleged invention had been used, added farther that it had 
been known to and used by others to them unknown, and prayed leave that when dis- 
covered they might be permitted to insert and set forth their names in the answer : 
Seldf that on motion to insert, in accordance with the notice, and no objection made, 
the court was justified in entering the additional names and residences nunc pro tune, 

[•Ibid., 368. 

21. Where, in answer to a bill of complaint for infringement, the defendants filed 
a plea involving three distinct grounds of defense, such plea was held bad for duplicity. 

[• Reissner and Fray r«. Anness and Blanvelt, 37& 

22. The several matters, although relating in a general way to but a single defense — 
viz, the invalidity of the complainants' patent— were essentially independent of one 
another, and by their retention destroyed the very office of the plea, which is to secure 
singleness in the issue. 

[• Ibid., 376. 

23. The general rule is, that a plea must not contain more defenses than one. It is 
not limited to one fact. It may embrace various facts, bat they mast all conduce to a 
single point on which the defendant rests his defense. (Stor. £q. PL, section 654.) 

[* Ibid., 376. 

24. If there is more than one distinct gronnd of defense to be urged, the defendant 
ehonld set the matter forth by way of answer and not by plea. 

[•Ibid., 376. 

25. The defendants were accordingly permitted, either (1) to set down the pleas that 
had been filed as an answer, or (2) to elect withio a time speciried which of the several 
grounds of defense they would stand upon, and when such election had been made, the 
other grounds would be overruled. 

Digitized by ^ 
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26. It is no compliance with the reqairemeats of the coart that the profita arising 
from the ase shall be proven to show that wherever the particular patented improve- 
ment was introduced, other kindred devices coald not be sold. 

[*The Gould's Manufacturing Company vs. Cowing et ah, 383. 

27. The report of the master which gave to such showing the erroneous effect of 
proof of profit arising from the use and estimated damages accordingly was conse- 
quently overruled. 

[* Ibid., 38:}. 

28. The suit in equity authorized under section 4915 R. S. is au original and not 
an appellate proceeding. It is conducted according to equity rules, and a party con- 
testing his right to a patent thereunder need not be confined to matters existing of 
record in the Patent Office or in the supreme court of the District of Columbia. 

[•/» re Squire, 388. 

29. A motion to appoint a special examiner, under the rules of the court, for the 
purpose of taking additional testimony, was accordingly granted. 

[• Ibid., 388. 

30. The statement in ex parte Gredley, 6 Fisher, that the suit under the section " is 
virtually an appeal,'' construed to mean that the party seeks to obtain a different result 
from that which had before been allowed, and in such sense alone does he pursue a 
virtual appeal. 

[• Ibid., 388. 

(See Construction of Specifications and Patents, 34, 35, 37 ; Construction of Statutes, 3; 
Damages, 4, 5; Estoppel; Infringement, 41 ; Injunction; Jurisdiction, 3.) 

PRACTICE IN THE PATENT OFFICE. 

1. The rejection of an application upon the ground that it does not constitute the 
proper subject-matter for a design patent, has reference to the merits, and is appeal- 
able to the Board. 

[O. Pressprich, 18. 

2. The rejection of an application on the ground that there is no legitimate combi- 
natioft between the devices represented, or that they are deficient in novelty or inven- 
tion, is appealable to the Board of Ezamioers-in-Chief. 

[R. Pintsch, 43. 

3. Matters of public notoriety affecting the right of an applicant to a patent will be 
taken notice of by the Office in analogy to the practice of the courts iu determining the 
validity of patents. 

[Anson ta, Woodbury et aU, 49. 

4. The jurisdiction of the Board of Examiuers-iu-Chief is limited in ex parte cases to 
the adverse decisions of the Primary Examiners. If there appear reasons for refusing 
the patent other than those alleged by the Examiner, a statemeat should be made to 
that effect to the Commissioner. 

[ W. 8. Smoot, 51. 

5. The objection made to the application was want of novelty, and upon appeal to 
the Board it reversed the decision of the Examiner as to three of the four claims, but 
one member of the Board giving it as his opinion that new matter was included, re- 
manded the case to the Examiner for his further consideration : Held, that his remand- 
ing the case to the Primary Examiner for reconsideration on that point was entirely 
unauthorized, and without the additional approval of the Commissioner the reconsid- 
eration of the Primary Examiner was also unauthorized. 

Digitized by V3Ul{Ibid., 61. 
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6. The rales of the Office hav^ the force of law so long as they remain unrepealed, 
and are as binding upon its officials as they are upon the general public. 

[Ibid., 51. 

7. The Commissioner is bound to take notice of an objection to the patentability of 
a case whenever and howeyer his attention may be called to the subject. 

[Ibid., 51. 

8. Where, however, the matter is properly cognizable by a lower appellate tribunal, 
the Commissioner will not interfere except, in extraordinary cases, to prevent fraud or 
remedy an action clearly opposed to some requirement of the law. 

[Ibid., 51. 

9. An expression of opinion by one member of the Board does not constitute a decis- 
ion of that tribunaL 

[Ibid., 51. 

10. Examiners are admonished to be careful in making a thorough examination of 
all questions affecting an application before final rejection. 

[Ibid., 51. 

11. Any case in which judgment has been rendered by a competent tribunal, the 
parties notified and no appeal taken or noted, can hardly be regarded as pending. 

[John P. Mygatt, 59 

12. The Office rules In force at the time of the passage of the act of 1870 construed to 
mean that a case was pending only until the decision of au appeal after a second re- 
jection thereon, or until after the party had withdrawn the case from the further con- 
sideration of the Office. 

[Ibid., 59. 

13. If an applicant seeks to claim in a subsequent application subject-matter which 
has been rejected by the Examiner in a prior one already passed to issue, the Examiner 
would be justified in refusing to consider the renewed claim on its merits, on the 
ground that it was *^ rea judicata." 

[J. ArkeU, 73. 

14. Id such case, if the applicant desires to contest its novelty, he should reissue the 
prior patent and include the claim therein. 

[Ibid., 73. 

15. The domestic application for an invention already patented abroad need not be 
restricted to precisely the same subject-matter as the foreign grant. 

[C. W. Siemens, 75. 

16. It must, however, be divided if found to conflict with the rule respecting duplex 
applications. 

[Ibid , 75. 

17. If the domestic application is for the same subject-matter as the foreign patent, 
with immaterial variations, the requirement that the patent granted shall be 'limited 
to expire at the same time with the foreign patent " will be strictly followed, and the 
limitation be made directly upon the face of the instrument. 

[Ibid., 75. 

18. Where new features are introduced, and are in combination with those contained 
in the foreign patent, such limitation cannot be made ; but in event separate claim is 
laid to matter set forth in the foreign patent, specific mention by date and number of 
such patent must be entered in the domestic specification. 

,75. 
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19. That a claim is aniatelligible is an objootion from which interlocutory appeal 
lies to the Commissioner. 

[Charles C. Doten, 115. 

20. Inventions or discoveries are nsaally improvements npon some existing article, 
process, or machine, and are only usefol in connection with it. It i9'ue<^es8ary, there- 
fore, for an applicant to describe that npon which he ingrafts his invention, as well as 

the invention itself. 

[* Merrill vs, Teomans et al., 279. 

21. When the invention is of a new oombioation of old devices, it. is necessary to de- 
scribe with particularity all the old devices, and then the new mode of combining them. 

[• Ibid., 279. 

22. It is the dnty of the Patent Office to examine, scrutinize, limit, and make the 
claim which an applicant is required to present uoder the law to conform to what he 
is entitled to. 

[* The Keystone Bridge Company v«. The PhcBuix Iron Company, 384. 
(Ambiguous Patents, 1 ; Claims, 8 ; Interferences ; Joint Invention ; Jurisdiction, 1 ; 
Oaths, 1 ; Patentability, 7 ; Patents, 5.) 

PREUMINABT STATEMENTS. 
(Interferences, 21, 24.) 

PRESUMPTIONS. 

1. The presumption that an invention which had been put into form several years 
before the filing of the application was an abandoned experiment is overcome by proof 
•of an intention on the part of the inventor to obtain a patent. 

[Freund va. King, 6. 

2. To sustain the j^osition that a reissued patent is not a patent for the same inven- 
tion which was described in the Specification of the original patent, and, therefore, that 
the reissne is unauthorized and void, the defendant must overcome the presumption 
against him arising from the decision of the Commissioner of Patents in granting the 
reissue, and this he can do only by showing, from a comparison of the original specifi- 
cation, with that of the reissue, that the former does not substantially describe what is 
described and claimed in the latter. This mnst plainly appear before the court can be 
justified in pronouncing the reissued patent void. 

[* Smith V9, The Qoodyear Dental Vulcanite Company et aZ., 171. 

3. A reissne patent being valid on its face, the presumption is that the patentee is 
the first inventor of that which the patent purports to secure. 

[* Herring et aZ. va. Nelson at al. Same va. Oage at oZ., 359. 

4. The presumption is not a mere formal one, but if to be overthrown by parol testi- 
mony, it must be done upon clear and satisfactory proof. A case of doubt upon the 
evidence is not enough, for that leaves the presumption operative. 

[•Ibid., 359. 

5. Where the patent described in the bill of complaint is introduced in evidence, the 
patentees or assignees are presumed to be the original and first ioventors of the de- 
scribed improvement. 

[Roemer va, Simon et ol., 368. 

(See Abandoned Invention. 4, 5 ; Evidence, 2, 6, 7, 8 ; Fraud ; Injunctions, 4 ; Interfer- 
ences, 15 ; Patients, 4.) 

PRINTED PUBLICATIONS, 



(See Patents, 7, 8, 9 ; Rejected Applioatidfef ^^ ^OOg IC 
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PRIORITY OF INVENTION. 

1. The firct to conceive of an invention must, in order to establish his right to a 
patent as against one who was first to redace it to practice, nse reasonable diligence 
in developing and perfecting the same. 

[Warner vs. Anders, 8. 

2. An applicant for a patent is the prior inventor, as against a patentee, if he was 
the first to clearly originate the invention and diligent in redacing it to practice. 

[Withington vs. Locke, 27. 

3. In determining the matter of priority of invention, the Office observes the same 
rales as are followed by the courts in investigating the same subject. 

[Mill ward vs. Barnes and Barnes, 34. 

4. The rule reiterated that he is the prior inventor who first reduces the invention 
to practice, unless another who was first to conceive of the invention used reasonable 
diligence in perfecting the same. 

[Ibid., 34. 

5. An applicant who devised an experimental model, which was afterward lost with- 
out test as to its practicability, and did nothing further until his contestant had secured 
a patent, cannot be said to be the prior meritorious inventor. 

[Stover v«. Clark, 92. 

6. The contestant in an interference controversy, who first perfected the operative 
device, awarded priority, notwithstanding his adversary was the first to apply it in 
series, in the manner designed for nse. 

[Martin vs. Bogle, Runyan, and Patric, 106. 

(See Abandoned Experiments, 1, 2, 3 ; Evidence, 5 ; Interferences, 7, 8.) 

PROCESS. 

1. In the language of the patent law, a process is an art. 

[* Cochrane et al. vs. Deener et aZ., 242. 

2. A process is a mode of treatment of certain materials to produce a given result, 
an act or a series of acts performed upon the sabject-matter to be transformed an4 re- 
duced to a different state or thing, and if new and nsefal, it is patentable. 

[•Ibid., 242. 

3. The patentability of a process is entirely independent of the iustrnmentalities 
employed, and it is immaterial whether or not thH in ichinery pointed out as suitable 
to perform the process be either new or patentable. 

[•Ibid., 242. 

4. The process requires that certain things should be done with certain substances 
and in a certain order; but the tools to be used in doiug this may be of secondary con- 
sequence. 

[• Ibid., 242. 

(See Articles of Manufacture, 1, 3; Construction of Claims, 12; Infringement, 19, 33, 

34; Novelty, 1.) 

PROFITS. 

1. A party who has earned profits by the infringement of a patent is chargeable as 
trustee for the use of the real owner. 

[** Vaughn vs. The East Tennessee, Virginia and Oeorgiii Railroad Company, 256b 

2. The profits are not all that an infringer made in the business in which he naed 
^•he patented invention, but they are the worth of the advantage he obtained liy suoh 



DIGEST OF DECISIONS. 433 

use ; or, in other words, they are the fraits of that adyantage. (Momry tit. Whitoey , 
14 Wall., 651.) 

[* Mots vs. Conover, 286. 

3. Thus where no profits aotoally resulted from the nse by reason of the defeotiye 
mechanism in combination with which the infringed device was employed ; yet, as 
the loss was less than it woald have been with the infringed deyioe omitted, this ben- 
efit is equivalent to an equal gain, and was rightly estimated as a part of the profits 
for which the infringer was responsible. 

t* Ibid., 286. 

4. In settling an account for infringement, the question is not what profits the 
infringer has made in his }>usine8s, or from his manner of conducting it, but what ad- 
vantage he has derived from the use of the infringed invention. 

[* The Railroad Companies va. Turrill, 341. 

5. If the invention, as an entirety, was infringed, then the whole profits are the 
profits of infringement. 

[* Ruggles V8. Eddy and Shaver, 357. 

(See Infringement, 31 ; Pleadings and Practice, 26.) 
PUBLIC USE. 

1. Ex'parte affidavits cannot be received to establish the statutory bar of two years' 
public use. 

[Wicks and Wyman w, Knowles, 13. 

t. When public nse is brought home to the parties in the development of the history 
of the invention, it may be taken .notice of and form the basis of future action. 

[Miller V8. Miles, 15. 

3. A use for the mere purpose of competitive examination, experiment, and test is 
not a public use. 

[* The United States Rifle and Cartridge Company el al, va. The Whitney 
Arms Company el ah^ 197. 

(See Evidence, 4 ; Interferences, 6.) 
REDUCTION TO PJtACTICE. 

1. Neither a model nor a drawing can be regarded as a reduction to practice or com- 
plete invention. 

[Mill ward v$. Barnes and Barnes, 34. 

2. An applicant whose machine was tested experimentally only, then laid aside and 
not revived until after the successf al introduction of that of his contestant, is con- 
cluded as to its lack of perfection and reduction to a useful practicable form. 

[Sargent va. Barge, 62. 

3. The arrangement in series may have been more satisfactory and permitted nicer 
adjustment of subordinate mechanism, but it proved operativeuess no more than the 
test of the single device itself. 

[Martin va. Bogle, Ruuyan, and Patric, 106. 

(See Abandoned Experiment, 3 ; Interferences, 16, 18, 22, 23, 25, 26 ; Priority of Inven- 
tion, 6; Trade-marks, 8.) 

REISSUE. 

1. Tlie reason and necessity of the rule requiring an abstract of title t • accompany 
an application for reissue explained, and the practice approved. 

Digitized t|yN*„B. Fassett, 32. 
28 D 
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2. An inyentor will not be permitted to claim in a reissue application matter for 
which his original patent has expired by limitation from the date of a foreign patent 
granted to him. 

[C. W. Siemens, 41. 

3. The concluding clause of section 4916, Revised Statntes, in authorizing the Com- 
missioner to allow new matter in reissne applications having neither model nor draw- 
ing does not warrant a departure from the original invention. 

[A. Dieckerhoff, 77. 

4. Its purpose is to correct accidental mistakes, not to permit the setting up of a 
substantially different invention from the original. 

[Ibid., 77. 

5. No amount of proof that the proposed new matter was within the knowledge of 
the inventor at the time of filing his original application can permit its introduction 
on reissue if it involves a departure from the original invention. 

[Ibid., 77. 

6. Whether the new matter is a depart are or not may be gathered from a considera- 
tion of all original papers filed in the case, and from other evidence of official action 
from which the intentions of the parties can be discovered or their rights determined. 

[Ibid., 77. 

7. An invention not set forth in the original specification nor folly shown by the 
original drawings cannot be iocorporated on reissne where its existence depends upon 
the restoration of a missing element to the model in a particular position*, it not ap- 
pearing that such position was necessarily the only one it could have had, and both 
original specification and drawings failing to indicate its location. 

[Stock well vs. Haines, 82. 

8. The models and drawings of machine patents can be amended under the law, only 
each by the other. Affidavits as to the location of a particular element cannot be con- 
sidered, nor can the Commissioner go outside of the record to ascertain what was the 
scope or detail of the original invention. 

[Ibid., 82. 

9. On reissue, the restoration of a missing element to a model in a manner which 
would give to it an artificial significance was refused, neither the original drawings 
nor specification affording any clew as to its position, and all other locations that could 
be possibly assigned being equally in keeping with the ascribed purpose and function 
of the element. 

[Nicholas Seibert, 95. 

10. Under section 4916, Revised Statutes, authorizing amendments upon reissue, the 
acceptance and consideration of proof outside the record is limited to those cases which 
have neither model nor drawing. 

[Ibid., 9&. 

11. Where a patent has both model and drawing, affidavits in support of a proposed 
amendment are in the nature of proof aliundCf which is excluded by the section. 

[Ibid., 95. 

12. To include on reissue matter which was neither described nor claimed, but what 

was actually contained in the original invention, is simply the rightful exercise of the 

remedy. 

[C. William Siemens, 9& 

13. Tne failure to describe in the original patent is no bar to doing so in the reiasae 

application within the limits of the invention. digitized by VjU v^.^ ^ 

Xlbid., 9o. 
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14. When, in the speoification of the original patent, the inventor describes a new 
and nsefal combination of a number of ingredients, performing, in combination, cer- 
tain functions less than he has claimed, he may, in the reissae, claim such combination 
of the less number which he has described, suggested, or substantially indicated as 
his invention, but failed to include in his claims. 

[* Pearl et ah vs. The Ocean Mills et al.^ 133. 

15. A reissue need not describe the invention in the exact language of the original, 
but may contain a more full and exact description of what was there imperfectly 
described. 

[* Ibid., 133. 

16. ▲ patentee cannot, by obtaining a reissue for a process, enlarge bis right to a 
monopoly beyond the actual invention. 

[* Clark t'8. The Kennedy Manufacturing Company, 152. 

17. Where a reissued patent is granted upon a surrender of the original, for its alleged 
defective or insufficient specification, such specification cannot be substantially changed 
in the reissued patent either by the addition of new matter or the omission of import- 
ant particulars, so as to enlarge the scope of the invention as originally claimed. A 
defective specification can be rendered more definite and certain so as to embrace the 
claim made, or the claim can be so modified as to correspond with the specification ; 
but, except under special circumstances, this is the extent to which the operation of 
the original patent can be changed by the reissue. 

[* Russell V8, Dodge et aly 162. 

18. Where the patent was for a process of treating bark-tanned lamb or sheep skin 
by means of a compound, in which heated fat liquor was an essential ingredient, and 
a change was made in the original specification by eliminating the necessity of using 
the fat liquor in a heated condition, and making in the new specification its use in that 
condition a meie matter of convenience, and by inserting an independent claim for the 
use of fat liquor in the treatment of leather generally, the character and scope of the 
invention as originally claimed were held to be so enlarged as to constitute a different 
invention. 

[* Ibid., 162. 

19. The action of the Commissioner of Patents in granting a reissue within the limits 
of his authority is not open to collateral impeachment, but his authority being limited 
to a reissue for the same invention, the two patents may be compared to determine the 
identity of the invention. If the reissued patent, when thus compared, appears on its 
face to be for a different invention, it is Toid, the Commissioner having exceeded his 
authority in issuing it. 

[* Ibid., 162. 

20. A reissued patent is not void simply because it contains an expanded claim. The 
inadvertence on the part of the ihventor in not making such claim in his ordinal pat- 
ent is conclusively determined by the Commissioner of Patents in granting the reissue* 

[• Lorillard & Co. v«. McDowell & Co., 237. 

21. The purpose of a reissue is to enable one to secure what he was entitled to in his 
original patent, but through inadvertence or mistake did not obtain ; but it cannot be 
made the means of covering anything which was not in the original invention. 

[* Vogler V8, Semple, 271. 

22. The prohibition of the statute in relation to reissue applications is limited to the 
adding of new matter to the specifications, and there is no obligation upon the pat- 
entee to claim all things in the reissue which were claimed in the original invention. 
(Carver v». Braintree Man. Co., 2 Story, 438.) 

[* Albright vs. The Celluloid Harness-Trimming Company, 311. 
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23. Had it beeo iotimated in the origiDal patent that the leaser number of elements 
conld be tised in oombination, this would have Justified a claim to them on reissue. 

[* MiUer & Co. w. Bridgeport Brass Company, 336. 

24. Without such suggestion the claim is invalid, as a departure from the original 
invention. 

[* Ibid., 336. 

25. A reissue patent need not be rigidly confined in description to what was de- 
scribed before. It may include whatever else was suggested or substautiall} indicated 
as a part of the original patented invention. 

[* Herring et al, vs. Nelson et al. Same v». Gage et ah, 359. 

26. Differences in the descriptions and claims of the old and new specifications are 
not the tests of substantial diversity. The description may be varied and the claim 
restricted or enlarged, provided the identity of the subject-matter of the original pat- 
ent is preserved. 

[•Ibid., 359. 

27. The doctrine of Vance v». Campbell, I Black, that the use of a lesser number of ele 
ments than are contained in the patented combination is no infringement because not 
the same invention does not apply to the practice of reissuing patents. It* is true the 
law requires that reissues shall be for the same invention as the originals on which they 
are based, but it is no departure to make separate claims to sub-combinations which 
were originally joined in dbe. 

[* Ibid., 359. 

28. If the patentees have not claimed the whole of their invention, and the omission 
has been the result of inadvertence, the error can be corrected by the remedy of reissue. 

[* The Keystone Bridge Company vs. The Phoenix Iron Company, 384. 

(See Decree, 4 ; Disclaimers, 4 ; Enlarged Invention, 1 ; Jurisdiction, 2, 8j 9 ; New Mat- 
ter, 1 ; New Results and Uses, 1 ; Novelty, 2 ; Practice in Patent Office, 14; Presump- 
tion, 2,3; Res Judicata, 1.) 

REJECTED APPLICATIONS. 

1. Assuming its similarity to the Deuchfield (the patentee) device, the rejected appli- 
cation does not make out that the thing described was ever used, nor is such a descrip- 
tion a patent or publication within the statute. 

[* Herring et al. vs. Nelson et al. Same vs. Gage et aZ., 359. 

RES JUDICATA. 

1. A patent having been issued to the unsuccessful party to an interference after hia 
withdrawal of the interfering claim, he cannot introduoa the same matter in a reissue 
apiilication, his right to it being res judicata, 

[W.S.Gillen,20. 

2. The validity of the Cnmmings patent, as well as its construction, must be con- 
sider* d as settled by the decision of the Supreme Court of the United States in Smith 
vs, Goodyear Dental Vulcanite Company. 

[* Goodyear Dental Vulcanite Company vs. Davis. Same vs. Defendants in 
f 'izty-seven other cases, 327. 

(See Practice in Patent Office, 13.) 
SUBSTITUTION. • 

1. If no new effect was produced the simple substitution would have been without 
patentable merit. 

^'f Jimes Greaves, 80. 
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2. The 1186 of one material instead of another in constructing a known machine is, 
in most cases, so ohvionsly a matter of mere mechanical Judgment, and not of inyen- 
tion, that it cannot be called an invention unless some new and useful result, as in- 
crease of efficiency, or a decided saving in the operation, be obtained. But where there 
is some such new and useful result, where a machine has acquired new functions and 
useful properties, it may be patentable as an invention, though the only change made 
in the machine has been supplanting one of its materials by another. This is true of 
all combinations, whether they be of materials or processes. 

[* Smith vs. The Goodyear Dental Vulcanite Company et al, 171. 

3. The characteristic and valuable feature of both articles being their self-righting 
quality arising from their weighted bottoms, the invention remains the same, notwith- 
standing metal may be substituted for papier madhe in their manufacture. 

[* Ingersoll r«. Turner and Turner, 310. 

4. The substitution of sheet metal for less appropriate material involved no inven- 
tion, and the construction of the cuspadore in three pieces is but obvious mechanical 
skill. 

[* Ibid., 310. 

5. The substitution in a patented mixture of an ingr(«dient which, although not pre- 
cisely the same in its action, produces all the valuable and beneficial results attending 
that for which it was substituted, and in substantially the same manner, is to be re- 
garded as an equivalent and an infringement of the patent. * 

[* The Atlantic Giant Powder Company vs, Mowbray et al., 331. 

(See Construction of Specifications and Pateots, 10; Infringement, 8, 9, 16, 20, 34, 35; 
Invention, 4; Patentability, 1, 4, 9, 10.) 

SUPREBiE COURT DISTRICT OF COLUMBIA. 
(See Jurisdiction, 4, 5.) 

TRADE-MARKS. 

1. Registration denied a trade-mark which, although not absolutely identical with, 
was so close in its resemblance to another in long use as to readily mislead the public. 

[Coggin, Kidder & Co., 26. 

3. The^ addition of an arbitrary symbol to an old trade-mark may not amount to a 
sufficient difference to warrant registration. 

[Ibid., 26. 

3. A trade-mark consisting of words which are merely descriptive of the quality of 
the goods to which the mark is to be applied will not be registered. 

[The Goodyear Rubber Company, 53. 

4. "Crack-proof as a trade-mark for rubber goods held to be descriptive of quality 
and not entitled to registration. 

[Ibid., 53. 

5. The law is complied with if but one/ao-«imiZ« mode of using a trade-mark is il- 
lustrated. 

[W. S. KimbaU, 54. 

6. To multiply illustrations that simply show various modes of applying the mark, 
different arrangements of non-essential, arbitrary matter, &c., is not only unnecessary 
bat encumbers the office records, and tends to confuse the public as to the scope of the 

registration. Digitized by VjU<^ 

[It>id., 54. 
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7. A trade-mark interferenoe, unlike those for patentable matters, has nothing to do- 
with the question as to who was the first to conceive or suggest the mark, bat who- 
was the first to put it into actual practice. 

[Swift V8. Peters, 57. 

8. A contestant who acted in the capacity of an agent, and as such received and 
shipped the goods to which the trade-mark was attached, cannot be said to have put 
the mark into actual practice. 

[Ibid., 57, 

9. The title of the registrant of a trade-mark is for the courts, not for the Office to 
determine. 

[Ibid., 57. 

10. A star and crescent applied as a trade-mark to soap is registerably different from 
a star alone. 

[Cornwall et al., 82. 

11. Whether a proposed mark deceptively resembles another already registered is a 
question of judgment, to be determined upon the probabilities of the case. (Ex parte 
Imbs, 10 Official Gazette, 46.3.) 

[Ibid., 82. 

12. A geographical word used as a trade-mark in a fanciful sense, and not fraudu- 
lently uor deceptively applied, may generally be registered. 

[Cornwall & Brothers, 85. 

13. There may, however, be a difference in this regard between foreign and domestic 
geographical words. 

[Ibid., 85. 

14. The word "Dublin'' registered as a trade-mark for soaps, it not appearing that 
it was either a descriptive or deceptive term in this connection. 

[Ibid., 85. 

15. That a trade-mark is consumed with the article to which it is applied is no test 
of its invalidity. 

[Jacob Gordon, 108. 

16. If the mark is unessential in the structure of the article, and serves merely to 
distinguish it, the intimacy of incorporation is immaterial. 

[Ibid., 108. 

17. A trade-mark must have the independent and sole quality of distinguishing the 
goods as being of a particular manufacture, or as belonging to a particular party. 

tibid., 108. 

18. A strip of leaf-tobacco placed as a wrapper around the mouth-piece or end of a 
cigarette denied registration, the leaf serving more a mechanical than a distinctive 
purpose. 

[Ibid., 108. 

19. The rule in relation to *' lawful trade-marks rightfully in use on July 8, 1870," as 
laid down in India Rubber Comb Company, 8 Official Gazette, 905, and Rubber 
Clothing Company, 10 Official Gazette, 111 : Reldf to apply in excluding the words 
"Egg Macaroni" from registration. 

[Dole Brothers, 117. 

20. At the time of their first adoption by applicants' assignor, they were properly 
descriptive of an article known long before, and, moreover, [|:^i4hi July 8, 1870, it does 
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4iot appear that the words had beeo used alone, bat in connection with other desigpia- 
ting matter. They are not a lawful trade-mark rightfully in use at that time. 

[Ibid., 117. 

21. Held, That complainant could not legally ei^joy the exolusive right to use a deo- 
•oratiye tin pail as a collar-box notwithstanding that he was the first to so employ it, 
.and had registered it as a trade-mark. 

['Harrington vs. Libby, 308. 

(See Labels.) 

USE. 

(See Infringement, 39, 40.) 



Digitized by VjOOQ IC 



Digitized by VjOOQ IC 



Digitized by VjOOQ IC 



Digitized by VjOOQ IC 



Digitized by VjOOQ IC 



Digitized by VjOOQ IC 



Digitized by VjOOQ IC 



Digitized by VjOOQ IC 



Digitized by VjOOQ IC 



Digitized by VjOOQ IC 




3 bios 01.5 HA? 777 




Digitized by VjOOQ IC 



Digitized by VjOOQ IC 




3 bios ObS Hfl? 777 




Digitized by VjOOQ IC 



